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PREFACE. 


Singe  the  acceasion  of  Ifr.  Jnrtioe  Mnsoar  to  tKe  beA«h  of  the  Sapreme 
Court  of  the  United  States  in  Karch,  1845,  a  desire  has  been  yerj  generallj 
expressed  by  the  profession,  that  his  decisions  as  a  Judge  of  the  Cirooit  Courts 
within  the  Second  Circuit,  embracing  the  two  Districts  of  New-Tork  and 
those  of  Vermont  and  Connecticut,  should  be  collected  in  a  permanent  form. 
Tliose  decisions  comprise  cases  both  at  law  and  in  equity,  and  questions  of 
Constitutional,  Commercial,  Revenue,  and  Admiralty  law,  of  Patents^  of 
Copj-Right,  and  other  important  subjects.  The  high  repotatioa  of  J«dg« 
NsuoN,  and  the  fame  earned  bj  him  during  a  judicial  career,  now  of  twenty- 
nine  years  duration,  for  fourteen  of  which  he  oooapied  a  seat  upon  the  baach 
of  the  Supreme  Court  of  New-Tork,  and  for  nine  of  which  he  was  Chief 
Jnatiee  of  that  Court,  and  the  fact  that  in  only  two  reported  casea^  that  of 
Lawrence  v.  Allen^  (1  Haw.  785,)  and  that  of  Willicunaan  y.  Berry,  (8  Saw. 
495,)  have  his  decisions  in  the  Court  below  failed  to  secure  the  approbation 
of  a  majority  of  the  Supreme  Courts  have  been  to  the  Reporter  a  sure  ffwt" 
antee  that  it  required  nothing  but  the  presentation  in  a  proper  form  of  the 
eases  contained  in  this  yolnme  to  ensure  for  them  the  approbation  of  the 
profession.  In  this  yiew,  the  preparation  of  the  yolume  was  undertaken  i* 
the  summer  of  1850,  but  its  completion  has  been  delayed  till  now  by  otkor 
engagements.  The  Reporter  has  in  his  possession  sufiicient  materials  to 
enable  him,  with  the  addition  of  decisions  that  will  probably  be  made  du- 
ring the  ensuing  year,  to  publish  another  yolume  at  the  expiration  of  about 
that  time.  Whether  he  will  do  so  or  not,  will  of  course  depend  upon  the 
wishes  of  his  brethren  of  the  profession,  whose  indulgence  is  asked  for  this 
his  first  effort  as  a  Reporter. 

It  is  proper  to  say  that  the  opinions  in  this  yolume  were  nearly  all  of 
them  written  without  any  yiew  to  their  publication,  and  that  the  entire 
manuscript  has  had  the  benefit  of  the  revision  and  approbation  of  Judge 
Nklbor. 

Hie  title  of  CtreuU  Court  Heports  is  adopted  for  these  Reports,  to  preyent 
their  being  confounded  in  citation  with  Blaoxfobd's  Indiana  Reports 

a  B. 
Aumnuf,  June  26th,  1852. 
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ERRATA. 

Ptg«    H  lii^e  6  fi*om  the  bottom,  before  **  effect"  insert "  the." 
•«    104,  line  8  from  the  bottom,  for  "  argued,"  read  "  nrged." 
•*    137,  line  23,  for  " improvementa"  read  "implements." 
**    290,  line  19,  in  the  head  note  to  KeUy  y.  Smithy  before  "the"  inaert 

"of." 
"    688»  line  12  from  the  bottom,  in  the  head  note  to  BdortMey  t.  Jkqtjmm, 
for  "  cannot"  read  "  can." 
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AT  HEW-TOEK. 


The  Roarer. 

On  la  appeal  to  the  CSrenit  Court,  in  Admiralty,  the  whole  decree  of  the  Dia- 
trict  Court  is  brought  up,  although  onlj  part  of  it  is  appealed  from. 

In  such  a  case,  after  a  decision  on  the  appeal  hj  this  Courts  it  must  execute 
the  decree,  and  has  no  power  to  remit  the  proceedings  to  the  District 
Court. 

Where  a  part  only  of  a  decree  of  the  District  Court  was  appealed  from,  and 
as  to  that  part  this  Court  reyersed  the  decree  of  the  District  Court,  HeU 
that  it  was  unnecessary  for  this  Court  to  affirm  in  terms  the  decree  of  the 
District  Court  so  far  as  it  was  not  appealed  from,  but  that  the  part  not  re- 
yersed  remained  in  this  Court  in  full  force,  to  be  executed  here,  and  be- 
eame  a  part  of  the  decree  as  modified  by  this  Court  on  the  appeaL 

LfT  this  case  there  was  an  appeal  from  a  decree  of  the  Dis- 
trict Court,  in  Admirally ,  on  a  libel  for  salvage  filed  by  John 
Livingston  and  others  against  the  Brig  Roarer.  The  decree 
of  the  District  Court  was  in  &vor  of  the  libeUants.  Of  the 
respondents  in  the  District  Court  only  one  appealed.  Subse- 
quently, on  a  motion  in  this  Court,  ihe  appeal  was  dismissed 
as  to  certain  of  the  libellants,  on  the  ground  that  the  amounts 
awarded  to  them  severally  for  salvage  were  too  small  to  sus- 
tain an  appeal.  On  the  hearing  of  the  appeal  this  Court  rever- 
sed the  decree  of  the  District  Court  and  dismissed  the  libel,  as 
between  the  appellant  and  those  of  the  libellants  who  remained 
as  appellees.    The  decree  entered  on  the  decision  of  the  appeal, 

a 


SOUTHERN  DISTRICT  OF  NEW-YORE. 


The  RoAr«r. 


contained  no  proyiBion  whatever  as  to  so  much  of  the  decree 
below  as  was  not  appealed  from. 

A  motion  was  now  made  to  correct  the  decree  of  this  Court, 
by  inserting  a  provision  aflSrming  the  decree  of  the  District 
Oonrt  80  far  as  it  was  not  appealed  from. 

Nei^on,  J.  I  think  the  decree  is  correct  as  it  stands.  Only 
one  of  the  respondents  below  appealed.  The  appeal  was  dis- 
missed, as  respected  a  portion  of  the  libellants,  on  the  gvomid 
that  the  snms  awarded  to  them  severally  were  not  of  sufficient 
amomit  to  sustain  an  appeal.  The  issue,  therefore,  in  this 
Court  was  confined  to  the  appellant  and  the  remaining  ap- 
pellees, and  the  decree  on  the  appeal  was  between  these  par- 
ties, and  these  alone.  It  could  extend  to  no  others,  for,  in 
judgment  of  law,  they  were  the  only  parties  on  the  record  in 
the  appeal  suit,  and  the  decree  entered  had  relation  to  them 
exclusively. 

The  whole  decree  in  the  Court  below  is  brought  up  on  the 
appeal.  In  its  nature  it  is  not  severable.  A  part  of  the  suit 
cannot  be  in  one  Court  and  a  part  in  another  at  the  same  time. 
And  as  this  Court  has  no  power  to  remit  its  proceedings  to  the 
Court  below,  it  must  execute  the  decree  here. 

But,  although  the  whole  of  the  decree  of  the  District  Court 
is  brought  here,  only  part  of  it  is  appealed  from.  The  part 
not  appealed  fit)m  remains  here,  in  full  force,  to  be  executed  on 
the  final  termination  of  the  cause.  There  is,  therefore,  no  dif- 
ficulty in  executing  the  decree  as  modified  by  the  decision  of 
this  Court  on  the  appeal.  What  is  not  reversed  is  still  in 
foree^  and  becomes  part  of  the  decree  in  this  Court,  and  is  to 
be  executed  as  such.' 

Motion  denied. 
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G.  Wilson  ve,  Louis  Bousseau  aio)  Chasies  Eabtok. 


In  this  eaae  the  Judges  of  this  Court  were  opposed  in  opinion  upon  ten  Bev«r- 
•1  questions,  which  were  certified  to  the  Supreme  Court  of  the  United 
8tate&  The  case  in  that  Court  is  reported  in  4  SmMrdt  6M.  The  argQ- 
■lento  of  eounsel  on  the  case  in  this  Court  are  hero  giyen,  with  a  yiew  to  • 
better  understanding  of  the  full  scope  and  bearing  of  the  answers  of  the 
Supreme  Court  to  the  seyeral  questions  certified,  the  same  arguments  hay- 
ing been  presented  in  both  Courts  and  hj  the  same  counseL 

This  was  an  action  on  the  case  to  recovtsr  damages  for  ihib 
infiingement  of  Letters  Patent.  The  questions  in  the  cam 
aroee  on  demurrer.  The  Judges  Of  this  Court  were  opposed 
in  opinion  upon  ten  sereral  questions  which  ware  rtdsed  by 
the  demurrers.  Those  questions  were  certified  to  the  Supreme 
Court  of  the  United  States  for  its  opinion,  and  the  decisioti  of 
that  Court  upon  them  is  reported  in  4  Hawcurd^  64&.  lite 
opinion  of  the  Court  was  delivered  frf  Mr.  Justice  Kebon.  It 
will  be  seen,  by  referring  to  it,  that  the  seventh,  eighth,  nintii, 
and  tenth  questions  certified  are  simply  answered,  without  the 
ttseignment  of  any  reasons  for  the  conclusions  of  the  CoujPt, 
and  neither  the  arguments  nor  the  points  of  the  counsel  wlio 
argued  the  cause  in  the  Supreme  Court  are  given  by  the  re- 
porter. It  has  therefore  been  thought  that  it  would  not  be 
unprofitable  to  give  at  some  considerable  length  the  positions. 


KORTHERN  DISTRICT  OF  NEW-YORK, 
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assomed  by  the  same  counsel  in  this  Oonrt  on  the  argument 
of  the  demurrers,  (and  the  same  arguments  were  presented  in 
the  Supreme  Court,)  as  tending  to  assist  in  a  better  understand- 
ing of  the  ftdl  scope  and  force  of  the  very  important  decisions 
made  by  the  Supreme  Court  in  the  case. 

The  declaration  contained  two  counts.  The  first  count  set 
forth  the  issuing  of  Letters  Patent  to  William  Woodworth, 
December  2Yth,  1828,  for  fourteen  years  from  that  day,  for 
"  a  new  and  useM  improvement  in  the  method  of  planing, 
tonguing,  grooving,  and  cutting  into  mouldings,  or  either, 
plank,  boards,  or  any  other  material,  and  for  reducing  the 
same  to  an  equal  width  and  thickness,  and  also  for  facing 
and  dressing  brick,  and  cutting  mouldings  on  or  facing  me- 
tallic, mineral,  or  other  substances ;"  the  death  of  William 
Wood  worth,  intestate,  at  New-Tork,  February  9th,  1839 ;  the 
appointment  of  William  W.  Woodworth,  his  son,  as  his  ad- 
ministrator, February  14th,  1839 ;  the  application  of  WiUiam 
W.  Woodworth,  as  administrator,  July  20th,  1842,  to  the 
Commissioner  of  Patents  for  an  extension  of  the  Patent  for 
seven  years ;  the  action  of  the  proper  Board  of  Commission- 
ers, November  16th,  1842,  extending  the  Patent  for  seven 
years  from  the  27th  of  December,  1842 ;  an  assignment  by 
William  W.  Woodworth,  as  administrator,  to  the  plaintiff, 
August  12th,  1844,  of  the  exclusive  right  to  make,  use,  and 
vend  two  machines,  under  the  Patent  as  so  extended,  to  be 
used  in  the  town  of  Watervliet,  Albany  County,  New-Tork ; 
and  the  infringement  by  the  defendants  by  the  use  of  the  pa- 
tented invention  in  Watervliet  since  the  assignment  to  the 
plaintiff. 

To  the  first  count  the  defendants  pleaded  the  general  issue 
and  three  special  pleas. 

The  first  special  plea  to  the  first  count  set  forth,  that  Wil- 
liam Woodworth,  on  the  4th  of  December,  1828,  after  the 
discovery  of  his  improvement,  assigned  to  one  James  Strong 
the  one  half  of  his  interest  in  it,  by  an  assignment  in  writing, 
under  seal,  which  was  duly  recorded  in  the  Patent  Office ;  that 
on  the  28tli  of  November,  1829,  by  an  instrument  in  writing, 
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under  seal,  Woodworth  and  Strong  assigned  to  Daniel  H. 
Twogood,  Daniel  Halstead,  and  William  Ty^^^^?  ^U  their  right 
to  the  Patent  for  certain  territory,  embracing,  among  other 
places,  said  county  of  Albany ;  that  said  instrument  contained 
an  JicAendum  clause  as  follows :  ^^  To  Have  and  To  Hold  the 
rights  and  privileges  hereby  granted,  to  them  and  their  as- 
signs, for  and  during  the  term  of  fourteen  years  fit>m  the  date 
of  the  Patent,"  and  also  this  fiirther  clause :  "  And  the  two 
parties  Airther  agree  that  any  improvement  in  the  machinery, 
or  alteration  or  renewal  of  either  Patent,  such  improvement, 
alteration,  or  renewal  shall  enure  to  the  benefit  of  the  respect- 
ive parties  in  interest,  and  may  be  applied  and  used  within 
their  respective  districts  as  hereinbefore  designated;"  and 
that  said  instrument  was  recorded  in  the  Patent  Office,  Octo- 
ber 9th,  1837. 

To  this  plea  the  plaintiff  demurred,  assigning  the  following 
special  causes  of  demurrer : 

Jftrst.  That  the  assignment  made  by  "Woodworth  and 
Strong  to  Twogood,  Halstead,  and  Tyack,  November  28th, 
1829,  having  been  executed  before  the  passage  of  any  law 
authorizing  an  extension  of  the  terms  of  Letters  Patent,  did  not 
vest  the  grantees  with  any  interest  in  the  rights  secured  by  the 
extension  of  the  Patent  for  seven  years. 

Second.  That  the  plea  did  not  show  that  the  defendants 
were  assignees  of  Twogood,  Halstead,  and  T^ack,  or  ever  de- 
rived any  advantage  from  the  assignment  to  Twogood,  Hal- 
stead, and  Tyack. 

The  defendants  joined  in  demurrer. 

l^e  second  special  plea  to  the  first  count  set  forth,  that  Wil- 
liam Woodworth,  prior  to  the  1st  of  November,  1836,  disposed 
of  his  entire  interest  in  the  Patent;  and  that  at  the  time  of  his 
death  on  the  9th  of  Febmarj,  1889,  he  had  no  interest  in  the 
Patent 

To  this  plea  the  plaintiff  demurred,  assigning  the  following 
special  causes  of  demurrer : 

JFirsi.    That  the  validity  and  sufficiency  of  the  extension  of 
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the  Patent  were  not  affect^  by  anything  alleged  in  the  plea, 
nor  was  the  plaintiff's  right  to  jud^nieoit  barred  or  affected  b j 
tbe  matters  allied  in  the  plea. 

Second.  That  William  W.  Woodwortb,  in  hia  capacity  aa 
administrator,  had  good  right,  by  law,  to  apply  for  and  obtaia 
aa  extension  of  the  Patent,  and  that  the  extension  of  the  Pa- 
tent could,  by  law,  be  made  on  his  application,  and  to  him^  a«d 
not  otherwise. 

The  defendants  joined  in  demurrer. 

The  third  speciid  plea  to  the  first  count  set  forth  that  Wil- 
liam Woodworth  died  on  the  9tb  of  February,  1839,  and  that 
at  the  time  of  his  death  he  had  no  interest  in  the  Patent 

To  this  plea  the  plaintiff  demurred,  assigning  two  special 
canses  of  demurrer,  the  same  as  to  the  second  special  plea. 

The  defendants  joined  in  demurrer. 

The  second  count  of  the  declaration  set  forth  the  issuing  of 
the  Patent,  the  death  of  Woodworth,  the  appointment  of  his 
administrator,  and  the  extension  of  the  Patent  for  seven  years, 
as  in  the  first  count;  the  ext^osion  of  the  Patent  for  seven 
years  from  the  27th.  of  December,  1849,  by  an  act  of  CSongress 
passed  February  26th>  1845;  the  surrender  of  the  Patent  on 
the  8th  of  July,  1846,  by  William  W.  Woodworth,  as  admin- 
istrator, on  account  of  defects  in  the  S})eciflcation,  and  its  re- 
issue on  that  day  on  an  amended  specification ;  an  assignment 
in  writing,  under  seaJ,  by  William  W.  Woodworth,  as  admin- 
istrator, to  the  plaintiff,  on  the  9th  of  July,  1845,  of  his  right 
and  title  to  the  said  re-issued  Patent  of  JiQy  8th,  1845,  for  the 
residue  of  said  first  extension  of  seven  years,  so  £eu-  as  r^aixled, 
(among  other  things,)  the  exclusive  right  to  use  two  tnachines 
in  the  town  of  Watervliet,  Albany  county,  New-York ;  and 
the  infringement  by  the  defendants,  by  the  use  of  the  patented 
invention  in  Watervliet,  since  October  1st,  1845. 

To  the  second  count  the  defendants  demurred,  assigning  the 
following  special  causes  of  demurrer : 

Mrst.  That  it  did  not  appear  by  the  second  count  that  the 
plaintiff  was  the  assignee  of  an  exclusive  right  to  make,  use,  and 
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vend  said  iinpravemeni  within  the  town  of  Watervliet,  or  that 
he  was  inyested,  as  to  that  territoiy,  with  all  the  rights  of  the 
original  patentee. 

Second.  That  the  re-issned  Patent  of  the  8th  of  Jnlj,  1845, 
was  Toid: 

Ist.    For  uncertainly  in  the  amended  specification ; 

2d.    For  ambiguily  in  the  same ; 

3d.    For  multiplicity  of  claim  in  the  same ; 

4th.  Because  it  appeared  that  the  re-issued  Patent  of  the 
8th  of  July,  1845,  was  not  for  the  same  invention  for  which 
the  Patent  of  December  27th,  1828,  was  granted. 

Third.  That  the  decision  of  the  Board  of  Commissioners, 
upon  the  application  for  the  extension  of  a  Patent  nnder  the 
18th  section  of  the  Act  of  Congress  of  July  4th,  1836,  com- 
monly known  as  the  Patent  act,  is  not  conclusive  upon  the 
question  of  their  jurisdiction  to  act  in  the  given  case. 

FowrtTu  That  the  Commissioner  of  Patents  could  not  law- 
fully receive  a  surrender  of  Letters  Patent  for  a  defective  spe- 
cification, and  issue  new  Letters  Patent  upon  an-  amended 
specification,  after  the  expiration  of  the  term  for  which  the 
original  Patent  was  granted,  and  during  the  existence  of  an 
extended  term  of  seven  years. 

The  plaintiff  joined  in  demurrer. 

The  questions  upon  which  the  Judges  were  opposed  in  opin- 
ion will  be  severally  stated  hereafter.  They  will  also  be  found 
at  length  in  the  report  of  the  case  in  4  Sawa/rd^  together  with 
the  certified  statement  of  &cts,  and  copies  of  the  Letters  Pa- 
tent and  specifications,  and  of  various  papers  referred  to  in  the 
statement  and  questions.  The  first  cause  of  demurrer  to  the 
fiiat  special  plea  to  the  first  count  raised  the  second  and  third 
questions;  and  the  second  cause,  the  fourth  question.  The 
causes  of  demuner  to  the  second  and  third  special  pleas  to  the 
first  count  raised  the  first  and  fifth  questions.  The  first  cause 
of  demurrer  to  the  second  count  raised  the  sixth  question;  the 
first,  second,  and  third  subdivisions  of  the  second  cause  the 
seventh  question,  and  the  fourth  subdivision  the  eighth  ques- 
tion; the  third  cause,  the  ninth  question;  and  the  fourth  canse^ 
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the  tenth  question.  For  the  sake  of  convenience  the  arguments 
will  be  presented  in  the  order  of  the  questions  as  certified,  rath- 
er than  in  their  order  as  raised  by  the  pleadings  in  this  Court. 

William  H,  Sewa/rd^  for  the  plaintiff.  Level,  smooth,  and 
impervious  wooden  floors  are  among  the  necessary  parts  of 
all  our  dwellings.  They  were  prepared  until  1828  with  man- 
ual labor,  and  with  very  imperfect  instruments.  A  skilftd  and 
vigorous  mechanic  would  prepare  ten  or  fifteen  planks,  equal 
to  one  hundred  feet,  in  a  day,  at  a  cost  of  two  dollars.  William 
Woodworth  invented  a  machine  by  which  five  thousand  feet 
of  lumber  are  prepared  for  floors  in  one  day,  at  an  expense 
of  ten  dollars. 

Point  I.  "Whether  the  18th  section  of  the  Patent  act  of 
1836  authorized  the  extension  of  a  Patent  on  the  application 
of  the  executor  or  administrator  of  a  deceased  patentee. 

lite  laws  of  the  United  States  regard  property  in  Letters 
Patent  for  inventions  as  personal  property  in  contradistinction 
to  real  property.  If.  a  Patent  be  granted  for  fourteen  years, 
and  the  patentee  die  during  the  term,  the  property  in  it  be- 
comes vested  in  his  personal  representatives.  The  18th  sec- 
tion of  the  Patent  act  of  July  4,  1836,  (5  XT,  S.  Statutes  at 
La/rge^  124,)  declares  a  new  and  fiorther  right  in  behalf  of  an 
inventor  who  has  obtained  a  Patent.  This  new  right  is  a  titie 
to  an  extension  of  the  original  grant  for  sevien  years  more,  if 
the  patentee,  at  any  time  before  the  expiration  of  his  Patent, 
shall  show  to  the  proper  authority,  by  a  certain  form  of  proofj 
that  such  an  extension  would  be  "  consistent  with  the  public 
interest,"  and  "just  and  proper,  by  reason  of  his  failure," 
without  neglect  or  fault  on  his  part,  "to  obtain  from  the  use 
and  sale  of  his  invention,  a  reasonable  remuneration  for  the 
time,  ingenuity,  and  expense  bestowed  upon  the  same  and  the 
introduction  thereof  into  use."  The  effect  of  such  an  exten- 
sion, when  made,  is  that  the  original  Letters  Patent  "  have 
the  same  effect  in  law  as  if  they  had  been  originally  granted 
for  twenty-one  years." 
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By  the  operation  of  the  18th  section,  such  a  new  and  addi- 
tional right  as  has  been  described  vests  at  once  in  every  in- 
ventor when  he  obtains  his  Patent ;  that  is  to  say,  a  contingent 
right  to  an  extension  for  seven  years. 

The  consideration  of  this  new  and  additional  right  is  of  the 
same  nature,  if  not  identical,  with  that  of  the  right  to  demand 
the  original  Patent,  and  belongs  as  exclusively  to  the  same  in- 
ventor. That  consideration  is  the  unremimerated  merit  of  a 
discovery  useful  to  the  commonwealth. 

If  the  original  Patent  had  been  for  twenty-one  years,  and 
Oie  inventor  had  died  during  that  period,  the  administrator 
would  have  taken  the  benefits  of  the  unexpired  term.  "Why 
should  not  the  administrator  apply  for  and  obtain  the  exten- 
sion, on  the  death  of  the  patentee  during  the  same  term? 

The  argument  on  the  other  side  is  that  the  letter  of  the  stat- 
ute provides  for  an  application  by  the  patentee^  prescribes 
conditions  to  be  performed  by  him^  and  directs  a  grant  to  himj 
without  at  all  alluding  to  the  possibility  of  his  death. 

But  the  statute  recognizes  the  application  for  an  extension,  not 
as  a  petition  for  a  hoon^  but  as  a  demand^  which  must  be 
granted  whenever  certain  circmnstances  exist. 

The  inventor,  then,  has  a  right  to  an  extension  in  certain 
cases.  If  it  were  of  such  a  nature  that  courts  of  common  law 
could  enforce  it  by  proper  remedies,  it  would  be  a  legal  right. 
But  it  is  a  right  contingent  on  the  favorable  adjudication  of 
the  Board  of  Commissioners,  which  is  invested  with  legisla- 
tive discretion  in  regard  to  the  application,  and  it  is  also  an 
equitable  right,  because  any  claim  or  interest  in  regard  to  it 
which  may  be  created  among  individuals  "By  contract,  can  be 
enforced  in  courts  of  equity  alone. 

But,  where  not  affected  by  assignment  or  testamentary  di- 
rection, choses  in  action,  whether  legal  or  equitable,  and 
whether  absolute  or  contingent,  always  pass  by  mere  opera- 
tion of  law  to  the  personal  representative  of  a  deceased  owner, 
without  any  words  of  perpetuity.  An  administrator,  though 
not  named  in  the  obligation,  may  sue  on  a  bond  executed  to 
his  intestate.    So  any  personal  right,  whether  arising  by  ex- 
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press  agreement,  or  by  mere  implication  of  law,  whether  abso- 
lute or  conditional  or  contingent,  may  be  asserted  with  thet 
same  effect  bj  ajp.  executor,  as  by  the  party  to  whom  in  life  the 
right  belonged.  The  administrator's  right  of  succession  to  per- 
sonal property  is  absolute  and  universal.  This  transmissibil- 
iiy  has  only  one  exception.  The  right  to  damages  for  personal 
torts  does  not  descend. 

Sights  conferred  by  law,  or  created  by  legislation,  whether 
rights  of  one  citizen  against  another,  or  of  a  citizen  against  the 
commonwealth,  are  as  truly  rights  of  property,  as  those  crea- 
ted between  citizens  by  contract.  In  such  cases  the  law  is  a 
contract,  or  creates  a  contract,  as  has  been  well  settled.  There- 
fore, such  rights  are  subject  to  the  principle  of  transmission  to 
personal  representatives,  like  all  other  rights  of  personal  prop- 
erty. If  the  state  grant  the  use  of  a  bridge  for  a  term  of 
years,  on  condition  that  the  grantee  shall  erect  the  bridge,  and, 
at  the  expiration  of  his  term,  devote  it  to  the  public,  is  not  this 
a  contract,  which,  if  performed  by  the  grantee,  wiU  descend  to 
his  representatives  and  carry  the  franchise  to  them  ?  Nor  is 
there  any  thing  in  the  intangibility  of  the  right  to  an  extension 
of  a  Patent,  or  in  the  uncertainty  of  its  fixture  establishment, 
which  exempts  it  from  the  principle  of  this  law. 

An  executor  or  administrator  is  entitled  to  all  the  personal 
property  of  the  decedent,  not  only  to  such  as  is  susceptible  of 
manual  possession,  but  also  to  things  in  action,  whether  in 
law  or  in  equity ;  and  this  includes  not  only  property  not  in 
the  possession  of  the  deceased  at  the  time  of  his  death,  but  also 
interests  vested  in  him  by  condition,  remainder,  limitation  or 
election,  and  such  interests  equally  in  equity  as  in  law.  (9  Pe- 
t&rsdoTfs  Ah.  298.) 

The  right  to  an  extension  of  a  Patent  is  an  mterest  concern- 
ing personal  property,  in  equity,  depending  on  the  election  of 
the  patentee  and  on  a  condition  beyond  his  control.  Such  an 
interest  must  necessarily  pass  to  the  administititor,  unless  the 
statute,  expressly  or  by  implication,  limits  its  duration  to  the 
life  of  the  patentee. 

The  statute  contains  no  such  eooprew  limitation. 
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Ko  limitation  is  im^fMed  \>j  the  provision  that  the  patentee 
shall  desire  an  extension ;  for  the  desire  here  described  is  an 
dectiony  which  can  be  made  by  an  administrator.  Nor  is  a 
limitation  iny^Ued  by  the  provision  that  the  patentee  shall  ap- 
ply ;  for  the  application  ia  only  a  legal  proceeding  to  assert  a 
peroonal  right,  and  an  administrator  may  institute  snch  a  pro- 
^eediiig. 

But  it  ia  chiefly  insisted  that  a  limitation  is  implied  by  the 
psoTision  that  proof  shall  be  made  by  theoo^A  of  the  patentee 
ooDoeniing  his  profit  and  loss  resulting  from  the  invention. 
13u«  direetion  oojic^^ning  the  oath  of  the  patentee  is  merely 
incidental  and  a  n^fttter  of  detail,  which  must  give  way  when 
neceesary  to  secure  effect  to  the  essential  portion  of  the  statute. 
The  esaential  thing  is,  that  it  must  appear  that  the  inventor  has 
not  been  adequately  rewarded.  It  must  appear  also,  that  the 
application  is  for  his  benefit,  as  between  him  and  the  world  at 
large.  But,  in  view  of  the  policy  of  the  act,  he  lives  in  the 
person  of  his  administrator,  and  an  application  by  the  admin- 
istrator is  virtually  an  application  by  the  inventor.  The  law 
requirea  the  patentee  to  exhibit  his  profits  and  losses.  They 
must  be  exhibited,  even  though  he  be  dead.  His  administra- 
tor has  his  books  and  accounts,  and  is  therefore  presumed  to 
be  competent  to  show  what  the  law  requires.  K  he  can  do 
this,  the  object  of  the  provision  concerning  proof  is  attained. 
If  he  cannot,  the  application  must  fidl.  It  would  alike  fail, 
for  the  same  cause,  if  made  by  the  inventor  himself.  If,  in 
some  cases,  an  administrator  might  be  unable  to  satisfy  the 
Board,  that  circumstance  would  constitute  no  reason  why  one 
who  ccndd  fully  satisfy  the  Board  should  not  apply. 

The  object  of  the  Patent  laws  is,  aa  defined  in  the  Constitu*' 
tion,  ^  to  promote  the  progress  of  science  and  the  useful  arts, 
by  Becuiing  for  limited  times  to  authors  and  inventors  the 
exclusive  right  to  their  writings  and  discoveries."  The  18th 
section  of  the  act  of  1886  implies  that,  in  order  to  pro^ 
mote  the  progress  of  science  and  the  useful  arts,  it  is  necessary 
to  ^attend  a  Patent,  when  the  public  interests  will  pennit,  if 
the  inv^itor  have,  without  fault  on  his  part,  fidled  to  obtain  i^ 
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remuneration  dnring  the  term  of  fonrteen  years.  The  act  is, 
therefore,  remedial.  But,  if  the  position  of  the  defendants  be 
correct,  the  law  will  altogether  fisdl  in  those  nmnerons  cases 
where  ^  patentee  dies  without  obtaining  an  extension.  Kow, 
since  there  is  no  express  limitation  on  the  life  of  the  patentee, 
imposing  on  us  the  necessity  of  adopting  so  suicidal  a  con- 
struction of  the  18th  section,  and  since  portions  of  the  statute 
may  seem  to  conflict  with  each  other,  all  that  can  be  claimed 
by  our  adversaries  is  that,  in  this  respect,  that  section  is  ambig- 
uous. Admitting  such  ambiguity,  only  for  argument's  sake, 
we  humbly  submit  that  our  construction  is  in  harmony  with 
the  policy  of  the  statute.  ^ 

Again.  Our  construction  brings  the  18th  section  into  har- 
mony with  the  other  details  of  the  statute.  The  6th  section 
provides  that  any  inventor,  (without  alluding  to  his  possible 
death,)  may  apply  for  and  obtain  Letters  Patent.  The  10th 
section  declares  that  if  the  inventor  shall  die  before  a  patent 
issue,  then  the  right  of  applying  for  and  obtaining  such  pa- 
tent shall  devolve  on  the  executor  or  administrator  of  such 
person,  in  trust  for  the  heirs  at  law  of  the  deceased,  or  of  his 
devisees,  in  as  fiill  and  ample  a  manner,  and  under  the  same 
conditions,  limitations,  and  restrictions,  as  the  same  was  held 
or  might  have  been  claimed  or  enjoyed  by  such  person  in  his 
life-time ;  and  when  application  shall  be  made  by  such  legal 
representative,  the  necessary  oath  or  affirmation  shall  be  so 
varied  as  to  be  applicable  to  him. 

Again.  The  13th  section  provides  that,  if  a  patent  shall 
prove  void  by  reason  of  mistake  or  accident,  the  patentee  may 
surrender  it,  and  obtain  a  renewed  patent  for  the  unexpired 
portion  of  the  original  term  ;  and  the  statute  expressly  declares 
that  the  executor  or  administrator  of  a  deceased  patentee  may 
apply  in  such  a  case.  Now,  the  most  accomplished  casuist 
would  fail  to  find  a  reason  for  a  policy  in  that  case,  distin- 
guishable from  the  policy  of  extension  provided  for  in  the  18th 
section. 

Again.  The  statute  is  beneficent.  It  is,  therefore,  to  be 
construed  rigorously  against  the  public  and  beneficently  to- 
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wards  inventors.  It  would  be  a  mockery  of  national  magna- 
nimity and  justice  to  offer  the  extension  of  a  patent  to  the 
nnrewarded  inventor  while  in  life,  and  yet  plead  his  death  in 
abatement  of  an  application  for  an  extension  on  behalf  of  his 
children.  The  constraction  insisted  upon  by  our  adyersaries 
does  violence  to  natural  sentiments  of  justice.  The  common- 
wealth has,  by  the  discovery,  received  a  ben^cial  considera- 
tioiL  It  pays  an  equivalent  to  the  inventor.  Would  it  not  be 
absurd  and  capricious  to  say  that  the  equivalent  shall  be  con- 
ferred on  the  inventor  if  he  live  fourteen  years,  but  shall  be 
denied  him  if  he  do  not  live  so  long  2 

Again.  The  18th  section  provides  for  the  transmission  of 
the  benefits  of  the  extension  to  assignees.  It  would  be  very 
strange  indeed  if  an  assignee  should  be  remembered  with  jus- 
tice and  kindness  by  his  country,  and  the  inventor's  children 
be  cast  out  from  her  favor. 

The  language  of  the  British  statute  in  regard  to  the  exten- 
sion of  patents  is  to  the  same  effect.  Executors  and  adminis- 
trators are  not  expressly  named,  while  in  fact  they  apply  for 
and  obtain  such  extension.  (Stat.  5  and  6  Will.  1 F,  c,  83,  seo. 
4,  Hindmarch  on  Pat&rUs^  600.) 

But,  it  is  urged  that  executors  and  administrators  seem  to 
to  have  been  intentionally  excluded,  because  they  are  not  men- 
tioned in  the  18th  section,  while  they  are  expressly  named  in 
other  sections,  such  as  the  5th,  6th,  10th,  and  IStihi.  The  re- 
mark is  founded  on  the  principle  that  the  entire  law  is  the 
symmetrical  production  of  one  mind,  and  that  uniformity  of 
language  must  therefore  be  expected,  where  there  is  uniformi- 
ty  of  purpose.  But  the  reason  fiuls  in  construing  statutes 
enacted  by  popular  legislatures. 

It  is  insisted,  moreover,  that  the  powers  vested  in  the  Board 
of  Commissioners  are  special  and  administrative,  and  are,  there- 
fore, to  be  strictly  exercised.  This  is  very  true.  But  how 
strictly  i  Certainly  not  so  strictly  as  to  defeat  the  statute. 
The  letter  must  be  preserved,  but  not  if  it  kUl  the  spirit  of  the 
law. 

The  question  thus  discussed  was  necessarily  involved  in  the 
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decifiion  of  the  Board  of  OommiBsionerB,  when  the  extension  of 
1842  was  granted  in  this  case.  That  Board  acted  judiciallj 
and  decided  the  point  in  our  favor.  In  the  case  of  Ycm  Hock 
r.  ScfudAefr^  in  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New-Tork,  tilie  late  Mr.  Justice  Thomp- 
son, in  June,  1843,  held  that  an  administrator  (nr  executor 
might  make  application  for  the  extension  of  a  patent  after  the 
death  of  the  patentee,  and  that  the  patent  might  lawfolly  be 
extended  on  such  an  application.  The  same  view  of  the  stat- 
ute was  adopted  by  Mr.  Justice  McKinley  in  the  case  of  WUr 
801V  V.  Sirripson^  in  equity,  in  the  Circuit  Court  of  the  United 
States  for  the  Eastern  District  of  Louisiana,  and  by  Judge 
McOaleb  in  the  same  Court  in  the  case  of  Wilson  v.  Owrtms. 
Mr.  Justice  McLean  considered  the  same  question,  on  the 
same  extension  of  this  patent,  in  the  case  of  Brooke  v.  Bich' 
neU^  in  the  Circuit  Court  of  the  United  States  for  the  District 
of  Ohio,  (  Western  La/w  Jowmal^  Jem.  1844,)  and  decided  tliat 
the  construction  of  the  act  in  this  respect  had  been  rightly 
settled  by  the  Board  of  Commissioners.  The  question  was 
several  times  presented  to  the  lamented  Mr.  Justice  Story. 
At  jSrst  he  adopted  the  opinion  of  Judge  McLean  from  court- 
esy ;  but  afterwards,  in  the  case  of  Woodworth  v.  Sherrrujm^ 
(8  Story^  171,)  he  said  that,  on  the  fullest  reflection,  he  had 
dome  to  the  opinion  that  Judge  McLean  was  right  in  his  de- 
cision that  an  administrator  was  competent  to  apply  for  and  re- 
eeive  this  grant,  and  that  to  hold  otherwise  would  be  going 
contrary  to  the  whole  spirit  and  policy  of  the  patent  laws. 

Point  n.  Whether  by  force  and  operation  of  the  18th  sec- 
tion of  the  act  of  July  4th,  1886,  entitled  "  An  act  to  promote 
the  progress  of  the  useful  arts,  &c.,"  the  extension  granted  to 
William  W.  Woodworth,  as  administrator,  on  the  16th  day  of 
November,  1842,  enured  to  the  benefit  of  assignees  under  the 
original  patent  granted  to  William  Woodworth  on  the  27th 
day  of  December,  1828,  or  whether  said  extension  enured  to 
the  benefit  of  the  administrator  only,  in  his  said  capacity. 

The  policy  of  promotmg  science  and  the  arts  by  granting 
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Lettere  Patent  is  feebly  shadowed  forth  in  the  books  of  com- 
mon law.  It  is  certain  that  Letters  Patent  had  originally  no 
flQch  object.  They  were  diiefly  employed  to  grant  to  favor- 
ites of  the  Crown,  estates,  honors  and  franchises  at  the  expense 
of  the  public  welfare.  Certainly,  very  imperfect  notions  of 
the  present  policy  of  Letters  Patent  existed  nntil  near  the 
dose  of  the  reign  of  Elizabeth.  That  qneen  granted  to  a  fii- 
Torite  of  hers,  named  Ealph  Bowes,  a  monopoly  of  the  mann- 
fiictore  of  playing-cards  for  twelve  years,  and  afterwards  ex- 
tended the  franchise  for  twenty-one  years  longer.  In  the 
Letters  Patent  she  did  not  pretend  that  he  had  invented  those 
instroments  of  amusement,  or  any  process  of  mannftcturing 
ihem.  This  monopoly  was  tested  in  the  case  of  Da/tcy  v. 
AUeifi^  (11  Coke  JR.  84  &,)  and  it  was  declared  void,  because  inju- 
rious to  the  public  welfare.  A  severe  examination  of  all  exist- 
ing monopolies  was  made  in  Parliament  at  an  early  period  in 
tibe  reign  of  James  I.  But  this  was  done  by  royal  concession, 
and  not  at  all  under  a  claim  of  legislative  power.  On  that 
occasion  a  large  number  of  Letters  Patent  were  condemned 
and  abrogated,  and  none  were  saved  but  such  as  had  short 
terfMy  and  were  granted  to  iiwerUors^  for  useful  discoveries. 
At  last,  the  statute  of  21  Jac.  I,  c.  3,  was  passed.  (See  JERnd- 
march  on  Patents^  602.)  This  statute,  which  constituted  the 
British  code  of  the  law  of  Letters  Patent  for  two  hundi^ 
yeare,  originated,  as  is  seen,  not  in  the  policy  of  promoting 
science  and  the  arts,  but  merely  in  a  jealousy  of  royal  power. 
It  established  that  policy  not  by  direct  and  aflSrmative  enact- 
ments, but  by  way  of  excepting  those  patents  which  could  be 
defended  on  public  considerations.  The  grounds  of  these  ex- 
ceptions were :  Ist^  that  the  patentee  was  the  inventor ;  2d, 
tiiat  the  discovay  was  useful ;  8rd,  that  lite  monopoly  wouM 
operate  as  an  encouragement  to  genius ;  4th,  that  the  tenn  of 
the  monopoly  did  not  extend  longer  than  fourteen  yeM«. 

Hus  was  the  British  law  of  patents  when  the  American 
Constitution  was  founded.  An  obvious  necessity  dictated  that 
tte  power  to  providefor  the  promotion  of  the  arts  and  sdencea 
«k)uld  be  veetei  ia  th^  Federal  Government)  mtfier  than  in 
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the  authorities  of  the  respective  states.  And  it  is  remarkable 
how  distinctly  every  feature  of  the  policy  of  the  statute  of 
James  I  is  impressed  on  the  Constitution  of  theUnited  States. 
{Art.  1,  sec.  8.)  Congress  shall  have  power.  What  power? 
Power  to  promote  the  progress  of  science  and  useM  arts. 
How  ?  By  securing  the  exclusive  right  of  property  in  wri- 
tings and  discoveries.  To  whom  ?  To  authors  and  inventors. 
For  how  long  i    For  limited  times. 

Congress  exercised  its  constitutional  power  in  the  act  of 
April  10th,  1790,  (1  U.  S.  StahUes  at  La/rge,  109,)  and  that 
law  was  expressed  in  the  very  words  of  the  statute  of  James 
I.  The  act  was  revised  in  1793,  and  amended  in  1800, 1819, 
and  1832.  Neither  the  statute  of  James  I,  nor  the  act  of  1793, 
provided  for  the  case  of  an  improvement  of  an  invention  al- 
ready patented ;  nor  for  the  conflict  of  claims  between  the 
inventor  of  the  principle  and  the  discoverer  of  the  improve- 
ment. Nor  did  either  the  British  or  the  American  code  provide 
for  the  re-issue  of  void  Letters  Patent ;  nor  for  an  extension 
under  any  circumstances  of  the  limited  term  for  which  Letters 
Patent  were  issued.  As  early  as  1793,  however,  it  was  per- 
ceived that  a  controversy  might  arise  between  the  patentee  of 
a  machine,  and  a  person  who  should  discover  an  improvement 
of  it  Congress,  therefore,  in  that  year  enacted  that  any  per- 
son who  should  have  discovered  an  invprovemeTit  in  the 
principle  of  any  machine^  or  in  the  process  of  any  composi- 
tion of  matter,  which  should  have  been  patented,  and  should 
have  obtained  a  patent  for  such  improvement,  should  not  be 
at  liberty  to  make,  use,  or  vend  the  original  discovery,  nor 
should  the  first  inventor  be  at  liberty  to  use  the  improvement. 
(1  U.  S.  StaJbuieB  at  Lwrge^  321.)  Here  we  recognize  for  die 
first  time  inyi>rovement8  of  patents^  in  the  law  regulating  the 
lights  of  scientific  property. 

In  England,  as  well  as  in  America,  until  a  very  recent 
period,  a  defective  description  of  the  invention  rendered  the 
Letters  Patent  void.  An  attempt  was  made  by  American 
judges,  as  early  as  1812,  to  correct  this  great  injustice.  It  was 
held  by  them  that  Letters  Patent  might  be  valid,  although  the 
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fipecificatioii  were  defective,  unless  the  defect  arose  from  aa 
intention  to  deceive  the  public.  {WkUtemore  v.  CuUer^  1 
6aais<m  429 ;  Pwrh  v.  LitOe,  3  Wash.  C.  C.  B.  196.)  But 
this  view  was  abandoned  in  sabmission  to  stringent  British 
dedsiona  on  the  same  subject,  and  it  was  thereafter  held  here, 
as  in  England,  that  a  defective  specification  rendered  Letters 
Patent  absolutelj  void,  no  matter  how  innocent  of  fraudulent 
design  the  inventor,  or  how,  beneficent  his  invention.  {Mor^ 
ris  ▼.  Hwitington^  1  Pame^  348.)  The  evil  could  now  be 
corrected  only  bj  a  proceeding  which  the  letter  of  the  law  did 
not  direct  or  recognize,  namely,  an  amendment  of  the  specifi- 
cation and  a  re-issue  of  the  Letters  Patent.  Li  a  case  which 
came  before  Mr.  Justice  Thompson  in  1824  he  held,  that 
there  was  no  insuperable  objection  to  entering  a  ^oikcatwr  of  the 
patent,  if  it  had  been  taken  out  inadvertently  and  by  mistake ; 
that  all  the  proceedings  in  the  State  Department  were  ea;^r^, 
and  were  conducted  ministerially  rather  than  judicially ;  and 
that  there  was  no  good  reason  why  the  patent  might  not  be 
surrendered  and  cancelled  of  record,  a  new  and  correct  speci- 
fication be  filed,  and  a  second,  that  is  to  say,  a  re-issued  pa- 
tent for  the  unexpired  portion  of  the  fourteen  years  be  issued 
to  the  patentee,  whereby  the  inventor  and  the  public  would 
be  secured  in  their  rights.  The  Department  of  State  promptly 
adopted  the  opinion  of  Judge  Thompson,  and  the  principle 
was  sanctioned  by  the  Supreme  Court  of  the  United  States. 
{Ora/nt  v.  Baymond^  6  Peters^  218  ;  Shcm  v.  Cooper^  7  P^ 
ters^  292.)  It  was  also  engrafted  by  Congress  upon  the  patent 
system  of  this  country  in  1832,  by  a  law  which  declared  that 
whenever  any  patent  should  be  invalid  or  inoperative,  for  the 
reason  that  any  of  the  terms  or  conditions  prescribed  in 
the  third  section  of  the  act  of  1793  had  not,  through  inad- 
vertence, accident  or  mistake,  and  without  any  fraudulent  or 
deceptive  intention,  been  complied  with  on  the  part  of  the 
inventor,  it  should  be  lawfrd  for  the  Secretary  of  State,  upon 
the  surrender  to  him  of  such  patent,  to  cause  a  new  one  to  be 
granted  to  the  inventor,  for  the  same  invention,  for  the  residue 
of  the  period,  then  unexpired,  for  which  the  original  patent 
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ims  gmnted,  upon  his  complying  with  the  tenns  and  eondi* 
tioDS  prescribed  in  the  third  section  of  the  act.  (4  U.  S.  JBta^ 
uks  (U  Zarge^  559.) 

The  law  remain^  thns  until  1836.  The  security  offered  to 
inventors,  as  authorized  by  the  Constitati(»i  and  granted  by 
Congress,  consisted  of  the  following  provisions,  namely :  a  pa- 
tent for  an  ^m^^/i^^  for  the  term  of  fourteen  years;  apatentfor 
an  itYiprovemerU  of  an  invention  already  patented ;  and  a  right 
to  an  altered  and  renewed  or  renamed  patent  for  the  same  term, 
in  lieu  of  one  which  should  prove  void  by  reason  of  a  defect^ 
ive  specification. 

The  act  of  5  and  6  William  IV,  c.  88,  passed  in  1885, 
durough  die  efforts  of  Lord  Brougham,  contained  a  provision 
ibr  the  surrender  of  Letters  Patent  for  a  defective  specifica- 
tion, and  for  the  renewal  of  them  on  an  amended  specification, 
similar  in  all  respects  to  our  own  law  of  1832. 

There  was  yet  another  advance  to  be  made*  This  was  ac- 
complished in  1836.  Congress,  in  that  year,  revised  the  entire 
patent  system,  and  abolished  all  existing  laws.  A  new  code 
was  enacted.  (6  U.  S.  Statfutea  at  Large^  117.)  Under  the 
former  system  an  inventor  was  held,  in  regard  to  time,  to  the 
strict  letter  of  the  contract  between  himself  and  the  Govern- 
ment, as  expressed  in  his  Letters  Patent.  By  that  contract, 
he  had  agreed  to  surrender  his  discovery  to  the  public  forever, 
in  consideration  of  being  secured  in  the  exclusive  enjoyment 
of  it  for  the  limited  time  appointed  by  law.  Previously  to 
1886  the  term  was  inflexibly  fixed  at  fourteen  years.  K  an 
inventor  irwproved  liis  own  invention  or  that  of  another,  he 
could  obtain  a  patent  for  the  improvement,  but  only  for  the 
term  (]i  fourteen  years.  K  a  patent  proved  defective  and  void, 
it  could  be  amended^  altered  amd  renewed^  and  thus  be  made 
valid  and  effectual,  but  only  for  so  many  years  or  months  or 
days  as  might  remain  of  the  fourteen  years  originally  stipula- 
ted. N^o  public  authority  had  power,  on  any  consideration,  to 
extend  the  duriition  of  a  patent.  No  law  existed  recognizing 
a  right  in  the  inventor  to  an  extension,  and  of  course  no  such 
iriffkt  existed.    IlE^  now  and  then,  a  patent  was  extended  for 
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seven  or  petbaps  fourteen  years,  the  act  of  extension  was  ef- 
fected not  by  any  subordinate  authority,  nor  by  virtue  of  any 
emuting  law,  nor  in  acknowledgment  of  any  right  or  daim  on 
the  part  of  the  inventor,  nor  in  accordance  with  any  establish- 
ed policy.  But,  on  the  contrary,  the  extension  was  an  excep- 
tion to  the  policy  of  the  country,  and  constituted  a  gift^  con- 
ferred by  a  high  and  solemn  act  of  l^slative  power.  But  a 
change  at  length  came  over  the  spirit  of  the  age.  In  England 
aa  well  as  in  America,  after  a  long  trial  of  the  same  absolute 
limitation  of  patents  to  the  term  of  fourteen  years,  it  was  found 
that  when  an  invention  was  really  useful,  such  numerous  and 
powerful  interests  were  often  combined  against  the  inventor, 
that,  with  the  aid  of  fraud  and  litigation,  Letters  Patent  too 
often  fiuled  to  secure  to  the  inventor  the  enjoyment  of  his  prop- 
erty during  the  limited  time  so  strictly  measured. 

The  English  statute  of  5  and  6  William  lY,  c.  83,  was  passed 
on  the  10th  of  September,  1835.  That  statute  provides  that 
in  certain  cases  after  a  fiill  hearing  of  and  enquiry  into  the 
whole  matter  by  the  Judicial  Committee  of  the  Privy  Council, 
His  Majesty,  if  he  shall  think  fit,  may  grant  new  Letters  Par 
tent  for  an  invention  already  patented,  ^^  for  a  term  not  exceed- 
ing seven  years  after  the  expiration  of  the  first  term,  any  law, 
custom  or  usage  to  the  contrary  in  any  wise  notwithstanding.^^ 
The  prindple  of  that  act  was  adopted  by  the  Congress  of  the 
United  States  at  the  very  next  session  of  that  body.  The  pro- 
vision thus  made  for  extending  patents,  constitutes  the  18th  sec- 
tion of  the  act  of  July  4th,  1886. 

All  the  difficulties  which  have  arisen  in  the  present  case, 
and  all  which  can  be  raised  in  regard  to  the  construction  of 
the  18th  section,  will  vanish  when  a  distinction  is  simply  and 
plainly  taken  between  the  '^  extension'^  of  Letters  Patent  and 
the  ^^  renewal''  of  Letters  Patent.  Legislative  bodies  may  use 
terms  loosely,  but  Courts  apply  them  strictly.  A  ^'renewal" 
renovates  a  patent  which  has  become  void,  and  restores  it  to 
the  same  condition  in  which  it  was  when  it  became  void,  and 
for  the  same  period  of  duration^  An  ^^  extension"  difiTers  al- 
together firom  this*    It  seizes  upon  the  firanchise  at  the  expii»- 
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Hon  of  the  fourteen  years,  and  extends  it  seven  years  more ; 
and  it  has  this  effect  whether  the  franchise  ran  its  course  of 
fourteen  years  by  virtue  of  original  Letters  Patent  or  of  renew- 
ed Letters  Patent.  Hence  it  follows  that  the  '^  extension"  to  bo 
made  under  the  18th  section  is  a  relinquishment  by  the  State 
to  the  inventor  of  a  portion  of  an  estate  which  he  had  solemnly 
dedicated  to  the  public  use ;  whereas,  what  is  conceded  to  him 
by  a  renewal  is  what  was  granted  ineffectually  before. 

The  daim  of  the  inventor,  recognized  by  the  18th  section, 
arises,  not  as  in  other  cases,  out  of  his  acknowledged  title  to 
his  invention,  for  he  has  conveyed  that  to  the  public,  nor  yet 
out  of  the  palpable  obligation  of  the  government  to  render  ef- 
*  fectual  the  defective  guaranty  for  which  it  received  so  valuable 
an  equivalent.  But  his  claim  arises  now  out  of  a  principle  of 
national  magnanimity.  The  legislature  is  bound  to  secure  in- 
dividual rights,  and  could  not  justly  deny  a  patent  for  a  new 
invention,  or  for  an  improvement  of  an  invention.  Nor  could 
Congress,  with  more  justice,  refiise  a  renewed  patent,  when 
the  first  shoidd  prove  useless,  for  that  would  be  to  seize  the 
inventor's  property  without  allowing  him  any  reward,  after 
pretending  to  give  him  a  solemn  guaranty  for  its  enjoyment. 
And  Congress  could  not  declare  that  the  renewed  patent 
should  be  for  the  sole  use  of  the  patentee  to  the  exclusion  of 
assignees,  because  that  would  be  unjust,  fraudulent,  and  a  pal- 
pable violation  of  the  Constitution.  But  when  the  inventor 
has  renounced  his  discovery  to  the  public,  by  a  contract  &irly 
made  and  valid  in  law,  a  claim  for  a  modification  of  that  con- 
tract and  for  a  further  remuneration  by  a  prolongation  of  the 
franchise,  on  the  ground  of  disappointed  expectation  or  effort, 
however  just  or  reasonable,  is  at  least  without  precedent. 

Neverdieless,  the  18th  section  is  neither  capricious,  nor  un- 
reasonable, nor  impolitic.  It  does  not  authorize  extensions 
without  just  claims  and  enlightened  purposes.  Those  who 
maintain  that,  by  virtue  of  the  18th  section,  aeaiffnees  of  the 
original  term  acquire  an  interest  in  the  extended  term,  without 
«ny  express  agreement,  seem  to  overlook  the  nature,  alike,  of 
the  occasion  provided  for  by  that  section,  of  the  action  pre- 
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scribed,  of  the  claims  of  the  party  procuring  that  action,  and 
of  the  policy  of  the  law.  For  it  is  on  the  desire,  not  of  an  as* 
signee,  bat  of  the  patentee^  that  an  extension  may  be  granted 
in  proper  cases.  The  patent  to  be  extended  must  belong  not 
to  an  assignee  bnt  to  the  patentee.  And  the  patentee  must  not 
merely  clesire  an  extension.  He  cannot  be  passive.  He  must 
act.  He  mnst  make  application  in  writing  and  set  forth  the 
grawndM  thereof.  Those  grounds  are  to  be  exhibited,  not  by 
any  stranger,  or  even  by  an  assignee  or  privy  in  interest,  bnt 
by  the  patentee. 

The  18th  section  acknowledges  that  however  the  patentee 
may  have  leased  or  sold  his  franchise,  in  whole  or  in  part,  for 
the  term  of  fourteen  years,  an  equity  in  remainder  belongs  to 
him,  and  that  the  right  to  a  prolongation  of  the  term,  if  it  exist 
in  any  body,  exists  in  him.  It  is  unimportant  to  enquire 
whether  the  right  in  the  thing  patented,  after  the  fourteen 
years,  has  reverted  to  the  inventor,  or  whether  he  be  deemed 
never  to  have  parted  with  it.  He  law  expressly  declares  it 
his,  in  saying — ^*'  if  the  patentee  shall  desire  an  extension  of 
his  patent." 

Again.  The  act  directs  the  Commissioner  of  Patents  to  de- 
mand forty  dollars  in  advance,  as  a  condition  of  receiving  an 
application  for  an  extension,  and  he  shall  exact  that  sum,  not 
fiK>m  an  assignee  or  a  stranger,  but  from  the  applicant,  who,  it 
has  been  shown,  can  be  no  other  than  the  patentee.  Congress 
distinctly  say  that  this  money  is  to  be  paid  by  him  asm  the 
case  of  <m  oriffinal  application  for  a  patent.  These  direc- 
tions are  given  for  a  public  transaction,  in  the  nature  of  a  suit 
to  the  Oovemment  for  a  right.  This  suit  is,  in  form,  a  judicial 
proceeding,  a  prosecution  to  obtain  a  grant  or  franchise  bene- 
ficial to  the  applicant,  and,  possibly,  injurious  to  the  public. 
After  the  inventor  has  instituted  his  prosecution  by  an  appli- 
cation in  writing  showing  the  grounds  thereof,  and  aftier  he 
has  paid  the  legal  fee  in  advance,  he  is  next  required  to  sum- 
mon the  parties  interested  to  appear  before  the  Court.  Kot 
only  is  the  Government  there,  for  its  administrative  agents 
eonstitnte  the  Court,  but  notice  must  be  given  to  all  the  world, 
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and  care  muBt  be  taken  to  bring  the  notice  home  to  those  per-  . 
sons  who  are  most  interested  adversely  to  an  extension.  The 
duty  of  thus  calling  adverse  parties  before  the  Court  is  devolved, 
with  all  its  burthensome  expense,  not  on  any  public  ofEicer  or 
agent,  nor  on  any  assignee  or  person  subordinately  interested  in 
the  property,  but  on  the  patentee.  A  Board  is  constituted, 
which  is  a  (7<n^,  for  it  "  receives''  an  application,  "  considers'* 
it,  '^  hears  the  patentee  and  any  person  appearing  to  show 
cause  in  opposition,"  and,  with  the  latitude  of  judicial  discre- 
tion, "  decides"  upon  "  evidence  produced,"  at  a  time  and  place 
previously  given  to  the  parties,  and  ''  certifies  its  judgment 
and  opinion,"  that  the  same  may  become  a  public  record. 
This  view  of  the  judicial  character  and  Amotions  of  the  Board 
is  sustained  by  the  opinion  of  Mr.  Justice  McLean,  in  the  case 
of  Brooks  V.  BickmeUy  ( Western  Lorn  JowmcA^  October^  1844.) 
Thus  far  the  patentee  is  the  actor  or  prosecutor.  'Sot  does 
his  action  stop  here.  Besides  all  other  evidence,  the  Court  ap- 
peals to  his  conscience,  by  requiring  a  statement,  on  oath,  of 
the  ascertained  value  of  the  invention.  Of  its  ascertained  val> 
ue  to  whom  ?  To  the  public  ?  No.  To  assignees  and  grant- 
ees }  Ko.  To  the  patentee  and  his  assignees  together  ?  TSo. 
But  of  its  ascertained  value  to  ih&patmtee.  For  that  value  is 
to  be  ascertained  by  an  account  of  his  receipts  and  expendi- 
tures, and  of  those  alone.  And  the  receipts  and  expendi- 
tures thus  stated  must  show  a  true  and  fisdthfal  account  of  profit 
and  loss,  not  by  assignees  and  grantees,  but  of  profit  and  loss 
in  any  manner  accruing  to  hirrb^  the  patentee,  from  and  by  rea- 
son of  the  said  invention.  Why  this  elaborate,  perplexing  and 
expensive  exhibition  of  the  accounts  of  the  patentee  exclusively, 
embracing  every  item  of  profit  and  of  loss,  arising  firom  what- 
ever cause  or  in  whatever  manner?  The  object  is  explained 
in  the  next  clause  of  the  section,  to  wit :  that  it  may  appear 
^'  to  the  full  and  entire  satis&ction  of  the  board,  whetlier  it  is 
just  and  proper,  that  the  term  of  the  patent  should  be  extended, 
because  thepod&ntee  has,  without  neglect  or  &ult  on  his  part, 
fiuled  to  obtain  fi*om  the  use  and  sale  of  his  invention,  a  rear 
flonable  remuneratior  for  the  time,  ingenuity  and  expense  b^ 
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tftowed  by  Atm  upon  the  same,  and  the  introduction  thereof 
mtouae." 

Who  can  fail  to  see  that  as  the  inventor  alone  is  invited  into 
Court  to  prefer  an  application,  and  is  charged  with  all  the  re- 
qMmsibilitieB,  expensee  and  burthens  of  a  public  suitor,  so  the 
didm  inyestigated  is  his  own,  exclusively,  and  founded  upon 
kis  own  merits,  services  and  sacrifices  for  the  public  good  ?  If 
it  be  shown  that  he  was  not  the  inventor,  his  application  &ilB. 
K  it  be  shown  that  he  has  received  an  adequate  recompense, 
Ids  suit  is  of  course  denied.  It  encoimters  the  same  &te,  if  the 
fiulure  to  obtain  such  recompense  residted  from  his  own  fault 
<ir  neglect  On  the  other  hand,  if  he  be  the  inventor,  if  the 
dkcovery  be  useful,  and  if  he  have  failed  to  receive  remunera- 
tion without  such  fault  or  neglect,  then,  so  fSur  as  individual 
interests  are  concerned,  it  is  just  and  proper  that  his  apjdica^ 
tion  should  prevail  And  the  result  must  be  the  same,  wheth- 
er he  has  used  his  improvement  more  or  less,  whether  he  has 
licensed  one  person  or  one  hundred  thousand  persons  to  use  his 
invention,  whether  he  retains  the  entire  property  in  his  fraor 
ehise  or  has  sold  it  for  every  hamlet,  town,  county  and  state  in 
Hie  Union.  ISor  will  the  case  be  varied,  although  assignees 
have  enjoyed  the  franchise,  with  or  without  interruption, 
whether  they  have  become  enriched  or  impoverished,  with  or 
without  merit  or  n^lect  of  their  own.  Tkeir  transactions, 
iAeir  profits  and  losses,  find  no  place  in  the  ^^true  and  fiedthful 
account'^  which  the  patentee  must  exhibit.  If  the  Board  be 
Ailly  and  entirely  satisfied  of  tiie  justice  of  the  claim  of  the 
patentee^  and  not  otherwise,  and  upon  that  consideration  alone, 
(but  not  without  due  regard  to  the  public  interests,)  they  cer- 
tify their  judgment  to  that  effect  to  the  Commissioner  of  Pair 
ents.  The  Commissioner  is  required  thereupon  to  extend  ti$ 
pmteni  for  the  term  of  seven  years  from  the  expiration  of  the 
first  term. 

The  patent  thus  extended  '^  shall  have  the  same  effect  in  law 
asthou^it  had  been  originally  granted  for  the  term  of  tw^ily- 
one  yean.''  What  is  thus  made  to  continue  twenty-one  yeara, 
mstead  of  fourteen,  its  original  limitation  1    The  fianduse  se- 
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eared  by  the  Lettere  Patent  Wliat  is  that  franchise?  If  we 
consult  the  5th  section,  we  find  it  is  a  grant  to  the  inventor  for 
himself,  his  heirs,  executors,  admimstrators  or  assigns,  of  the 
full  and  exclusive  right  and  liberty  of  making,  using  and  vend- 
ing the  invention.  It  is  a  grant  which  excludes  all  men  from 
participating  in  the  enjoyment  of  the  property  described.  It 
is  a  grant  to  the  inventor  in  praesenti^  on  the  day  of  the  ex- 
tension. It  leaps  backward,  over  all  intervening  time,  to  the 
date  of  the  first  patent,  and  gives  that  grant  the  same  effect, 
from  that  time,  as  if  it  had  been  originally  made  for  twenty- 
one  years.  And  it  looks  forward  to  the  possible  death  of  the 
inventor,  or  his  friture  assignment  of  the  whole  or  portions  of 
this  new  and  additional  franchise,  and  includes  the  patentee  and, 
contingently,  his  future  heirs,  executors,  administrators  and  as- 
signs. The  heirs,  executors,  administrators  and  assigns  thus 
provided  for  are  not  the  persons  who  would  have  been  such, 
had  he  died  or  assigned  without  that  extension,  but  those  who 
shall  in  &ct,  and  by  operation  of  law,  or  of  his  own  grant,  be 
his  heirs,  executors,  administrators  or  assigns,  in  the  event  of 
his  future  death  or  assignment.  The  original  patent  is  not 
continued  from  its  expiration,  with  all  the  accidents,  incidents 
and  accessions  attached  to  and  gathered  round  it  during  its 
cou]iBe,but  the  extension  relates  back  to  the  commencement  <^ 
the  patent,  overleaps  all  assignments,  incidents  and  accessions, 
and  leaves  them  as  they  were,  because  they  are  not  prolonged 
or  extended,  nor  is  it  declared  that  they  are  to  have  the  same 
effect  as  if  the  patent  had  been  originally  granted  for  twenty- 
one  years.  If  the  patent  were  not  extended,  all  assignments 
and  licenses  would  of  course  expire  with  the  patent.  They 
must  equally  expire  although  the  patent  is  prolonged,  for  they 
are  not  prolonged. 

Again.  The  portions  of  the  18th  section  which  have  been 
considered  manifest  a  designed  neglect  and  disregard  of  as- 
signees and  licensees.  No  matter  how  much  any  one  assignee, 
or  all  the  assignees,  may  desire  the  extension  of  a  patent — ^no 
matter  though  the  whole  of  the  original  franchise  may  have 
been  assigned  to  one  person,  and  he  may  desire  an  extension — 
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no  matter  though  aasignees  of  a  part,  or  even  of  the  whole, 
make  application  in  writing,  and  set  forth  the  grounds  thereof 
— no  matter  what  grounds  they  set  forth — no  matter  though, 
among  such  grounds,  they  show  that  they  have  fiimished  all  the 
capital  which  has  been  used  in  perfecting  the  discovery  and 
bringing  it  into  use — ^no  matter  though  they  prove,  by  indispu- 
table evidence,  that  they  have  been  not  merely  just,  but  even 
generous  to  the  inventor,  and  liberal  to  the  public,  and  have 
been  impoverished  by  their  generosity,  while  the  inventor  has 
become  opulent,  and  the  country  has  grown  in  wealth  and 
prosperity  by  the  expenditure  of  their  capital  in  bringing  the 
invention  into  use — no  matter  though  they  show  all  this,  and 
show  besides,  that  the  patentee,  although  indemnified  by  them, 
refuses  to  apply  on  their  behalf  and  to  set  forth  his  accounts 
on  oath,  yet  the  assignees  must  be  dismissed  without  a  hear- 
ing. It  thus  appears,  that  not  only  is  the  patentee  a  necessary 
agent  in  obtaining  the  extension,  but  that  the  policy  of  the  law 
is  to  encourage  genius  by  furnishing  additional  stimulants  to 
inventors,  not  to  assignees,  or  even  to  patrons  of  inventors, 
and  that  the  law  can  have  effect  only  at  Hie  solicitation  of  the 
inventor,  in  consideration  of  his  exdudve  merits  and  far  his 
ienejU  and  his  henejU  alone. 

Why  this  careftd  consideration  of  the  inventor  ?  And  why 
this  studied  neglect  of  the  assignee?  Simply  because  the  Con- 
stitution disclaims  all  care  of  assignees,  while  it  positively  en- 
joins the  protection  of  inventors. 

But  it  is  insisted  by  tlie  defendants,  that  this  manifest  effect 
of  the  18th  section  is  overcome  and  defeated  by  the  qualifying 
sentence  at  the  close  of  the  section,  to  wit :  '^And  the  benefit 
of  such  renewal  shall  extend  to  assignees  and  grantees  of  the 
li^t  to  use  the  thing  patented,  to  the  extent  of  their  respect- 
ive interest  therein ;  Provided,  however,  that  no  extension  of 
a  patent  shall  be  granted  after  the  expiration  of  the  term  for 
which  it  was  originally  issued." 

Before  examining  particularly  this  portion  of  the  section,  it 
must  be  remarked  that  Congress  have  constitutional  power  to 
promote  science  and  the  arts  by  securing  rights  of  property  in 
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imtings  and  inyentions  to  authors  and  inventorB  only.  A  con- 
struction, therefore,  of  the  18th  section  which  shall  give  it  ef- 
fect to  secure  such  a  right,  primarily,  to  a  mere  assignee,  without 
equivalent  paid  by  him  to  the  author  or  inventor,  wotdd  cer^ 
tainly  be  unconstitutional.  It  is  only  by  the  special  authority 
granted  in  the  Constitution  that  Congress  can  interpose.  And 
they  can  interpose  only  for  the  purpose  of  promoting  science, 
and  only  by  securing  the  discovery  to  the  in/ventar.  The  Brit- 
ish Government  is  not  restricted  by  a  written  constitution. 
Hence  the  king  there  grants  Letters  Patent  to  introducers  and 
to  assignees,  and  he  may  even  deny  Letters  Patent  to  invent- 
ors, or  refuse  to  extend  them,  and  may  compensate  the  discov- 
erer of  a  usefiil  invention  by  a  sum  of  money,  as  was  done  in 
Arkwright's  case,  or  oblige  an  assignee  to  secure  an  annuity 
to  the  inventor,  as  in  Whitehouse's  case.  But  here  Congreea 
can  do  nothing  but  secure  the  didcavery^  and  must  secure  that 
to  the  inventor  alone. 

Again.  It  must  be  apparent  that  neither  the  entire  18th 
section,  nor  the  much  disputed  provision  quoted  from  it,  was 
framed  exclusively,  or  even  chiefly,  or  at  idl  directly,  with  ref- 
erence to  rights  in  patented  property  existing  at  the  time  of 
the  passage  of  the  law.  The  18th  section  is  merely  a  part  of 
a  Iw^Mui  and  comprehensive  general  system,  in  many  respects 
new,  established  by  Congress  for  the  purpose  of  regulating,  in 
all  cases  whatever,  for  all  time  to  come,  the  exercise  of  the  con- 
stitutional power  of  the  Government  to  secure  adequate  rewards 
to  authors  and  inventors.  The  disputed  clause  of  the  18th 
flection,  therefore,  as  well  as  the  whole  section,  and  the  entire 
statute,  must  be  regarded  as  directly  and  chiefly  prospective^ 
and  providing  for  futwre^  rather  than  present  patents,  patent- 
ees, assignments  and  assignees.  Although  the  proviso,  the 
section,  and  the  act,  embrace  rights  and  parties  existing  at  the 
date  of  the  enactment,  their  operation  in  that  respect  is  merely 
incidental,  K  there  be  a  conflict  between  the  retrospective 
application  of  the  provisions  and  their  prospective  applica- 
tion, the  former  must  of  course  give  way.  Under  the  pressuxe 
i£  a  temporary  inconvenience,  resulting  from  what  may  seem 
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a  rigorons  application  of  the  law  to  existing  caseB,  we  must 
carefhllj  ayoid  fixing  upon  any  part  a  permanent  constmction 
inconsistent  with  its  jnst  and  enlightened  purposes. 

Having  thus  ascertained  the  spirit  of  the  provision  let  us 
enquire  into  its  possible  prospective  operation.  The  6th  sec- 
tion of  the  statute,  following  the  previous  policy  of  the  govern- 
ment, provides  for  issuing  patents  in  Aiture  for  a  term  of  four- 
teen years,  as  was  done  before.  The  11th  section,  having  ref- 
erence to  patents  to  be  granted  imder  the  6th,  declares  that 
they  shall  be  assignable.  This  provision  must  be  construed  as 
timply  declaratory  of  the  assignability  of  patents  to  be  there- 
after granted  in  pursuance  of  the  law.  It  may,  indeed,  be 
held  to  recognize  the  assignability  of  patents  already  existing^ 
but,  manifestly,  it  was  designed  to  be  chiefly  prospective  in  its 
operation.  So,  the  18th  section  provides,  that  in  certain  cases, 
patents  may  be  extended  for  seven  years,  and  the  disputed 
daose  of  that  section,  following  the  policy  of  the  11th  section, 
provides  that  such  extended  patents  shall  be  assignable  and  de- 
fines the  rights  to  be  acquired  by  assignees.  Let  it  be  remem- 
bered that  a  patent  does  not  imply  an  irrevocable  contract 
with  the  government  that,  at  the  expiration  of  the  period,  the 
invention  shall  become  public  property.  The  legislature  has 
die  power  to  revive  or  extend  the  grant.  {Evans  v.  Eaton^  1 
Peters  C.  C.  R.  322.)  Kow  the  18th  section  is  pertinent  and 
eflbctual,  if  it  be  held  that  the  assignees  intended  are  such  as 
shall  become  so  after  the  passage  of  the  law,  and  who  would 
clearly  take  their  interests  subject  to  the  law.  Adopting  this 
construction,  the  18th  section  disturbs  no  contracts,  nor  does 
it  interfere  with  any  present  interest,  except  for  enlightened 
purposes ;  while  it  suffers  existing  patentees,  without  injustice 
to  any  person,  to  profit  by  the  provision  made  chiefiy  for  those 
who  were  afterwuds  to  come  upon  the  public  stage.  It  would 
be  a  great  violence  to  the  law  to  divert  its  implication  unne- 
cessarily, so  as  to  alter  the  force,  form  or  effect  of  any  existing 
contract  of  assignment ;  it  would  be  absurd  to  do  so,  when 
such  diversion  would  defeat  the  very  policy  of  the  whole  en- 
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actment,  and  criminal,  if  it  would  conflict  with  the  Constita- 
tion. 

The  18th  section  may  ftirther  be  admitted  to  have  in  view 
assignees  of  patents  existing  at  the  date  of  the  law,  and  which 
might  afterwards  be  extended,  and,  in  regard  to  them,  the  sec- 
tion excludes  the  possible  inference  that,  by  granting  a  new 
term.  Congress  were  disturbing  the  interests  existing  under 
the  old.  All  this  may  be  allowed,  without  conceding  that 
Congress  intended,  by  the  18th  section,  to  give  to  assignees  of 
the  original  term,  without  merit  or  consideration  on  their  part, 
the  benefits  of  the  new  one.  But  the  defendants  ask — ^why 
then  did  Congress  insert  the  provision  at  ail,  since  they  must 
have  known  that  they  could  not  disturb  rights  already  vested, 
and  since,  if  the  patent,  which  was  assignable,  should  be  ex- 
tended, it  would  follow  that  the  extended  patent  would  also  be 
assignable?  Legislative  caution  against  misconstruction  is 
neither  unusual  nor  unreasonable,  and  it  might  well  be  doubt- 
ed whether  extended  patents  would  be  assignable,  unless  ex- 
pressly declared  so  by  law.  The  statute  of  27  Henry  Vlll, 
chap.  11,  solemnly  declared  that  a  patent  lawMLy  issued  to 
one  person  should  not  be  invalidated  by  a  subsequent  patent 
granting  the  same  thing  to  another.  This  was  only  an  affirm- 
ation and  application  of  a  fixed  principle  of  the  common  law. 

Let  us  now  imagine  a  case  of  the  prospective  application  of 
the  18th  section.  The  case  shall  be  supposed  to  come  before 
this  Court  in  1856.  The  Letters  Patent  were  issued  in  1840. 
The  patentee  will  have  obtained  an  extension  in  1854  for  sev- 
en years.  He  will  have  assigned  ail  his  interest  in  that  ex- 
tended term  to  an  assignee,  who  shall  bring  an  action  against 
the  patentee  himself  for  exercising  the  franchise.  The  Court 
will  of  course  sustain  the  title  of  the  assignee.  This  is  one 
sensible  and  effectual  application  of  the  18th  section.  I  sub- 
mit another.  A  patent  was  issued  before  1836  and  assigned, 
with  an  express  agreement  by  the  patentee,  that  if  Congress 
should  pass  a  law  authorizing  the  extension  of  the  patent  for 
seven  years,  then  the  assignee  should,  for  a  sufficient  conside- 
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ration,  hare  all  the  benefit  of  that  extension.  This  is  a  sensi- 
ble and  pertinent  prospective  application  of  the  18th  section, 
in  regard  to  Letters  Patent  existing  when  the  act  of  1886  was 
passed.  If  these  explanations  of  the  provision  in  regard  to 
assignees  be  sensible,  and  sufficient  to  allow  it  &ir  and  practi- 
cal effect  in  harmony  with  the  spirit  of  the  act  and  of  the 
Constitution,  it  ought  not  to  receive  another  explanation  which 
would  be  unreasonable,  or  inconsistent  with  the  palpable  ob- 
ject of  the  l^islature. 

But  the  defendants  insist  that  inasmuch  as  the  law  of  1836, 
and  especially  the  18th  section,  operates  upon  existing  patents 
and  contemplates  their  extension,  therefore  the  provision  in  re- 
lation to  assignees  equally  contemplates  a  prolongation  of  their 
terms  of  assignment.  K,  indeed,  when  a  patent  shall  be  ex- 
tended imder  the  18th  section,  (whether  a  patent  existing  in 
1836,  or  one  granted  afterwards,)  there  shall  then  be  in  force 
a  valid  assignment  of  the  patent,  or  of  any  interest  in  it,  for 
the  extended  term^  the  assignee  will,  in  that  case,  as  has  been 
shown,  have  the  benefit  of  the  extension ;  for  the  benefit  of 
the  extension  enures  to  assignees,  to  the  extent  of  their  interest 
in  the  thing  patented.  In  the  case  supposed  the  assignee 
would  have  an  interest  in  the*thing  patented,  reaching  into  the 
additional  term  of  extension.  Sut  it  must  be  remembered 
that  the  act  by  no  means  declares  that  the  benefit  of  the  exten- 
sion shall  enure  to  assignees  beyond  the  extent  of  their  interest 
in  the  thing  patented. 

The  spirit  of  the  Constitution  forbids  Congress  to  pass  a  law 
impairing  the  force  of  a  contract.  To  abridge  the  term  of 
fourteen  years  would  be  to  impair  the  contract  To  add  seven 
years  to  it  would  equally  be  to  impair  it.  Is  the  question  af- 
fected by  the  circumstance  that  the  party  injured  woidd  be  the 
patentee  ?  Not  at  aU.  That  circumstance  strengthens  the  ar- 
gument ;  for  the  patentee  is  the  only  person  known  to  the  Gov- 
ernment by  merit  or  claim.  If  I  convey  an  estate  for  life  in 
lands,  can  the  legislature  enact  that  my  grantee  shall  also  have 
the  remainder  f  Would  not  such  a  law  impair  my  contract  ? 
If  a  patentee  leases  a  machine  for  the  fourteen  years,  reserving 
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an  annual  rent,  and  Congress  declare  that  the  lessee  shall  have  it 
seven  years  longer  without  rent,  or  even  on  paying  tiie  same 
rent,  would  not  that  impair  the  contract  contained  in  the  lease  ! 

Before  the  act  of  1836,  the  extent  of  interest  which  an  as- 
signee could  take  in  any  thing  patented,  was  a  term  of  four- 
teen years  and  no  longer.  For  assuredly,~aman  cotdd  take  an 
interest  in  a  thing  for  no  longer  time  than  the  thing  itself  could 
endure.  Eaa  vi  termini^  any  assignment  made  before  the  act 
of  1836,  ceased  with  the  expiration  of  the  first  term,  and  when 
a  patentee,  whose  patent  was  granted  before  the  passage  of  the 
law,  obtains  an  extension  by  virtue  of  the  law,  he  takes  the 
extended  franchise,  as  he  did  the  original  grant,  absolutely, 
and  in  entire  exclusion  of  all  persons  to  whom  he  may  have 
assigned  or  granted  an  interest  in  the  thing  patented,  for  that 
interest  was  bounded  by  the  duration  of  the  original  franchise. 
Now,  to  construe  the  act  so  as  to  confer  the  benefits  of  the  ex- 
tension on  a  previous  assignee  whose  estate  was  limited  to 
fourteen  years,  would  involve  the  absurdity  of  altering  a  sol- 
emn contract,  not  merely  without  a  motive,  but  in  opposition 
to  the  motives  of  the  legislature ;  an  enlargement,  by  mere  im- 
plication, of  the  assignee's  interest  in  the  thing  patented,  be* 
yond  its  fixed  bounds ;  and,  in  brief,  a  grant  to  a  stranger, 
without  equivalent,  without  consideration,  without  merit,  of  a 
portion  of  that  property  which  once  belonged  wholly  to  the 
inventor,  which  he  had  unluckily  surrendered  to  the  assignee 
and  to  the  public  without  adequate  consideration,  and  which 
Congress  designed  to  restore  wholly  to  the  inventor  for  seven 
years,  in  consideration  of  so  great  a  misfortune.  And  the  grant 
thus  supposed  to  be  made  is  wrested  from  the  meritorious  in- 
ventor, and  given  to  the  assignee,  although  he  not  only  never 
gtipulated  for  it,  but  never  contemplated  the  possibility  of  an 
esctemsion  of  the  patent. 

Suppose  a  patentee  to  have  assigned  the  entire  franchise  du- 
ring the  first  term.  In  that  case,  according  to  the  defendants' 
eonstruction,  the  extension  would  enure  to  the  exdkmve  bene- 
fit of  the  assignee.  Can  we  suppose  any  thing  more  absurd 
flian  an  application  in  such  case  by  the  patentee,  in  hie  &um 
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name,  at  his  own  expense,  in  hia  own  person,  on  an  exhibi- 
tion of  his  own  profits  and  losses,  on  the  ground  of  his  own 
merits  and  misfortmies,  fortified  by  his  own  oath,  for  an  ex- 
tension of  the  patent  for  seven  years  for  his  own  benefit,  when 
all  the  benefits  of  the  extension  mnst  pass  instantly  and  irre- 
vocably to  his  assignee  ?  If  this  seem  unreasonable,  add  to 
the  statement  the  possible  circumstance,  that  the  patentee  has 
been  impoverished  by  the  expense  of  his  invention,  while  the 
assignee  has  become  opulent  by  speculation  in  the  fruits  of  the 
inventor's  genius.  Now,  even  if  such  unequal  rewards  were 
the  result  of  fair  and  lawful  trade,  the  lot  of  the  inventor 
would  be  hard.  But  if  the  assignee  have  purchased  the  whole 
invention,  and,  by  becoming  bankrupt,  or  otherwise,  have  de- 
frauded the  inventor  of  a  just  compensation,  yet  even  thisdiv 
cumstance  woidd  not  at  all  prevent  the  entire  benefit  from  en* 
uring  to  the  fraudulent  assignee.  This  argument  is  believed 
to  have  always  brought  those  who  sustain  the  defendants'  con- 
struction, to  the  very  unstatesmanlike  and  unlawyerlike  con- 
clusion, that  no  extension  of  a  patent  can  be  granted,  when 
the  entire  franchise  has  been  assigned  for  the  term  of  fourteen 
years.  And  yet  the  fact^  that  the  assignee  has  defrauded  the 
patentee  of  the  whole  invention  for  the  whole  term,  would 
manifestly  be  the  most  conclusive  evidence  which  the  inventor 
could  submit  to  the  Board  in  support  of  his  claim  to  an  exten- 
sion. If,  however,  it  shall  now  be  insisted  that  an  extension  can 
be  granted  in  such  a  case,  Irespectftdly  ask — ^how  can  the  as- 
signee compel  the  patentee  to  apply  for  and  receive  an  exten- 
sion, and  why  were  assigned  interests,  so  important  and  meri- 
torious, loft  by  Congress  at  the  caprice  of  a  patentee } 

Why  may  not  the  assignee  apply  for  an  extension  ?  Let 
us  pursue  this  idea.  The  law  and  the  Letters  Patent  expressly 
anthorize  the  patentee  to  grcmt  and  assign  his  original  fran- 
chise.  Kay  more.  According  to  the  18th  section,  he  must 
have  used  all  possible  diligence,  and  granted  and  assigned  all 
he  profitably  could,  even  the  whole  of  the  franchise,  if  in  his 
power,  or  cdse  he  cannot  obtain  an  extension.  But  just  in 
proportion  to  the  extent  of  his  compliance  with  the  law  are 
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the  advantages  of  the  extension  reduced.  And  if  he  has  been 
diligent  enough  and  successful  enough  to  sell  the  entire  fran- 
chise, then  all  the  benefits  of  the  extension  shall  enure  to 
atrwngera.  Do  the  Congress  of  the  United  States  promulgate 
their  laws  by  riddles  ?  Is  the  statute  book  a  volume  of  para- 
doxes? 

It  is  urged,  moreover,  by  the  defendants,  that  the  law  clearly 
intended  that  assignees  should  share  in  the  benefit  conferred 
on  the  patentee,  and  have  some  advantage  from  the  extension 
of  the  patent  for  seven  years,  for  it  provides,  in  express  terms, 
that  the  benefit  of  the  renewal  shall  enure  to  them,  thus  using 
a  word  which  shows  that  it  was  not  the  intention  of  the  legis- 
lature merely  to  protect  interests  which  previously  existed  in 
assignees  and  grantees,  but  to  give  them  a  share  in  the  benefit 
conferred  on  the  patentee  by  the  renewal  of  the  patent. 

Now,  I  submit  most  humbly  that  it  is  by  no  means  clear 
that  it  was  the  intention  of  the  legislature  to  give  gratuitously 
to  assignees  what  is  thus  supposed.  The  supposed  assignees 
were  either  assignees  of  interests  in  the  extended  term,  by  ex- 
press contract,  or  they  were  not.  If  they  were,  their  interests 
are  saved.  K  they  were  not,  then  they  can  take  no  share  in 
the  benefits  granted,  unless  they  are  created  such  assignees  by 
operation  of  law,  that  is,  by  force  of  the  18th  section.  But 
that  would  be  a  violation  of  the  contract,  and,  therefore,  void- 
Congress  are  not  to  be  supposed  to  intend  what  is  unreasona- 
ble, unconstitutional  or  impossible. 

With  the  utmost  deference  I  must  insist,  that  if  the  law  in- 
tended what  is  thus  supposed,  it  intended  to  confer  an  uncon- 
stitutional boon.  Admitting  that  previously  existing  interests 
are  protected,  certainly  they  are  protected  only  to  the  ex- 
tent m  which  they  exist.  The  right  of  an  assignee  to  share  in 
the  benefit  of  an  extension  depends  on  his  having  an  interest, 
by  virtue  of  his  assignment,  in  the  thing  patented.  And  the 
right  is  co-extensive  with  the  interest.  If  it  reach  into  the  new 
term  for  a  county  or  a  state,  then  the  assignee  has  the  benefit 
of  the  extension  for  that  territory.    If  it  reach  into  the  new 
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term  one  year  or  five  or  Bffvea  years,  then  the  assignee  has  the 
benefit  of  the  extension  for  that  period. 

But  again.  The  words  of  the  18th  section  are  as  follows : — 
^and  the  benefit  of  snch  renewal  shall  extend  to  assignees  and 
grantees  of  the  right  to  use  the  thing  patented,  to  the  extent 
of  their  respective  interest  therein."  Had  the  clause  stopped 
at  the  word  ^'  patented,"  the  privileges  of  assignees  and  gran- 
teee  nnder  the  first  term,  independently  of  the  language  of 
thdr  respective  grants  or  assignm^ts,  withont  regard  to  the 
int^Gition  of  the  parties  at  the  time  of  making  them,  and  with 
or  withont  ocoisideration,  as  the  case  might  be,  wonld  have  been 
prolonged  by  the  mere  force  of  the  act  of  Congress,  in  the  event 
of  an  extension.  But  the  words  ^^to  the  extent  of  their  re* 
spective  interest  theiiein"  are  added  to  the  danse,  and  the 
question  now  is  as  to  their  meaning  and  effect  Our  opponents 
say  that  they  refer  to  the  fi:actional  parts  into  which  a  patent- 
right  may  be  divided,  and  extend  the  rights  of  the  assignees  of 
such  parts,  as  well  as  those  of  assignees  of  the  entire  interest, 
as  the  case  may  be,  dnring  the  extended  term.  On  the  othev 
hand  we  contend  that  fractional  assignments  are  protected 
withont  these  words,  and  that  conseqnentiy  for  this  purpose 
they  are,  at  best,  but  surplusage.  Suppose  a  patent-right  divi- 
ded among  as  many  grantees  as  there  are  states  in  the  Union, 
and  suppose  the  clause  ran :  ^^  and  the  benefit  of  such  renewal 
shall  extend  to  assignees  and  grantees  of  the  right  to  use  the 
thing  patented,"  and  there  stopped — could  it  be  doubted  that 
in  the  event  of  an  extension,  it  would  enure  to  the  assignees 
within  their  respective  states,  and  no  further?  Could  it  be 
pretended  that  words  of  limitation  were  necessary  to  prevent 
the  assignee  for  Maryland  firom  invading  the  territory  of  the 
assignee  for  Pennsylvania?  Courts  under  such  circumstances 
could  have  no  hesitation  in  deciding  that  the  clause,  without 
the  words  of  limitation,  prolonged  the  duration  without  widen- 
ing the  sphere  of  the  grant  or  assignment.  The  clause  being 
perfect,  then,  for  the  protection  of  assignees  of  the  whole  in- 
terest, or  of  fractional  interests,  without  the  words  particulaily 
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referred  to,  we  mnet  look  for  some  office  for  them  to  pei£»iB 
other  than  that  insisted  on  by  our  adversarieB. 

We  contend  that  they  are  words  <£limitaiion^  added  to  the 
cfaMise  which  gives  the  benefit  of  extension  to  assignees 
and  grantees,  for  the  very  pnrpose  of  narrowing  the  broad 
eonstmction  that  conld  be  put  npon  it  without  them,  had  it 
stepped  at  the  word  ^^  patented."  The  words  are  placed  where 
we  find  them  Xoprevmt  the  benefit  of  extension  firom  ennring 
to  assignees  and  grantees  independently  of  the  language  of 
their  respective  grants  or  assignments,  without  regard  to  the 
intention  of  the  parties  at  the  time  of  making  them,  and  with 
er  without  consideration,  as  the  case  mi^t  be.  Their  office  is 
to  limit  the  benefit  of  the  extension  to  those  who  have  ac- 
quired an  interest  therein,  by  the  langoage  of  their  gnmt, 
according  to  the  intention  of  the  parties,  and  for  a  considera- 
tion. The  words  in  question  fiilly  accomplish  this  purpose, 
just  and  proper  in  itself,  and  p^ectiy  consistent  with  and 
indeed  necessaiy  to  the  policy  of  the  law.  They  accomplish, 
as  we  have  seen,  no  other  object. 

Another  objection  urged  against  our  claim  is,  that  assignees 
may  sufiTer  serious  injustice  by  the  grant  of  a  new  and  fbrther 
term  to  the  patentee,  unless  they  are  also  embraced  in  it, 
for,  relying  on  the  assurance  given  by  the  law,  that  the  mo- 
nopoly would  be  thrown  open  to  the  public  at  the  expiration 
of  fourteen  years,  they  may  have  erected  costiy  machinery, 
and  encountered  extraordinary  expenses,  in  which  case  the 
law  of  1886  would  enable  the  patentee  to  deal  with  them 
most  severely  and  oppressively,  and  to  exact  firom  them  a 
heavier  sum  for  the  extended  term  of  seven  years,  than  they 
would  have  been  willing  to  give  for  the  original  term  of  fomv 
leen. 

What  is  effect  of  any  extension  of  a  patent?  Nay,  what  is 
its  object}  Does  it  not  concede  a  monopoly,  a  designed  mo- 
nopoly f  Gould  such  a  monopoly  exist  at  oS,  unless  it  exclu- 
ded participation?  Is  it  not  the  very  natore  of  a  monopoly,  thai 
&epatentBemay,if  he  will,  deal  aMi0r%,  nay  (^jipeM^i^ 
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0O0fy  lodyt  AxkA  why  is  aa  assignee,  who  haA  participated 
m  1ih6  profits  of  the  first  monopoly,  entitled,  without  paying 
any  ooBsideration,  to  exemption  from  the  severity  and  oppres- 
aioii  which  Congress  deem  it  just  to  allow  the  patentee  to 
practiae  towards  all  other  citizens  of  the  C<Hnmonwealth  i 
The  ^ole  force  of  the  aigmnent  rests  then  in  the  assumption 
that  the  assignee  may  have  incurred  expense  in  erecting,  du- 
ring the  first  term,  machinery  whidi  would  be  useful  after  its 
e:qniation,  if  the  monopoly  should  be  opened,  as  was  antici- 
pated when  be  took  his  assignment  Upon  the  point  thus 
piesented  I  offer  the  following  remarks : 

Rmt.  The  act  has  reference  chiefly  to  jpro^pedAoe  eases. 
In  all  such  cases  the  assignee  takes  his  assignment  without 
relying,  or  being  at  all  entitied  to  rely,  on  the  e:q>ectation  that 
ttie  monopoly  will  be  thrown  open  at  the  expiration  of  the 
fint  tenn.  On  the  conlarary ,  he  acquires  his  interest  with  fiill 
knowledge,  that  if  the  patentee  shall  iSeul  to  obtain  remunera- 
ti<Mi,  he  will  be  entitied  to  an  extension  for  seven  years.  All 
these  chances  «iter  into  his  bargain,  and  are  considered  i^ 
fixing  the  price  he  pays  for  his  assignment.  This  injustice, 
against  which  Congress  are  supposed  to  have  guarded,  could 
by  no  means  happen,  except  in  the  very  few  cases  in  which 
patents  existing  in  1886  should  be  renewed ;  while  the  pro- 
vision designed  to  guard  against  this  temporary  and  inconsid- 
erable inconvenience  is  one  which  would  defeat  the  benign 
operation  of  the  statute  in  a  lai^  dass  of  cases.  Certainly, 
the  argument  of  the  defendants  is  one  against  the  policy  of  the 
law,  and  not  merely  against  its  right  construction. 

Secandlif.  Not  every  inventiim  requires  the  erection  of 
coetiy  machinery  or  an  encounter  with  great  expense.  An  in- 
vention for  combining  colors  would  require  no  machinery  and 
no  expense.  Yet  the  assignee  of  such  a  patent  would  partici- 
pate witii  the  patentee  in  the  benefits  of  an  extension,  without 
paying  any  equivalent,  and  without  the  apology  of  fancied  in- 
juatice.  Snch  partiality  to  the  assignee  would  be  injustice,  not 
only  to  the  inventor  but  to  the  public.  • 

Tkirdlif.    When  the  first  tenii  of  aputei^  is  about  to  e& 
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pire,  any  citizen  may  gather  capital,  erect  costly  stmctoreB  and 
provide  water  or  steam  power  with  machineiy,  to  use  the  in- 
vention for  profit,  and  thus  be  ready  to  operate  as  soon  as  the 
fourteen  years  shall  have  ended.  Nevertheless,  the  patent 
may  be  extended  and  the  citizen,  thus  ready,  be  disappointed^ 
and  perhaps  ruined.  Why  should  not  Oongress  consider  his 
case  as  fiivorably  as  that  of  an  assignee,  reimbursed,  at  least 
in  part,  by  former  profits,  for  similar  expenditures? 

FovHJJy.  Keither  the  patentee,  nor  his  assignee,  before 
the  act  of  1836,  contemplated  an  extension,  because  it  was  not 
legally  possible.  When  the  assignee  stipulated  for  his  fiun- 
chise  for  the  first  term,  he  could  stipulate  for  no  more  than 
the  patentee  had,  namely,  a  term  limited  to  fourteen  years. 
He  paid  the  patentee  for  no  more.  Khis  intenticm  to  be  ready 
with  machinery,  to  prosecute  the  same  operations  when  the 
patent  should  expire,  constituted  a  part  of  his  motive  to  the 
purchase,  it  was  a  contemplated  advantage  over  his  fellow-dt- 
izens.  The  extension  disappoints  his  expectation.  But  it  is  a 
disappointment  by  the  intervention  of  titie  government;  such 
as  all  citizens  must  endure  without  complaint,  when  the  law 
is  changed  for  the  general  good. 

Fifthly.  The  same  ai^ument  of  supposed  injustice  lies 
against  the  grant  of  the  original  patent.  My  neighbor  invents 
a  machine  and  omits  to  obtain  a  patent  for  it.  Obtaining  a 
knowledge  of  it,  and  deeming  it  useftd,  I  encounter  expense 
and  erect  costiy  machinery,  and  actually  put  the  machine  in 
operation.  The  inventor  obtains  a  patent  and  arrests  my 
wheels  by  injunction.  He  may  deal  severely  and  oppressively 
with  me.  Has  Congress  furnished  me  any  security  against 
such  oppression} 

SiastJJy.  The  same  argument  would  apply  in  case  oi  %  re- 
newal of  a  patent  void  for  a  defective  specification.  My 
neighbor  obtains  Letters  Patent  which  the  courts  pronounce 
void.  I  have  erected  costiy  machinery  and  used  the  inven* 
tion.  He  surrenders  his  void  patent  and  obtains  a  valid  one. 
Can  I  complain? 
Again.    Eveiy  patent  must  be  extended  before  the  expira- 
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tion  of  the  ongiaal  tenn.  K  a  patent  be  extended  six  months 
before  its  close,  and  if  the  assignee,  having  the  whole  right  for 
the  first  term,  have  also  a  right  to  sell,  maj  he  not  make  and 
seQ  machines  enough  before  the  first  term  shall  expire,  to  sup- 
ply the  entire  market  for  the  new  term  of  seven  years,  and 
thus  drfeat  the  benign  purpose  of  the  legislature,  and  deprive 
the  patentee  of  all  benefit  from  the  extension  ? 

Once  mare.  If^  indeed,  the  benefit  of  the  extension  enure 
not  to  the  patentee  but  to  the  assignee,  and  if  the  foimer  be 
merely  a  trustee  for  the  latter,  then,  when  there  has  been  an 
assignment  of  the  whole  term,  the  patentee,  being  authorized 
by  the  16th  section,  may  obtain  an  extension,  and  sell  fran* 
chises,  and  when  the  sales  are  made,  the  assignee,  having  laid 
dormant  during  all  the  proceedings,  may  prosecute  the  pa- 
tentee and  strip  him  of  the  bounty  of  his  country.  This  is  the 
eondition  in  which  William  W.  Woodworth,  the  administra- 
tor, now  is,  if  he  be  not  entitled  to  the  benefit  of  this  exten- 
sion for  the  children  and  heirs  at  law  of  the  inventor.  If  this 
be  the  true  construction  of  iiie  law,  well  might  the  inventor 
shrink  fi!om  his  countiy's  justice,  for,  like  Soman  gratitude,  it 
would  crush  the  recipient  with  its  weight. 

It  is  urged,  also,  that  the  enhanced  value  of  an  invention  is 
often  produced  by  the  industiy  and  expenditure  of  an  assignee, 
in  bringing  it  into  public  use  and  more  general  notice.  And 
yet  it  is  forgotten  that  the  Board  of  Patents  disregard  en- 
tirely all  industry  and  all  expenditure,  save  only  those  of  the 
invaitor. 

^e  rigorous  construction  of  the  laws  in  relation  to  the  con- 
duct of  inventors  before  obtaining  Letters  Patent,  seemed  to 
oblige  them  to  mature  their  discoveries  imaided  and  even  in 
secrecy.  Congress,  seeking  to  meliorate  this  evil,  enacted  by 
the  7th  section  of  the  law  of  March  8d,  1839,  (5  U.  jS.  8ta^ 
utei  at  Large^  86^0  ^^iuit  the  inventor  might  sue  out  a  j>atent, 
although  he  might  previously  have  sold  to  other  persons  a 
right  to  use  his  machine,  provided  the  sale  was  made  not  more 
than  two  years  before  his  application,  and  provided  also  he 
had  not  absmdoned  or  dedicated  his  invention  to  the  public. 
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lliiflkwseGtiredto  Buch  apiirchaser  the  right  so  bought  \>j  him 
to  use  a  specific  machine*  The  Supreme  Comi  dedded,  in 
the  case  oiMcGlwrg  v.  Kmgdomd^  (1  Hamyrd^  202,)  that  the 
right  acquired  by  such  a  purchaser  was  not  confined  to  the 
particular  machine  actnaDj  constructed  or  manufactured  be- 
fore the  application  for  the  patent,  and  that  the  purchaser 
might  construct  and  use  one  after  the  patent  was  obtained. 
And  it  is  insisted  here,  that  there  is  an  analogy  between  the 
rights  of  the  assignees  in  the  present  case,  and  the  lights  of 
purchasers  under  the  7th  section  of  this  act  of  1839,  as  thus 
expounded  by  the  Supreme  Court. 

Kow  a  sufficient  answer  to  this  position  will  be  found  in  the 
language  of  the  law  of  1889.  These  are  the  w(»rds : — "  Every 
perB(m  or  corporation  who  has,  or  shall  have,  purchased  or 
constructed  any  newly  invented  machine,  manufacture,  or 
composition  of  matter,  ^jprior  to  the  c^ppUctxtian  by  the  inveBr 
tor  or  discoverer  for  a  patent,  shall  be  held  to  possess  the  right 
to  use,  and  vend  to  others  to  be  used,  the  speoijio  maekmey 
manufacture,  or  composition  of  matter  so  made  or  purchased, 
without  liability  therefor  to  the  inventor,  or  any  other  person 
interested  in  such  invention."  Now  this  law  defines  the  right 
of  a  person  who,  before  even  an  application  for  a  patent,  has 
purchased  from  the  inventor  a  specijie  machine^  not  the  right 
to  make  and  vend  such  machines  to  others.  The  law  speakB 
of  the  purchase  of  a  machine^  not  of  Letters  Patent,  or  of  a 
franchise.  An  inventor  owns  his  discovery  absolutely  and 
forever.  He  may  rely  on  this  title  alone,  unprotected  by  law,  or 
he  may  compromise  with  the  state,  and  surrender  all  after 
fourteen  years,  to  secure  the  public  protection  during  that  time. 
Having  at  first  chosen  the  former  way,  he  sells  a  spedfic  ma- 
chine, of  course  with  an  impUed  licence  to  use  it,  to  a  person 
acting  in  good  faith  and  paying  an  ample  equivalent.  After- 
wards  the  inventor  finds  his  error  and  applies  for  a  patent. 
Congress  grant  the  application  so  tardily  made,  but  stipulate 
that  the  patentee  shall  not  defiraud  the  purchaser  to  whom  he 
has  sold  a  specific  machine  with  a  license  to  use  it.  Nothing 
could  be  more  just    Nor  does  the  case  of  McClurg  v.  £mff$- 
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land  give  &  wider  scope  to  the  7th  sectioii  of  the  act  of  1889. 
There  a  workman,  with  capital  and  &cilitieB  furmahed  bj  hia 
employer,  discovered  and  perfected  an  improved  mode  of  mak- 
ing iron  rolls,  and  it  was,  with  his  consent,  used  bj  the  employ- 
er, without  Letters  Patent,  in  consideration  of  the  benefits  thns 
leodved.  Afterwards  the  workman  changed  his  service,  ob- 
tained Letters  Patent,  assigned  them,  and  the  assignee  brought 
an  action  against  the  employer.  It  was  held  that  the  employer 
had  not  only  a  right  to  nse  the  specific  machine,  bat  to  sell 
the  rolls  that  he  made  with  it.  But  it  was  not  adjudged  that 
he  had  a  right  to  void  to  others  to  manu&cture  and  sell.  In 
other  words,  his  implied  or  constructive  license  was  protected, 
but  it  was  not  enlaiged. 

Kow,  it  is  aigued,  that  if  the  rule  is  just  in  one  case,  it  is 
just  in  another;  and  that  if  it  be  said  in  JfeClmy  v.  Em^ 
landy  that  the  purchaser  might  not  know  that  the  inventor 
would  ever  apply  for  a  pat^it,  and  had  no  reason  to  suppose 
that  any  obstacle  would  afterwards  be  interposed  to  the  free 
and  ondistorbed  use  of  the  right  he  had  purchased,  the  same 
must  besaid  in  the  case  now  before  the  Court,  because  the 
purdiaser  could  not  know  that  the  inventor  would  ever  apjdy 
for  a  raiewed  tenn,  and,  when  he  purchased  the  right  for  the 
whole  tenn  of  the  existing  monopoly,  had  no  reason  to  sup- 
pose that  any  new  obstacle  would  afterwards  be  interposed  to 
prefweat  the  free,  undisturbed,  and  continued  use  of  the  right ; 
and  that  it  would  make  the  legislation  of  Congress  in  these 
two  laws  contradictory  in  principle,  and  inconsistent  with 
JQStice,  in  cases  like  the  present,  if  the  construction  contended 
for  by  the  plaintiff  is  given  to  the  act  of  1836. 

But  there  is  no  analogy  whatever  between  the  cases.  Heie 
the  assignees  bought  in  1829,  after  the  patent  to  Woodworth. 
Tkey  bought  under  the  patent,  and  were  limited  to  the  term 
thereby  granted.  What  right  of  the  assignee,  then,  is  that 
which  he  is  entitled  to  enjoy,  without  any  new  obstacle  being 
interposed  by  the  inventor?  The  right  for  fourteen  years. 
Certainly  the  law,  according  to  our  construction,  does  not  in- 
vade, but  expressly  secures  that  right.    The  inventor,  tbes, 
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raises  no  new  obstacle  to  oppose  the  enjoyment  of  it  in  the 
most  absolute  manner. 

It  is  manifest,  however,  that  tiie  ai^nment  oa  the  part  of 
the  defendants  assumes  a  supposed  fturtber  right  of  the  assignee 
to  use  the  invention  freely  and  without  disturbance  after  the 
expiration  of  the  fourteen  years.  He  might  doubtless  have 
indulged  such  an  expectation  when  he  bought  the  fourteen 
years ;  but  every  other  citizen  had  just  such  an  expectation 
without  buying  any  right  at  all.  In  regard  to  the  future  be- 
yond the  fourteen  years,  the  assignee  had  bought,  if  any  thing, 
only  what  the  law  had  already  ffiven  to  him  in  commcwi  with 
every  other  citizen.  The  neif}  obstade  is  raised  against  the  en- 
joyment of  that  right  and  of  that  right  alone — against  a  right 
held  by  the  assignee  in  common  with  every  other  member  oi 
the  state — against  a  right  created  and  existing  independentlj 
of  the  assignment.  The  obstacle,  therefore,  is  created  by  law 
and  not  interposed  by  the  inventor. 

It  is  assumed,  moreover,  that  the  assignee  has  invested  some 
money,  or  otherwise  incurred  expense  during  the  first  term,  in 
view  of  a  prospective  continuance  after  the  mcmopoly  shall 
have  ceased,  and  the  conclusion  is,  that  if  the  monopoly  be 
renewed  he  ought  to  be  &vored.  Is  not  then  the  aitire  argu- 
ment perfectly  answered  when  we  say,  that  the  just  and  prac- 
tical inference  in  regard  to  patents  is,  that  competition  after 
the  monopoly  shall  expire  will  render  the  use  of  the  invention 
unprofitable  to  the  inventor  as  well  as  to  his  assignee?  The 
prospective  continuance  supposed  to  have  been  contracted  for 
was,  therefore,  a  prospective  continuance  by  him,  not  as  as- 
signee under  an  extended  monopoly,  but  as  one  manufacturer 
in  competition  with  everybody. 

Another  argument  urged  is,  that  it  is  unjust  in  Congress  to 
take  up  the  franchise  again  and  prolong  it  after  it  has  expired, 
because  individuals,  when  they  bought  specific  products  or 
machines,  expected  to  use  them  without  disturbance  after  the 
expiration  of  the  patent.  This  is  true,  but  the  argument,  if  it 
have  any  force,  invalidates  the  interposition  of  Congress  alto- 
gether. 
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AgHfn^  The  argument  confoundB  things  entirely  distinct,  xm- 
der  arnle  notappKcable  to  alL  When  a  party  sells  a  machine, 
and  the  right  to  use  it,  he  necessarily  gives  a  lica:ise  to  nsethe 
products.  That  license  cannot  be  revoked.  K  there  be  a  pa- 
tent for  a  composition  of  paint,  the  paint  compounded  can- 
not, when  spread  upon  a  house,  be  reached  by  the  inventor, 
althoagh  the  patent  be  extended.  But  certainly  he  would  have 
a  just  and  lawftQ  ri^t  in  such  case  to  claim  that  no  more 
paint  should  be  compounded  by  the  use  of  his  invention. 

It  is  also  insisted,  that  the  defendants'  construction  of  the 
18th  section  in  regard  to  assignees,  is  in  conformity  with  pre- 
vious l^islation  of  Congress  on  the  same  subject,  and  refer- 
ence is  made,  in  support  of  this  position,  to  an  act  passed  in 
January,  1808,  entitled  "An  act  for  the  relief  of  Oliver  Ev- 
ans," whereby  a  new  patent  was  granted  to  him  after  the  ex- 
piration of  his  original  one,  and  in  which  act  there  was  an  ex- 
press provision,  that  no  person  who  had  before  paid  him  for  a 
license  to  use  his  improvement  should  be  obliged  to  renew  it, 
or  be  subject  to  damages  for  not  renewing  it.  This  argument, 
like  most  others  founded  on  analogies,  would,  at  best,  be  very 
inconclusive.  The  law  referred  to  is  ahnost  a  solecism ;  while 
many  Congressional  precedents  will  be  found  on  the  other  side 
of  the  question. 

Oliver  Evans  obtained  a  patent  on  the  18th  of  December, 
1790,  for  a  discovery  in  the  art  of  manufacturing  flour  and 
meaL  Three  years  cmd  eleven  numths  after  the  expyra^Acm  of 
Hhejbn/t  Letters  Patent  they  were  renewed  and  extended  by 
an  act  passed  Januaiy  26, 1808.  In  consideration,  it  is  pre- 
sumed, of  the  lapse  of  time,  (which  cannot  occur  under  the  act 
of  1886,)  a  provision  was  made  for  assignees  under  the  first 
term,  as  has  been  stated ;  but  it  will  be  remarked  that  no  sa- 
ving was  made  for  those  who  had  built  machines  after  the  ex- 
piration of  the  patent  and  before  its  renewal. 

And  now  it  is  my  duty  to  vindicate  the  distinction  I  have 
taken  between  the  renewal  and  the  extension  of  Letters  Patent. 
13iat  cannot  properly  be  called  an  extension  which  does  not 
take  place  until  the  franchise  to  be  affected  has  ceased.    The 
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act  of  graating  a  new  term  la  such  a  case  must  be  a  raaewal 
or  revival  as  well  as  an  extension.  la  this  law  of  1808,  how* 
aver,  tiie  Le^slatore  avoid  using  words  repressing  either  the 
idea  of  a  renewal  or  that  of  an  extension. 

On  theother  hand.  A  patent  was  granted  to  Amos  Whitto- 
more,  oa  the  5th  of  June,  1797,  for  manu&cturing  oottcna  and 
woolen  cards.  It  was*extended  hj  an  act  of  Congress  passed 
Kaich  8d,  1809,  two  years  before  the  expiration  of  the  first 
term.  This  law  contains  no  restriction  in  fitvor  of  asaignees 
of  the  original  term.  Congress  declare  that  the  Letters  Patent 
are  extended.  No  such  words  as  renewed  or  renewal  are 
found  in  the  statute. 

The  same  Oliver  Evans  obtained  from  Congress  an  ezten* 
sion  of  a  patent  for  an  improvement  in  the  steam-engine.  The 
law  was  on  the  7th  of  Felwruary,  1815,  before  the  expiration 
of  the  first  term.  The  act  does  not  protect  assignees,  although 
the  patentee  is  prohibited  from  receiving  more  for  the  use  of 
his  invention  under  the  extended  term  than  was  paid  by  as- 
signees under  the  first  tenn.  Ko  such  inaccurate  expression 
as  renewed  or  renewal  is  found  in  this  statute.  The  Letters 
Patent  are  eoetended. 

A  patent  to  Samuel  Parker,  for  improvements  in  currying 
leather,  was  extended  for  14  years  by  an  act  passed  March 
8d,  1821,  loithin  the  first  term.  The  statute  lays  no  restric- 
tion on  the  patentee,  and  ccmfers  no  benefit  on  assignees. 
Here  too  the  legislature  employ  the  word  extend. 

On  the  2d  of  March,  1831,  Congress  renewed  and  extended 
a  patent  which  had  been  granted  to  John  Adamson,  for  a 
floating  dry-dock.  Although  the  patent  was  renewed  €^ier 
the  original  term  had  expired^  and  although  the  erection  of 
proper  machinery  for  the  use  of  the  invention  was  vastly  ex- 
pensive, the  grant  is,  nevertheless,  without  restriction,  and 
saves  no  interest  of  assignees.  And  here,  as  in  the  act  con- 
cerning Oliver  Evans  in  1808,  under  precisely  similar  circum- 
stances, the  legislature  avoid  using  words  conveying  the  idea 
of  either  renewal  or  extension. 

A  patent  to  Samuel  Browning,  for  separating  iron  ore  by 
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magnelB,  was  renewed  jn  1831,  cimof^  three  years  after  the 
end  cf  thefirH  term^  withoat  restriction  and  withont  beoafit 
to  assignees.  Jdthro  Wood's  patent  for  improyements  in  tlie 
plough  was  extended  for  14  years,  on  the  19tii  of  May,  1833. 
All  the  rights  as  well  of  assignees  as  of  the  pat^itee  were  ex- 
pressly extended  dnring  the  second  tenn,  and  he  was  forbidden 
to  change  for  the  use  of  his  invention  dnring  the  new  term 
more  than  he  received  dnring  the  first  term.  This  was  an 
exception  to  the  general  policy  of  such  statutes,  and  so  noto- 
lionsly  has  it  fisuled  in  any  degree  to  reward  the  inventor,  that 
hk  son  and  heir  has  been  imprisoned  for  oosts  incnrred  in  a 
fruitless  endeavor  to  protect  his  rights. 

Bobert  Eastman  and  Josiah  Jaqneth,  in  Mardh,  1835,  ob- 
tained an  extension  by  Congress  of  their  pat^it  for  a  machine 
ibr  sawing  clapboards.  The  rights  of  assignees  were  not 
ext^ided  by  that  act 

Finally.  The  patent  in  question,  which  was  granted  to 
William  Woodworth  in  1828,  and  extended  by  the  Board  of 
Patents  in  1842,  by  virtae  of  the  act  of  1836,  was  still  fiirther 
extended  by  an  act  of  Congress  passed  on  the  2dth  of  Febnh 
aiy,  1845,  to  take  effect  after  the  27th  of  December,  1849, 
withont  any  reservation  in  &vor  of  assignees  under  either  the 
first  or  the  second  term. 

lliese  statutes  embrace  all  or  nearly  all  the  instances  in 
whidi  tiie  National  Legislature  has  put  fortii  its  power  directly 
to  extend  patents,  and  they  manifest  a  spirit  of  beneficence 
towards  patentees  and  of  n^Iect  of  assignees,  entirely  in  har- 
mony with  the  construction  of  the  18th  section  insisted  upon 
by  the  plaintiff. 

Again.  In  every  instance  where  Letters  Patent  have  been 
extended  before  the  expiration  of  the  first  term,  which  is  the 
effect  of  the  18th  section,  the  legislature  have  used  the  terms 
eaokneion  and  extended  and  ptcllcngation  and  prolonged^  and 
have  never  applied  to  the  act  of  extension  the  word  reneiwal^ 
which,  on  the  contrary,  has  been  invariably  applied  to  the 
nbstitution  of  new  Letters  Patent  on  the  surrender  of  those 
whidi  were  void  by  reason  of  a  defective  specification.    It  is 
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also  an  extraordinary  fisu^  that  in  the  BritiBh  statates,  text 
books  and  reports,  the  same  disciimination  between  renewals 
and  extensions  is  maintained.  (The  counsel  here  read  from 
the  British  statutes  and  from  Webster  on  Patents  to  show  that 
the  terms  renewal  and  eastension  were  invariably  nsed  as  he 
had  applied  them,  and  also  referred  to  the  orders  of  the  Privy 
Oonncil  to  show  the  same  application  of  the  terms  in  aU 
oases.) 

The  public  documents  of  the  Board  of  Patents  and  of  the 
Congress  of  1845  show  the  grounds  on  which  the  extensions 
of  the  patent  in  question  were  made.  They  are  Ailly  exhib- 
ited in  the  memorial  of  the  administrator  of  William  Wood- 
worth,  submitted  to  Congress.  The  invention  of  William 
Woodworth  consisted  in  an  entirely  new  oiganization  of  in- 
struments and  processes  by  which  boards  and  plank,  and  even 
mineral  substances,  could  be  planed,  tongned  and  grooved  and 
cut  into  mouldings,  at  a  single  operation,  with  a  power  easily 
attainable,  and  with  great  dispatch.  While  engaged  in  per- 
fecting his  discovery  he  procured  indispensable  pecuniary 
assistance  from  James  Strong,  but  not  without  a  sacrifice  of 
one-half  of  his  right  in  the  invention.  After  the  patent  waa 
obtained,  Woodworth  and  Strong  incurred  ruinous  expenses 
in  bringing  their  machine  to  public  notice  and  £Eivor.  At  this 
critical  period,  when  they  were  greatly  embarrassed,  they  were 
prevented  from  making  sales  by  an  advertisement  published 
by  TJri  Enmions,  who  claimed  to  be  the  true  inventor  of  the 
machine  patented  by  Woodworth  and  denounced  prosecution 
against  all  who  should  use  the  invention.  This  pretension  of 
Emmons'  was  fraudulent  and  false.  He  was  not  the  inventor. 
Henry  Gifford  of  Syracuse  applied  to  Eimnons,  in  1824,  to 
devise  a  machine  to  straighten  and  joint  the  edges  of  planks 
to  be  used  in  building  vats  required  in  manufacturing  salt 'by 
solar  evaporation.  Emmons  built  a  machine  for  this  purpose, 
which  was  found  useless  and  was  abandoned  and  destroyed. 
Although  it  resembled  Woodworth's  in  some  particulars,  it  was 
essentially  different  as  an  organized  machine.  Emmons  never 
built  any  other  machine,  or  reduced  his  ideas  to  form,  or  ap- 
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plied  for  LetteiB  Patent,  until  after  Letters  were  granted  to 
Woodworth.  Emmons  fomid  Twogood,  Halstead,  and  Tjack 
negotiating  with  Woodworth  for  purchases  imder  him,  in- 
fimaed  them  that  he  was  the  inventor  of  Woodworth's  ma- 
chine, and,  for  the  snm  of  one  thousand  dollars  paid  by  them, 
proceeded  to  Washington,  saed  out  Letters  Patent  for  a  ma- 
chine like  Woodworth's  in  many  respects,  and  assigned  it  to 
Twogood,  Halfitead,  and  l^ack.  Embarrassed  by  opposition 
of  builders,  especially  of  joiners,  as  well  as  by  debts  and  heavy 
losses  by  incendiary  fires,  and  threatened  with  litigation, 
Woodworth  and  Strong  consented,  from  necessity,  to  assign  to 
Twogood,  Halstead,  and  Tyack  exclusive  rights  under  their 
patent  for  the  southern  parts  of  the  United  States,  f<Hr  no  oth^ 
equivalent  than  an  assignment  of  exclusive  rights  under  Em- 
mons^ fraudulent  patent  for  the  Northern  States.  Woodworth 
and  Strong  encountered  great  difficulties  in  selling  their  fran- 
chise after  this  ruinous  compromise.  They  received  only  an 
inoonsiderable  sum  and  the  inventor  died  in  the  city  of  Kew 
York  in  the  month  of  February,  1839,  poverty  bearing  its 
usual  testimony  to  his  character  as  an  inventor  and  vindicating 
Us  merits  as  a  public  benefieictor. 

The  administrator,  after  setting  forth  these  facts,  stated  the 
extension  of  the  patent  under  die  18th  section  of  the  act  of 
1836,  and  a  fiulure  thus  tar  to  realize  the  benefits  of  it,  for 
causes  not  necessary  to  be  specified  here,  and  prayed  an  ex- 
tension by  Congress  to  himself,  as  administrator,  exd/usvve  cf 
amgnees  under  the  oriffindl  p(Uen6.  The  act  of  1845,  frirther 
extending  the  patent,  was  passed  in  compliance  with  this  me- 
morial, and  is  not  merely  in  harmony  with  previous  legisla- 
tion, but  is  entitled  to  be  r^arded  as  a  legislative  construction 
itftheactof  1836. 

It  is  also  claimed  that,  in  England,  Letters  Patent  are  ex- 
tended on  the  application  of  assignees  and  to  assignees,  and 
that,  since  the  language  of  the  British  statute  and  that  of  our 
own  agree,  the  same  construction  ought  to  be  given  to  the  one 
as  to  the  other.  But  it  has  been  shown  that  the  British  Leg- 
idatore  arenot  rigoiously  held  to  secure  scientific  property  to 
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the  inyentor,  as  GongreBs  ture,  by  a  Constitation.  Patent-ri^ta 
paae  in  England  by  involuntarj  assignment,  that  is,  by  decree 
in  baokraptcy  and  sale  on  execution*  And  the  decree  in 
bankruptcy  carries  all  the  estate  of  the  inventor,  and,  of  couiBe, 
the  possible  remainder  of  tiie  scientific  property  after  the  ex- 
piration of  the  term  of  fourteen  years,  as  much  as  the  right  tx> 
the  property  before  the  granting  of  a  patent.  Therefore,  Lord 
Brougham  declared  that  the  statute  requires  that  the  letters 
of  extension  shall  issue  to  the  person  owning  the  possible  re* 
maiiider,  whether  he  be  patentee  or  assignee.  {(Jaie  (yfSovihr 
VHjrtKs  pa/tent^  in  Prinyy  CouncH^  1837,  Waster  on  Paienti^ 
48Y.)  And  it  was  declared  by  the  same  emin^it  jurist  that 
the  British  Goyemment  seek  to  benefit  the  patentee,  medi- 
ately, through  his  assignee.  {Eacteneiana  of  Bate^s  amd  Madl>- 
intosh^s  patenis^  Waster  on  Patents^  739.)  So,  in  Eng- 
land, Letters  Patent  of  extension  are  granted  to  the  legal 
assignee,  and  he  is  sometimes  obliged  to  secure  an  annuity  to 
the  inventor,  as  in  Whitehouse^  case ;  while  sometimes  an 
extension  is  denied,  but  compensation  is  made  in  mcmey, 
as  in  ArkWright's  case. 

But  ev^n  in  England  no  person  is  entitled  to  an  extension 
or  to  any  benefit  from  an  extension,  as  assignee  or  grantee, 
merely  because  he  had  a  license  or  grant  under  the  first  term, 
but  he  must  be  an  assignee  of  the  future  estate  after  the  first 
term.  Bo,  licensees  there  take  no  right  whatever  under  the 
new  term,  not  even  a  right  to  use  specific  machines.  This  is 
dearly  shown  from  the  case  of  the  extension  of  Southworth?$ 
patent,  (  Weiiteron  Patents^  486.)  Li  that  case  the  assignee 
applied.  There  were  twenty-two  licensees,  and  they  had  all 
atipulated  to  pay  during  the  extended  term  at  the  same  ratea 
at  which  they  had  paid  under  the  first  term.  A  review  of  the 
oases  of  extensions  of  Letters  Pat^it  adjudicated  in  the  Privy 
Ckmncil,  will  clearly  illustmte  these  two  propositions :  PtrM; 
that  the  patentee  only,  or  his  assignee,  for  anadequate  consid* 
erotion,  of  Hie  contingent  extansi<»i,  and  not  merely  oi  the 
AmcUse  for  the  teem  of  fourteen  years,  must  applj  for  and 
obtain  the  exbaDsJOBL.   Seemdiy ;  liiat  no  shadow  of  benafit 
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ftom  the  extenakm  is  resenred  to  granteeB  or  licenseeB  of  the 
finttenn. 

Thus  fiir,  the  effect  of  the  18th  section  has  been  eonsidered 
with  reference  to  interests  of  assignees  created  hj  an  assign- 
matt  executed  before  the  act  of  1836  was  passed,  and  ex- 
pressly limited  in  its  provisions  to  the  original  term  of  four- 
teen years,  sad  our  object  has  been  to  show  that  that  act  does 
not  operate  to  enlarge  or  extend  or  alter  or  affect  the  rights  of 
aaeignees  in  such  cases,  but  that  the  renewal  of  a  patent  under 
the  18th  section  enures  to  the  benefit  of  the  administrator, 
exclusive  of  all  such  assignees. 

Point  HL  Whether  the  extension  specified  in  the  fore- 
going second  point  enured  to  the  benefit  of  the  administrator 
to  whom  the  same  was  granted,  and  to  him  in  that  capacity 
exclusiyely ;  or  whether,  as  to  the  territory  specified  in  the  conr 
tract  of  assignment  made  by  William  Woodworth  and  James 
Strong  to  Twogood,  Halstead  and  Tyack,  on  the  28th  day  of 
IVbrember,  1829,  and  set  forth  in  the  first  special  plea  to  the 
firat  count  of  the  declaration,  and  by  legal  operation  of  the 
eovenants  contained  in  said  contract,  the  said  extension  enured 
to  the  benefit  of  the  said  Twogood,  Halstead,  and  Tyack,  or 
their  assigns. 

In  the  first  place,  the  incidental  refyrmpectwe  operation  of 
die  18th  section  on  patents  and  assignments  existing  when 
the  law  was  passed,  (to  which  class  the  present  case  belongs,) 
must  be  distingoished  from  the  jp^io^pde^^  effect  of  the  statute 
upon  patents  granted  after  its  enactment. 

Since  the  act  of  1836  extensions  of  patents  are  legally  poe* 
tiUe.  An  inventor  has  not  only  a  legal  pr(^>erty  in  his  dis- 
covery, but  a  legal  right  to  obtain  Letters  Patent  for  fourteen 
years,  together  with  a  legal  contingent  right  to  apply  during 
Omt  term  for  an  extension  for  seven  years  more.  This  contin- 
gent right  is  undoubtedly  as  really  the  subject  of  assignment  or 
velease  as  tiie  right  to  an  original  patent  Contracts  concent 
SDgitwould  be  upheld,  at  kast  in  a  court  of  equity.  Butinraoh 
a  case  the  oontBac^  to  pass  to  the  asaigpee  the  benefit  of  the 
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extenfiion  for  a  fiitnre  tenn,  mufit  be  ezpreBB,  or  must  arise  by 
unquestionable  legal  implication ;  that  is  to  say,  the  intention 
of  the  parties  to  that  effect  must  be  plain  and  nnequivocaL 

Again.  It  is  not  to  be  denied  that,  before  the  act  of  1886, 
an  inventor,  having  a  patent  for  the  term  of  fourteen  years, 
might  have  contemplated  the  possibilily  of  the  abolition  of  the 
whole  patent  system  of  the  countiy  and  the  establishment  of 
a  new  one  in  its  stead,  and  of  anew  feature  in  the  new  system, 
under  which  meritorious  and  unfortunate  inventors  might  ob* 
tain  extensions  of  their  Letters  Patent.  It  is  also  true  that  an 
inventor  thus  speculating  on  the  distant  and  uncertain,  if  not 
improbable  action  of  the  government,  might  lawfully  contract 
witii  an  assignee,  or  with  any  other  person,  concerning  the 
speculative  extension  of  his  patent  by  a  faUae  Commissioner 
of  Patents,  under  the  contemplated  law  of  Congress,  and  that 
a  court  of  equity  might  oblige  the  patentee  to  perform  such 
an  agreement.  But  such  an  agreement  could  not  be  inferred 
.  from  any  general  or  ambiguous  terms.  For,  in  all  1^^  trans* 
actions  some  measure  of  certainty  is  necessarily  required,  and, 
in  contracts,  certainty  in  an  absolute  degree.  Now  what  cer* 
tainty  is  therein  the  present  case?  It  cbjioiAj  he  conjectured 
that  the  parties,  when  making  this  agreement  in  1829,  contem- 
plated things  so  strange  and  extraordinary,  as  that  the  whole 
patent  system  of  the  United  States  should  be  changed  in  1836, 
and  provision  be  made  for  extending  Letters  Patent,  and  the 
greater  contingency  of  William  Woodworth's  ability  to  obtain 
such  an  extension.  And  these  conjectures  are  repugnant  to  all 
probability.  But  it  is  not  enough  that  we  can  imoffme  such 
conjectures  to  have  been  entertained  by  the  parties.  We  must 
have  them  written  in  the  contract,  in  terms  so  plain,  strong, 
and  unequivocal,  as  not  to  mislead.  This  would  be  necessary, 
to  indicate  with  certainty  what  the  contingency  was  and 
whether  it  has  happened.  The  knowledge,  speculations,  and 
intentions  of  the  parties  must  have  been  fully  expressed  in 
every  such  instrument,  so  that  it  may  be  certainly  known, 
when  the  supposed  contingency  shall  happen,  whether  it  be 
the  same  which  was  the  subject  of  the  contoad; 
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The  contrmct  of  assignment  hj  Wood  worth  and  Strong  to 
IVc^ood,  Halfltead,  and  Tyack,  noade  in  1829,  expresses  no 
such  anticipation  or  speculation  concerning  the  fntnre  action 
of  CongreBB.  The  contract  looks  to  possible  improyements 
of  the  invention,  and  to  possible  aJterations  and  renewaU  of 
the  Letters  Patent.  But  it  is  totally  silent  concerning  not 
merely  the  passage  of  a  fdture  law  authorizing  an  eoetenston 
of  this  patent,  or  extensiotis  of  patents  generally,  but  concern- 
ing any  possible  extension  of  the  patent  in  any  manner  what- 
ever. Who  can  say,  then,  that  the  parties  intended  that  ex- 
tension which  has  taken  place  ? 

Again.  No  matter  what  the  parties  may  be  supposed  to 
have  stipulated  for,  and  even  though  a  right  to  an  extension 
might  have  passed  under  the  general  words,  yet  these  words 
aie  contrc^ed  by  the  hcibendnm^  and  restricted  to  fourteen 
years.  The  assignee  can  take  nothing  but  what  must  expire 
with  the  fourteen  years.  It  is  argued  that  the  whole  of  the 
18th  section  must  have  effect,  and  that  the  agreement  between 
Woodworth  and  Strong  must  have  effect.  Oranted ;  but  the 
whole  agreement  must  have  effect.  No  part  of  it  must  fiul. 
At  least,  if  any  part  must  fail,  it  must  be  that  which  is  vague 
and  uncertain,  not  that  which  is  absolute.  Now  that  part  of 
the  agreement  which  is  most  absolute  and  unequivocal  is  the 
declaration  that  Twogood,  Halstead,  and  Tyack  shall  have 
and  hold  the  rights  and  primleffes  thereby  gra/nted  for  offid 
during  the  term  cffawrteen  years  from  the  doite  cf  the  patent^ 
and  no  longer.  (Mr.  Stevens  :  The  deed  does  not  say  ^^  and 
no  longer.*^  No ;  the  words  "  and  no  longer*'  are  not  there. 
But  they  are  affixed  by  conclusion  of  law  as  absolutely  as  if 
they  were  written  in  capitals.  The  construction  insisted  upon 
by  our  adversaries,  sacrifices  this  limitation  which  is  certain, 
to  carry  out  an  inference  from  the  contract  as  uncertain  as  any 
human  speculation.  Who  will  say,  then,  that  when  the  pa- 
tentee expressly  limited  his  grant  to  the  term  of  fourteen 
years,  it  nevertheless  conveyed  the  same  franchise  for  twenty- 
one  years,  seven  years  of  which  could  only  be  created  by  the 
future  legislation  of  Cbngress  ? 
5 
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yHusa  thb  agreement  was  made,  the  former  potent  laws 
Wiere  in  foroe*  The  act  of  1836  had  not  yet  ccHne  into  being. 
The  contract  must  be  expounded  with  referonoe  to  ksntt  tmd 
fiictB  which  then  existed.  There  was,  in  1839,  a  definite  I^gal 
meajung  of  the  term  ^^  wiji^ovement  in  rnaohmer^^'*  and 
aA  equally  definite  l^al  significance  in  the  worda  ^aiter^ 
c^ion^  cf  a  pab&fd^  and  an  equally  definite  l^gal  a^ication 
of  the  expression  "  refnew^  of  ajfxstent^'*  and  each  and  every 
ane^  of  these  terms  expressed  a  well  known  Xegsl  and  feasible 
tawQsaetion,  different  altogether  firom  an  eoBtenmait  of  Lettera 
Patent,  which  was  then  a  legal  impossibility.  It  results^  there- 
fore, that  the  improvemenie^  aUeraitums^  and  renefwdU  stipula- 
ted for,  were  those  which  were  thus  w^  known,  legal,  and 
feasible ;  not  an  extension^  which  was  then  impracticable. 
The  difficulty  in  the  case  arises  altogether  from  oonfoundioip 
tibte  word  renevxd  with  the  word  eoBten9i(m. 

Again.  A  contract  can  by  no  possibility  be  extended  so  asi 
to  bind  either  party  to  any  thing,  which  was  not  mutually  ujb- 
derstood  when  it  was  made,  lliis  contract  means  now  just 
what  it  meant  before  the  18th  section  of  the  act  of  1836  came, 
i^to  the  Btai^te  book.  As  the  effect  of  the  18th  section  is  to 
1k^  ascertained  by  reasoning  a  priori,  so  the  meaning  of  tha 
contract  is  to  be  obtained  by  abstractly  exaoiining  its  provis* 
ions,  excluding  altogether  die  law  passed  so  long  after  tihe 
i^greem^it  was  made.  Had  William  Woodworth  proposed^ 
after  it  was  made,  to  apply  to  Congress  for  an  extension  <^hia 
patent,  and.  had  he  consulted  counsel  as  to  the  extent  of  the  as- 
signment to  Twogood,  Halstead,  and  T^ack,  would  not  any 
lawyer  have  advised  him  that  the  assignment  related  merely  to. 
the  tenn  of  fourteen  years,  and  to  renewals  of  the  patfflit,  aa 
tbenreco^aed  by  law,  during  that  term? 

We  are  told,  however,  that  when  this  assignment  was  made, 
the  parties  knew  that  Congress  did  sometimes  extend  patents^ 
aod  may  therefore  be  deemed  to  have  f<»eseen  and  provided 
for  an  extension.  But  the  difficuUy  is  not  that  the  parties^ 
might  have  foreseen  a&d  provided  for  an  extension,  bat  thaV 
foreseemg  such  an  extension,  Ijhej^  diA  not  prwid^  for-it^ 
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Ikey  provided  only  for  a  rmmaal  within  fourteen  yeais,  nofe 
fcr  an  «B^0fMM»ir  for  seven  yean  longer.  The  covenant  aa  to 
lenewal^  ia  satufied  bj  audi  renewaJaaa  the  law  tben  provided 
fi>r,  and  the  limiiataon  of  the  whde  benefit  of  the  grant  to^ 
finoieen  yean,  shows  that  anch  renewals,,  aad  not  extenaiona^ 
weie  then  eontemplated. 

Onee  more.  It  ia  reaaonAble  to  suppose  that  the  partiea 
<x>venanted  for  what  was  necessary.  Here  were  two  patents 
for  the  same  disooveiy^Woodworth's  and  Emmons'.  The  par- 
tiea  compromised  their  conflicting  pretensions  by  a  matuat 
deed,  each  ta]dng  an  equal  interest  in  the  other's  patent  One 
or  the  other  patent  must  be  void,  and  mast  therefore  be 
amended  or  renewed.  Kone  but  the  patentee,  however,  coold 
obtain  a  lenewaL  Hence  the  mntualeovenaBt  that  all  renewals 
ahonldesHwe  to  the  benefitof  the  assignee  within  hisdistidct. 

It  remains  to  be  observed  that  the  18th  section  leaves  thai 
omtaetcf  aseigDment  as  it  fonnd  it.  It  does  not  diminish  by 
a  hair's  bieadth  the  ri^its  of  the  assignees ;  nor  does  it  e»> 
kfge  tJbem.  Hie  saving  danse  provides  that  ^^  the  benefit  of 
such  renewal  shall  extend  to  assignees  aad  grantees  of  the 
righit  to  use  the  tiking  patented,"  but  oaily  ^^  to  the  eactent  of 
their  respective  interest  therein."  Twogood,  Halstead,  and 
Tjack  had  a  ri^t  to  nse  the  thing  patented,  bat  only  for  four- 
teen yean,  oi^y  daring  the  original  patent,  not  for  any  portion 
of  the  extension ;  and  of  courae  their  interest  remains  the 
same,  if  not  enhuged  by  thus  statate.  The  18tk  section  pre- 
HBiqposes  sales  c^  the  whole,  or  of  a  gireat  pajrt,  at  least,  of  the 
paAent,  daring  the  fint  term,  calk  for  an  acomnt,  and  mabea 
the  profits  and  losses  oi  the  sales  tihe  basis  oi  a  rig^  to  an  esr 
toaaion.  To  say,  then^  that  the  aet  meant  to  enlaige  the  coor 
tiaet  of  the  assignees^  and  jwolongtiietenn  assigned,,  and  thioa 
defoatthe  objeets  of  the  eoctensitm,  is  to  impeach  tbs  wisdom 
of  the  Legidatare. 

But  if  we  admit,  frar  aigjoment's  sake,  that  the  assignment  by 
WbodwcMTth  aad  Strong  eontemplated  soch  an  ext^ision  of  ths' 
patent  as  has  been  made,.stiU  it  was  invalid  as  an  gssignmenty 
and  aosstitates. M  bwrta  the  plaint!^ soit.    Itwaaatmoata 
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mere  executory  agreement,  concerning  an  impossible  oontin- 
gencjy  if  snch  an  expression  may  be  allowed.  An  assignment 
or  grant  at  law  cannot  be  of  a  chose  in  action^  bare  right  or 
naked  possQnlity^  much  less  of  a  legal  impossibilily.  There 
was  not  only  no  such  term  of  seven  years,  and  no  snch  exten- 
sion of  the  fourteen  years  in  being  when  the  agreement  was 
made,  but  it  was  not  legally  possible  there  ever  should  be. 

But  grant  that  the  interest  was  a  legal  possibility,  yet  it  waa 
contingent  and  absolutely  uncertain.  It  relates  to  a  tiling  not 
in  esse^  and  which  never  might  be.  When,  however,  such  a 
thing  comes  m  eese^  chancery  may  seize  the  agreement  and 
award  a  specific  performance,  which  will  convert  the  merely 
equitable  possible  interest  into  a  legal  right.  Since,  then,  the 
interest  is  a  merely  equitable  one,  requiring  protection  in  equi- 
I7,  because  of  the  absence  of  any  legal  right,  it  follows  that 
the  assignment  in  question  cannot,  with  or  without  aid  fi*om 
the  18th  section,  carry  any  legal  title  to  the  benefits  of  the  ex- 
tension; and  it  is  only  of  legal  titles  that  we  have  here  to  in- 
quire. This  question  was  considered  by  Mr.  Justice  Story  in 
the  case  of  Wooduxyrth  v.  SherrrKm^  (8  Story  ^  171.)  He  there 
held  that  the  doctrine  for  which  I  have  been  contending  was 
expressly  applicable  to  licenses  and  assignments  under  the  pa- 
tent act  of  1836,  and  afortwri  applicable,  because  the  whole 
design  of  the  18th  section  was,  in  terms,  exclusively  confined 
to  the  original  inventor,  and  for  his  sole  benefit,  and  not  for 
the  benefit  of  his  licensee  or  assignee ;  and  therefore  that  sec- 
tion was  to  receive  a  correspondent  construction  in  fiivor  of  the 
inventor  alone,  unless  the  qualifying  clause  of  the  sectioti,  by 
natural  or  necessary  implication,  conferred  the  right  upon  the 
licensee  or  assignee.  And  in  regard  to  the  efSact  of  the  quali- 
fying clause,  the  learned  judge  said :  ^^  The  clause  does  not 
mean  to  enlarge  the  right  of  the  assignees  or  grantees  to  use 
the  thing  patented,  beyond  the  extent  of  the  interest  originally 
granted  to  them.  If  tiiat  interest  was,  fi*om  its  nature  or  char- 
acter, c^  just  interpretation,  limited  to  the  original  term  for 
which  the  inventor  held  the  patent,  then  the  assignees  and 
grantees  were  to  have  no  benefit  ti2^  in  the  renewed  patent 
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One  word  farther.  If  the  contract  carry  to  Twogood,  Hal- 
stead  and  l^ack  the  first  extension,  that  made  by  the  Board 
in  1842,  why  does  it  not  equally  cany  to  them  the  second  ex- 
tension, that  of  1845  ?  Is  there  to  be  no  end  to  their  estate 
of  fourteen  yeacs !  May  they  forever  remain  passive  and  in- 
different, and  yet,  at  each  successive  effort  by  Congress  to  re- 
ward the  genius  of  the  inventor,  shall  the  veiy  shadows  of 
thrir  names  defeat  the  national  magnanimity,  and  convert  into 
mockeiy  the  munificence  of  a  grateful  people ;  or,  worse  thm 
fliis,  can  the  assignees  now  wrest  from  the  children  of  the  in 
venter  all  they  have  realized  from  the  extension  t 

Patented  rights  pass  by  all  the  forms  of  legal  and  involunr 
taiy  assignment,  that  is  by  assignments  in  bankruptcy,  as 
well  as  by  voluntary  grant,  and  may  either  be  sold  on  execu- 
tion, or  a  bill  in  chancery  will  reach  them  to  satisfy  a  judg- 
ment {Phillips  an  Patents^  S54:]  Hesse  y.  Stevenson^  Z  Bos. 
dk  Pvl.  566.)  Now,  the  bankruptcy  of  the  patentee  is  the 
consequence  of  his  ftilure  to  obtain  a  remuneration  by  the  use 
and  sale  of  his  invention.  It  was  the  design  of  Congress  to 
relieve  him.  Can  it  be  supposed  for  an  instant  that  when  a 
bankrupt  patentee  has  made  a  compulsory  assignment  of  all 
his  rights  for  the  benefit  of  his  creditors,  diose  creditors  may 
seise  the  new  estate  and  swell  their  dividends,  while  he  sinks 
into  poverty  and  despair?  The  Constitution  provides  not  for 
payment  of  debts,  but  for  the  promotion  of  science  and  the 
arts,  and  directs  this  to  be  done  by  securing  to  authors  and  in- 
ventors the  fi-uits  of  their  labors,  not  by  pampering  creditors 
who  have  already  eaten  out  the  substance  of  public  bene£EU^ 
tors. 

The  ai^nment  is  advanced  that  the  word  ^^  renewal"  used  in 
the  contract,  is  broad  enough  to  embrace,  not  only  renewals 
then  authorized  by  law,  but  renewals  that  might  afterwards  be 
provided  for;  and  that  this  construction  of  the  word  conforms 
to  the  scope  and  spirit  of  the  agreement,  and  carries  into  ef- 
fect the  intention  and  design  of  the  parties,  at  the  time  they 
made  it,  and  is  the  only  construction  which  will  do  equal  jus- 
tice to  both  parties. 
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Tbe  woid  ^^  renewal"  k,  indeed,  broad  enough.  Bui  <be 
qnestion  is  not  whether  it  is  broad  enough  to  xneliide  extm- 
nons,  but  whether  it  is  narrow  enongh,  predse  enofigh,  accfn- 
rate  enon^.  If  the  word  ^^  renewal"  had,  when  the  eontmet 
was  made,  a  definite  and  well  nndentood  Ic^  applieatmi  to 
renewals  for  the  original  term  in  cases  where  the  patend  was 
Toid,  and  the  act  of  extending  Letters  Patent  was  at  that  time 
Icnown  in  law  by  the  term  ^^  extension"  as  contradistinguKhed 
from  "  renewal,"  then  the  word  "  renewal"  is  not  accurate 
enongh  to  embrace  an  extension.  The  word  "  rwiewd,"  in 
this  contract,  cannot,  by  any  reasoning,  or  on  any  principle  of 
law  or  of  l<^c,  mean  anything  which  did  not  exist,  or  any- 
thing which,  though  it  might  happen  thereafter,  was  probably 
not  contemplated  by  the  parties  when  the  agreement  was 
made.  For,  when  the  contract  was  made,  the  act  of  1836  had 
not  passed,  and  I  understand  it  to  be  conceded  on  the  part  of 
(he  defendants,  that  probably  the  parties  to  the  contract 
did  not  contemplate  the  passage  of  such  a  law.  Kow,  not 
only  is  a  party  forbidden  by  equity  and  good  conscience 
from  using  an  unforeseen  advantage  to  defeat  his  contract,  but 
by  no  rule  of  legal  reasoning  can  an  agreement  be  so  con- 
strued, either  in  letter  or  spirit,  as  to  make  its  terms  embrace 
an  object  not  contemplated  by  the  parties.  An  executoiy 
agreement  is  an  agreement  concerning  what  the  parties  co¥^ 
tmplate^  and  nothing  else.  It  cannot  hold  either  party  con- 
cerning things  not  contemplated.  We  may  infer,  therefore, 
a  C(mcession  that  the  extension  of  the  patent  is  not  povided 
for  by  the  letter  of  the  contract. 

The  aigument  for  the  defendants  is  further  stated  thus : 
**  Whether  the  word  ^renewal'  did  or  did  not  look  to  1^  ex- 
tension of  time  giyen  by  the  act  of  1836,  it  is  evident  upon  the 
words  of  the  covenant  that  whatever  oddiHonal  value  eitlMr 
inventor  (Woodworth  or  Emmons)  might  afterwards  be  aMe 
to  obtain  for  his  invention,  it  should  enure  to  the  benefit  of 
the  assignee  within  the  district  aforesaid.  The  parties  were 
not  <»ily  bound,  forever  afterwards,  to  offer  no  obstruction  to 
one  another  in  their  particular  districts,  but  to  give  to  each 
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>  the  foil  benefit  of  their  redpective  exerti<»8  tx>  incieate 
the  Tahie  of  their  inyeatioxis ;  and  if  ihffy  tibea  looked 
<ailj  to  a  raaewal  to  be  prooored  by  eunendering  the  existiii^g 
patent,  if  it  shoiild  be  found  to  be  defective,  and  by  taking 
out  a  new  one  aodording  to  the  act  of  July  1882,  yet  it  is  very 
dear  tiiat  both  parties  intendedthateveiy  benefit  of  any  kiad, 
that  might  be  obtained  for  the  respective  inventors  should  be- 
kxDg  to  the  aasigneee  in  the  respective  districts.  They  wti» 
in  diat  respect  to  have  a  conuncoi  interest  in  their  inventions, 
and  they  have  iised  the  1»oadest  words  to  accomplish  that  ob- 
ject— words  which  nnqnestionably  embrace  every  mode  by 
which  the  value  of  Hie  patents  oonld  be  increased.  If  by  a 
aabeeqnent  aict  of  Congress  advantages  were  given  to  the  pat- 
tntee  which  he  did  not  at  that  time  possess,  and  which  wem 
not,  therefore,  in  the  contemplation  of  the  parties,  yet,  accord- 
ing to  tlie  spirit  and  meaning  of  the  covenant,  the  assignee 
had  a  right  to  stand  in  the  place  of  the  patentee  in  his  district, 
in  reelect  to  Hie  new  privileges  as  well  as  to  the  old,  and  it 
would  be  against  equity  and  good  conscience  to  allow  him  to 
ase  a  privilege  afterwards  unexpectedly  gained,  in  order  to  de- 
ibat  his  own  contract.'' 

I  reply  to  this  very  forcible  argument : 

^r9t.  The  effect  of  the  extension  is  diminished  by  descri- 
faing  it  as  tf  mere  esntenridn  cf  time.  An  extension  is  a  ra- 
aumption  of  the  franchise,  and  a  new  grant  thereof  for  a  tenn 
of  seven  years. 

Seocmdlg.  How  does  it  appear  that  any  benefit  of  any  kind, 
not  stipulated,  should  pass  to  the  assignees  respectively? 

Thirdiby.  The  contract  here  was  expressly  limited  to/bwr- 
teen  yemn.  Hie  Hdbendvm  is :  To  Ham  <md  To  Hold  fmr 
fowieen  yecurs.  An  extension  of  the  patent  after  that  time  fiir 
ti»e  benefit  of  die  patentee  did  not  ^'defeat,"  could  not  '^de- 
feat" the  contract  during  the  fourteen  years  stipulated.  ^^  What- 
ever additional  value"  the  patent  should  receive,  should  paas 
to  the  assignee  for  fourteen  years,  but  for  no  longer. 

Fawtthby.  If  the  extension  were  obtained  vnesspecteeUy^  as 
is  supposed,  then  manifestly  it  was  not/oredeen^  when  the^ 
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tract  was  made.  UnleBs  the  contract  show  each  formghtj 
either  by  express  words  or  by  unerring  legal  implication,  then 
the  contract  cannot  be  enlarged  so  as  to  make  it  transfer  to  the 
assignee  the  unexpected  estate  granted  to  the  inventor. 

MfMy.  The  force  of  the  argument  founded  on  the  well 
understood  meaning  of  the  terms  "  improvements,"  "  altera- 
tions," and  "  renewals"  of  the  patent,  employed  in  the  assign- 
ment, is  parried,  by  calling  up  a  supposed  ^^spwitot  the  con- 
tract," This  spirit  is  thus  defined,  viz :  that  "  whatever  addi- 
ttonal  value  either  iivuentor  might  afterwards  he  aUe  to  obtain 
for  his  invention,  should  en/ure  to  the  hene^  of  the  assignee.^ 
And  we  are  assured  that  the  parties  here  used  the  broadest 
words  to  designate  this  generous  spirit.  K  this  be  so,  how 
does  it  happen,  then,  that  the  letter  of  the  contract  is  not  suf- 
ficient, without  invoking  its  spirit  ?  Where  are  any  words 
which  imply  anything  concerning  an  additional  value  to  the 
invention,  except  an  "  impix)vement"  of  the  machine,  or  any- 
thing concerning  a  better  security  for  the  franchise,  except  the 
words  ^'alteration  and  renewal"  of  the  patent?  All  those 
words  are  well  and  folly  satisfied  by  transactions  then  legal 
and  foreseen,  without  enlarging  their  application  to  things  im- 
expected  and  legally  impossible.  But  if  this  reasoning  be  thus 
£eu*  sound,  the  spirit  of  the  agreement  must,  after  all,  be  ascer-^ 
tained  from  a  general  survey  of  its  entire  contents.  The  limi- 
tation of  fourteen  years  is  absolute  and  inflexible.  You  must 
kill  so  much  of  the  letter  before  you  can  call  the  supposed 
spirit  to  life.  Thus,  then,  while  we  grant  that  the  inventor 
could  not  within  the  fourteen  years  avail  himself  of  any  ad- 
vantage, foreseen  or  unexpected,  to  defeat  the  contract  he  had 
made  for  that  time,  he  is  left  at  entire  liberty  afterwards  to 
avail  himself  of  the  magnanimity  of  his  country,  not  only  be- 
cause it  was  not  foreseen,  and  clearly,  therefore,  not  bai^gained 
away,  but  because  all  that  was  bargained  away  ceased  at  the 
expiration  of  fourteen  years. 

But,  besides  these  views  of  the  operation  of  the  18th  section 
in  regard  to  the  rights  of  assignees,  I  will  refer  the  Court  to 
some  authorities  on  the  question.    In  the  case  of  Van  Hook 
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Y.  Woodj  in  the  Grcuit  Court  for  the  Southern  District  of 
Kew-York,  in  Equity,  on  a  motion  for  an  injunction,  in  Octo- 
ber, 1844,  SettSj  District  Judge,  declared  that  he  considered 
it  settled  in  the  construction  of  Woodworth's  patent,  at  least 
so  &r  as  to  control  that  incidental  motion,  ^^  that  the  extension 
of  the  patent  to  the  administrator,  rested  a  legal  and  yaUd 
title  in  him,  and  that  this  right  did  not  enure  to  the  benefit  of 
assignees  of  the  original  patent,  their  interest  being  limited  to 
the  period  of  that  patent"  Mr.  Justice  MeKmUy  took  the 
same  view  of  the  subject  in  the  case  of  WiUon  v.  Simpson^ 
in  tiiie  Circuit  Court  for  the  District  of  Louisiana.  The  ques- 
tion was  elaborately  examined  in  the  same  Court  by  MeCaleb^ 
District  Judge,  in  the  case  of  Wilson  v.  Ourtms.  He  held 
that  the  parties  to  the  contract  contracted  without  reference  to 
any  right  which  it  is  pretended  is  secured  to  assignees  under 
the  act  of  1836 ;  that  the  object  of  the  renewal  authorized  by 
the  18th  section  of  that  act  was  not  to  benefit  assignees,  but 
tlie  original  inventor  or  his  heirs ;  that  the  contract  contained 
no  stipulation  securing  an  extension  of  the  right,  upon  any 
reasonable  or  legal  interpretation  of  that  instrument ;  that  the 
law  should  be  construed  liberally  for  the  inventor  and  strictly 
for  the  assignee ;  that  when  the  assignment  was  made,  the 
parties  knew  well  their  rights,  and  a  consideration  was  paid 
by  the  assignees  for  the  exclusive  right  for  fourteen  years ; 
that  the  assignment  might  have  contained  a  clear,  positive, 
imambigaous  stipulation  for  the  benefit  of  an  extension,  should 
one  be  obtained  at  the  expiration  of  the  fourteen  years ;  but 
that  the  want  of  such  a  stipulation  could  not  be  supplied  by 
the  Court,  and  wisM  &tal  to  the  claim  of  the  assignee.  In  the 
case  before  cited,  of  Woodwarth  v.  Sherman,  Mr.  Justice  Staiy 
reviewed  the  18th  section  of  the  act  of  1836,  and  came  to  the 
conclusion  that  the  assignor,  before  an  extension  of  the  patent^ 
oould  legally  grant  and  convey  no  more  than  the  first  term ; 
that  the  18Ui  section  did  not  extend  the  rights  of  assignees ; 
and  that  assignees  oould  not,  by  virtue  of  that  act,  take  any 
interest  in  the  extended  term,  unless  the  assignor  had,  ^^by 
express  words,  or  necdssaiy  implication,  shown  a  broader  in* 
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teiiioii,''  an  intention  to  grant  not  merely  whrtt  ke  titen  poi- 
^esfied,  but  sko  the  poesifoilities  which  he  m^t  Aereftfter 
aoqnive.  He  dedared  that  thie  construction  made  the  whole 
stmctare  of  the  IStii  section  harmonious  with  its  pTofcseed 
objectB,  while  anj  othw  would  render  it  contradictory  and 
anbrerBiye  of  the  object  of  its  enactment,  would  take  from  Ab 
inveiKfeor  what  he  never  intended  to  part  with,  and  might  ^^  de- 
prive him,  in  part,  or  in  the  whole,  according  to  circmnstaa- 
"ces,  of  the  reward,  which  the  section  seemed  ao  stadiouslj  to 
hold  out  to  encourage  hia  genius  and  skiU,  and  to  reimbme 
Ids  expenditures."  Mr.  Justice  McLemik,  also  examined  these 
questions  in  the  case  of  Brooke  v.  Biohndl^  (  Wentem  lam 
Jourfial^  Oobdker^  1845,)  uid  came  to  the  same  oonclusiona. 

Point  IV.  Whether  the  plaintiff,  claiming  til3e  miderthe 
extension,  from  the  administrator,  can  maintain  an  action  for 
:an  infringement  of  the  patent-right,  within  the  territory  qpe- 
•cified  in  the  contract  of  assignment  to  Twc^ood,  Halsteadand 
Tyack,  against  anyperson  not  churning  wider  said  aasignmeut, 
or  whether  the  said  assignment  be  of  itself  a  perfect  bar  to  Ae 
plaintiff's  suit 

If  the  second  and  third  questions,  or  the  tliird  only,  be  dee- 
ded in  favor  of  the  {^intifi^  the  deciaion  will  be  conclmve  in 
his  &yor  on  this  fourth  proposition* 

Fin^.  It  has  been  shown  that,  at  most,  the  interest  assigned 
t)y  Woodworth  and  Strong  to  Twogood,  Halstead,  and  lyaok 
was  a  mere  contingent  claim  in  equity,  not  assignable  at  com- 
mon law.  Now,  the  utmost  effect  of  the  qualifying  provisioii 
«t  the  close  of  the  18th  section  is  to  secure  that  interest  just 
«8  it  was ;  and  if  it  were  an  interest  in  the  extended  term,  the 
law  must  recognize  it  during  that  term.  But  it  does  not  Aera- 
fore  convert  the  mere  equity  into  a  legal  property,  or  interest, 
or  tide.  Such  a  mere  equity  cannot  deprive  the  plaintiff  of 
ills  title.  As  long  as  the  patentee,  though  he  has  agt«ed  to 
make  an  assignment,  has  not  made  it,  he  may  bring  an  action 
in  his  own  name  for  an  infringement  of  the  patent,  notwith- 
atanding  such  agreement,  smcethe  assignee  is  not  put  in  the 
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plftoe  of  the  poitontee,  as  to  right  and  refipomeiNIiity,  until  tin 
MBigAmeftt  18  eaoecoted.    {Park  r.  ZMej  8  1^iM^.  C.  O.  £. 

Secondly,  lliis  isnot  anaefcioQlortveffpaffionland,  norare 
the  intereato  with  which  we  are  conoerned  nel  estate,  or  even 
real  chatteb.  Kor  are  tihe  legal  iiiBtanimentB  with  which  wie 
«re  engaged  deeds  or  grants*  This  is  an  action  of  trequMS  on 
the  case  &r  Tiobtting  rigjits  in  persond  propeitjr.  Whatenrar 
maj  be  the  rights  of  Twc^ood^  Halstead,  and  Tjadc,  or  of 
tiieir  assignees  if  thej  hare  aaj,  the  defefidants  vppetr  hero 
wi&ont  title.  They  neil^er  derive  nor  pretend  any  title.  Hbe 
^Aintiff,  by  titie  from  the  administaitor,  who  had  a  right  to 
assign,  is  enjoying  the  fianduse.  The  defendanti  are  mem 
trespassers,  and  their  defence  amotmtB  to  this : — ^^  Beosive 
yon  made  an  agreement  in  18S9  witii  Twogood,  Halstead,  and 
Tyack,  that  if  yon  shodd  obtain  an  extension  fi)r  this  term  of 
aeven  years,  yon  would  assign  the  ext^ision  to  Aem,  thera- 
fare  we  are  at  liberty  to  pirate  the  prop^iy  during  dmt  time, 
eren  ifaoa^  Twc^ood,  Halsfcead  and  lyack  do  not  demand 
liie  peifonnanee  of  your  agreement,  at  thon^  you  may  be 
tbe»r  tmatee." 

At  all  erentB,  the  1^  title  is  in  die  plaintiff:  Only  the 
patentee  or  his  administrator  can  apply  and  obtain  the  extended 
patent  It  is  extended  to  kim.  The  asngnees  oanaot  apply 
and  cannot  obtain  the  extension.  K  they  be  entitled  to  all 
they  daim,  it  is  only  an  equity  in  what  the  kw  has  Tested  in 
tiie  patentee  or  his  administrator.  The  defendants  cannot  be 
hdd  to  aooonnt  by  liie  ceghd  qvs  trwt.  It  wonld  be  a  good 
plea  in  bar,  that  they  had  answered  in  damages  to  the  plain- 
tiff^ who  is  in  possession,  as  the  legal  assignee  of  the  legal 
title  created  by  the  ext^ision  and  by  force  of  the  18th  section 
of  the  act. 

No  principle  is  plainer  than  that  trespass  for  injuries  oon- 
eeming  personal  property  may  be  brought  by  any  person  haT- 
mg  any  degree  of  interest  in  possession-— even  by  a  bailee.  If 
the  ISdiaectionconfera  no  rights  on  assignees  ef  the  first  term, 
then  the  question  now  under  consideration  does  not  arise.    If 
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the  Bection  does  confer  any  such  benefit  on  assignees,  it  does  so 
through  a  trust  which  it  creates  in  their  behalf,  to  be  executed 
by  the  patentee ;  and  this  action  may,  for  anght  that  is  known, 
be  for  the  benefit  of  the  assignees. 

The  declaration  avers  continued  possession  by  the  patentee, 
by  the  administrator,  and  by  the  plaintiff,  successively.  It 
does  not  appear  that  any  possession  or  right  ever  followed  the 
supposed  assignment  to  Twogood,  Halstead  and  Tyack.  Hie 
new  patent,  by  virtue  of  the  18th  section,  carried  the  posses- 
sion, as  well  as  the  l^al  right,  to  the  administrator,  and  it 
followed  his  assignment  to  the  plaintiff.  The  defendants'  plea 
cannot  be  good,  unless  it  show  that  the  plaintiff  has  no  legal 
title  orposaemofi^  general  or  special.  Certainly  this  does  not 
appear. 

The  principles  of  the  common  law,  as  well  as  of  the  statute 
law,  have  arisen  out  of  commerce  in  tangible  property,  real 
and  personal.  Kotiiing  is  -more  difficult  than  to  apply  them 
to  scientific  property.  But  we  venture  another  exposition. 
PoBsemon  and  %a^  are  material  circumstances  in  considering 
the  validity  of  a  transfer  of  a  patent-right,  as  well  as  of  one  of 
other  personal  property.  {PkiUipa  on  Patents^  848.)  A  pa- 
tentee having  mortgaged  the  patent-right,  continued  in  the 
notorious  use  of  it,  until  he  became  bankrupt  Lord  Eldon 
was  inclined  to  the  opinion  that  the  patent-right  passed  to  his 
assignee  in  bankruptcy,  that  is,  that  the  mortgage  was  not 
good  against  the  assignee,  and  ordered  a  feigned  issue  to  try 
the  question.  (J5?  pa/rte  Orcmger^  Eva/nt?  Statutes^  v.  4,  p, 
67  n.j  cited  m  Phillips  on  Patents^  844.)  The  statute  of 
frauds,  though  not  enacted  by  Congress,  is  adopted  by  the 
Federal  Courts,  or,  at  least,  such  parts  of  it  as  are  derived 
from  the  conmion  law ;  and  of  this  sort  is  that  in  relation  to 
the  sale  of  chattels.  Applying  this  principle,  it  is  submitted 
that  the  judgment  of  this  Court  should  sustain  the  plaintiff's 
action.  When  hs  claims  by  an  assignment  of  tlie  extended  pa- 
tent, ought  a  party  to  be  heard  who  shows  no  titie  whatever, 
and  only  sets  up  an  agreement  to  assign  the  first  term,  made 
sixteen  years  ago,  unattended  by  poesession  % 
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Suppose  this  contract  of  assignment  to  Twogood,  Halstead, 
and  lyack  to  have  been  procured  bj  frand,  conld  not  that 
fiand  be  proyed  by  the  plaintiff,  and  wonld  it  not  yitiate  the 
contract,  ttseignment  and  covenant?  Unqueetionablj.  But 
will  the  court  allow  a  Btr<mgeT^  a  tre^pcmer^  a  wrong-doer^  to 
Bet  up  the  assignment  and  oblige  the  plaintiff  to  proTe  the 
fraud  in  this  collateral  action  ?  This  argument  is  condusive 
of  the  question. 

Point  y.  Whether  the  extension  of  1842  could  be  applied 
fiKP  and  obtained  by  William  W.  Woodworth,  as  administrator 
of  William  Woodworth,  deceased,  if  the  said  William  Wood- 
worth,  the  original  patentee,  had,  in  his  life-time,  disposed  of 
all  his  interest  in  the  then  existing  patent,  having,  at  the  time 
of  his  death,  no  right  or  title  to  or  interest  in  the  said  original 
patent —  or  whether  such  sale  carried  with  it  nothing  beyond 
the  term  of  said  original  patent ;  and  if  it  did  not,  whether 
any  contingent  rights  remained  in  the  patentee  or  his  repre- 
sentatives. 

My  alignment  on  the  first  and  second  points  demands  an 
affirmative  answer  to  the  leading  question  in  this  point. 
Scarcely  anything  can  be  said  in  support  of  it  without  repeti- 
tion. The  question  will  be  rendered  more  simple  if  we  sup- 
pose William  Woodworth,  the  patentee,  to  have  survived  and 
obtained  the  renewal,  although  he  had  previously  assigned  all 
his  interest  in  the  patent. 

Those  who  maintain  tiie  right  of  pa/rUdl  assignees  of  the 
first  term  to  share  the  benefit  of  the  assignment  with  the  pa- 
tentee, are  obliged  to  claim,  also,  the  entire  benefit  of  the  ex- 
tension for  an  assignee  of  the  whole  of  the  franchise  for  the 
first  term.  This  position  is  so  palpably  in  conflict  with  the  18th 
section,  (which,  as  we  have  shown,  recognizes  only  the  pa- 
tentee, and  requires  the  application  to  be  made  by  him  only, 
at  his  expense  and  cost  and  on  his  own  merits,)  that  those 
who  have  been  led  into  such  an  absurdity,  seek  escape  by  as- 
serting that  in  such  a  case  there  can  be  no  extension  whatever. 
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BirtllM  18th  seetion  affords  them  BQBiichxiifi^  ^^When- 
ever  any  patentee  ahall  desire  an  estension,''  lie  may  a^ly  in. 
aU  caaeB,  at  dU  tunes,  within  the  first  terra  ot  fourteen  years. 
Certainly  a  patentee  may  desire  an  ^xtesmosk  when  he  hA» 
sold  all  the  firaachise,  as  well  as  when  he  has  %cid  a  part;  and 
the  mor^  he  has  sold  unprofitably,  the  more  eagerly  wiU  he- 
desire  an  extension.  His  application  mnst  be  heavd  whenevesr 
it  is  made.  And  on  what  ground  must  a  judgment  be  too- 
dered  in  fiivor  of  extending  the  patent  to  the  patentee  ?  Upon 
the  supposed  ground  that  he  has  not  s<dd  all  his  interest  in  die 
first  term}  l^ol  But  on  the  ground  that  whedier  he  has  sold 
the  whole,  oar  only  a  part^  he  has  not  been  adequately  reanur 
nerated  by  the  sale.  Again,  in  certain  cases,  the  Board  <^ 
Patents  must  raider  judgment  against  the  e^Kteneion.  And 
in  what  cases}  The  supposed  ease  where  the  patei^^ee  faaa 
sold  all  his  iatsrestt  No  I  The  oaoJy  cases  in  which,  the  ap- 
plication can  be  denied  Bxe,  fixst,  where  an  esctension  would 
conflict  with  the  public  interest,  and  secondly^  wh^^e,  by  satesy 
the  inventor  has  been  adequately  remunerated.  And  let  it 
be  eq>edally  remarked  th^t  the  judgment  must  pass  against 
tiie inventor  in  such  case,  equally  whether  he  baa  sold  apart 
of  bia  original  invention,  or  the  whole* 

roint  YL  Whether  the  plaintiff,  if  he  be  an  assignee  of  an 
eKohiaive  right  te  use  two  of  the  patented  machines  within  the 
town  of  Watervliet,  has  such  an  exclusive  ri^t  as  will  enable 
him  to  maintain  on  action  for  an  infringement  of  the  patent 
withiui  sakl  town;  or  whether,  to  maintain  such  action,  the 
plaintiff  must  be  possessed,  as  to  that  tendtory,,^of  all  the  rights- 
of  the  erigjuial  patentee. 

The  nth  seetioa  of  the  act  of  1836  declares  that  ^^  every 
patentshaUL  be  assignable  in  larW,  either  as  ia  the  ^eicie  iotany 
est,  or  any  undivided  part  theradl^  by  any  infltnunent  in  wri- 
ting,;  wbjah  assigprnent,,  ba  also  every  grant  and  eoaveyaaKet 
cf  the  exxduaiveri^t  Oder  any  potent,  to  make  and  use  the. 
thjngpatentedf  within  ami  thBfwij^ut  anj^  specified  park  oc 
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poitiaa  of  the  XJaited  States,  shall  be  recorded  in  the  patent 
offioa  within  three  months^" 

The  14th  section  of  the  same  act  provides  that  damages  for 
infringement  may  be  recovered  in  an  action  on  the  case  to  be 
bronght  in  the  name  or  names  of  the  person  or  persons  intei^ 
etted^  whether  as  patentees,  assignees,  or  grantees  of  the  exdn- 
thre  right  within  and  throughout  a  specified  part  oi  the  Uni- 
tedStettt. 

It  was  understood  in  England  that  a  party  merely  licensed 
fi>r  a  particular  district  might  maintain  an  action  for  infringe- 
ment Our  patent  law  of  1793  was  construed  so  as  to  deny 
to  tibe  assignee  for  a  particular  district,  a  right  to  maintain  an 
action ;  as  such  an  assignment  was  considered  to  be  a  mere 
licBBse,  and  not  an  assignment  under  the  4th  section  of  that 
act  {PhiUips  on  Patents,  383.)  Conlessedly  the  10th  and 
Hlh  sections  of  the  act  <^  1886,  were  designed  to  overrule  this 
OQBttmction.  A  plain  man  would  give  them,  as  we  think, 
the  sensible  and  just  effect,  that  a  patentee  might  assign  hia. 
whole  interest  or  any  undivided  part  of  it,  gveat  or  nnaU,  dor 
iaing  the  quantity  by  the  measure  of  use,  or  by  the  number 
or  quantity  of  the  thing  patented,  to  be  made,  used  or  vended,r 
or  made,  used  tmd  vended,  and  for  any  territory,  great  cv 
onall,  and  that  any  audi  grantee  or  assignee  who  Bhoul4  bft 
njured  by  piracy  might  have  his  action  in  his  own  name^  for 
certainly  such  grantee  or  assignee  is  ^  interested^  The  worda. 
^  exclusive  right"  in  the  14th  section,  supply  one  part  of  the 
description  of  grantees,  and  are  not,  as  some  suppose,  words  of 
limitation  to  the  character  of  all  plaintifEb.  Thus,  to  maintani: 
an  acticm,  the  plaintiff  must  show  either  that  he  is  a  patmilee 
or  that  he  is  an  assignee,  (not  of  an  exclusive  right  within,  and 
tfaroug^iont  a  specified  part  of  the  Fnited  Btales^  bufcof  the) 
whole  or  soBoe  undivided  ijj^rest  in  the  patent,  <Hr  tibat  he  hmt 
ftgnnd;  and  eonveyanoe^  of  the  exdusiva  rigjbl:  tot  make  and 
we  aadt  grant  to  otheis  to  make  aoad uae  within  aspeeiAedr. 
part  of  the  United  States. 

If  the  plaintiff  be  an  assi^iee  of  asi  esebuive  right  t0»  use 
^n^g£  the.ystent<»d  maehinaft  watiaifc  tha^tw^  of  TTalBrKliet^ 
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certainly  it  is  true  either  that  he  is  an  assignee  of  an  imdiyi- 
ded  part  of  the  whole  interest,  and  maj  maintain  a  suit  on 
this  gronnd^  or  he  is  grantee  of  an  exclusive  right  to  use 
within  certain  territoiy,  and  may  maintain  an  action  in  that 
capacity. 

My  proposition  is,  that  the  act  of  1886  was,  in  this  respect, 
remedial  and  designed  to  relieve  the  law  of  patents  from  the 
technical  difficulties  which  existed  in  regard  to  the  parties 
who  might  maintain  actions ;  and  that  the  act  goes  the  foil 
length  of  declaring  that  an  injured  assignee  may  maintain  a 
suit  alone,  whether  any  other  party  have  an  interest  in  the 
same  patent,  in  the  same  territory,  or  not.  Bold  as  the  propo- 
sition may  seem,  it  is  in  harmony  with  other  laws,  which  do 
not  deprive  one  tenant  in  common  of  legal  remedies,  because 
his  co-tenants  will  not  join. 

I  invite  the  court  to  consider  this  broad  construction  of  the 
law,  since,  if  it  be  adopted,  it  will  bring  oiu*  statute  into  har- 
mony with  the  patent  system  of  England.  If  the  patentee  do 
not  wish  to  part  wholly  with  his  patent,  he  may  grant  licenses 
to  persons  to  use  it,  and  it  would  appear  that  in  the  event  of 
an  infringement  of  the  patent  right,  all  who  have  licenses 
may  maintain  actions  for  damages.  (13  Petersdorf^s  Ah. 
386.)  It  has  been  held  that  if  the  patent  has  been  assigned, 
tiie  assignee  may  sue  alone,  or  he  may  join  with  the  patentee 
in  the  action.  {lb.  288.)  This  principle  is  eminently  just, 
since  the  patentee  of  scientific  property  may  refuse  to  join,  and 
the  assignee  ought  not  to  be  exposed  to  the  caprice  of  a  pa- 
tentee in  regard  to  a  remedy. 

But  if  this  opinion  should  not  prevail,  then  I  submit  that 
the  plaintiff's  exclusive  right  to  nse  two  of  the  patented  mar 
chines  within  the  town  of  Watervliet  is  sufficient  to  enable 
him  to  maintain  this  action.  What  is  an  exclusive  right  to  use 
two  machines  in  the  town  of  Watervliet  f  It  must  be  admit- 
ted to  be  an  exclusive  right  to  use  two  machines  ^^  within  and 
throughout"  the  town  of  Watervliet. 

Again.  It  is  either  exclusive  of  the  rights  of  all  other  persons 
to  use  the  improvement  in  that  town,  or  it  is  not  an  exchtehe 
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right  to  use.  For,  if  any  other  party  caa  IcmfuUy  ufie  the 
same  machine,  then  the  plaintiff  has  not  an  exdtmve  right  to 
use.  Now,  if  he  has  euch  an  excluaive  right,  he  is  within  the 
letter  of  the  law,  since  the  patent  may  be  divided  so  that  one 
may  have  an  undivided  interest  in  it  to  make^  another  to  ^dlj 
and  another  to  i^  and  yet  all  these  remain  an  undivided 
whole. 

The  words  of  the  11th  section  show  that  there  may  be  a  valid 
afisignmentof  the  right  to  nud^e  and  use,  and  to  grant  to  others  a 
right  to  make  and  use,  without  including  the  po^er  to  grant  to 
otheratot^^n^.  The  question  was  very  elaborately  considerediby 
Mr.  Justice  Story  in  the  case  of  WasAbum  v.  Gfauld^  (3  S^ary^ 
122.)  In  that  case  the  words  of  the  assignment  were,  that  ^'  the 
party  of  the  first  part  hath  agreed  to  license  and  empower  die 
parties  of  the  second  part  to  construct  and  use,  and  to  license 
others  to  construct  and  use  fifty  of  the  said  patented  ma- 
chines ;"  and  the  patentee  covenanted  to  bring  suits  and  pay 
over  the  damages  recovered  to  the  assignee,  deducting  expen- 

OOP. 

Judge  Story  decided,  JPtret: — ^That  the  woi\ls  '^  license  and 
empowOT,"  as  there  used,  were  equivalent  to  words  of  grant  or 
assigimient 

Secondly : — ^That  the  effect  of  the  assignment  was  to  give 
the  exdvsvoe  right,  for  the  purpose  of  profit,  to  construct  and 
use  the  patented  machines,  and  with  them  the  exclusive  right 
to  the  patent  itself,  as  an  appropriate  incident,  within  the  pi^ 
scribed  territorial  limits. 

Thirdly : — ^That  if  it  were  necessary  to  maintain  the  plain- 
tiff^s  action  in  that  case,  he  should  decide  that  the  patent 
might  be  construed  dUtributwely^  so  as  to  permit  a  grant  of 
the  exclusive  right  to  oonstruct  to  one  person,  to  me  to  another^ 
and  to  vend  to  another. 

FawrMy : — ^That  the  words  conveyed  an  exclusive  right  to 
the  patent  within  and  throughout  the  territory,  although  the 
number  to  be  used  was  limited  to  fifty,  that  is  to  say,  that  the 
limitatioii  of  the  number  did  not  qualify  the  exdusivenoss  of 
tlie  grant 
6 
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The  reasoning  of  the  learned  judge  in  that  case  seems  to 
lead  BO  clearly  to  the  conclusion  at  which  he  arrived,  that  I 
veij  cheerfullj  leave  the  question  to  rest  upon  his  authority. 

Point  Vll.  Whether  the  Letters  Patent  of  renewal,  issued 
to  William  W.  Woodworth,  as  administrator,  on  the  8th  day 
of  July,  1845,  upon  the  amended  specification  and  explanato- 
ry drawings  then  filed,  be  good  and  valid  in  law ;  or  whether 
the  same  be  void  for  uncertainty,  ambiguity,  or  multiplicity  of 
claim,  or  any  other  cause. 

The  question  is  general.  The  affirmative  can  be  maintained 
only  by  controverting  the  objections  against  the  validity  of  the 
patent,  which  may  be  raised  by  the  counsel  for  the  defendants. 

The  question,  however,  supposes  an  objection  that  the  spe- 
cification is  tmoertain  or  ambi^riioiM,  or  at  least  that  it  is  bad 
by  reason  oi  mrdtiplicity  of  daim.  I  suppose  this  has  allu- 
sion to  th<)  fact  that  the  machine  is  capable  of  pUmmgapUmk^ 
of  tangmng  it,  and  of  groovmg  it,  all  at  one  operation ;  wtule, 
by  detaching  certain  instruments,  the  same  machine  might  be 
made  to  plane  alone,  to  tongue  alone,  or  to  groove  alone,  or  to 
perform  any  two  of  these  operations  together.  Hence,  it  has 
often  been  said  that  the  invention  was  divisible,  and  ought  to 
have  been  patented  as  three  separate  machines. 

Words  could  hardly  be  more  explicit  than  those  used  to  de- 
fine the  claim : — "  What  is  daimed^  is  the  employment  of  ro- 
tating planes^  in  (xmAvncMon  with  roUere^  or  any  analogous 
device^to  prevent  the  board  from  being  drawn  tip  by  the  planes 
y)hencutdngupioards;  and  also  the  oomibiruUion  of  the  rotating 
planes  with  the  cvtter^heds  for  tonguing  and  grooving^  for 
thepurpose  of  planing^  tonguing^  and  grooving  boards  at  one 
operation;  and  also  the  combination  of  the  tonguing  and 
grooving  cutter-whedsfor  tonguing  and  grooving  boa/rds  at  one 
operation  ;  and  finally^  the  (^nbiriation  of  either  the  tonguing 
cr  the  grooving  outter-^hed^  for  tonguing  or  grooving  boards^ 
with  thepressure^roUers.^ 

It  is  apparent  that  here  is  described  a  perfect,  organized, 
unique  machine,  capable  of  making  three  different  impressions 
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on  different  parts  of  the  9am>6  maierial.  The  human  mind 
mi^t  have  contrived,  first  one,  then  another,  and  then  a  third 
of  these  operations,  succeseivelj.  But  the  invention  is  not 
vitiated  because  the  whole  three  were  invented  in  combination 
for  one  practical  and  usefol  purpose. 

We  find  ourselves  engaged  with  the  most  subtle  of  all  legal 
questions  when  we  examine  whether  the  patent  is  muUipleai. 
Hie  objection  of  multiplicity  is  not  likely  to  be  received  with 
very  great  favor,  since  every  inquirer  will  fail  to  find  a  satia- 
fistctory  reason  for  the  objection  in  any  case.  But  what  is  the 
role  !  As  explained  in  PhMip9  on  Patents  (219,)  the  rule  is, 
that  an  application  which  embraces  more  than  one  prmcipai 
mibjeet  or  invention,  will  be  rejected ;  that  is,  whatever  is  ac- 
cessory and  auxiliary  to  the  principal  subject,  may  be  joined  in 
the  same  patent,  but  nothing  more,  floors  are  essential  in 
every  structure  for  human  habitation,  and  they  must  be  smooth 
and  impervious.  The  mechanic  who,  if  it  were  possible, 
should  make  a  machine,  which,  at  one  operation,  would  pre- 
pare the  entire  floor  for  an  apartment,  large  or  small,  might 
combine  many  instruments,  many  methods  of  operation,  but 
surely  he  would  produce  Imtone  prine^xd  subject  or  invention. 
Even  the  nailing  the  floor  upon  the  joists  would  only  be  aux- 
iliary and  accessory,  and  therefore  the  addition  of  a  hammer 
to  drive  the  nail,  with  power  to  move  it,  and  perhaps  of  a 
forge  to  make  the  nail,  might  not  be  a  violation  of  the  rule. 

Whatever  might  be  thought  of  so  extreme  a  case,  we  have 
in  Woodworth's  patent  one  principal  subject^  which  is  no  more 
than  the  preparation  of  a  board,  to  be  adjusted  with  others,  so 
as  to  produce  a  smooth  and  impervious  &ce.  All  the  opera- 
tions of  planing,  tonguing  and  grooving,  are  performed  simul- 
taneously, by  the  use  of  one  power,  and  upon  the  same  piece 
of  the  same  material,  leaving  upon  that  piece  their  varied 
impression.  It  is  one  purpose,  accomplished  upon  the  same 
subject  matter,  by  one  operation,  at  one  instant  of  time.  Com- 
plex as  this  operation  is,  the  board  is  single  afterwards,  as  it 
was  before.  It  was  a  rough,  unshapen  plank ;  it  is  still  no 
more  than  a  plank,  though  fitted  for  a  definite  use. 
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But  there  is  another  aad  conclusive  answer  to  the  objection 
of  multiplicity.  Although  the  rotating  grooving  wheels  and 
Imives,  or  the  rotating  planing  knives  might  be  removed,  and 
one  or  two  of  the  other  operations  be  nevertheless  carried  on 
effectively,  yet  there  is  one  part  of  the  improvement  essential 
to  each  several  operation,  which  is,  of  itself,  altogether  useless, 
but  which,  combined  with  one  or  more  of  the  other  powers  aad 
processes,  is  effective.  That  is,  the  rollers  and  the  superior 
cylinder,  which  keep  the  plank  or  board  fastened  down  on  its 
bed,  while  it  is  subjected  to  one  or  more  of  the  tliree  operations 
of  planing,  tonguing  and  grooving.  Here  then  is  a  complex 
yet  unique  machine.  It  is  difficult  to  define  its  peculiar  na- 
ture or  character.  It  is  a  combination  or  aggregate,  for  it  is 
made  up  of  many  parts  and  of  several  operations.  But  cer- 
tainly, it  is  not,  as  has  been  supposed,  a  mere  combination. 
It  is  an  unique  machine,  for  one  great  and  important  purpose. 

And  its  combination  does  not  consist  in  uniting  three  sev* 
end  and  separable  perfect  machines,  but  in  employing  certain 
powers  and  processes  never  before  applied  to  effect  either  ob- 
ject, but  now  made  to  opemte  so  as  to  produce  at  the  same 
time,  on  the  same  substance,  three  effects,  each  equally  neces- 
sary to  one  single  and  distinct  purpose. 

The  objection  of  multiplicity  of  claim  results  ftom  misappre- 
hension. There  may  be  a  lawful  patent  for  a  new  combina- 
tion of  existing  machines,  applied  to  produce  one  principal 
purpose  or  effect.  {Moody  v.  Fiake^  2  Maaon^  112.)  So,  also, 
there  may  be  a  patent  for  a  machine  which  combines  several 
auxiliary  operations  to  produce  one  purpose  or  effect.  And 
Buch  a  patent  is  not  a  grant  of  an  abstract  principle,  nor  is  it 
a  grant  of  the  different  parts  of  any  machine,  but  it  is  an  im- 
provement applied  to  a  practical  use,  and  effected  by  a  com- 
bination of  various  mechanical  powers  to  obtain  one  new  re- 
sult {Oray  v.  JameSy  1  Peters  C.  O.  H.  394.)  This  last  de- 
finition describes  Woodworth's  patent.  The  new  result  is  the 
complete  preparation  of  the  board,  by  giving  it  a  smooth  sur- 
fitce,  and  by  the  adaptaticm  of  a  tongue  and  a  groove.  It  is 
effected  by  oombining  no  known  machinery  or  machineB,  but 
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bj  uniting  varions  known  mechanical  powers  in  a  new  and 
practical  application.  The  defendants'  ai^nment  must  be,  that 
a  compound  machine  cannot  be  patented.  But  a  machine 
loses  neither  any  of  its  intrinsic  proportions,  nor  its  uses,  by 
being  composed  of  various  parts,  producing  various  effects, 
all  of  which  terminate  in  one  chief  object  or  purpose. 

The  object  of  the  patent  law  was  to  encourage  inventions 
which  will  reduce  labor.  In  the  old  way,  planing  a  board 
was  one  operation,  cutting  a  tongue  along  one  edge  was  another^ 
and  cutting  a  groove  in  the  other  edge  was  a  third.  So,  mak- 
ing a  nail  was  once  three  operations,  the  forging,  the  shaping 
and  the  heading.  Now,  since  a  man  of  genius  has  invented 
a  machine  for  simplifying  the  manu&cture  of  nails,  and  redu- 
cing all  three  operations  to  one,  what  would  be  thought  of  a  1^- 
iahitive  policy  which  should  forbid  the  combination,  and  keep 
the  three  operations  separate,  as  when  manually  performed? 

In  r^ard  to  Woodwoi-th's  invention,  as  described  in  the 
first  specification,  one  court  decided  that  the  machine  waa 
multiplex,  and  that  three  patents  ought  to  have  been  issued. 
The  administrator  thereupon  applied  to  the  Commissioner 
of  Patents,  who  decided  that  the  machine  was  not  multiplex, 
and  that  three  patents  could  not  issue. 

In  view  of  the  argument  on  this  seventh  point,  I  respectful- 
ly ask  the  Court  to  decide  that,  according  to  the  specification, 
Woodworth's  patent  is  not  for  a  mere  aggregate  of  separate 
machines,  nor  yet  a  grant  of  the  different  parts  of  a  new  ma- 
chine, as  several,  but  is  an  improvement  applied  to  a  practical 
use,  effected  by  a  combination  of  various  mechanical  powers 
to  obtain  one  new  remit  at  one  operation.  The  importance  of 
fixing  the  character  or  legal  description  of  this  machine,  will 
appear  fifom  considering  that  it  will  conti*ol  the  question 
whether  the  patentee  shall  be  protected  from  every  encroach- 
ment on  his  invention,  or  whether  it  shall  be  free  to  any 
person  to  pirate  its  parts  severally. 

Point  ViJLL  Whether  the  Court  can  determine,  as  matter 
of  law,  upon  an  inspection  of  the  said  two  patents  and  dieir 
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respectiye  Bpecifications,  that  the  new  patent  of  the  8th  of 
Jul  J,  1845,  is  not  for  the  eame  invention  for  which  the  said 
patent  of  1828  waa  granted. 

The  question  eeems  to  admit  of  a  brief  answer.  CS^tainly 
the  old  specification  and  the  new  one  are  nnlike.  If  the  new 
one  describes  the  machine  rightly,  and  the  old  one  was  defec- 
tive in  this  respect,  then  the  old  one,  in  one  sense,  does  not 
describe  the  invention  at  all.  In  order  to  decide  that  the  spe- 
cifications are  for  different  machines  the  Conrt  must  assume 
the  first  specification  to  be  a  good  description  of  a  machine. 
But  it  is  confessedly  bad,  because  it  has  been  surrendered  and 
cancelled  as  such. 

I  cannot  present  a  clearer  argument  on  this  subject  than  to 
quote  the  late  Mr.  Justice  Story's  opinion  on  the  same  ques- 
tion : — "Upon  the  face  of  it,  the  new  patent  purports  to  be 
for  the  same  invention  and  none  other,  than  is  contained  in 
the  old  patent.  The  avowed  difference  between  the  new  and 
the  old  is,  that  the  specification  in  the  old  is  defective,  and 
that  the  defect  is  intended  to  be  be  remedied  by  the  new  pa- 
tent. It  is  upon  this  very  ground  that  the  old  patent  was 
surrendered  and  the  new  patent  was  granted.  The  claim  in 
the  new  patent  is  not  of  any  new  invention ;  but  of  the  old  in- 
vention more  perfectly  described  and  ascertained.  It  is  man- 
ifest that,  in  the  first  instance,  the  Commissioner  was  the  pro- 
per judge  whether  the  invention  was  the  same  or  not,  and 
whether  there  was  any  defect  in  the  specification  or  not,  by 
inadvertence,  accident,  or  mistake ;  and  consequently,  he  must 
have  decided  that  the  combination  of  machinery  claimed  in 
the  old  patent  was,  in  substance,  the  same  combination  and 
invention  claimed  and  described  in  the  new.  My  impressiim 
is,  that  at  the  former  trial  of  the  old  patent  before  me,  I  held 
the  claim,  substantially  (although  obscurely  worded)  to  be  a 
claim  for  the  invention  of  a  particular  combination  of  ma- 
chinery for  planing,  tonguing,  and  grooving,  and  dressing 
boards,  &c. ;  or,  in  other  words,  that  it  was  the  claim  of  an 
invention  of  a  planing  machine  or  planing  apparatus  such  as 
he  had  described  in  his  specification.    It  appears  to  me,  there- 
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fore,  ib&t  prima  faoU^  and,  at  all  eveDte,  in  this  stage  of  the 
cause,  it  must  be  taken  to  be  trae,  that  the  new  patent  is  for 
the  same  invention  as  the  old  patent ;  and  that  the  only  differ^ 
ence  is  not  in  the  invention  itself,  but  in  the  specification  of  it. 
In  the  old,  it  was  defectively  described  and  claimed.  In  the 
new,  the  defects  are  intended  to  be  remedied.  Whether  they 
are  effectually  remedied  is  a  point  not  now  properly  before 
Che  Court.  But  as  the  Commissioner  of  Patents  has  granted 
the  new  patent  as  for  the  same  invention  as  the  old,  it  does 
not  appear  to  me,  that  this  Court  is  now  at  liberty  to  revise 
his  judgment,  or  to  say  that  he  has  been  guilty  of  an  excess 
of  authority,  at  least,  (as  has  been  already  suggested,)  not  in 
this  stage  of  the  cause ;  for  that  would  be  for  the  Court,  of 
itself,  to  assume  to  decide  many  matters  of  &ct,  as  to  the  spec- 
ification and  the  combination  of  machinery  in  both  patents, 
without  any  adequate  means  of  knowledge  or  of  guarding 
itself  from  gross  error."  (  Woodworth  v.  Stone^  3  Story y  756.) 
I  add  only,  that  the  aigument  that  the  entertaining  the  que&- 
tion  by  the  Court  would  involve  an  assumption  of  firsts  with- 
out proof  seems  incontrovertible,  and  that  this  consideration 
is  as  conclusive  upon  this  Court,  in  this  cause,  at  this  stage, 
as  it  was  upon  the  Court  in  Massachusetts  in  that  cause,  on  a 
motion  for  an  injunction. 

A  similar  question  arose  incidentally  in  the  case  of  Ca/rver 
y.  Bramtree  McmufactuHng  Convpamy^  (2  Story ^  432.)  It 
was  held,  in  that  case,  that  the  13th  section  of  the  act  of  1836, 
and  die  8th  section  of  the  act  of  1837,  authorizing  the  re-issue 
of  a  patent,  because  of  a  defective  or  redundant  specification 
or  description  without  fraud,  or  for  the  purpose  of  adding 
thereto  an  improvement,  did  not  require  a  patentee  to  claim, 
in  hia  renewed  patent,  all  things  which  were  claimed  in  his 
original  patent,  but  gave  him  die  privilege  of  retaining  what 
he  deemed  proper ;  and  that  the  question  whether  the  original 
and  the  renewed  patent  were  not  for  the  same  invention,  in- 
volved matters  of  fact,  and  therefore  was  for  the  juiy  to  decide 
upon  evidence. 
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Point  IX.  Whether  the  decision  of  the  Board  of  CommiB- 
sioners  who  are  to  determine  upon  the  application  for  the  ^- 
tension  of  a  patent  under  the  18th  section  of  the  act  of  1886, 
is  conclusive  upon  the  question  of  their  jurisdiction  to  act  in  a 
given  case. 

My  argument  on  the  various  points  relating  to  the  extension 
under  the  18th  section,  has  proceeded  on  the  ground  that  tiiie 
decision  of  the  Board  of  Commissioners,  ev^i  on  a  question  of 
jurisdiction,  was  subject  to  review  by  the  courts  of  the  United 
States.  Yet  the  law  has  created  a  Board  with  discretionary 
and  judicial  power.  Great  public  interests  are  involved  in 
their  decision,  and,  in  this  respect,  the  Board  act  as  a  Board 
of  Executive  Administration.  It  may  well  be  supposed,  that 
if  Congress  designed  that  their  decision  on  any  question  should 
be  reviewed  judicially,  the  law  would  have  directed  the  time, 
manner  and  circumstances  of  an  appeal,  and  would  have  des- 
ignated the  appellate  tribimal. 

Point  X.  Whether  the  Commissioner  of  Patents  can  law- 
fidly  receive  a  surrender  of  Letters  Patent  for  a  defective  spe- 
cification, and  issue  new  Letters  Patent  upon  an  amended 
specification,  after  the  expiration  of  the  term  for  which  the 
original  patent  was  granted,  and  pending  the  existence  of  an 
extended  term  of  seven  years,  or  whether  such  surrender  and 
renewal  may  be  made  at  any  time  during  such  extended  term. 

Mrst  The  language  of  the  law  is  comprehensive  and  un- 
limited. It  does  not  limit  the  power  to  renew  to  the  first 
fourteen  years.  But,  in  the  same  statute  which  provides,  by 
the  much  discussed  18th  section,  for  an  extension  for  seven 
years,  we  find  the  18th  section  declaring  that  "  whenever  any 
patent  which  has  heretofore  been  granted,  or  which  shall  here- 
after be  granted,  shall  be  inoperative  and  invalid,  by  TestaoD, 
of  a  defective  or  insuflScient  description  or  specification,  it  shall 
be  lawftd  for  the  Commissioner,  &c.**  Now,  here  is  a  patent 
which  was  issued  in  1828,  before  the  act  of  1886  was  passed. 
It  is  thus  &r  expressly  within  the  letter,  as  well  as  widiin  the 
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spirit  of  the  statute.  But  the  statute  was,  of  course,  designed 
to  apply  to  living  franchises.  Every  patent  granted  before 
1836,  might,  at  any  time  within  the  term  for  which  it  was  is- 
sued, be  surrendered  and  cancelled.  What  wajs  the  condition 
of  the  patent,  then,  on  the  8th  day  of  July,  1846,  when  it  was 
renewed  t  The  original  term  of  fourteen  years  had  expired. 
But  the  new  act  of  1886  authorises  a  certain  public  function- 
ary to  certify  an  extension  of  it  for  seven  years,  and  declares 
that  when  he  shall  have  so  certified,  the  certificate  shall  have 
such  effect  upon  the  original  Letters  Patent,  that  they  shall,  to 
all  intents  and  purposes,  be  regarded  as  if  they  had  issued  for 
twenly-one  years.  The  Commissioner  has  thus  certified,  and 
so  these  Letters  Patent  have  now  living  force  and  effect,  which 
will  last  until  the  27th  day  of  December,  1849.  Thus  they 
are  brought  within  the  letter  and  the  spirit  of  the  enactment 
ecmtained  in  the  13th  section. 

Secondly,  The  law  has  long  been  well  settled,  that  when  a 
patent  has  been  extended,  it  is  prolonged  during  the  additional 
term,  subject  to  all  the  legal  incidents  of  the  first  term.  The 
rights  and  remedies,  the  risks  and  dangers,  the  privileges  and 
rules  of  law  which  appertained  to  the  patent,  are  prolonged 
with  it.  Although  it  was  contended  that  the  special  act  of 
Congress  ioft  the  relief  of  Oliver  Evans,  passed  in  1808,  was 
conclusive  of  the  originality  of  the  invention,  it  was  held  that 
the  rights  of  the  patentee  remained  unchanged  in  all  respects, 
except  the  limited  time.    {EocmsY.  JSatan^  1  Peters^  323.) 

TMnrdhf.  The  power  and  duty  of  the  Commissioner  to  can- 
cel patents  void  by  reason  of  a  defective  specification,  exist  in- 
dependently of  the  18th  section  of  the  act — ^that  is  to  say,  they 
exist  independently  of  any  words  of  express  enactment.  As  has 
been  seen,  such  a  proceeding  was  had  under  the  law  of  1793, 
which  contained  no  express  provision  on  that  subject,  and  was 
affirmed  by  the  Supreme  Court  of  the  United  States.  {Mor- 
ris V.  Hvmtingtan,^  1  Poms^  348,  and  other  cases,  before  cited, 
in  that  connection.)  If,  then,  a  new  patent  could  be  issued  as 
an  act  of  ministerial  duty,  even  without  the  authority  of  the 
18th  section,  certainly  it  can  be  in  all  cases  where  the  spirit 
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of  the  contract  between  the  patentee  and  the  conunonwealth 
requires  it. 

The  American  Continent,  from  its  icy  boimdarieB  on  the 
north,  to  undefined  latitudes  within  the  tropics,  seems  to  be 
rapidly  fiilling  under  the  political  sway  of  our  confederacy. 
The  habitations  of  an  hundred  millions  of  people,  and  of  how 
many  more  I  dare  not  conjecture,  are  to  be  erected  by  our 
artisans.  The  machiue  in  question  reduces  in  the  proportion 
of  nine-tenths,  the  labor  and  expense  of  a  necessary  part  of 
every  structure,  whether  it  be  raised  for  use  or  ornament.  If 
my  alignment  seem  to  have  been  too  long,  I  hope  the  offence 
may  find  an  apology  in  the  importance  of  securing  to  the  chil- 
dren of  the  inventor  the  reward  allotted  by  his  country  for  so 
distinguished  a  benefiEtction. 

Samud  Stevens^  for  the  defendants.  This  case  presents  ten 
questions  for  solution,  each  of  which  calls  for  the  interpreta- 
tion of  different  parts  of  the  patent  act  of  1836 ;  but  none  of 
them  can  by  possibility  involve  the  consideration,  or  require, 
or  even  justify,  a  discussion,  as  to  the  policy  of  that  law. 
This  Court  have  nothing  to  do  with  the  poUey  of  an  act  of 
Congress.  The  question  upon  the  construction  of  any  statute 
is,  what  have  the  legislature  done,  not  what  it  ought,  or  ought 
not  to  have  done.  I  shall  therefore  abstain  from  even  an 
attempt  to  answer  all  that  part  of  the  argument  of  the  counsel 
for  the  plamtiff,  (and  which  is  much  the  greater  portion  of  it,) 
in  which  he  has  attempted  to  demonstrate  the  extensive  obli- 
gation resting  upon  the  Government  ^^  to  foster  genius  or  re- 
ward merit,"  and  especially  the  peculiar  genius  and  exduaive 
merit  of  authors  and  inventors.  That  alignment  might  have 
been  very  properly  addressed  to  the  law-making  power,  to 
induce  the  enactment  of  a  statute,  with  such  provisions  as  the 
learned  counsel  supposes  Congress,  from  his  idea  of  its  duties, 
should  have  inserted ;  but  how  it  is  to  aid  in  the  humblertask 
of  expounding  the  statute  which  has  been  enacted,  is  not  so 
easily  perceived. 

]^or  have  the  merits  or  demmts  of  the  invention  for  which 
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Woodworth  obtained  his  patent,  the  moet  remote  beating  upon 
any  of  the  questions  to  be  discussed  or  decided  in  this  case. 
Whedier  the  invention  is  of  the  utmost  public,  as  well  as  pri- 
vate utility,  or  whether  the  least  possible  degree  of  usefolness 
that  will  sustain  a  patent,  is  all  that  can  be  attributed  to  it, 
can  make  no  possible  difference  in  the  construction  of  this  stat- 
ute. The  statute  must  receive  the  same  construction  in  the 
one  case  as  in  the  other. 

Nor  has  the  history  of  William  Woodworth  the  least  possi- 
ble connection,  directly  or  remotely,  with  any  of  the  topics  or 
questions  which  can  legitimately  occupy  the  attention  of  the 
CSonrt  in  this  cause — ^whether  he  died  in  poverty  or  in  affluence 
— whether  he  was  a  benefactor  or  a  beneficiary  of  the  public, 
the  Court  have  no  means  of  knowing ;  and  if  it  had,  whether 
he  was  one  or  the  other,  most  certainly  could  not  alter  or  affect 
the  mles  by  which  this  statute  is  to  be  expounded.  The  con- 
sideration of  those  topics,  therefore,  will  constitute  no  part  of 
the  argoment  which  I  propose  to  submit 

L  The  first  question  presented  is :  Whether  the  18th  section 
of  the  patent  act  of  1836  authorized  the  extension  of  a  patent 
on  the  application  of  the  executor  or  administrator  of  a  de- 
ceased patentee. 

To  maintain  the  negative  of  this  question,  I  shall  endeavor 
to  establish  the  following  propositions  or  points : 

1.  No  property  in,  or  right  to,  the  renewed  or  extended 
term,  is,  by  the  act,  vested  in  the  patentee,  until  such  renewal 
<^  extension  is  actually  obtained.  Therefore,  upon  the  death 
of  the  patentee,  before  obtaining  such  extension  or  renewal  of 
his  patent,  no  property  in,  or  right  to,  such  renewal  or  exten- 
flion,  can  vest  in  his  heirs  or  personal  representatives. 

2.  The  18th  section  of  this  statute  does  not,  in  terms,  an- 
ihorizB  the  renewal  or  extension  of  a  patent  on  the  application 
of  the  executor  or  administrator  of  the  patentee. 

3.  It  cannot  be  Intimately  inferred  from  the  language  of 
the  statute,  that  the  law-makers  intended  to  authorisse  the  re- 
newal or  extension  of  a  patent  in  &vor,  or  upon  the  applica- 
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tion,  of  the  executor  or  administrator  of  a  deceased  patentee ; 
or  to  give  any  latitude  of  discretion,  whatever,  to  the  Commis- 
sioner of  Patents,  or  to  the  Board  which  is  to  determine  upon 
the  application,  as  to  the  person  upon  whose  application  such 
renewal  or  extension  might  be  granted. 

1st  The  executors  or  administrators  of  the  patentee  seem 
to  have  been  intentionally  excluded  &om  the  18  th  section. 
This  is  manifest  from  the  fact,  that  in  other  parte  of  the  stat- 
ute, where  any  right,  or  privilege,  is  intended  to  be  given  to 
executors  and  administrators,  it  is  given  to  them  in  express 
terms.    (Vide  sees,  5,  6, 10  and  13.) 

2d.  An  administrator  or  executor  of  a  deceased  patentee, 
cannot  perform,  or  comply  with,  the  terms  and  conditions  r^ 
quired  of  the  patentee  by  the  18th  section,  to  entitle  him  to  a  re- 
newal of  his  patent ;  nor  could  any  executor  or  adminstrator 
comply  with  the  conditions  required  by  the  6th  section,  to  au- 
thorize the  issuing  of  a  patent  originally,  and  therefore,  those 
terms  were  varied  by  the  lOth  section,  so  as  to  enable  an  execu- 
tor or  administrator  to  comply  with  them.  But  there  is  no  such 
provision  in  regard  to  the  18th  section. 

3d  The  power  granted  to  the  Commissioner  of  Patents 
and  to  the  Board,  by  the  18th  section,  is  a  special  and  limited 
power,  and  must  be  strictly  pursued. 

4th.  The  provision  for  the  renewal  of  a  patent,  contained 
in  the  18th  section,  if  it  applies  to  patents  issued  before  the 
passage  of  the  act,  is,  as  to  those  patents,  a  gratuity  to  the 
patentee,  in  derogation  of  the  rights  to  which  every  other  citi- 
z^  would  be  entitled  upon  the  expiration  of  the  first  patent. 
The  law  bestowing  this  gratuity,  will  not  be  extended,  by  con- 
struction, to  persons  not  named  in  it,  and  who  cannot  comply 
with  the  conditions  upon  which  it  is  to  be  granted. 

1.  As  to  the  first  position :  The  question  is  not  whether 
the  inventor  has  any  or  what  right  to,  or  property  in,  his  in- 
vention, independent  of  any  legislative  provision ;  but  whether 
the  18th  section  of  the  act  vests  in  the  patentee  such  a  right 
to  a  renewed  or  extended  term  of  his  patent,  which  may  or 
may  not  thereafter  be  granted  to  him  under  the  provisions  of 
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Uutt  section,  as  can  be  r^arded  as  property.  After  tbe  exten* 
Am  of  a  patent  is  duly  obtained  under  that  section,  I  concede 
that  the  prolongation  of  the  exclusive  right  thus  secured  is 
property,  as  much  so  as  the  exclusive  right  granted  by  the 
original  patent ;  but  I  deny  that  the  patentee,  before  obtaining 
such  renewal  or  extension  of  his  patent,  has  any  such  right  to 
demand  or  have  such  renewal  granted  to  him,  as  will,  either 
in  law  or  equily,  constitute  property,  which  will  descend  to 
hfiire,  or  vest  in  personal  representatives. 

Of  what  description  of  property  is  it  ?  Clearly,  it  is  not  a 
chattel,  real  or  personal,  in  possession.  Is  it  a  chose  in  action  f 
This  species  of  property  is  defined  to  be  ^^  a  personal  right  not 
reduced  to  possession,  but  recoverdble  hy  a/n  action  at  JxmoP 
(2  KenCs  Com.  351, 2d  edition  ;  2  Bl.  Gam.  396.)  It  depends 
entirely  upon  contract  Mr.  Justice  Blachstone  says  (2  BL 
Com.  397,)  that  ail  property  in  action  depends  entirely  up<xi 
oontract,  express  or  implied. 

lias  a  patentee  such  a  daim  upon  the  government  for  a 
renewal  or  extension  of  his  patent  under  the  18th  section,  as 
would  entitle  him  to  enforce  it  by  an  action  at  law,  or  suit  in 
equity,  if  the  government  were  liable  to  be  sued?  If  a  simi- 
lar right  or  claim  existed  against  an  individual,  could  it  be 
enforced  by  any  proceeding  in  law  or  equity  ?  No  obligation 
18  imposed  upon  the  government,  by  this  act,  to  grant  an  ex- 
tension of  a  patent.  It  simply  authorizes  it  to  be  done,  pro- 
vided it  shall  be  deemed  by  the  proper  department  con- 
sistent with  the  interests  of  the  public.  K  an  individual 
were  placed  precisely  in  the  position  of  the  government,  it 
would  be  entirely  at  his  own  option  whether  such  renewal  or 
extension  should  be  granted  or  not. 

The  duty  and  the  power  of  deciding  upon  an  application 
for  the  renewal  of  a  patent  under  this  section,  is  vested  in 
certain  designated  officers  of  the  government.  If  those,  or  any 
other  officers  of  the  government,  refuse  to  perform  a  doty  im- 
posed upon  them  by  statute,  and  which  an  individual  has  a 
right  to  require  them  to  perform,  to  the  injury  of  such  in- 
dividaal,  this  Ciouit  can,  by  mom^owMM,  compel  the  peifoniif 
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ance  of  sncli  duty.  {JSTendaU  v.  27ie  Umted  States.^  12  Pe* 
tera^  524.)  Now,  suppose  the  Board  designated  to  decide 
upon  these  applications,  should  refuse  to  renew  a  patent,  in  a 
case  where  the  patentee  had  complied,  on  his  part,  with  all 
the  requisitions  of  that  section,  could  this  Court  compel  tiie 
Board,  by  mandamus^  to  renew  the  patent?  Most  cleariy 
not  The  decision  of  the  Board  that,  in  its  opinion,  a  re- 
newal of  such  patent  could  not  be  granted,  with  a  due  regard 
to  the  public  interest,  would  be  conclusive  upon  the  subject 

A  right  of  any  description  in  one  person  to  claim  the  per- 
formance of  any  act  by  another,  necessarily  implies  an  obliga- 
tion on  that  other  person  to  perform  such  act,  and  an  obliga- 
tion too,  which  can  be  enforced  at  law  or  in  equity ;  and 
where  no  such  obligation  exists,  no  such  right  exists.  A  par 
tentee  has  no  more  right  to  demand,  or  require,  the  renewal 
of  his  patent  under  the  18th  section,  than  he  has  to  demand 
such  renewal  of  Congress.  Before  the  act  of  1836  was  passed, 
Congress  renewed  patents  upon  the  application  of  the  paten- 
tee, requiring,  however,  of  the  patentee,  proof  of  the  same 
iacts  required  to  be  proved  by  him,  under  the  18th  section  of 
that  act  {Act  of  Jvly  3d,  1832,  §  2,  4  U.  S.  StatvteB  at 
Zargcy  569.)  Notwithstanding  the  act  of  1836,  Congress  have 
still  th^  right  and  power  to  renew  a  patent  if  they  should  deem 
proper  to  do  so.  But  neither  Congress,  nor  the  Board  of 
Commissioners  are  bound,  or  under  any  obligation,  to  grant 
such  renewal.  There  is,  therefore,  no  more  right^  in  the  pa- 
tentee, to  demand,  or  hcuoe,  an  extension  of  his  patent,  under 
the  18th  section,  than  he  would  have,  if  that  statute  had  never 
been  enacted. 

It  was  contended  by  the  counsel  for  the  plaintiff,  that  the 
property  in  this  assumed  right  of  renewal,  was  similar  to  the 
property  in  a  franchise ;  and  he  illustrated  this  alignment  by 
tUs  simile :  ^^  If,"  said  he,  ^^  the  State  grant  the  use  of  a  bridge, 
for  a  term  of  years,  on  condition  that  the  grantee  shall  erect 
the  bridge,  and  at  the  expiration  of  his  term,  devote  it  to  the 
public,  is  not  this  a  contract  which,  if  performed  by  the  gran* 
tee,  will  descend  to  his  representatives,  and  cany  the  franchise 
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to  them  I  Now,"  (continued  the  learned  conneel)  ^'  is  there 
any  thing  in  the  intangibility  of  the  right  to  an  extension  of  a 
patent,  or  in  the  uncertainty  of  its  Aitore  establishment  which 
exempts  it  from  the  principle  of  this  law."  No  one  will  be 
disposed  to  deny  or  doubt  the  correctness  of  the  simile  or  case 
put  by  the  learned  counsel,  but  no  one  can  fail  to  see  the 
inappositeness  of  the  case  supposed,  to  the  one  at  bar.  Nor, 
does  it  require  any  legal  or  logical  acumen,  to  perceive  that 
the  conclusion  which  the  learned  gentleman  drew  from  his 
hypothesis,  by  no  means  follows  from  it.  A  patent  or  grant 
of  any  exclusive  right,  after  it  has  been  duly  obtained,  is  a 
franchise,  (  Webster  on  Patents,  p.  1,)  a  privilege  of  royalty, 
or  of  the  supreme  power,  in  the  hands  of  a  subject  or  citizen. 
(S  Bl.  Cbm.  37;  4  Kenf^e  Com.  458,  2d  edit.)  Such  a  grant 
or  franchise,  no  one  doubts,  is  property.  In  the  description 
of  the  various  kinds  of  property  given  in  the  boohs,  such  a 
property  is  designated  an  incorporeal  hereditament.  (2  Bl. 
(hm.  21 ;  3  Eent'e  0cm.  403, 2d  edit.)  And  it  is  called  an  her- 
editament, because  it  is  heritable  property,  that  is,  it  is  property 
which  descends  to  the  heir,  and  does  not  go  to  the  personal 
representatives  of  the  decedent. 

Bat  a  franchise  of  any  description  has  no  existence  before 
it  is  granted.  ThepoeeibilUy  that  a  franchise  may  be  granted 
to  a  person  if  he  apply  for  it,  is  not  property  of  any  descrip- 
tion. If  the  relation  between  the  decedent  and  the  sovereign 
power  were  such,  that  the  sovereign  power  were  under  such 
an  obligation  to  grant  the  franchise  to  the  decedent  and  his 
heirs,  as  would,  in  the  case  of  a  private  person,  constitute  a 
legal  obligation,  which  might  be  ^iforced  at  law  or  in  equity, 
there  mi^t  be  some  propriety  in  classing  it  with  that  species 
(^property  known  as  choses  or  things  in  action.  But  where 
no  such  obligation  exists,  to  hold  the  mere  capacity  to  apply 
for  sudi  a  grant,  and  the  possibility  or  even  probability  that 
the  application  would  be  successful,  when  it  is  entirely  in  the 
discreticm  of  the  power  to  which  the  application  is  made  to 
grant  it  or  not,  to  be  a  right,  amounting  to  property,  to  a 
obose  in  action,  would  most  certainly  be  entirely  new.    It 
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would  be  creating  a  species  of  things  in  action  hitherto  im* 
known  to  the  law.  It  might  just  as  well  be  said,  that  the 
right,  or  rather  the  privilege,  of  asking  alms,  was  a  chose  in 
action,  which  would  vest  in  the  executor  or  administrator  of  a 
decedent  I  will  not  say  that  the  law-making  authority  could 
not,  in  the  plenitude  of  its  creative  powers,  exalt  such  a  mere 
possibility,  to  a  right  which  should  be  regarded  as  property ; 
but  I  do  say,  that  it  has  not  done  it,  and  it  is  not  within  the 
constitutional  powers  of  this  Court  to  do  it 

Anotlier  argument  has  been  urged  by  the  counsel  for  the 
plaintiff,  which  certainly  is  entitled  to  attention  for  its  bold- 
ness in  setting  at  defiance  well  established  principles,  if  for 
no  other  cause.  It  was  contended  by  the  learned  gentleman, 
that,  independent  of  any  statutory  provision,  an  inventor  haa 
a  perpetual,  absolute  and  exclusive  right  to  his  discovery; 
that  the  disclosure  of  his  invention  upon  obtaining  a  patent 
for  it  from  the  government,  raises  an  equitable  claim  upon  the 
government  to  renew  the  patent,  provided  the  patentee  has 
not,  dm-ing  the  original  term  for  which  the  patent  was  granted^ 
been  reasonably  compensated  for  the  invention;  that  this 
equity  is  a  property,  vested  in  the  patentee,  which,  upon  his 
death,  vests  in  his  personal  representatives ;  and  that  the  18th 
section  of  the  act  should  be  so  construed,  as  to  extend  to  and 
embrace  this  equity.  To  maintain  this  proposition  it  was 
asserted,  (I  say  asserted,  because  it  certainly  was  not  proved,) 
that  the  State,  in  its  organic  law,  (the  Constitution,)  admits 
that  the  inventor  has  a  perpetual,  absolute  and  exdusive  right 
to  his  discovery ;  that  the  State  admits  also,  that  so  strong  is 
the  conflict  between  this  private  right  and  the  public  interest, 
that  the  private  right  is  unsafe,  and  that  in  view  of  these  ftcts, 
the  State  compromises  with  inventors,  and  encourages  them, 
by  securing  to  them  an  exclusive  enjoyment  of  their  ri^ts  for 
a  limited  term.  To  me,  it  is  not  only  a  strange,  but  a  stsjrt- 
ling  doctrine,  and  I  think  it  must  be  so  to  this  Court,  and  to 
every  other  person  living  under  a  government  of  laws,  rely- 
ing upon  those  laws  for  the  security  of  life,  liberty  and  prop- 
erty, that  then  is  any  kind  or  qpedes  of  propeaiy,  to  which  a 
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dtiaaa  has  a  just  and  legal  title,  that  cannot  be  protected  hy 
Aoee  laws,  and  would  be  vmsobfe  under  the  goardianBhip  and 
potectmg  powar  of  those  laws.  If  an  inventor  has  apefw 
petoal,  absolute,  and  exdnsive  right  to  his  discoveiy,  inde* 
pendent  of  anj  statatoiy  provision,  is  the  law,  indeed,  so 
feeble  that  that  right  is  nnsafe?  And  is  a  right  granted  by 
govenunent,  any  more  saered  or  secore,  or  more  easily  pro- 
tected by  the  laws  of  this  land,  than  any  natoral  or  inherent 
ijgiit  f  Is  property  of  any  description,  acquired  by  any  law- 
ful means,  less  secure  or  more  difScnlt  to  protect,  than  tiie 
property  in  a  monopoly  granted  by  government? 

But  the  whole  and  eveiy  part  of  this  position  of  the  learned 
eonnsel,  is  in  direct  hostility  to  the  decision  of  the  Supreme 
Gourt  in  the  case  of  Wheabon  v.  Peters^  (8  Peters^  691.)  In 
that  case  the  Gourt  held  that  an  author  or  inventor  has  no  ex- 
dusive  right  of  property  in  his  works  or  discoveries,  after  he 
has  published  them  to  the  world,  and  that  such  right  never 
existed  at  common  law ;  and,  as  it  regards  inventors,  the  Gourt 
said  that  it  never  had  been  pretended  that  they  could  hold,  by 
the  common  law,  any  property  in  their  inventions  after  they 
flhall  have  sold  them  publicly,  and  that,  in  the  United  States, 
authors  and  inventers  have  no  exclusive  right  or  property  in 
thirar  worics  and  inventions,  except  such  as  is  secured  to  them 
bythe  acts  of  G(Higress.  And  in  regard  to  the  ei^ith  section  of 
&e  first  article  of  the  Constitution,  the  Court  held  that  it  does 
not  provide  for  the  protection  of  acknowledged  existing  rights, 
and  that  the  acts  of  Congress,  under  that  clause  of  the  Gonsti« 
tntion,  instead  of  sanctioning  an  existing  right,  created  the 
li^it  which  is  secured  by  those  acts  for  a  limited  period;  that 
a  man  is  ^ititled  to  the  fruits  of  his  own  labors,  but  can  enjoy 
tfaem  only  by  statutory  provisions,  and  imder  the  rules  of 
prop^ly  which  regulate  society,  and  which  define  the  ri^^ 
of  things  in  generaL 

Were  it  necessary  to  siiffitain  this  judgment  by  the  most 
dear  and  undoubted  common  law  authority,  the  task  would  be 
by  no  means  difficult;  but  I  &rbear  fortifying,  by  authority, 
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a  deciBion  whidi  is  of  itself  the  best  authority.  Starting,  tfaen, 
with  the  propositioa  that  an  inyentor  has  no  exdasive  riight 
whatever  to  his  invention,  except  what  is  created  and  pro- 
tected by  the  acts  of  Congress,  an  inventor  has  no  claim  of 
any  description  upon  the  government,  equitable  or  other- 
wise, beyond  the  express  provisions  of  the  acts  of  Congress ; 
and,  therefore,  no  equity  exists  in  &vor  of  a  patentee  against 
the  government,  to  which  the  18th  section  of  the  patent  act 
can  be  extended  by  construction,  even  should  the  Court  be  of 
opinion  that  it  could,  under  the  name  of  expounding  a  stat- 
ute, extend  it  to  cases  and  persons  clearly  not  embraced  in  its 
language. 

Will  any  one  pretend  that  the  claim  of  a  patentee  to  have 
a  patent  extended  under  the  18th  section  of  the  act,  is  any 
greater,  or  approaches  any  nearer  to  a  right,  or  to  a  property, 
than  the  claim  of  an  inventor  to  a  patent,  before  it  is  issued  t 
By  the  5th  section  of  the  act,  the  patent,  when  issued,  secures 
the  exclusive  right  to  the  patentee,  his  heirs,  executors,  admin- 
istrators and  assigns.  By  the  6th  section,  the  first  and  origi- 
nal inventor  of  any  new  and  useful  improvement,  &c.,  is  enti- 
tied  to  a  patent,  upon  complying  with  the  conditions  and  ma- 
king the  oath  thereby  required.  No  person  pretends  to  deny,  in- 
deed it  is  conceded,  that  if  the  inventor  should  die  before  obtain- 
ing his  patent,  his  personal  representatives  would  not  be  enti- 
tied  to,  and  could  not  obtain  a  patent  by  virtue  of  the  6th  and 
6th  sections.  Now,  is  there  not  at  least  as  much  right  to  an  ori- 
ginal patent,  vested  in  the  inventor  at  the  time  of  his  death, 
when  he  has  matured  and  completed  his  invention,  but  died  be- 
fore obtaining  his  patent,  as  there  is  to  an  extension  of  a  patent 
already  obtained,  when  a  patentee  dies  before  such  extension 
is  granted  ?  Has  not  the  right  to  a  patent  in  such  case,  a 
much  greater  resemblance  to  property,  which  would  vest  in 
executors  or  administrators,  than  this  mere  possibility  of  an 
extension  of  a  patent  under  the  18th  section  ?  And  is  there 
not  just  as  much  authority,  under  the  5th  and  6th  sections,  for 
the  issuing  of  an  original  patent  to  the  personal  representatives 
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of  an  itiTeiitor,  as  there  is  under  the  18th  section  to  extend  a 
patent  in  fitvor  of  the  personal  representatives  of  a  deceased 
patentee! 

If  an  inventor  complies  with  the  6th  section  of  the  act,  he 
is  entitled  to  a  patent;  no  discretion  is  vested  in  the  Commis- 
sioner of  Patents  to  issue  or  withhold  a  patent ;  and  should  he 
xefuse^  in  such  case,  to  issue  a  patent,  this  Court  would  com- 
pel him,  by  mandarmu^  to  issue  it.  But  if  a  patentee  does  all 
that  is  required  of  Mm  by  the  18th  section,  it  is  still  discre- 
tionary  with  the  Board,  to  extend  the  patent  or  not,  as  it  may 
be  deemed  compatible,  or  incompatible,  with  the  public  inter* 
est  Can  any  one  deny  that  while  the  former  has  some  re- 
semblance to  a  chose  in  action,  the  latter  has  none  whatever  f 
And  yet,  while  it  is  conceded  that,  in  the  former  case,  the  per- 
sonal representatives  could  not  obtain  a  patent,  were  it  not  for 
the  10th  section,  which  expressly  authorizes  it,  it  is  contended 
diat  in  the  latter  case,  such  personal  representatives  are  enti- 
tled to  an  extension  by  virtue  of  the  18th  section,  when  the 
patentee  has  died  without  making  any  application  for  a  pro- 
longation of  his  patent,  or  complying  with  any  other  requisite 
of  that  section. 

2.  My  second  proposition  requires  no  illustration.  Itstmth 
is  demonstrated  by  reading  the  18th  section.  It  cannot  be  af- 
firmed, that  that  section,  in  termSj  authorizes  the  renewal  of  a 
patent  on  the  application  of  the  executor  or  administrator  of 
a  patentee. 

8.  B  cannot  be  legitimately  inferred  from  ^A^Zon^^tME^r^  of  that 
section,  that  the  law-makers  intended  to  authorize  the  renewal 
or  extension  of  a  patent,  provided  for  in  that  section,  in  &vor 
idy  or  upon  the  application  of,  the  executor  or  administrator  of 
a  deceased  patentee,  or  to  give  any  latitude  of  discretion  what- 
ever to  the  Commissioner  of  Patents,  or  to  the  Board,  as  to  the 
person  in  &vor  of  whom,  or  upon  whose  application,  such  re* 
newal  or  extension  might  be  granted. 

The  question  presented  by  this  proposition,  relates  solely  to 
the  interpretation  of  the  18di  section  of  the  act.  In  the  dis- 
cussion of  this  question,  I  shall  assume,  as  an  undisputed  and 
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indiBpntable  position,  that,  in  the  ezpoeitioii  of  the  act,  the 
Court  will  be  govemed  by  the  same  rules  and  principles  whioh 
control  the  interpretation  and  construction  of  any  other  statale^ 
upon  any  other  subject 

The  most  important  and  most  universal  of  those  roles  and 
principles,  and  the  one  which  I  most  desire  to  impress  upon 
the  mind  of  the  Court  at  this  stage  of  the  argument,  is,  that 
the  intention  of  the  Legislature  can  only  be  ascertained  by 
the  language  it  has  used  in  the  act  to  express  that  intention. 
As  expounders  of  the  law,  we  are  not  at  liberty  to  presume 
that  the  legislature  intended  what  it  has  not  expressed,  or  ex- 
pressed what  it  did  not  intend.  Should  courts  indulge  in  any 
speculation  of  that  kind,  there  would  be,  indeed  theie  eould 
be,  no  certain  rule  for  the  construction  of  any  statute.  In 
Penmnjfton  v.  C4w,  (2  Oranch^  88,)  the  Court  say :  "That  a 
law  is  the  best  expositor  of  itself,  is  one  of  those  plain  rules, 
which  has  been  uniformly  acknowledged."  In  Minor  y«  The 
Meohamca^  Bank  of  Alexa/ndria^  (1  Peters^  46,)  the  Court  aa* 
sert  the  principle,  that  a  legislative  act  is  to  be  interpreted 
according  to  the  intention  of  the  legislature,  (ipparen^typonit^ 
/ace.  The  rule  is  laid  down,  explicitly  and  emphatically,  in 
Ihparris  an  Statutes,  (708,)  and  the  writer  sustains  his  po- 
sition byreference  to  many  well  considered  cases. 

Asfluming  then,  that  the  Court  is  not  at  liberty,  according 
to  the  weU  established  principles  of  law  governing  the  efah 
struction  of  statutes,  to  intend  or  suppose,  that  the  legislalure 
meant  what  it  has  not  plainly  expressed  or  declared,  I  hum- 
bly, but  most  confidently,  submit,  that  the  statute  in  questioa 
does  not  authorize  the  renewal  or  extension  of  a  patent  upon 
the  application  of^  and  in  &vor  of,  the  personal  repreaentativea 
oi  a  deceased  patentee. 

Mrst.  It  is  manifest  finom  the  provisions  in  other  6ectL<»a 
of  this  act,  that  the  administrators  and  executors  of  the  pa- 
tentee were  intentionally  excluded  fix>m  the  provisions  of  the 
18th  section,  and  that  Congress  did  not  intend  to  authorize  the 
renewal  or  extension  of  a  patent,  provided  for  in  tfaa4i  seetion, 
after  the  deoeaae  of  the  patentee. 
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Wherever  and  whenever  Ckmgress  have  intended  to  extend 
tills  exclnsive  right  to  the  heirs  or  personal  representatives  of 
a  patentee,  they  have  provided  for  it  in  express  terms.  The 
6th  section  of  the  act  authorizes  the  issuing  of  a  patent  to  the 
mventor,  upon  his  making  the  oath  required,  and  complying 
with  the  other  requisites  of  the  statute.  The  10th  section  pro- 
vides expressly  that,  in  case  of  the  death  of  the  inventor,  his 
executois  or  administrators  may  obtain  the  patent,  and  shall 
hoM  it  in  trust  for  the  heirs  or  devisees  of  the  inventor,  and 
prescribes  the  oath  to  be  made  by  such  personal  representatives 
as  a  substitute  for  the  oath  required  of  the  inventor  by  the 
Wh  section.  The  18th  section  provides  for  the  surrender  of  a 
patent  by  the  patentee,  and  the  obtaining  of  a  new  patent  for 
flie  same  invention,  when  the  original  patent  is  void  by  rear 
son  of  a  defective  specification,  without  fraud  or  feult  on  the 
port  of  the  patentee ;  the  same  section  provides,  that  this  priv- 
ilege shall  extend  to  the  execvtoTB^  admimistratora^  omd  as- 
signees of  the  patentee.  But  the  18th  section,  in  its  terms,  au- 
thorizes an  extension  of  a  patent  only  upon  the  application  of 
^hi^  patentee.  Now  I  submit,  if  Congress  had  intended  that 
Ae  benefit  and  privilege  provided  for  by  the  18th  section, 
should  extend  to  the  heirs  or  personal  representatives  of  a  de- 
ceased patentee,  they  would  have  said  so,  as  they  did  in  the 
other  sections  referred  to.  Can  any  legal  reason  be  given  why, 
in  this  particular  solitary  instance.  Congress  should  have  omit- 
ted to  express  its  intentions,  as  in  the  10th  and  18th  sections, 
if  it  did  intend  that  the  provisions  of  the  18th  section  should 
extend  to  the  heirs  or  personal  representatives  of  the  patentee  ? 
Bie  omission,  (manifestly  ex  industrial  of  any  words  extend- 
ing the  provisions  of  the  18th  section  to  the  heirs  or  personal 
representatives  of  the  patentee,  is  a  clear  indication  of  the 
intention  of  the  law-giver,  that  those  provisions  should  not  be 
thus  extended.  "Where  in  several  statutes  mpoH  materia^ 
(and  Ae  principle  is  equally  applicable  to  several  sections  in 
die  same  act,)  ^the  legislature  is  found  sometimes  inserting  and 
80>metimes  omitting  a  clause  of  relation,  it  is  to  be  presumed  that 
their  attention  had  been  drawn  to  the  point,  and  that  the  omis« 
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^ion  is  designed."  {Moserv.Jfeymum,  6  Bingham^  666.)  **If," 
says  Mr.  DwarriSj  ^^  there  is  a  material  alteration  in  the  lan- 
guage used  in  the  different  clauses  of  a  statute,  it  is  to  be  in- 
ferred that  the  legislature  knew  how  to  use  terms  applicable 
to  the  subject  matter."  ^^The  several  inditing  and  pruning  of 
the  different  branches,"  said  the  Judges  in  Edrich's  case,  ^^doth 
argue  that  the  maker  did  intend  a  difference  of  the  purview 
and  remedies,  or  otherwise  they  toovld  havefoliowed  the  aame 
wcrd^^^  {Dwaaris  on  Statutes^  707;  EdricKs  case^  5  Coke 
JS.  118  a.) 

To  overturn  or  escape  all  the  rules  which  have  been  estab- 
lished by  the  wisdom  and  experience  of  the  most  learned  ju- 
rists for  the  conBtruction  of  statutes,  the  counsel  for  the  plain- 
tiff reposed,  apparently  with  confidence,  upon  the  position  as- 
sumed by  him,  that  no  reason  could  be  divined  for  denying 
to  the  heirs  and  personal  representatives  of  a  patentee,  the 
benefit  of  obtaining  an  extension  of  a  patent  under  the  18th 
section,  which  would  not  apply  with  equal  force  against  the 
policy  of  the  10th  and  13th  sections.  I  call  this  an  assumed 
position  of  the  learned  counsel,  because,  although  he  most 
confidently  asserted  it,  he  failed  to  prove  it;  indeed,  he  did 
not  attempt  to  demonstrate  its  truth.  And  the  learned  coun- 
sel concluded  that  part  of  his  ai^ument,  with  a  deduce  to  the 
most  accomplished  casuist,  to  find  a  reason  for  a  difference  of 
policy  in  the  cases  provided  for  in  those  three  sections.  Sup- 
pose there  were  so  much  of  danger  and  peril  in  this  defiance, 
that  no  wrangler  could  be  found  of  sufficient  intrepidity  to  at- 
tempt a  trial  of  conclusions  with  the  learned  gentleman,  as  to 
the  truth  of  his  hypothesis,  do  the  deductions  which  he  has 
attempted  to  draw  fix)m  it  by  any  means  follow?  The  argu- 
ment of  the  learned  counsel  is  simply  and  plainly  this :  The 
same  reason  and  policy  which  induced  Congress  to  authorize 
the  executors  or  administrators  of  an  inventor  to  take  out  an 
original  patent,  where  the  inventor  died  before  obtaining  it, 
and  also  to  surrender  a  patent  void  by  reason  of  a  defective 
specification,  and  take  out  a  new  patent  upon  a  corrected  spe- 
cification, for  the  residue  of  the  term  of  fourteen  years  then 
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unexpired,  required  Gongress  to  aniihorifle  the  extension  of  a 
patent  tmder  the  18th  section,  in  &yor  of  the  executors  or  ad- 
ministrators of  a  deceased  patentee,  an4,  therefore,  it  is  to  be 
presumed  Congress  so  intended.  Is  this  so?  Does  it  advance 
one  step  towards  proving  that  Congress  has  done  a  thing ^  to 
show  it  onght  to  have  done  it?  Besides,  the  rule  of  law  and 
good  sense  applicable  to  the  construction  of  a  statute  is,  that 
when  the  law-giver,  in  one  section  of  the  act,  uses  words 
which,  in  tiieir  terms,  apply  to  particular  persons  or  things, 
and,  in  another  section,  omits  those  words,  the  presumption  is, 
that  he  did  so  intentionally,  understanding  the  force  and  effect 
of  the  use  of  the  words  in  one  section,  and  the  omission  of 
them  in  another ;  and  that  he  intended  ^^  a  Mfferefnoe  of  the 
furmew  and  remedy*^  by  the  different  phraseolc^  of  the  sec- 
tions, otherwise  he  would  have  used  the  same  words  in  the 
several  sections.  This  inference  is  directly  the  opposite  of 
Uiat  which  the  learned  counsel  supposed  necessarily  followed 
from  those  &cts.  A  statute  introductive  of  a  new  law,  (as  is 
the  case  of  the  18th  section  of  this  act,)  m  its  terms  applicable 
to  particular  persons  or  things,  cannot  be  extended  or  applied 
by  construction  to  other  persons  or  things,  although  standing 
on  the  same  reason.  {Jcuxib  v.  The  United  States,  1  Brock. 
520 ;  Foster's  ease,  11  Cohe  B.  64  a.) 

But  suppose  Congress  unintentionally,  and  through  mere 
inadvertence,  omitted,  in  the  18th  section,  the  provision  in  fa- 
vor of  executors  and  administrators  contamed  in  the  10th  and 
18th  sections,  would  it  help  the  plaintiff's  case  ?  Can  this 
Court,  by  construction,  insert  those  provisions  in  the  18th  sec- 
tion ?  Lord  Ellenborough,  in  the  case  of  The  Eing  v.  Shovie, 
(6  EaM,  514,  518,)  has  answered  this  question.  '^It  is  no 
question  for  us,"  says  that  learned  Judge,  ^^  whether  it  would 
be  expedient  that  there  should  be  an  appeal  to  the  sessions  in 
the  case  of  a  conviction  before  two  justices  of  the  peace,  for  a 
penalty  in  respect  of  the  malt  duty.  K  there  be  no  words  of 
reference  to  any  act  giving  such  an  appeal,  we  cannot  supply 
the  want  of  them.  Now  the  clauses  in  the  statutes  of  Car. 
2  and  G^.  2,  have  not  the  word  penalties  in  those  parts  giv- 
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ing  the  appeal  f  (the  words  of  those  statotes  describing  4he 
convictions  for  which  an  appeal  was  giTen,  being  ^  forfeit 
urea  cmd  €ffmce%^  '^and  when  that  word  occurs  in  otkn* 
daoseS)  in  other  respects  facsimiles,  it  seems  as  if  the  onua- 
non  were  intentional ;  but  if  it  were  not  intended,  we  can  onlj 
saj  of  the  l^islatore,  quod  voLvAiTumdMtP  Tnlhaarrisom 
Statutes^  (7^0,)  a  like  role  is  laid  down  as  the  result  of  ad- 
judged cases  on  the  subject. 

But  the  hypothesis  of  the  learned  counsel,  of  which  he  so 
confidently  challenged  a  reftitation,  and  &om  which  he  has  at- 
tempted to  draw  his  conclusions,  has  no  foundation  in  truth. 
If  I  am  not  wholly  in  error  in  regard  to  the  policy  and  the 
main  object  of  the  provision  of  the  Constitation  on  this  sub- 
ject, and  of  the  laws  framed  in  pursuance  of  that  provision, 
tibey  furnish  a  sufficient  and  most  satisfactory  reason  for  the 
provisions  of  the  10th  and  13th  sections,  which  can  have  no 
application  to  the  provisions  of  the  18th  section. 

The  late  Mr.  Chief  Justice  Marshall,  in  delivering  the  judg- 
ment of  the  Court  in  the  case  of  Gfrcmt  v.  Ha/ymond,  (6  JPe- 
tera^  218,  243,)  says,  '^  The  great  object  and  intention  of  the 
act  is  to  secure  to  the  public  the  advantages  to  be  derived 
from  the  discoveries  of  individuals,  and  the  means  it  employs 
are  the  compensation  made  to  those  individuals  for  the  time 
and  labor  devoted  to  those  discoveries,  by  the  exclusive  ri^t 
to  make  and  sell  the  things  discovered  for  a  limited  time." 
The  same  doctrine  is  laid  down  by  Mr.  Justice  Ashhurst,  in  Tvr- 
nery.  Winter^  (1 T.  H.  602, 606.)  Many  other  authorities  mi^t 
be  adduced,  were  it  necessary,  to  show  that  such  is  the  true 
exposition  of  the  principles,  policy  and  object  of  the  laws 
authorizing  these  monopolies.  It  is  upon  the  same  principle 
that  the  law  declares  a  patent  void,  if  it  turns  out  that  the  pa- 
tentee was  not  the  first  and  original  inventor,  or  if  he  has 
suffered  his  invention  to  get  into  public  use  before  obtaining 
his  patent,  or  if  he  does  not  describe  his  invention  truly,  and 
with  sufficient  intelligence  to  be  understood  by  others.  In 
either  case  the  patent  is  void,  because  the  consideration  upon 
which  it  was  granted  fails. 
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the  gimt  object  of  these  Iawb,  then,  being  to  give  the  public 
the  benefit  of  the  diflcoveriee  of  indiTiditals,  and  the  exclusive 
right  granted  to  those  indiyidnalfl  to  nse  tiie  invention  for  a 
Imited  period,  as  a  compensation  for  the  time  and  labca*  devo- 
ted to  those  discovmes,  and  the  disclosure  of  them  to  the  pub- 
lic, bdng  the  means  employed  to  obtain  this  pnblic  benefit,  it 
Iblkyws  Ihat  the  same  policy  which  wonld  induce  the  grant  of 
a  patent  to  the  inventor,  would  dictate  a  similar  grant  to  the 
legal  repies^itatiyes  of  an  inventor,  who  has  died  before  dis* 
dosing  his  invention.  The  pnblic  wonld  derive  the  same 
benefit  firom  the  disdosnre  of  an  invention  by  the  executors 
and  administrators  of  an  inventor  after  his  death,  and  the 
government  should  grant  the  same  comp^isation  to  the  heirs 
or  devisees  of  an  inventor  for  such  disclosure,  as  it  would  to 
the  inventor  himself.  No  such  reason,  however,  can  ^>ply  to 
the  case  of  the  extension  of  a  patent  provided  for  by  the  18th 
section.  In  that  case,  the  disclosure  has  already  been  made ; 
the  patent  for  fourteen  years,  (the  stipulated  compensation  for 
the  invention  and  disclosure,)  has  already  been  granted  to  the 
patentee ;  a  farther  grant  of  seven  years  is  entirely  at  the  op- 
tion of  the  government,  based  upon  no  new  consideration  of 
a  new  invention,  or  new  disclosure,  from  which  the  public 
ivoold  or  could  derive  a  benefit ;  but,  on  the  contrary,  such 
extension  takes  firom  the  public  that  which  they  are  &irly  in 
possession  of,  and  to  the  benefit  of  which  they  are  justly  enti- 
tled. In  Shaw  v.  Ooopei'^  (7  Peters^  2d2, 320,)  the  Oourt  say : 
^Thi^  patent  law  was  designed  for  the  public  benefit  as  well 
as  for  the  benefit  of  inventors.  For  a  valuable  invention,  the 
public,  on  the  inventor's  complying  with  certain  conditions, 
give  him^  for  a  limited  period,  the  profits  arising  fix>m  the  sale 
of  the  thing  invented.  This  holds  out  an  inducement  for  the 
exerdse  of  genius  and  skill,  in  making  discoveries  which  may 
be  usefiil  to  society,  and  profitable  to  the  discoverer.  But  it 
was  not  the  intention  of  this  law  to  take  from  the  public  that  of 
whidi  they  were  fairly  in  possession.''  This  principle  applies 
equally  to  the  case  of  a  possession  acquired  by  the  public,  by 
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the  diBcloBtire  npon  obtaming  a  patent,  ad  to  a  poBseesion  of  a 
dificovery  acquired  before  a  patent  for  it  is  issTied,  by  a  pro- 
mulgation of  it  to  the  public  by  the  inventor. 

The  conditions  upon  which  a  renewal  or  extension  of  a  pa- 
tent is  authorized  by  the  18th  section,  furnish  ainother  reason 
why  Congress  would  intentionally  exclude  executors  and  ad- 
ministrators jfrom  the  purview  of  that  section.  None  but  a 
patentee  himself  could  have  any  accurate  knowledge  of  the 
£Eicts  required  to  be  shown  to  authorize  an  extension  of  a  pa- 
tent for  an  additional  term.  The  patentee  is  required  to  fur- 
nish to  the  Board  a  statement  in  writing,  under  oath,  of  the 
ascertained  value  of  the  invention,  and  of  Ids  receipts  and 
expenditui^,  sufficiently  in  detail  to  exhibit  a  true  a/ndfaUhr 
fid  dccovm^  of  Icm  a/ad  profit  m  any  trumner  accruing  to  him 
from  and  hy  reason  of  mid  invention.  And  the  patent  is  only 
to  be  extended  in  case  it  shall  be  just  and  proper,  by  reason 
of  the  patentee,  without  neglect  or  &ult  on  his  part,  having 
£9dled  to  obtain  from  the  use  and  sale  of  his  invention  a  rea- 
sonable remuneration  for  the  time,  ingenuity  and  expense  be- 
stowed upon  the  same,  and  the  introduction  thereof  into  use. 
How  is  it  possible,  in  the  nature  of  things,  that  his  executor  or 
administrator  could  know  anything  of  this  ?  Is  it  within  the 
range  of  possibilities,  that  any  person  but  the  inventor  him- 
self, could  have  any  accurate  or  certain  knowledge  of  the  time 
spent,  of  the  study  and  reflection  bestowed,  of  the  mental 
powers  exerted,  in  projecting  and  maturing  the  invention, 
or  of  the  amount  of  time  and  money  expended  in  experiment- 
ing upon  his  discovery,  and  the  introduction  of  it  into  use,  or 
how  much  he  has  received  for  or  on  account  of  the  invention, 
or  how  much  he  might  have  received  therefor,  with  proper 
attention,  or  without  neglect  or  feult  on  his  part  ?  (Congress 
undoubtedly  appreciated  the  uncertainty  that  must  necessarily 
exist  in  relation  to  the  best  information  that  could  be  given  by 
an  executor  or  administrator  upon  this  subject,  and  for  that 
reason  deemed  it  discreet  to  confine  the  provisions  of  that  sec- 
tion to  the  patentee  alone.    The  13th  section  proceeds  upon 
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the  principle  that  the  inventor,  having  in  good  &ith  complied 
with  the  policy  and  provisions  of  the  law  on  his  part,  has  a 
just  right  to  expect  that  the  government  will  secure  to  him  and 
his  heirs  the  exclusive  use  of  his  invention  for  fourteen  years, 
as  a  reward  for  his  ingenuity,  skill  and  science,  and  as  a  remu- 
neration for  the  disclosure  of  his  invention  to  the  public,  and 
that,  if  firom  any  defect  in  the  patent  issued,  such  exclusive 
right  is  not  secured  to  him,  and  no  blame  or  &ult  is  imputa- 
ble to  him,  the  Government  will,  by  a  new  and  valid  patent, 
secure  to  him  such  exclusive  right.  Such  is  the  view  taken  of 
the  act  of  1793,  in  the  case  of  Orwnii  v.  Baymond^  (6  PeterSj 
218,  243.)  The  same  principle  which  would  require  the  issu- 
ing of  a  new  patent  in  such  case  to  the  patentee,  would  re- 
quire it  to  be  issued  to  his  heirs  or  personal  representatives  for 
the  unexpired  portion  of  the  fourteen  years.  The  compensa- 
tion agreed  to  be  given  by  the  government,  is  a  valid  patent 
for  fourteen  years,  to  the  patentee,  his  hei/rs  or  assigns  ;  and 
when  the  patent  issued  turns  out  to  be  void,  a  new  and  valid 
patent  could,  with  no  more  propriety,  be  refused  to  the  heirs 
or  assigns  of  the  patentee,  than  to  the  patentee  himself.  The 
government  has  received  the  consideration  for  which  a  valid 
patent  should  be  granted,  and  which  the  government  admita 
it  is  bound  to  grant ;  and  the  death  of  the  person  entitled  to 
this  grant  does  not  exonerate  the  government  &om  the  obli- 
gation. Upon  this  principle,  and  for  this  reason,  the  13th  sec- 
tion of  the  act  of  1836  was  framed.  But  no  such  principle 
or  reason  exists  in  regard  to  the  18th  section  of  the  act. 

Second.  The  18th  section  of  this  act  cannot  be  so  constmed 
as  to  authorize  the  renewal  or  extension  of  a  patent,  in  favor 
of  the  personal  representatives  of  a  deceased  patentee,  because 
such  representatives  cannot  comply  with  the  terms  and  condi- 
tions required  by  that  section  to  authorize  the  renewal  of  a 
patent. 

ThQ  18th  section  requires  the  oath  of  the  patmtee  to  the 
statement  in  writing  which  is  required  to  be  made  to  the  Board. 
Such,  I  submit,  is  the  plain  import  and  meaning  of  the  words 
used.    After  providing  that  the  application  for  an  ext^ision 
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of  a  patent  shall  be  made  hy  the  patentee^  in  writing,  to  th^ 
Oommigsioner  of  Patents,  prescribing  the  notice  to  be  pub- 
lished by  the  Commissioner,  and  designating  the  persons  who 
shall  constitttte  tjie  Board  to  hear  aad  decide  npon  the  appli- 
cation, the  section  proceeds  in  these  words :  "  The  patentee 
shall  famish  to  said  board  a  statement  in  writing,  wnder  oath^ 
of  the  aecertamed  vahce  of  the  invention,  and  of  his  receipts 
and  expenditures,  sufficiently  in  detail  to  exhibit  a  true  and 
fm^fvH  aceomd  of  loss  and  profit  in  any  manner  accruing  to 
him  from  and  by  reason  of  said  inyention."  Under  whose 
oath  is  this  statement  to  be  famished  ?  From  the  nature  of 
flie  &cts  required  to  be  verified  by  this  oath,  fiwjts  the  knowl- 
edge of  which  must,  from  their  character,  rest  almost,  if  not 
entirely,  exclusively  with  the  patentee,  can  there  be  any  doubt 
that  the  verification  of  these  fiswts,  required  by  this  section,  is 
the  oath  of  the  paitentee  f 

Besides,  the  terms  of  this  section  are  so  explicit,  that  noth- 
ing is  left  for  constraction  or  criticism.  The  patentee  shcSl 
furnish  a  statement  wnder  oath.  Does  not  this  language  as 
clearly  and  unequivocally  require  the  oath  of  the  patentee,  as 
if  the  word  his  had  been  inserted  between  the  words  under 
and  oath  f  Oan  any  one  suppose  that  Congress  had  the  most 
remote  idea,  that  this  statement  should  or  could  be  verified 
by  the  oath  of  any  other  person  than  the  patentee  ?  An  exec- 
utor or  administrator  cannot  comply  with  this  requirement  of 
the  section  any  more  than  he  could  with  the  requirement,  in 
this  respect,  of  the  6th  section.  By  the  10th  section.  Congress 
made  a  special  provision,  varying  the  oath  to  be  made  when 
executors  or  administrators  apply  for  an  original  patent,  but 
no  such  provision  has  been  made  in  relation  to  the  18th  section. 

My  learned  adversary  has  urged  with  much  earnestness, 
that  the  object  of  Congress  in  enacting  the  section  in  question, 
was  exclusively  to  reward  and  encourage  inventors,  "  to  foster 
genius  and  reward  merit'' — ^that  this  object  could  not  (as  he 
conceives)  be  sufficiently  accomplished,  without  a  provision  in 
&vor  of  the  children  of  the  inventor  who  may  be  and  often 
are  left  destitute  at  his  death — and  that  therefcnre  it  is  the  duty 
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of  the  court  to  give  a  constraction  to  this  Bection,  wliiich  will 
extend  its  pioviaionB  to  perBonal  repreeentatiyes  of  the  de- 
oeaeed  patentee.  K  such  were  the  object  of  Congress,  it  is 
certainly  to  be  regretted  that  it  has  not  in  someway  expressed 
it,  or  given  some  hint  of  it  in  some  of  the  laws  which  have 
been  passed  upon  this  subject.  It  was  certainly  a  yery  plain 
and  easy  matter  for  Congress  to  have  made  such  a  proyision 
as  the  learned  gentleman. supposes  it  intended  to  make  and 
ought  to  haye  made,  had  it  deemed  it  expedient  to  do  so. 
But  I  haye  heard  no  aignment  which  tends  to  proye  that  this 
law  owes  its  origin  to  the  object  supposed  by  the  learned 
oounseL  Certainly  the  aigument  would  furnish  no  reason  for 
extending  a  patent  in  &yor  of  the  personal  representatiyeB  oi 
a  patentee  who  had  no  &mily,  no  children,  or  (aa  might  be 
the  case)  no  heirs.  And  suppose  the  patentee  should  die 
deeply  in  debt  and  leaye  a  destitute  &mily.  This  family  could 
not  be  benefitted  by  an  extension  of  his  patent,  unless  its  yalue 
diould  be  more  than  sujBicient  to  pay  his  debts.  The  patent, 
when  extended  in  fayor  of  his  executors  or  administrators, 
would  be  assets  in  their  hands  to  be  administered  as  a  part  of 
luB  estate. 

Again.  The  patentee  may  not  be  the  inyentor,  he  may  not  be 
the  man  of  genius  and  of  merit,  which  the  goyemment  ought 
to  foaler  and  reward.  An  inventor  may  assign  his  invention 
before  obtaining  a  patent,  and  the  patent  be  taken  out  in  the 
name  of  the  assignee.  {Act  of  Mareh  8, 1887,  §  6.)  What 
benefit  would  the  renewal  of  a  patent  in  fovor  of  the  personal 
lepres^atatiyee  of  such  a  patentee,  be  to  the  fomily  of  the  in- 
ventor ?  How  would  the  extension  of  such  a  patent  ^^  fostor 
genius  or  reward  merit  ?"  If  the  object  of  Congress  had  been 
to  benefit  the  children  of  inventors,  it  is  inconceivable  how 
or  why  they  would  enact  a  law  in  the  words  of  the  18th  sec- 
tion of  this  act,  which,  according  to  the  construction  attempted 
to  be  given  to  it,  would  in  most  cases-  benefit  cmly  the  credi- 
tOBB  of  the  inventor,  and  in  many  eases  benefit  neither  the 
inventor,  nor  his  children,  nor  his  creditors,  and  which,  in  it» 
applies  to  all  patentees  whether  they  are  inventcm  09 
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not,  or  do  or  do  not  leave  any  children  or  heirs  to  be  bene- 
fitted. 

No  principle  in  aid  of  the  plaintiff's  constniction  of  this 
section,  can  be  extracted  firom  the  proceedings  of  the  Privy 
Council  nnder  the  statute  of  5  &  6  William  IV.  In  England 
the  Crown  is  the  fountain  from  which  all  monopolies  flow. 
Previous  to  the  reign  of  James  I,  monopolies  of  every  de- 
scription and  for  unlimited  periods  were  created  by  Letters 
Patent  from  the  Crown.  Such  grants  were  simply  the  exer- 
cise of  the  royal  prerogative,  the  original  source  of  power, 
tcom  which  all  such  and  the  like  privil^es  and  fiunchises 
emanated.  This  portion  of  the  royal  prerogative  was  fre- 
quently exerciBed  in  a  manner  greatly  to  prejudice  the  busi- 
ness, commerce,  and  prosperity  of  the  kingdom.  To  remedy 
such  abuses  the  statute  of  21  James  I,  chap.  S,  commonly 
called  the  Monopoly  Act,  was  passed.  The  1st  section  of 
that  act  declared  all  monopolies  to  be  against  public  policy 
and  void.  The  6th  section  contained  a  proviso  excluding 
from  the  operation  of  the  first  section.  Letters  Patent  for  a 
period  not  exceeding  14  years,  for  the  sale,  making  and  work- 
ing of  any  manner  of  new  maniifacture  in  the  kingdom.  The 
act  of  5  &  6  William  lY,  chap.  83,  amended  the  6th  section  of 
the  monopoly  act,  so  as  to  authorize  the  Crown,  if  in  its  wis- 
dom and  discretion  it  should  deem  it  proper  and  expedient, 
by  and  with  the  advice  of  the  privy  council,  to  enhuge  or 
prolong  the  time  for  which  such  Letters  Patent  were  author- 
ized by  the  6th  section  of  the  monopoly  act,  for  a  period  not 
exceeding  seven  years.  Although  by  diese  acts  the  power  of 
the  Crown  as  to  granting  patents  is  thus  limited,  yet  in  granting 
or  prolonging  patents  which  are  not  prohibited  by  these  acts, 
the  Crown  still  acts  as  the  original  source  of  power — ^possess- 
ing in  that  respect  the  same  power  that  the  Congress  of  the 
United  States  does,  and,  therefore,  in  the  exercise  of  that  power, 
it  prolongs  patents  in  &vor  of  the  heirs  or  assignees  or  exec- 
utors or  administrators  of  a  particular  patentee.  Congress 
may  do  the  same  by  special  act,  or  it  might  if  it  deemed 
proper,  pass  a  general  act,  authorizing  the  ezteofiion  of  a  patent 
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by  any  officer  or  officers  it  might  designate,  in  fEtvor  of  the 
personal  representatiyes  or  heirs  of  a  deceased  patentee. 

Bat  the  question  here  is  not  what  Oongress  has  the  power 
to  do,  but  what  it  has  done.  Has  it,  by  this  18th  section, 
granted  the  power  to  the  Board  therein  mentioned,  to  extend 
a  patent,  in  Havot  of  the  executors  or  administrators  of  a  de- 
ceased patentee  ?  This  Board,  acting  under  this  section,  is  not 
the  original  source  of  power,  but  a  mere  servant  or  agent  of 
the  origmal  source  of  power,  acting  under  and  by  virtue  of  a 
delegated  limited  authority;  and  the  question  is  not  what 
authority  or  powers  the  principal  might  ha/oe  bestowed  upon 
this  agent,  but  with  what  power  or  authority,  it  has  clothed 
this  agent.  Demonstrating  that  Congress  ndffht  have  granted 
to  this  Board  the  power  claimed  for  it,  is  not  advancing  one 
step  towards  proving  that  it  has  done  so. 

Third.  This  brings  me  to  the  consideration  of  the  third 
proposition  under  my  third  point,  which  is  that  the  power 
granted  to  the  Commissioner  of  Patents  and  to  the  Board,  by 
the  18th  section  of  this  act,  is  a  special  and  limited  power,  and 
must  be  strictly  pursued. 

Is  the  power  given  by  this  section  limited  and  special  i  Of 
tiiis  there  can  be  no  doubt.  It  certainly  is  not  a  general 
power  to  extend  all  patents,  in  favor  of  any  person,  in  the  dis- 
cretion of  the  Board.  Where  a  jurisdiction  is  limited  by  cus- 
tom or  by  statute,  either,  Ist,  as  to  place,  as  a  leet  or  corpora- 
tion, or,  2d,  as  to  persons,  or,  Sd^  with  respect  to  the  subject 
matter,  it  is  deemed  a  special  and  limited  jurisdiction ;  and  its 
proceedings  in  a  case  arising  out  of  the  place,  or  in  favor  of 
persons  not  named  in  the  statute  giving  the  power,  or  upon  a 
subject  matter  not  mentioned  in  Ihe  statute,  or  in  a  mode  or 
manner  not  specified  in  the  statute,  are  coram  nonjtuUoe  and 
void.  {Perkm  v.  Proctor^  2  Wilson^  382 ;  The  case  of  the 
Jfmhalsea,  10  Coke  JS.  74r-76.) 

The  power  conferred  on  the  Secretary  of  State  by  the  Patent 
act  of  1793,  was  a  special  and  limited  power ;  and  hence  it 
was  held  in  Pennock  v.  Dialogue^  (2  Peters^  1,)  that  the  paten- 
tee acquired  no  tide  to  his  patent,  without  a  strict  com^fUomos 
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with  all  the  preliminary  Btepe  required  by  that  statute.  Clearly, 
under  that  act,  the  Secretary  of  State  had  no  power  to  iseuea 
patent  in  favor  of  any  other  persons  than  those  named  in  the 
act.    Gould  he  dispense  with  a  strict  compliance  with  any  one 
of  the  provisions  of  that  act  ?    His  whole  power  to  act  in  the 
premises,  depended  upon  a  strict  compliance  by  the  patentee 
with  every  requirement  of  the  act.    It  is  contended  that  the 
Board  organized  by  the  18th  section  of  the  present  act,  is  a 
judicial  court,  whose  judgments  or  decisions  upon  the  subject 
matter  before  it  are  conclusive.    If  this  Board  were  to  be 
deemed  a  judicial  court,  tiie  conclusions  drawn  from  that  sup- 
position by  the  plaintiff's  counsel  would  not  follow.    K  a  court 
at  all,  it  is  indisputably  a  court  of  limited  and  special  juriA* 
diction,  and  aU  its  proceedings  in  favor  of  persons  not  speci- 
fied in  the  act,  or  upon  a  different  application  from  that  m^i- 
tioned  in  the  act,  or  without  a  strict  compliance,  by  the  appli- 
cant, with  all  the  requirements  of  the  statute  conferring  the 
power,  would  be  oorwm,  non  jvdice^  and  void.    But,  I  insist, 
the  Board  act  as  commissioners  by  virtue  of  the  power  or  com- 
mission given  them  by  this  act,  and  not  as  a  court.    It  is  not 
a  judicifd  court  recognized  or  authorized  by  the  Constitution 
of  the  United  States.    Article  3,  section  1  of  the  Constitution 
of  the  United  States  declares,  that  "The  judicial  power  of  the 
United  States  shall  be  vested  in  one  supreme  court,  and  in 
such  inferior  courts  as  the  congress  may  from,  time  to  time 
ordiain  and  establish.    The  judges,  both  of  the  supreme  and 
inferior  courts,  shall  hold  their  oflSces  during  good  behavior, 
and  shall,  at  stated  times,  receive  for  their  services  a  compen- 
sation whidi  shall  not  be  diminished  during  their  continuance 
ito  office."    By  article  1,  section  8,  subdivision  9,  power  is 
given  to  Congress  "to  constitute  tribunals  inferior  to  the  su- 
|»eme  court."    It  cannot  be  contended  with  the  semblance 
of  plausibility,  either,  that  the  persons  composing  the  Board 
eoBS^ikited  l^  the  18tii  section  of  this  act,  are  judges  within 
tlie  prevision  of  the  Constitution,  or  that  the  Board  is  a  tribu- 
nal i^^erior  to  the  Supreme  Court.    Its  decisions  cannot  be 
verviewtd  by  the  Supreme  Court,  nor  can  that  Court,  by  main 
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daymiis,  or  otherwifle,  interfere  with  ite  action  \  aor  are  the  ipoyv^ 
en  and  dntiee  of  the  Board,  within  the  judicial  poweis  of  thu 
gOTonunent.  By  article  three  flection  two  of  the  ConatitiitioB^ 
^tke  judicial  power  shall  extend  to  all  cases  in  law  and  eqniftjr^ 
ariaing  under  the  Constitution,  the  laws  of  the  United  Statai^ 
and  treaties  made,  or  which  shall  be  made,  under  their  author- 
ity." Thifi  is  all  of  the  section  which  is  applicable  to  th^ 
qnealion  now  under  consideration. 

The  late  Mr.  Justice  JStary^  in  his  Gommmtariea  on  th^ 
Gmtii^utiony  {vol.  3,  §  1639,)  says,  that  the  terms  law  andejuir 
fyj  aa  used  in  this  section  of  the  Constitution,  mean  law  onA 
^guiijf^  according  to  the  known  legal  definition  of  those  tenna,. 
la  the  jurisprudence  of  England,  at  the  time  of  the  adoption 
of  the  Constitution,  and  that  by  this  section  the  Constitutiini 
appeals  to  and  adopts  the  common  law  to  the  extent  of  making 
It  a  rule  in  the  pursuit  of  remedial  justice  in  the  courts  of  tha 
Union.  In  the  same  volume,  §  1640,  this  learned  jurist  de^ 
iaes  the  word  oases  in  law  and  equity,  as  used  in  this  section 
of  the  Constitution,  to  be  cases  which  arise  under  the  Constl^ 
tution,  laws  and  treaties  of  the  United  States,  and  which  can 
be  litigated  in  the  ordinary  modeof  jproceedimg  in  a  oo^wrt  of 
common  laWy  or  in  a  court  qf  equity.  He  says :  "A  case  is  a 
suit  in  law  or  equity,  instituted  according  to  the  regular  oouraq 
of  judicial  proceedings ;  and  when  it  involves  any  question 
aiifling  under  the  Constitution,  laws  or  treaties,  of  the  United 
States,  it  is  wiliun  the  judicial  power  confided  to  the  Union." 

By  an  act  of  Congress  ^'  to  provide  for  the  settlement  of  tha 
eUdma  of  widows  and  orphans,  and  to  regulate  the  claims  tq 
invalid  pensions,"  approved  March  23, 1792,  (1  U.  S.  Statutes 
a$  ZargSj  243,)  it  was  provided  that  certain  disabled  persona 
ther^  mentioned,  should  be  entitled  to  be  placed  on  the  pen- 
niosL  list  of  the  United  States  for  such  time,  and  to  be  entitled 
to  such  allowance,  not  exceeding  a  certain  rate,  for  arrears  of 
pensions,  as  the  circuit  court  of  the  district  in  which  they  re- 
spectively resided,  might  think  just.  The  act,  then,  prescribes 
certain  preliminaiy  proc&  to  be  presented  by  the  applicant  to 
the  ooort,  and  then  the  section,  (§  1^  concludes  in  these  word|}; 
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"The  circuit  cotut,  upon  receipt  of  the  prooft  aforesaid,  ehall 
forthwith  proceed  to  examine  into  the  nature  of  the  wound, 
or  other  cause  of  disability  of  such  applicant,  and  having  as- 
certained the  degree  thereof,  shall  certify  the  same,  and  trans- 
mit the  result  of  their  inquiiy,  in  case,  in  th^  opinion,  the 
applicant  should  be  put  on  die  pension  list,  to  the  Secretary 
at  War,  together  with  their  opinion  in  writing,  what  propor- 
tion of  the  monthly  pay  of  such  applicant  will  be  equivalent 
to  the  degree  of  disability  ascertained  in  manner  aforesaid.'^ 
The  third  section  of  the  act  required  the  several  circuit  courts 
to  continue  in  session  five  days  at  the  least,  from  the  time  of 
opening  the  sessions  thereof,  that  such  disabled  persons  might 
have  full  opportunity  to  make  application  for  relief  under  that 
act 

Immediately  after  the  passage  of  this  act,  applications  for 
relief  under  it,  were  made  to  the  Circuit  Court  for  the  district 
of  New  York.  That  court,  then  consisting  of  Chief  Justice 
Jay  and  Mr.  Justice  Cushing  of  the  Supreme  Court,  and 
Judge  Duane^  the  District  Judge  of  that  district,  were  unani- 
mously of  opinion :  "  That  by  the  Constitution  of  the  United 
States,  the  government  thereof  is  divided  into  three  distinct 
and  independent  branches,  and  that  it  is  the  duty  of  each  to 
abstain  from,  and  to  oppose,  encroachments  on  either;  that 
neither  the  teffidatii^  nor  the  executive  branches  can  constita- 
tionally  assign  to  the  Judicial  any  duties,  but  such  as  are  prop- 
erly judicial,  and  to  be  performed  in  a  judicial  manner ;  that 
the  duties  assigned  to  the  Circmt  Courts  by  this  act  aie  not  of 
that  description.  As,  therefore^  the  business  assigned  to  this 
court,  by  the  act,  is  not  judicial,  nor  directed  to  be  performed 
judicially,  the  act  can  only  be  considered  as  appointing  oom- 
missioners^for  the  purposes  mentioned  in  it,  by  official  instead 
of  per^nal  description ;  that  the  judges  of  this  court  regard 
themselves  as  being  the  commisdoners  designated  by  the  act, 
and  therefore  as  being  at  liberty  to  accept  or  decline  that  of> 
fice;  that  as  the  objects  of  this  act  are  exceedingly  b^ievo- 
lent)  they  will  execute  it  in  the  capacity  of  commiSBi^MierB.'* 
ISm  Oreiiit  Ooort  for  tiM  dialnct  of  Pte^^ 
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of  Mr.  Justice  Wilson  and  Mr.  Justice  Blair  of  the  Snprrane 
Court,  and  Judge  Peters^  district  judge  for  the  district  of 
Pennsylvania,  certified  their  unanimous  opinion  to  the  Presi- 
dent, that  the  Court  could  not  proceed  under  that  act ;  and 
one  reason  assigned  was,  that  the  business  directed  bj  it  was 
not  of  a  judicial  nature,  and  formed  no  part  of  the  power  Test- 
ed by  the  Constitution  in  the  courts  of  the  United  States ;  and 
consequently,  had  the  court  attempted  to  perform  the  duties 
assigned  by  the  act,  it  would  have  proceeded  mthaut  consti- 
tational  autihority.  The  Circuit  Court  for  the  district  of  North 
Carolina,  consisting  of  Mr.  Justice  Iredell  of  the  Supreme 
Court,  and  Judge  SUgrecmes^  the  district  judge,  came  to  a  sim- 
ilar conclusion,  which  they  maintained  in  a  very  elaborate  ar- 
gument   {HayfrnmCB  oaae^  2  DaU.  410  to  414,  note.) 

The  Board,  therefore,  created  by  the  18th  section  of  this  act, 
18  not  a  court  It  is  no  part  of,  nor  in  any  manner  connected 
with,  the  judiciary.  It  constitutes  no  portion  of  the  judicial 
Immch  or  department  of  the  government;  its  powers  and  do- 
tiee  are  not  within  the  judicial  powers  of  the  government 

Mr.  Seward — ^What  do  you  say  of  courts  martial  ?  Ai» 
not  they  courts  authorized  by  the  Constitution? 

Mr.  Stevens — I  say  courts  martial  are  part  and  portion  of 
the  war  and  navy  departments,  having  no  connecticm  what- 
ever with  the  judiciary ;  they  are  not  mentioned  in  the  Con- 
ttitation,  and  are  only  authorized  by  implication,  as  being 
necessary  incidents  to  the  power  given  to  Congress  by  article 
one,  section  eight,  to  raise  and  support  armies,  and  to  provide 
and  maintain  a  navy. 

Ibis  Board  is  a  Board  of  Commissioners,  with  special  and 
limited  jurisdiction  and  powers.  It  is  an  inferior  jurisdiction, 
not  proceeding  according  to  the  common  law.  Such  a  tribu- 
nal acquires  no  jurisdiction,  unless  every  preliminary  step  is 
taken  in  tihe  manner,  and  by  the  person,  prescribed  by  the 
statute.  {Jones  v.  Reed^  1  Johnson^s  Cases^  20 ;  Smith  v.  Bovr 
Mer,  cited  in  2  WUson,  885.) 

The  preliminary  jurisdictional  facts,  required  by  the  18th 
•eetion  of  this  act,  to  authorise  the  Board  to  act  at  all  upon 
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the  appKcation  are :  let,  The  patentee  must  make  applicaticm 
to  the  Commifisioiier  of  Patents,  for  the  renewal.  2d,  The  ap- 
plication mnst  be  in  loritmg.  3rd,  The  sum  required  mast  ie 
paid.  4th,  The  Commiflsioner  laust  publish  notice^  aa  reqniiv 
ed.  5th,  The  patentee  must  famish  to  the  Board  a  statemerU 
in  writing  wider  oath  of  the  aaoertamed  value  of  the  iwoei^ 

If  any  of  these  steps  are  omitted,  the  Board  acquires  no  jn* 
risdiction  to  act  upon  the  application.  The  power  must  be 
•trictlj  pursued ;  nothing  is  to  be  taken  by  implication.  Now, 
ia  there  any  more  authority  given  by  this  section  to  the  Board 
to  entertain  and  act  upon  the  application  of  an  executor  or 
administrator  of  the  patentee,  than  upon  the  application  <^  the 
heir,  or  assignee,  or  devisee  of  the  patentee?  Can  the  appli- 
cation be  made  by  a  different  person  than  the  one  designated 
by  the  statute  t  Can  any  application,  except  one  in  writifn^ 
give  jurisdiction?  Can  the  publication  of  notice,  or  the  state- 
ment of  ^Q  patentee  in  writing^  %mder  oath^  of  the  ascertained 
value  of  the  invention,  as  required  by  the  statute,  be  dispensed 
with?  Has  the  board  any  such  dispensing  power?  If  the 
board  can  dispense  with  any  one  of  these  requisites,  it  nuiy 
dispense  with  the  whole. 

The  statute  securing  to  authoro  an  exclusive  right  in  thdr 
works,  is  authorized  by  the  same  clause  of  the  Constitution, 
and  is  very  analogous  in  principle  to  the  act  now  under  eoBc 
aideration.  In  regard  to  that  act,  the  Supreme  Court  held,  in 
the  case  of  Wheatm  v.  Peters^  (8  Peters  591,  664,)  that  no 
requirement  of  the  statute,  whether  important  or  unimportanii 
oould  be  dispensed  with ;  and  that  if  any  one  of  the  provisions 
oi  the  statute,  however  unimportant  the  court  might  deem  it, 
were  not  strictly  complied  with,  the  author  acquired  no  title 
to  an  exclusive  right  in  his  book.  The  same  doctrine  was  held 
by  Mr.  Justice  Washmgton^  in  the  case  of  Ewer  v.  Coxe^  (4 
Wash,  a  C.  R.  487.) 

The  case  of  G-ramt  v.  BaymoncL,  (6  Peters^  218,)  is  relied 
upon  as  authority  for  the  latitude  of  construction  contended 
for  by  the  plaintiff.    I  confess  I  am  unable  to  see  the  least 
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ttMlogy  between  the  principle  decided  in  that  c&se,  and  that 
contended  for  in  this.  The  main  question  presented  in  that 
case  was  whether  the  law  of  1793  authorized  the  Secretary  <^ 
State  to  issue  a  yalid  patent  to  an  inventor,  after  he  had  issued 
a  void  one,  in  a  case  where  no  fault  or  blame  was  imputable 
to  the  inventor.  The  Court,  after  much  hesitation,  and  not 
without  doubt,  came  to  the  conclusion  that  the  issuing  of  a 
▼oid  patent  did  not  exhaust  ihe  power  of  the  Secretary  of 
State  under  that  act,  and  that  he  could  issue  a  valid  patent 
for  that  portion  of  the  fourteen  years  Ihen  unexpired.  ThiA 
was,  doubtless,  correct;  all  the  requirements  of  the  statute 
were  complied  with ;  a  void  pat^at  was  issued ;  that  was  no 
patent ;  so  that  the  case,  in  legal  effect,  stood  as  though  no 
patent  had  before  been  issued,  although  the  application  in  due 
form  had  been  made  by  the  inventor  several  years  before. 

Fourth.  The  fourth  proposition  under  my  third  point  is, 
that  the  provision  in  the  18th  section  for  the  renewal  of  a 
patent  is,  as  to  patents  issued  before  the  passage  of  that  act,  a 
gratuity  to  the  patentee,  in  den^tion  of  the  rights  to  which 
every  other  citizen  would  be  entitled  upon  the  expiration  of 
the  fiiBt  patent  Such  an  act  ought  not  to  be  extended  by 
construction  beyond  its  express  terms. 

All  grants  from  the  government  are  construed  strictly 
against  the  grantee.  In  liiis  respect  the  rule  of  construction 
is  different  from  that  which  is  applied  to  grants  between  indi* 
viduals.  But  between  individuals,  a  grant  which  is  a  gratu* 
ity — a  deed  of  gift — is  always  construed  strictly  against  the 
donee.  The  donor  is  never  presumed  to  have  given,  or  to 
have  intended  to  give  anything  that  is  not  expressly  mention- 
ed, or  to  a  person  not  expressly  named  in  the  deed.  In  relsr 
tion  to  public  grants,  by  act  of  the  legislature,  Mr.  Chief  Jus- 
tice Taney y  in  the  case  of  OJuvrles  River  Bridge  v.  Wanrevi 
Bridge^  says — the  rule  is  weU  settled,  that,  in  grants  by  the 
public,  the  grantee  can  claim  nothing  that  is  not  clearly  given ; 
nothing  passes  by  implication.  (11  Peters^  420,  544  to  646.) 
This  rule  should  be  applied  with  the  utmost  strictness  to  a 
grant  that  is  a  mere  gratuity. 
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It  cannot  be  denied  that  so  fiar  as  the  18th  section  of  the 
act  in  question  authorizes  the  extension  of  a  patent  issued  be- 
fore the  passage  of  that  act,  it  is  a  mere  gratuity  to  the  pat- 
entee. The  patentee  had,  in  such  case,  received  all  that  the 
government  had  agreed  to  give,  and  all  he  had  a  right  to  ex- 
pect as  a  reward  for  his  invention ;  an  act  authorizing  such  a 
patent  to  be  extended  for  seven  years  longer,  is  a  grant  of  a 
monopoly  in  derogation  of  the  rights  of  the  public,  without 
consideration.  It  is,  therefore,  submitted  that  such  a  gift  ought 
not  to  be  construed  to  extend  beyond  the  party  expressly 
named,  nor  should  it  take  effect  at  all,  but  upon  a  strict  and 
literal  compliance  with  the  conditions  required  by  the  act. 

n.  The  second  question  presented  is,  whether  by  force  and 
operation  of  the  18th  section  of  the  act  of  July  4th,  1836,  en- 
titled '^  an  act  to  promote  the  progress  of  the  useful  arts,  &c," 
the  extension  granted  to  William  W.  Woodworth  as  adminis- 
trator, on  the  16th  day  of  November,  1842,  enured  to  the 
benefit  of  assignees  under  the  original  patent  granted  to  Wil- 
liam Woodworth  on  the  27th  day  of  December,  1828 ;  or 
whether  said  extension  enured  to  the  benefit  of  die  adminis- 
trator only  in  his  said  capacity. 

So  &r  as  it  regards  the  particular  case  now  under  argument, 
this  question  will  be  wholly  out  of  the  case  if  the  defendants 
prevail  on  the  first  question ;  because  if  the  court  shall  be  of 
opinion,  that  the  act  does  not  authorize  an  extension  of  a  pa- 
tent in  favor  of  the  personal  representatives  of  a  patentee,  then 
the  extension  of  this  patent  is  wholly  void  and  can  enure  to 
the  benefit  of  no  person.  It  will  be  necessary,  therefore,  to 
discuss  this  question  on  the  supposition  that  the  extension  of 
this  ]>atent  in  favor  of  the  administrator  of  the  patentee  is 
valid ;  or,  (which  will  render  it  still  more  simple,)  to  assume, 
for  the  purpose  of  the  argument,  that  the  renewal  or  extension 
of  this  patent  was  obtained  upon  the  application  of  the 
patentee  himsel£  Kthe  18th  section  of  this  act  does  author^ 
ize  the  extension  of  a  patent  in  &vor  of  the  administrator  of 
a  deceased  patentee,  such  administrator  can  have  no  greater 


OCftOBKB  TKRll,  1849.  108 

interest  in,  or  more  extensive  right  to  the  benefits  of  such  ex- 
toDfiiiMi,  than  the  patentee  himself  would  have  had,  had  he 
lived  and  obtained  the  extension  or  renewal  himself.  The 
simple  abstract  question  then,  (to  pursue  the  words  of  the 
statute,)  is,  does  ^'  the  benefit  of  such  renewal  extend  to  as- 
signees and  grantees"  of  the  original  patentee  ?  It  is  respect- 
fully submitted  that  it  does. 

1.  Such  is  the  plain  sense  and  import  of  the  last  clause  of 
the  18th  section. 

2.  Any  other  constmction  of  that  section  would  render  it 
unjust  and  invalid,  as  to  those  assignees  and  grantees  of  the 
<Higinal  patentee,  who  had  purchased  their  rights  and  obtained 
their  grants  or  assignments  prior  to  the  passage  of  the  act 

1.  The  clause  of  the  18th  section,  upon  the  interpretation 
of  which  this  question  depends,  is  in  these  words :  ^'  and  the 
hen^  qfstioh  renewal  ehall  extend  to  aesiffnees  and  grantees 
cfthe  right  to  use  the  thvng  jxUented^  to  the  extent  of  theM"  re- 
spectdme  interest  therein^  The  alleged  obscurity  of  this  clause 
does  not  arise  from  the  language  used  by  the  framers  of  the 
act,  but  fix>m  an  attempt  by  construction  and  interpretation, 
to  give  that  language  a  meaning  different  fix>m  the  plain  im- 
port of  the  words  used.  Our  adversaries  contend  that  the 
word  ^^  therein,"  refers  to  the  extended  term,  and  gives  the 
same  meaning  to  the  dause  as  if  it  read  ''  to  the  extent  of 
their  respective  interest"  in  such  renewed  or  extended  term 
ef  the  patent.  Therefore,  if  the  assignment  does  not  extend 
to  and  embrace  the  renewed  term,  or,  in  other  words,  if  it  is 
not  an  assignment  in  terms  for  the  new  term  for  which  the 
patent  may  be  extended,  the  assignee  has  not  only  no  benefit 
of  the  renewal,  but  will  be  precluded  by  the  renewal  from 
using  the  thing  patented  during  the  renewed  term.  If  I  may 
be  permitted  to  borrow  a  phrase  from  my  learned  adversary, 
I  would  say  that  '^  the  most  accomplished  casuist  would  fail" 
to  furnish  anything  like  a  plausible  aignment  in  &vor  of  this 
eonstroction.  It  is  diametrically  opposed  to  the  intention  of 
Ihe  legislature  as  clearly  manifested  by  the  language  used  to 
express  that  intention.    Besides,  such  an  interpretation  would 
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violiste  one  of  the  best  establtslied  ndee  of  cootrtniction,  hf 
ntuderiog  the  whok  dause  entirely  nngatoiy  end  utorly 
OBelesB.  Every  statute  should,  if  posBible,  be  so  construed 
ihat  every  dauae,  s^itence  and  word  shall  hare  fall  ^eGt» 
{Ihoa/rris  on  SMuteSy  703.)  An  assignee  or  grantee  of  ar^- 
n&wed  term^  would,  by  virtae  of  his  grant,  be  entitled  to  all 
the  benefit  of  such  renewed  or  extended  term,  without  this 
dause  in  the  statute. 

It  is,  indeed,  contended,  that  even  a  specific,  absolute  grant 
of  the  extended  term,  before  the  exten^n  was  obtained, 
would  not  vest  in  the  grantee  the  legal  title  to  such  extended 
term,  after  it  should  be  obtained,  without  dliis  claose  in  tiie 
statute ;  and  that  without  that  dause,  such  a  grantee  would  be 
obliged  to  resort  to  a  court  of  equity  to  compel  the  patentee 
to  convey  the  title  to  the  extended  term  after  he  had  obtained 
Ahe  extension  of  his  patent.  This  position  is  attempted  to  be 
sustained  upon  an  alleged  principle  of  law,  that  it  was  not 
in  the  power  of  a  patentee  before  the  passage  <^  this  act,  by 
any  form  of  grant,  assurance  or  covenant,  to  convey  the  legal 
title  to  an  extended  term  of  his  patent  wludi  he  might  there- 
after obtain ;  and  that  before  the  extension,  it  was  not  a  rig)^ 
or  prc^rty  capable  of  being  so  transferred,  as  that  the  legal 
title  to  it  would  vest  in,  or  enure  by  force  of  the  conveyance  to 
the  benefit  of  the  vendee.  The  Court,  I  think,  cannot  fiiil  to 
be  struck  witii  the  harmony  and  consistency  of  this  alignment, 
with  that  urged  by  the  learned  gentieman  upon  the  first 
question  presented  by  this  record,  to  prove  that  this  possibility 
of  an  extension  or  renewal  of  a  patent,  was  soch  a  right  or 
property  as  would  vest  in  the  personal  representatives  of  a 
pat^tee  at  his  death.  But  is  this  aiigument  sound,  or  even 
pkosiUe,  upon  the  ground  assumed  by  the  counsel  i  Why 
would  not  the  legal  title  of  the  renewed  term  vest  in  the 
grantee  by  virtue  of  the  grant,  if  it  contained  the  necessary 
words  to  effect  that  object?  The  only  reason  that  has  been, 
or  can  be  argued,  is  that  fix)m  the  nature  of  such  contem- 
plated future  interest  or  ri^t,  any  grant,  or  conveyance  of  it, 
most,  notwithstanding  any  possible  covenants  of  warranty  or 
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farther  aaBuanoe/necessarilj  be  deemed  an  execotofj,  and 
Bot  aa  executed  contract.  Now,  can  it  be  contended  that  the 
inleBt,  abject  and  purpose  of  thk  daoBe^in  the  18th  section  of 
this  act,  was  simply  to  convert  an  executory  into  an  executed 
eontract  2  Goold  any  object  or  purpose,  more  foreign  firom 
the  sense  conveyed  by  the  words  used  in  the  clause,  be  imag^ 
medl  This  elfect  is  attempted  to  be  giv^i  to  the'  statute 
wider  the  name  dl  C(m9tT%LCition.  Noliiing  of  the  kind  is  to  be 
ibund  in  its  language.  The  Ciourt  is  asked  to  intend,  indepen- 
dently, I  may  say  with  truth,  in  defiance  of  the  language,  that 
such  was  the  subtle,  metaphysical  intent  of  Oongress,  and  that 
the  words  used  eaepress  such  intent. 

But  tiie  proposition  of  the  learned  counsel,  that  no  form  of 
conveyance  of  such  ext^ded  term,  before  it  was  obtained, 
could  operate  so  as  to  vest  the  legal  title  thereto  in  the  gran- 
tee after  it  is  obtained,  is  wholly  unsound.  Suppose  a  pa- 
tentee had,  prior  to  1836,granted  by  deed  his  entire  ri^t  and 
tide  to  his  patent,  and  aU  the  benefit  secured  thereby,  and  all 
that  he  might  theieafter  acquire  in  a  certain  specified  territory, 
and  had  covenanted  in  the  conveyance,  that  in  case  the  patent 
should  in  any  manner  be  renewed,  extended  or  prolonged,  all 
the  right  and  title  to  such  renewed,  extended  or  prolonged 
term  of  sudi  patent,  and  all  Hie  b^iefits  thereof,  should  aiure 
to,  and  vest  in,  the  giantee,  to  the  extent  of  his  territory ; 
after  which  an  act  should  be  passed  similar  to  what  the  18th 
seetion  of  the  patent  act  would  be,  excluding  the  clause  in 
question,  under  which  the  patentee  should  obtain  an  exten- 
sion of  his  patent  for  seven  years.  C!ouId  the  patentee,  in  di- 
rect opposition  to  the  covenants  in  his  grant,  maintain  a  suit 
at  law  against  his  grantee,  for  using  or  vending  Hie  tiling  par 
tented  within  his  t^ritoiy,  after  the  conunencement  of  the 
renewed  term  ?  Would  tiie  grantee  be  driven  to  a  court  of 
equity  for  relief  in  such  a  case  f  Could  the  patentee  in  any 
manner,  by  the  judgment  of  any  court  governed  by  the  rules 
of  law  or  equity,  deprive  his  grantee  of  the  benefit  of  the 
renewed  term  f  Certainly  a  court  of  equity  would  not  sanc- 
tion any  such  attempt    Then  suppose  he  brings  his  action  at 
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law  agaiDBt  his  grantee,  for  a  violation  of  the  patent  during 
the  extended  term,  would  not  that  covenant  of  the  patentee  be 
a  conclusive  defence  to  such  an  action  ?  How  oould  it  be  oth- 
erwise ?  Would  such  subsequent  law  of  Congress  cancel  or 
annul  such  a  contract,  or  so  &r  affect  it,  as  to  make  a  resort  to 
equity  by  die  grantee  necessary  for  his  relief?  Congress  has 
no  power  to  pass  a  law  that  would  so  affect  existing  contracts. 

At  the  time  the  act  of  1836  was  passed,  there  was  no  stat- 
ute or  law  authorizing  an  extension,  renewal  or  prolongation 
of  a  patent,  beyond  the  original  term  of  fourteen  years.  When, 
therefore,  Congress  made  the  provision  that  the  benefit  of  such 
renewal  should  extend  to  assignees  and  grantees,  could  they 
have  meant  assignees  and  grantees  of  the  renewed  term  ?  Is 
it  at  all  consistent  with  sound  reasoning,  to  suppose  that  Con- 
gress, by  the  teims  assignees  and  grantees,  meant  assignees 
and  grantees  of  a  future  possible  interest  in  the  patent,  after 
the  expiration  of  the  original  term ;  assignees  and  grantees 
who,  as  the  counsel  claiming  this  construction  insists,  could  not) 
from  the  nature  of  things,  have  any  existence;  and  when,  in 
fact,  such  an  assignment  or  attempt  at  such  an  assignment, 
was  extremely  rare ;  while  on  the  other  hand,  assignments 
and  grants,  and  assignees  and  grantees  of  the  original  patent, 
or  of  some  interest  therein,  were  as  common  as  the  patents 
themselves  i  These,  I  submit,  are  insuperable  objections  to  the 
construction  of  the  clause  in  question,  contended  for  on  the 
part  of  the  plaintiff,  while  the  construction  claimed  by  us,  fol- 
lows from  the  grammatical  construction  and  meaning  of  the 
words  in  which  the  clause  is  expressed. 

The  term  "  thereirC^  obviously  refers  to  the  phrase,  "  the 
thing  paterded^^^  so  that  if  all  t^at  is  grammatically  understood, 
were  expressed,  the  clause  would  read  thus:  ^^and  the  benefit 
of  such  renewal  shall  extend  to  assignees  and  grantees  of  the 
right  to  use  the  thing  patented,  to  the  extent  of  their  respect- 
ive interest"  in  the  thing  patmtcd.  The  word  "  therein^'^y  as 
used  in  the  clause,  is  a  relative  term,  and  is  used  to  obviate, 
the  repetition  of  the  phrase,  in  the  thing  patented.  This,  I 
submit,  is  the  plain  grammatical  construction  of  the  sentence. 
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What,  then,  is  the  thing  patented?  Ciesjij  the  exohmve  right 
to  make^  vend  amd  tue  the  thing  im^ented  or  discovered.  J£j 
as  in  this  case,  the  invention  consists  in  the  disoorery  of  a  mar 
chine,  the  thing  seemed  by  the  patent,  and  consequently  the 
thing  patented,  is  not  the  machine  iteelf,  bnt  the  exduevve  right 
tomakey  vend  and  use  that  machine.  An  assignment  or  grant 
by  the  patentee  of  the  whole  of  such  exclusive  right,  for  a 
specified  territoiy,  vests  in  such  assignee  or  grantee  all  the 
right  and  property  of  the  patentee,  in  and  to  such  exclusive 
ri^t,  to  the  extent  of  such  territory.  The  extent  of  the  intei^ 
est  of  such  assignee  or  grantee  is  limited  by  the  territory  to 
which  the  grant  or  assignment  is  confined.  Therefore,  the 
extent  of  the  interest  of  such  assignee  or  grantee  in  the  thing 
patented,  to  which  the  benefit  of  such  renewal  extends,  is  the 
extent  of  the  territory,  in  and  over  which  he  has,  by  the  terms 
ol  his  assignment  or  grant,  such  exclusive  right. 

It  is  insisted,  that  the  word  '^  eoetent^^^  used  in  the  clause, 
applies  to  duration  of  interest  as  well  as  to  extent  of  territory. 
Metaphorically  or  poetically,  the  word  extent  is  sometimes 
used  to  express  duration ;  but  it  is  never  so  used  in  a  profes- 
sional sense  or  in  common  parlance.  The  term  used  by  prop- 
erty lawyers  and  conveyancers,  to  express  the  duration  of  in- 
terest in  an  estate,  is  quaaitity.  ^'The  term  for  which  the 
li^t  of  enjoyment  is  to  continue,  forms  the  qyuxrvtity  of  the 
estate.^'*  (1  Preston  on  JEstateSj  21.)  No  writer  on  property 
has  ever  used  the  word  extent,  or  extent  of  interest,  to  desig- 
nate the  time  of  enjoyment.  In  common  parlance,  the  word 
extent  is  rarely,  if  ever,  used  to  denote  duration.  Extent  of 
one's  interest  or  property  in  a  town — extent  of  one's  planta- 
tion or  ferm — extent  of  dominion-— extent  of  a  road  or  river — 
designate  space  and  not  time.  If  any  person  were  to  enquire 
as  to  the  extent  of  the  interest  of  a  grantee  or  assignee  in  a 
patent,  every  one  would  understand  the  inquiry  to  be,  whether 
the  grant  or  assignment  was  of  the  whole  patent,  or  of  a  part, 
and  of  what  part.  No  one  would  understand  such  an  inqidiy 
to  relate  to  the  duration  of  the  interest. 

No  definition  signifying  duration,  is  given  to  the  word  ex- 
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Unt^  by  &e  best  lexicc^rapherB.  Walker  defines  it  to  mean-*— 
'*  epaoe  or  degree  to  which  a  thing  is  stretdied."  Johneon^^ 
'^^paceor  degree  to  which  a  thing  ie  extended*^^  WSbeter^  (first 
octavo  edition,)  defines  it  thus:  ^^1«^  tpiUie  at  degree  t0 
%ohioh  a  thzTig  is  extended;  hence  compass,  bulk,  size;  as,  a 
great  extent  of  country,  or  of  body;  2d)  length;  as,  an  extent 
of  line;  3d,  communication,  distribution;  4th,  in  law;  a 
writ  of  execution,  or  eoBtendi  fadae?^  It  is  not  to  be  pre* 
sumed,  at  least  it  is  not  a  legal  presumptioQ,  that  CSongress,  in 
penning  or  framing  this  clause  of  tiie  act,  used  any  of  the  wordfl 
employed  for  that  purpose,  in  any  odier  than  their  ordinaiy 


Hie  18th  section  also  declares,  that  upon  the  patent  being 
to  renewed,  ^^th^  saidpatent  shaU  hme  the  same  effeot  in  law^ 
ae  though  it  had  heen,  origmaUy  gr<mtedforthe  term  oftfu>emr 
ty-one  yea/rsP  Is  there  anything  in  this  language  which  author- 
izes, or  in  the  least  d^ree  countenances  the  construction  given 
it  by  the  counsel  for  the  plaintiff,  that  tiie  renewed  patent  shall 
only  have  this  effect  quoad  the  patentee?  dan  a  sentence  ez- 
pr^sed  in  such  clear  and  unequivocal  terms,  be  thus  curtailed 
and  restricted  by  any  known  rule  of  int^retation  t  I  insist, 
not.  The  patent,  when  renewed,  is  to  have  the  same  effect  in 
law,  in  eiU  reepecte^  and  to  every  intent  andpurpoeej  as  though 
it  had,  in  the  first  instance,  been  issued  for  twenty-one  years. 
By  the  express  terms  of  the  act,  the  renewal,  by  relation,  makes 
it  a  patent  for  twenty-one  years  ab  origine.  One  of  the  neces- 
sary effects  in  law  of  this  is,  Uiat  an  assignment  of  all  the 
patentee's  interest  in  the  patent,  in  any  specified  territory, 
would  vest  in  the  assignee  the  whole  right  to  the  patent  for 
tiiat  territory,  for  the  twenty^ne  years. 

%  The  construction  contended  for  by  flie  counsel  for  the 
plaintiff,  would,  if  adopted,  render  the  law  unjust  and  invalid 
as  to  those  assignees  and  grantees  who  had  purchased  their 
rights  and  obtained  tiieir  grants  or  assignments,  prior  to  the 
passage  of  the  act  of  1886.  Such  assignees  and  grantees,  hy 
virtue  of  their  grants^  acquired  the  right,  as  liie  law  then  stood, 
to  use  the  thing  patented  in  the  manner  specified  in  their 
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gimatB  or  aaBigmnents,  not  only  during  the  continuance  of  the 
wiginal  patent,  bat  for  all  time  to  come ;  an  exclnsiye  right, 
dnring  the  existence  of  the  patent,  and  a  right  in  common 
with  other  perBonB  after  the  expiration  of  the  monopoly.  Snoh, 
we  have  a  right  to  assume,  was  their  jnst  expectation,  which 
entered  into  the  inducement  to  purchase,  and  which  constitu* 
ted  a  portion  of  the  consideration  for  the  price  paid  for  the 
grant.  No  man  would  give  so  much  for  a  business  of  any 
kind,  which  he  might  by  law  be  compelled  to  relinquish  in 
limrteen  years,  as  he  would  if  it  could  be  continued  at  his 
pleasure.  True,  he  would  have  no  exduHve  right  after  the 
expiration  of  the  monopoly,  but  he  neyertheless  knew  that  at 
ter  the  expiration  of  the  patent,  he  would  have  a  common 
ri^t,  and  would  hare  the  benefit  of  being  in  the  market,  with 
every  necessary  material  and  structure,  to  carry  on  the  busi- 
ness. This  to  start  with,  at  the  expiration  of  the  monopoly, 
would  be  no  inconsiderable  advantage ;  an  advantage  valua- 
ble in  itself,  to  which  he  would  be  legally  entitled,  from  hav- 
ing purchased  and  paid  a  valuable  consideration  for  the  right 
rf  placing  hunself  in  that  position.  The  bare  making  of  the 
thing  patented,  during  the  existence  of  the  patent,  ready  to  be 
used,  would  be  a  violation  of  the  patent.  No  person  but  the 
patentee,  or  those  deriving  the  right  from  him,  could  do  so, 
with  impunity.  This  advantage,  independent  of  the  large 
torn  that  must  necessarily  be  invested  in  the  business  at  the 
expiration  of  the  patent,  is  a  property — a  right — ^vested  in  the 
assignee  or  grantee,  by  virtue  of  his  grant,  which  Congress  has 
BO  power  to  impair,  much  less  to  take  fi^m  him  and  bestow 
upon  his  grcmtor.  A  law  which  would  impair,  or  take  from  a 
grantee  rights,  thus  lawfolly  acquired,  for  the  benefit  of  the 
grantor,  would  be  unjust  and  invalid.  (  Wilkinson  v.  LeUmd^ 
a  Petow,  637,  667,  658.) 

The  grantor^  or  his  heirs  or  representatives,  have  no  right 
to  do,  or  omit  to  do  any  act,  which  would  impair  or  injuriously 
affect  any  part  or  portion  of  the  rights  thus  granted  by  him, 
and  no  such  right  could  be  vested  in  him,  or  his  heirs  or  per- 
sonal representatives,  by  any  subsequent  law.    The  fourth  see* 
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tion  of  the  act  of  1798,  under  and  hj  virtae  of  which  the 
aesignees  and  grantees  of  the  patent  in  question  acquired  their 
rights,  declares :  '*•  that  it  shall  be  lawM  for  any  inventor,  his 
executor  or  administrator  to  assign  the  title  and  interest  in 
the  said  invention,  at  any  time,  and  the  assignee  having  re- 
corded the  said  assignment,  in  the  office  of  the  Secretary  of 
State,  shall  thereafter  stcmd  in  the  place  of  the  original  in- 
ventor^ both  as  torigktamd  responsibUiiy^  and  so  the  assignees 
of  assigns,  to  any  degree.^' 

By  what  rule  of  construction,  can  the  word  '^  therecftev^  be 
held  to  mean  any  limited  period  I  By  the  plain  meaning  of  the 
language  used,  the  assignee,  to  the  extent  of  the  right  acquired 
by  his  assignment,  is  to  all  intents  and  purposes,  and  for  all  time, 
put  in  the  place  of  the  inventor,  both  as  to  right  and  responsi- 
bility. And  yet  the  construction  contended  for  by  our  adver* 
saries,  would  require  the  word  "  thereafter^^  to  be  expunged 
from  the  section,  and  the  words  ^^  dmrvng  the  existenoe  of  the 
patenff^  substituted  in  its  place. 

In  the  case  of  Herbert  v.  Adama^  (4  Mason^  15,)  it  was  held 
that  an  inventor  who  had  assigned  his  invention,  and  after- 
wards took  out  a  patent  for  it,  could  not  maintain  an  action 
jor  an  infringement  of  the  patent.  Mr.  Justice  Story  said, 
that  the  patentee  was  estopped  from  claiming  any  right  ad- 
verse to  the  assignee ;  that,  although  the  assignment  was  made 
before  the  patent  was  obtained,  yet  the  assignee,  by  force  of 
the  4:th  section  of  the  act  of  1793,  stood  in  the  place  of  the  in- 
ventor, both  as  to  right  and  responsibility ;  and  that  the  patent 
obtained  by  the  inventor  subsequent  to  his  assignment,  enured 
to  the  benefit  of  his  assignee.  Kow,  I  ask,  could  Congress 
pass  any  law  which  could,  or  would,  at  any  period  of  time, 
re-invest  in  the  inventor  any  right  to  such  invention,  without 
the  consent  of,  and  hostile  to  his  assignee  i  And  more  especially, 
if  Congress  should  pass  any  law  on  the  subject  whidi  did  not, 
in  the  most  explicit  terms,  declare  sudi  to  be  its  object,  would 
this  Court,  by  construction,  give  it  that  effect? 

By  the  7th  section  of  the  act  of  1889,  it  is  enacted  thai 
every  person  who  has  or  shall  have  purchased  or  constructed 
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anj  newly  inveated  machine,  &c.,  prior  to  the  application  by 
the  inyentor  or  discoverer  for  a  patent,  shall  be  held  to  pos- 
8083  the  right  to  use  and  vend  to  others  to  be  nsed,  the  ma* 
chine,  &c.,  so  made  or  purchased,  without  liability  therefor, 
Ac.,  but  that  the  patent  for  such  invention,  if  obtained  within 
two  years,  shall  not  be  held  to  be  void  by  reason  of  such  prior 
sale  or  use,  &c.  The  only  alteration  of  the  law,  made  by  this 
section,  is,  that  the  prior  use  or  sale  of  an  invention  shsdl  not 
reader  a  patent  subsequently  obtained  void,  unless  such  prior 
use,  purchase  or  sale  has  continued  for  more  than  two  years 
prior  to  the  application  for  the  patent.  In  the  case  of 
KcClurg  v.  Eingdand^  (1  Howard^  202,)  the  defendant 
had  used  the  invention  four  months  before  the  inventor  ap- 
plied for  his  patent ;  and  the  question  was,  whether  the  use 
of  the  invention  by  the  defendant  after  the  patent  was  ob- 
tained, rendered  him  liable  to  an  action  for  infringing  the 
patent  The  court  held  that  the  defendants  had  a  right  to 
continue  to  use  the  invention,  notwithstanding  the  patent, 
without  liability  to  the  patentee  or  his  assignee.  Kow,  sup- 
pose this  patentee  should  get  his  patent  renewed  or  extended 
under  the  18th  section  of  the  act  of  1836,  would  such  renewal 
give  him  any  better  or  greater  or  other  right,  than  he  had  by 
his  original  patent?  Would  persons  who  were  not  liable  to 
him  for  an  infringement  of  the  patent  before  it  was  extended, 
be  liable  for  the  same  or  similar  acts  of  infringement,  after  it 
was  extended } 

By  the  2d  section  of  the  act  of  the  3d  of  February,  1881, 
to  amend  the  several  acts  respecting  copy-rights,  an  autiiior  may 
renew  and  continue  his  copy-right  for  fourteen  years  after  the 
fint  term  of  twenty-eight  years.  Could  an  author,  who  Lad 
sold  the  original  copy-right  of  his  book  to  a  publisher,  acquire, 
by  a  renewal  of  such  copy-right,  any  right  to  prohibit  such 
publisher  from  publishing  or  selling  such  book  after  the  expi> 
ration  of  the  first  term  t  Suppose  the  work  were  so  extensive, 
and  the  publication  so  expensive,  that  the  publisher  should 
deem  it  advisable  to  publish  a  very  lai^  edition  in  the  first 
infftm^^^  a  laige  portion  of  which  (of  the  value  of  many  thoib' 
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Bands  of  doUarB)  should  remain  on  hand  at  the  expiration  of 
the  first  term  of  the  copy-iight.  Wonld  a  renewal  of  such 
copy-right  by  the  author,  entitle  iiim  to  prohibit  the  sale  of  the 
books  tiius  published  ?  Clearly,  sueh  an  interpretation  of  the 
second  section  of  that  act,  would  render  it  most  manifestly 
unjust,  and  such  a  construction  would  be  still  more  indefensi- 
ble, if  we  suppose  (to  make  the  case  more  analogous)  that  this 
second  section  had  been  enacted  after  the  publisher  had  pur- 
chased and  paid  for  the  original  copy-right.  A  retroactive 
effect,  injurious  to  existing  rights,  is  never  given  to  a  statute 
by  oanstrU'Ctiofi. 

The  very  able  and  conclusive  opinion  of  Chief  Justice  Ta- 
ney  upon  this  very  question,  in  the  case  of  Wilgon  v.  Turner^ 
at  the  Maryland  Circuit,  in  December  last,  (7  Zaw  Reporter^ 
527,)  divests  it  of  all  doubt.  After  stating  the  construction 
contended  for  by  the  plaintiff  in  that  case,  which  was  the  same 
as  that  now  insisted  upon,  the  learned  chief  justice  remarks : 
"  Now,  if  this  be  the  construction  of  the  act  of  Congress,  the 
provision  in  favor  of  assignees  and  grantees  would  seem  to  the 
court  to  be  useless  and  nugatory.  No  one,  we  think,  would 
suppose  that  the  grant  of  this  new  right  annulled  all  contractg 
made  under  the  old  one;  and  that  giving  to  the  patentee  an 
additional  term  of  seven  years,  would  deprive  purchasers  of 
the  right  which  they  had  acquired  in  the  original  term,  before 
the  ronewal  was  granted.  K  the  patentee  had  assigned  all  his 
right  in  a  particular  district  or  state,  for  and  during  the  whole 
fourteen  years,  or  even  for  a  shorter  period,  surely  that  con- 
tract would  continue  binding  upon,  him,  notwithstanding  he 
afterwards  procured  an  extension  of  his  patent,  and  Congress 
could  hardly  have  deemed  it  necessary  to  make  a  special  pro* 
vision  for  its  protection.  Certainly,  according  to  this  construc- 
tion, the  assignees  or  grantees  would  derive  no  advantage  from 
tibte  renewal.  Yet  the  law  clearly  intended  that  they  should 
share  in  liie  b^iefit  conferred  on  the  patentee,  and  have  some 
advantage  from  the  extension  of  the  patent  for  seven  years. 
For  it  provides,  in  express  terms,  that  the  henefit  of  the  renewal 
shall  extend  to  them ;  thus  using  a  word  which  shows  that  it 
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\  not  the  intention  of  the  legislature  merely  to  protect  in- 
terefltB  which  previonaly  existed  in  aesignees  and  grantees, 
but  to  give  them  a  sluure  in  the  benefit  ccmferred  on  the  pa- 
tentee by  the  renewal  of  the  patent  Moieoyer,  assignees  who 
bad  purchased  the  title  of  the  patentee  in  particular  states 
and  territories,  and  individuals  who  had  paid  for  the  right  to 
use  the  invention  during  the  original  period  of  the  monopoly, 
might  have  suJBered  serious  injustice  by  the  grant  of  a  new 
and  farther  term  to  the  patentee,  unless  they  also  were  embra- 
ced in  it,  and  they  would,  therefore,  very  naturally  and  prop* 
erly  be  the  objects  of  protection.  For,  in  cases  like  the  pres- 
ent, where  the  patent  was  issued  and  the  purchaser  obtained 
his  assignment  before  the  passage  of  the  act  of  1886,  both 
parties  must  have  understood  that  the  exclusive  right  of  the 
pataitee  for  its  whole  period  was  transferred,  and  that  at  the 
expiration  of  the  fourteen  years  the  assignee  would  have  the 
right  to*use  the  invention  without  interruption,  and  without 
paying  the  inventor  any  fiirther  compensation.  The  object  of 
the  dause  in  question  in  the  act  of  Congress,  is  to  preserve 
the  contract  in  the  sense  in  which  both  parties  understood  and 
intended  it  at  the  time  it  was  made,  and  to  secure  to  the  pur- 
chaser the  right  which  he  intended  to  buy,  and  supposed  he 
had  bought,  and  which  the  patentee  must  have  intended  to 
sell,  and,  at  the  time  of  the  contract,  must  have  supposed  he 
had  sold.  Indeed,  the  power  of  extension  given  by  the  act 
of  1836,  would  have  operated  most  unjustiy  upon  those  who 
had  purchased  the  right  to  use  a  patented  machine,  if  it  had 
not  been  accompanied  by  a  provision  for  their  protection. 
For,  relying  on  the  assurance  given  by  the  law,  as  it  stood 
when  the  contract  was  made,  that  they  had  purchased  for  the 
whole  period  of  the  monopoly,  and  that  they  might  lawfully 
continue  the  use  of  the  invention  after  the  expiration  of  the 
fourteen  years,  many  grantees,  after  having  obtained  the  as- 
signment or  grant  from  the  patentee,  had  undoubtedly  erected 
eostly  machinery,  and  encountered  expenses  which  they  would 
not  have  incurred,  if  they  had  supposed  it  would  be  in  the 
power  of  tiie  patentee  to  forbid  the  use  of  his  invention  aAer 
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the  term  limited  by  his  original  pfttent ;  and  if,  witJi  theae  ex- 
penses incnrred  and  arrangements  made  for  the  continued 
use  of  the  improvement,  Congress  had  passed  the  law  of  1886 
without  this  provision  in  &vor  of  assignees  and  grantees,  it 
wonld  have  enabled  the  patentee  to  deal  with  them  most  se- 
veidj  and  oppressively,  and  to  exact  firom  them  a  fiir  heavier 
stun  for  the  extended  term  of  seven  years,  than  they  wonld 
have  been  willing,  und^r  other  circnmstanoes,  to  have  given 
for  ike  original  term  of  fourteen."  After  Airther  illustrating 
and  demonstrating  the  correctnesB  of  this  construction,  and 
answering  the  argaments  niged  against  it,  the  learned  Obief 
Justice  concludes :  ^^  Besides,  the  words  of  the  law  appear  to 
us  to  admit  of  no  other  interpretation  than  the  one  we  haw 
given.  It  declares  that  the  hen^of  the  renewal  daaLU  extend 
to  assignees  and  grantees  of  the  thing  patented,  to  the  extent 
of  their  respective  interest  therein.  Kow,  what  ben^t  have 
they  in  the  renewal,  if  they  are  excluded  jGrom  the  use  of  the 
thing  patented  during  the  whole  of  the  renewed  term.  Ac- 
cording to  that  construction  of  the  law,  so  &r  firom  receiving 
a  benefit,  they  woukL  be  subject  to  loss ;  they  would  not  even 
enjoy  the  right  which  they  supposed  they  had  bought,  but 
would  be  compelled,  at  the  expiration  of  the  fourteen  years, 
to  stop  the  works  they  had  constructed,  at  whatever  loss  it 
might  occasion,  unless  the  patentee  gave  them  leave  to  pro- 
ceed. Yet  the  law,  in  plain  terms,  declares  that  they  are  to 
derive  an  advantage  from  the  extension,  and  that  the  benefit 
of  the  renewal  shall  extend  to  them  acccording  to  their  re- 
spective interests.  In  other  words,  it  means  to  provide  tliat 
assignees  and  grantees  shall  share  with  the  patentee  the  benefit 
0f  the  renewal,  according  to  the  interest  which  they  respect- 
ively acquired  in  the  thing  patented  withiu  particular  districts 
of  country,  or  for  their  own  individual  use." 

The  learned  counsel  for  the  plaintiff  has  urged,  as  an  an- 
swer to  this  argament,  that  there  are  many  inventions  which 
do  not  require  the  erection  of  costiy  machinery,  or  an  encoun- 
ter with  great  expense ;  and  he  instanced  an  invention  for 
MmiUning  colors,  in  whkh  case  the  loss  of  cnqpital  invested  in 
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mochinaiy,  must  at  most  be  very  trijOing.  I  will  not  say  that 
such  an  aigument  is  absurd,  but,  surely,  it  must  derive  its 
whole  force,  it  most  be  exdusiyely  indebted  for  whatever  ooa- 
aideration  it  may  oommand  or  receive,  wholly  and  entirely  ix> 
the  souroe  whence  it  emanated.  Whatisit?  The  gentleman 
contends  for  a  construction  of  this  act,  whidx  will  exclude  6om 
its  provisicNQiB  persons  expressly  included  in  its  language.  We 
ledst  this  ccmstruction,  and,  as  one  reason  against  it,  show  to 
the  Court  the  gross  injustice  it  must  inevitably  work  in  the 
case  pointed  out.  To  this  the  learned  counsel  answers :  Thene 
may  be  otker  cases  where  the  injustioe  would  not  be  so  great 
or  so  apparent.  If  the  oonstruotion  contended  for  by  the 
plaintiff  would  inevitably  work  injustice  in  a  single  case,  it 
demonstrates  such  construction  to  be  wrong,  notwithstanding 
th^«  may  be  other  cases  and  other  persons  that  would  not 
be  injuriously  affected  by  such  a  construction. 

It  has  also  been  uiged  that  any  citizen,  when  a  patent  is 
about  to  expire,  may  erect  costly  structures  and  machinery  lo 
use  the  invention  after  the  monopoly  shall  have  expired ;  and 
the  question  is  asked :  Why  should  not  Congress  ccmsider  his 
case  as  fiivorably  as  that  of  the  assignee!  I  suppose  the  dif- 
ference between  the  case  of  an  assignee  who  has  purchased 
and  paid  the  patentee  for  the  right  to  make,  use  and  vend  the 
invention,  and  who  has  invested  his  capital  in  that  businei^ 
under  a  just  and  lawful  expectation,  which  entered  into  the 
inducement  to  purchase,  that  he  would  have  a  right  to  c(mtin- 
ue  in  the  business  after  the  monopoly  expired,  and  a  person 
who,  without  such  right,  should  invest  his  capital  in  the  same 
business,  is  too  obvious  to  require  illustration. 

K  the  interpretation  of  the  plaintiff's  counsel  is  adopted,  it 
must  inevitably  deprive  purchasers  of  the  patented  article  for 
Bale  or  for  use,  as  well  as  assignees  or  grantees  of  the  patent, 
of  the  rigjhi;  to  vend  or  use  the  article  purchased.  Take  the  ar- 
ticle of  a  stove  for  instance,  an  article  of  prime  necessity,  and 
for  which  hundreds  of  different  patents  have  been  obtained. 
Suppose  a  patentee,  shortly  before  the  expiration  of  his  patent, 
diouid  sell  to  a  stove-dealer,  a  quantity  of  the  patented  stoves, 
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or  should  sell  a  single  stove  to  a  person  for  his  own  use.  The 
renewal  of  the  patent  would  authorize  the  patentee  to  prohibit 
the  sale  in  the  one  case,  or  the  use  of  the  stove  in  the  other,  after 
the  expiration  of  the  original  patent  Any  person  who  maj 
have  purchased  the  patented  article  from  the  patentee,  his  aa- 
signee  or  agent,  the  day  before  the  expiration  of  the  original 
patent,  be  it  ever  so  expensive,  may  the  next  day  be  prohib- 
ited from  nsing  it.  A  mere  purchaser  of  the  patented  article 
for  any  purpose,  cannot,  peihaps,  be  deemed  to  be  an  assignee 
or  grantee  of  the  patent,  or  of  any  intact  in  it,  or  of  any  right 
secured  by  it,  and  is,  therefore,  not  within  the  words  of  the 
clause  extendmg  the  benefit  of  the  renewal  to  grantees  and  as- 
signees. But  can  it  be  supposed  that  Congress  ever  dreamed, 
much  less  intended,  to  give  a  patentee,  under  any  circumstan* 
ces,  the  right  to  prohibit  the  use  of  the  patented  article  which 
had  been  sold  by  him,  or  by  his  authority  ?  Can  it  be  main- 
tained for  a  moment,  that  such  would  be  the  effect  of  the  18th 
section,  even  if  the  clause  in  question  had  not  been  inserted 
in  it  i  The  term  ^^to  use"  is  employed  in  the  clause  in  ques- 
tion, in  its  most  extensive  sense,  as  it  is  in  common  parlance. 
^^  I%e  right  to  use  the  thing  patentecT  means  the  right  to  make 
any  use  of  the  thing  patented,  of  which  it  is  susceptible,  and 
which  is  cmthorized  hy  the  grcmt  or  assignment.  J£  the  giant 
be  only  to  make  and  sell  the  thing  patented,  the  only  tise  the 
grantee  can  make  of  the  invention,  is  to  make  and  sell  the  ar- 
ticle invented.  K  the  grant  be  of  all  the  patentee's  right  to 
the  invention  within  a  specified  territory,  then  the  grantee  can 
make  any  use  of  it  which  the  patentee  himself  could.  The 
verb  to  use^  in  its  general  signification,  means  any  employ- 
ment or  disposition  of  a  thing.  Loaning  money,  or  purchasing 
property  with  it,  is  using  it.  Betailing  goods  is  the  use  to 
which  the  shop-keeper  or  merchant  applies  that  kind  of  prop- 
erty, while  the  consumption  of  it  is  the  use  to  which  the  pur- 
chaser applies  it.  It  has  before  been  shown  that  the  thing 
patented — the  thing  sectt/red  hy  the  patent^  is  the  exd^isive 
right  to  the  use  of  the  discovery.  Making  and  selling  the  ar- 
ticle discovered,  is  as  much  an  use  of  such  exclusive  right,  as 
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any  employment  or  diBposition  of  the  article  by  the  pur- 
chaser caa  be. 

Another  aigoment  has  been  urged  by  the  plaintiff's  counsel 
which  should  not  be  passed  unnoticed.  It  is  contended  that 
the  Constitution  does  not  authorize  any  legislation  on  this  sub- 
ject, directiy  or  indirectiy,  in  favor  of  assignees,  and,  therefore, 
if  die  18th  section  does,  by  its  terms  or  effect,  extend  the 
benefit  of  such  renewal  to  assignees,  such  provision  is  not  au- 
thorized by  the  Constitution,  and  is  therefore  void.  To  sustain 
this  position,  the  counsel  has  cited  3  Story* s  ComntewtaHea  on 
the  Constitution^  §  1148.  Upon  this  hypothesis,  it  is  asserted 
that  if  the  construction  of  this  section  is  as  is  insisted  by  us, 
OongresB  has  undertaken  to  give  the  property  of  William 
Woodworth  to  his  assignees,  which  it  had  no  power  to  do. 
Now,  it  appears  to  me  that  this  argument  admits  of  a  very 
plain  answer.  In  the  first  place,  although  it  is  true  that  the 
Constitution  only  authorizes  Congress  to  grant  such  exclusive 
right  to  authors  and  inventors,  yet  is  equally  true  that  Con- 
gresB  has  power  to  annex  any  terms  or  conditions  to  the  grant 
of  audi  exclusive  right,  that  it  may  deem  proper.  (  Wheaton 
V.  Pet&rsj  8  Peters^  691,  663.)  It  was  entirely  competent  for 
Oongross  to  annex  any  terms  or  conditions  to  the  renewal  of  a 
patent  that  it  mi^t  deem  proper.  The  patentee  can  accept 
of  the  renewal  on  those  terms  c»r  not,  as  he  may  choose,  but  he 
can  only  have  such  renewal  subject  to  those  terms  and  condi- 
tions whatever  they  may  be.  In  the  case  of  WUson  v.  TW- 
ner  before  referred  to,  the  Court  say :  ^^  The  legislature,  obvi* 
ously,  we  think,  intended  to  guard  the  party  who  had  pmv 
duwed  from  the  patentee  the  right  to  use  his  invention  until 
iiiB  expiration  of  his  exclusive  privily,  from  the  necessity  of 
buying  it  again ;  and  when  they  were  giving  to  the  patentee  a 
new  privil^e,  and  one  which  he  had  no  legal  right  to  de- 
mand, they  had  undoubtedly  a  right  to  annex  to  it  such  con- 
ditions and  limitations,  as  in  their  judgment,  justice  required." 

In  the  next  place,  it  is  an  utter  misconception,  if  not  a  per- 
version of  the  &cts,  and  of  the  rights  at  the  parties,  to  say 
that  if  the  construction  contended  for  by  us  be  correct,  it 
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would  be  giving  the  property  of  the  patentee  to  faiB  asBignee. 
The  patentee  had  no  legal  or  equitable  claim  to  an  extenfiion 
of  hifl  patent,  at  least  before  this  law  was  passed.  The  law 
created  a  new  right,  if  it  be  a  right,  which  had  no  existence 
before.  In  creating  this  right,  Congress  was  bound  to  protect 
the  interests  of  the  grantees  and  assignees  of  the  patentee ;  and 
the  claose  in  question  simply  and  only  protects  the  assignees 
against  any  future  exaction  of  the  patentee  under  the  new  right 
gratuitously  bestowed  upon  him.  Instead  of  giving  the  prep* 
0tiy  of  the  patentee  to  his  asdgneee^  it  only  protects  assignees 
and  grantees  in  the  enjoyment  of  the  rights  which  they  have 
purchased  of  the  patentee.  Without  such  a  provision  express- 
ed or  implied,  the  law  would  be  justly  obnoxious  to  the  objec- 
tion, that  it  deprived  assignees  and  grantees  of  rights  acquired 
by  grant  firom  the  patentee,  for  the  benefit  of  their  grantor. 

The  Commentaries  of  the  late  Mr.  Justice  Story ^  in  no  man- 
ner favor  the  views  of  the  learned  counsel.  I^e  monopoly 
act  of  21  James  I,  c.  8,  authorizes  patents  to  be  issued  to  per- 
sons who  shall  mtroduoe  into  the  kingdom  any  new  manuftc- 
ture,  &c.,  as  well  as  to  inventors.  Our  Constitution  author^ 
izes  Congress  to  secure  the  exclusive  right  to  a/uthors  and  in- 
ventors  only,  to  their  respective  writings  and  discoveries.  In 
the  conunentaries  referred  to,  Mr.  Justice  Story  is  discussing 
the  policy  of  the  provision  in  our  Constitution,  excluding  if^ 
ttochcers  of  new  works  and  discoveries.  The  language  of  the 
teamed  Conmientator,  referred  to  as  authority  against  us,  is 
this,  (§  1148) — ^^The  power,  in  its  terms,  is  confined  to  anfhon 
and  inventors ;  and  cannot  be  extended  to  the  introducers  of 
imy  new  works  or  inventions ;"  clearly  having  no  reference 
whatever,  as  to  whether  the  Constitution  did  or  did  not  an- 
th6rize  Congress  to  enact  any  provision  for  the  protection  or 
benefit  of  the  grantees  or  assignees  of  inventors  or  authors. 
Besides,  Congl*e8S,  upon  the  literal  construction  of  the  Oonsti* 
tution  insisted  upon  by  the  counsel  for  the  plaintiff,  would 
have  no  more  power  to  autiiori^e  the  issuing  or  renewal  of  a 
patent  in  &vor  of  the  executor,  administrator  or  heirs  of  a 
{Mttfflitee,  than  in  &vor  of  his  assignees,  grantees  or  creditors. 
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y.  Hie  fifth  qaeBtion  is  so  intimately  cozmeeted  with  tho 
aeoond,  that  I  beg  leave  now  to  present  such  considerations  as 
have  occurred  to  me  in  relation  to  it. 

I  assume  that  the  discussion  of  the  second  question  has 
demonstrated,  that  a  renewal  or  extension  of  the  patent  nnder 
the  18th  section,  ennres  to  the  benefit  of  the  assignees  and 
gnmtees  of  the  patentee.  That  section  does  not  contemplate 
or  anthorize  the  renewal  of  a  patent,  unless  the  patentee  can, 
to  some  extent,  be  benefitted  bj  it,  without  injury  to  his  as- 
signees or  grantees.  If  this  be  true,  it  necessarily  fidlows  that 
a  patentee  who  has  parted  with  his  entire  interest  in  the  in- 
vention, is  not  within  the  spirit  and  intent  of  the  18th  section. 

I  have  already  shown  that  where  a  patentee  assigns  his  dis- 
covery before  obtaining  his  patent  originally,  he  is  not  entitled 
to  a  patent  for  his  own  benefit,  and  if  he  do  afterwards  obtain 
a  patent,  it  will  enure  to  the  benefit  of  the  assignee.  Suppose 
the  case  of  a  patentee  who  has,  in  clear  and  unequivocal 
terms,  and  for  a  valuable  consideration,  granted  his  entire  in- 
terest in  his  invention  and  patent,  future  as  well  as  pres- 
«it,  so  that  the  benefit  of  any  extension  or  renewal  must,  by 
force  of  the  grant,  enure  to  the  grantee.  Would  tiie  patentee, 
in  such  case,  be  within  the  provisions  of  the  18th  section! 
dearly  not;  unless  that  section  authorizes  a  renewal  from 
whidi  the  patentee  can  derive  no  benefit  whatever.  Clearly, 
such  renewal  could  not  reinvest  the  patentee  with  any  right 
or  title  to  the  discovery,  in  direct  violation  of  his  grant, 

HL  The  third  question  is :  Whether  by  legal  operation 
and  e£Eect  of  the  assignment  fix»n  Woodworth  (the  pat^itee) 
and  Strong,  to  Twogood,  Halstead  and  TjBch,  on  the  28th  of 
November,  1889,  and  the  covenants  therein  contained,  the 
benefit  of  the  renewal  of  said  patent  enures  to  said  assignees, 
to  the  extent  of  the  territory  specified  in  said  assignment 

This  question  is  presented  on  the  hypothesis  that  the  as- 
signee is  not  entitled  to  any  benefit  of  the  renewal,  or  to  any 
intere^  in  the  extended  term,  unless  it  is  secured  to  him  by 
the  terms  or  legal  effect  of  his  assignment    Such,  we  insist. 
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IB  the  legal  effect  of  the  assignment  in  question.  Upon  this 
point  I  hope  to  establish,  to  the  satis&ction  of  the  Oonrt,  the 
following  propositions. 

1.  That  all  the  interest  which  William  Woodworth  had  in 
and  to  said  invention  in  Kovember,  1829,  and  all  the  right, 
property,  and  interest  therein,  which  he  contemplated  there- 
after acquiring,  or  might  thereafter  acquire,  could  be  l^allj 
passed  or  transferred  by  grant  or  assignment,  with  proper 
granting  terms  therein  used  for  that  purpose. 

2.  By  the  assignment  or  grant  in  question,  all  the  interest, 
right,  and  property,  which  the  patentee  tiien  had,  or  which 
he  might  thereafter  acquire,  to  the  ezclusiye  right  to  said  in- 
vention, was  transferred  to  the  said  assignees  or  grantees,  to 
tihe  extent  of  territory  embraced  in  said  grant  or  assignment 

8.  But  if  the  property  thereaftier  to  be  acquired  by  the  pat- 
entee in  the  exclusive  right  to  said  invention,  by  a  renewal  of 
his  patent  therefor,  were  not  such  a  property  as  could  legally 
be  passed,  or  transfeiTed  by  grant,  then  we  submit  that  the 
covenants  contained  in  said  assignment,  operate  by  way  of 
estoppel,  to  transfer  such  ftitnre  interest  to  said  assignees,  the 
moment  it  is  acquired  by  the  patentee  or  those  representing 
him. 

1.  As  to  the  first  proposition,  it  is  contended  on  the  part  of 
the  plaintiff,  that  at  the  time  of  the  assignment  (1829)  the 
pat^itee  had  not  such  a  property  in  or  right  to  the  renewed 
term,  as  could  pass  by  assignment;  that  there  was  nothing  in 
esse  upon  which  an  assignment  or  grant  could  operate.  Were 
it  necessary  for  me  to  controvert  this  doctrine,  I  would  refer 
the  Court  to  the  argument  of  the  same  learned  gentieman,  up- 
on the  first  question  presented ;  where,  it  will  be  recollected, 
he  labored  with  equal  zeal  to  establish  a  diametrically  oppo- 
site doctrine.  It  was  necessary  for  his  purpose  then,  and  he 
attempted  to  preve  that  the  interest  of  the  patentee  in  this 
fixture  contingent  right  of  renewal,  was  a  chose  in  action ; 
such  a  right  to  property  as  would,  by  operation  of  law,  vest  in 
ihe  administrator,  and  might  be  enforced  by  him.  I  admit  I 
•could  not  see  anything  like  plausibility  in  that  aigument.    The 
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pottibilitj  of  obtaming  a  patent  by  a  patentee,  was  as  mere  a 
possibility  in  1839  when  the  patmtee  died,  as  it  was  in  1829 
when  he  made  the  assignment  The  act  of  1836  did  not  in- 
vest the  possibility  of  obtaining  a  renewal  of  a  patent  under  it, 
with  any  more  of  the  characteristics  or  attributes  of  property 
or  right  to  property,  than  it  had  before.  A  possibility  is  not 
changed  to  a  right,  nor  does  it  approach  nearer  to  a  right,  by 
a  change  of  probabilities  in  its  fistvor.  Nevertheless,  nnsonnd 
as  I  deem  that  argument  to  be,  unless  the  Court  adopt  it, 
there  can  be  no  pretence  of  authority  for  the  renewal  of  the 
patent  in  &Tor  of  the  administrator.  It  is,  therefore,  only 
upon  the  supposition  that  the  Court  may,  by  possibility,  hold 
the  right  of  the  patentee  to  apply  for  a  renewal  of  his  patent, 
and  the  possibility  of  such  application  being  successftd,  to  be 
a  right  of  property,  which,  upon  the  death  of  the  pat^itee  be- 
fore making  the  application,  will  vest  in  his  administrator,  and 
conatitnte  assets  in  his  hands,  that  the  present  question  be- 
eomes  at  all  material.  Should  such  be  the  decision  of  the 
Court,  it  would  establish  the  proposition  for  which  I  am  now 
contending.  Surely,  it  cannot  be  denied,  that  every  species 
of  property  which  would  constitute  assets  in  the  hands  of  an 
administrator,  may  be  sold  and  transferred  by  the  decedent  in 
his  life-time.  Whatever  the  law  might  once  have  been,  it  is 
now  perfectly  settled,  that  a  chose  in  action,  or  any  property 
of  whatever  description,  may  be  assigned,  and  the  rights  of  the 
assignee  will  be  protected  at  law  as  well  as  in  equity.  A 
daim  of  any  description  upon  the  government,  which  would 
ocHistitnte  assets  in  the  hands  of  the  administrator,  is  capable 
of  being  assigned  by  his  intestate  in  his  life-time. 

But  I  do  not  ocmtrovert  the  present  doctrine  of  the  learned 
counseL  I  admit  now,  what  I  attempted,  (and  I  hope  not 
without  success,)  to  prove,  in  my  aignment  upon  the  first 
question,  that  the  liberty  or  power  of  the  patentee  to  make 
the  proper  application  for  a  renewal  of  his  patent,  and  the 
possibility  ci  Buch  application  being  granted,  is  not  property 
or  a  right  to  i^operty,  which  would  go  to  personal  represen- 
tatives.   It  is  oidy  a  possibUity ;  and  although  an  assignment, 
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purporting  to  conyej  only  the  present  intereBt  of  the  aseignor, 
would  not  pass  any  after  acquired  right,  into  which  such  po0* 
Bibility  might  ripen,  that  by  no  means  disproves  the  proposi* 
tion  now  under  discnssicm.  Every  Aitare  contingent  right, 
even  a  bare  possibility,  may  be  barred  by  estoppel,  or  may  be 
transferred  by  deed,  with  proper  and  apt  words  for  that  pur- 
pose, although  it  would  not  descend  to  heirs,  or  pass  to  per* 
sonal  representatives.  An  heir,  during  the  life  of  his  ancestor, 
has  only  a  possibility  in  the  estate  of  the  ancestor ;  yet  an  as* 
signment  by  deed  or  grant,  from  him  to  a  third  person,  of  all 
the  interest  he  then  had,  or  might  thereafter  acquire  in  such 
estate,  with  covenants  for  further  assurance,  would  pass  to  the 
grantee  whatever  estate  the  grantor  should  thereafter  acquire 
in  the  premises,  at  the  moment  he  acquired  it. 

In  this  case,  the  patentee,  at  the  time  of  the  assignmeit, 
had  a  present  tangible  property  in  his  patent.  The  patent, 
securing  to  him  the  exclusive  right  to  his  invention  for  four^ 
teen  years,  was  that  species  of  property  denominated  in  law 
an  incorporeal  hereditament.  It  is  classed  by  the  writers  upon 
property,  as  a  species  of  real  estate.  The  patentee,  at  that 
time,  also  had  the  possibility  of  an  extension  or  rene¥ral  of  his 
patent  for  a  further  period.  Congress  had  before  renewed 
patents,  and  they  might  do  so  again,  by  special  or  general 
law.  This  was  a  possibility  coupled  with,  attached  to,  and 
dependent  upon,  his  present  right  and  interest,  and  was  grant* 
able  over."  ^^A  bare  possibility,  coupled  with  some  present 
interest,  is  grantable  over."  {Sheppcard^e  Precedents  of  Oon^ 
veyancing^  252.)  K  the  grant  or  assignment  contain  either 
proper  and  apt  words  to  transfer  such  possibility,  as  well  as 
the  present  interest,  or  a  present  grant  of  the  entire  ifitere^ 
of  the  patentee  in  the  in/vention^  with  covenants  of  warranty, 
or  covenants  to  convey  such  future  interest  as  the  patentee 
might  thereafter  acquire,  the  grantee  or  assignee  would,  by 
force  of  the  deed,  become  vested  with  such  future  interest  as 
tile  patentee  might  thereafter  acquire,  the  moment  he  acquired 
it  An  heir,  entitled  to  an  estate  for  years,  the  remainder  in 
&e  in  his  anoestO]>-4he  interest  of  the  heiria  the  remainder 


OCrCMBER  TESM,  1848.  138 


ViIboh  «.  BotUMAib 


Ib  a  mere  xxiesibility,  not  a  right  Yet,  if  the  heir  should  oonvej 
1te  whole  estate  with  covenantB  of  warranty^  and  for  further 
aasanmce,  or  should  oonyej  his  estate  for  years,  together  with 
his  possibility  in  the  remainder,  or  with  coTenants  that  his 
yendee  should  have  the  remainder,  or  so  much  thereof  as  he 
should  thereafter  acquire,  his  grantee,  by  force  of  the  grant 
and  the  covenants,  would  be  Tested  with  the  remainder  the 
moment  it  became  rested  in  the  grantor.  An  inventor  has  no 
esKsTumw  right  to  his  invention  before  he  obtains  a  patent  iot 
it  Yet  if  he  assign  his  discovery,  and  o^fterwarde  acqui/rea 
9uch  exduwce  right  by  obtaining  a  patent,  such  exclusive  right 
immediately  vests  in  his  assignee,  by  force  of  the  previous  as- 
signment Ihe  same  principle  would  vest  any  extension  of 
such  exclusive  right  in  the  assignee.  In  short,  the  simple 
question  is  :  Has  a  patentee  the  power  of  transferring  to  an- 
other any  posmble  Aitnre  extension  of  his  exclusive  right  I 
That  he  has  such  power,  there  is  no  ground  for  a  reasonable 
doubt 

S.  TSiB  assignment  is  by  deed.  It  contains  apt  and  apprO' 
priate  words  to  convey  and  transfer  all  the  interest  which  the 
patentee  then  had  in  his  invention,  or  which  he  might 
hereafter  acquire  by  a  renewal  of  his  patent.  The  assign- 
ment \Aoi  aUths  right  cmd  interest  of  the  patentee  in  the  pa- 
trait,  in  the  territoij  therein  specified,  (the  county  of  Albany 
being  a  part  of  such  territory,)  to  have  and  to  hold  the  rights 
and  privileges  granted  for  and  during  the  tenn  of  fotirteea 
years  from  the  date  of  the  patent.  The  asslgnon  th^i  cove- 
nant that  any  improvement  in  the  machinery,  or  altemtion  or 
renewal  of  the  patent,  ehdU  en/ure  to  the  henejit  qfths  (iedgf^ 
eei^and  may  he  applied  (mdueedlytJieiied^  thdr 

territory  thcflreinbefore  designated.  It  is  clear,  from  the  words 
used,  that  the  patentee  intended  to  grant,  and  supposed  he  was 
granting,  and  the  assignees  supposed  they  were  receiving,  a  con* 
veyanoe,  not  only  of  the  right  of  the  patentee  to  the  original 
term,  but  also  to  any  renewed  term  of  the  patent,  should  such  re« 
newedtermbeobfesdned.  Hie  intention  of  the  parties  must  gov« 
em  in  this  as  well  as  in  any  other  case  of  contract,  unless^  indeed , 
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the  whole  law  of  contracts,  as  well  as  every  rule  for  the  con- 
straction  of  statutes,  is  to  be  overturned  for  the  benefit  of  the 
plaintiff  in  this  cause.  Woodworth's  interest  in  the  pat^it, 
in  the  territory  embraced  in  ike  assignment,  was  his  entire 
interest,  to  the  extent  of  that  territory,  in  the  mventian  pateni- 
ed.  The  term  p(Uen6j  as  used  in  this  assignment,  includes  the 
invention,  or  thing  patented.  (  Webster  on  Patents,  1.)  The 
patent  was  his  titie  to  the  exclusive  right  to  his  invention ;  the 
whole  of  that  right  is  conveyed  to  the  assignees,  with  an  ex- 
press covenant,  that  if  the  patent,  securing  that  exclusive 
right,  should  be  renewed,  such  renewal  should  enure  to  the 
benefit  of  the  assignees,  and  that  they  might  apply  and  use 
such  renewed  patent  within  the  territory  specified  in  their  as^ 
signment 

3.  If  the  Court  should  be  of  opinion  tiiat  the  right  to  the 
renewed  term  could  not,  from  its  nature,  pass  with  the  tiien 
present  right  of  the  patentee,  still  there  can  be  no  doubt  that 
the  covenants  in  the  assignment  operate  by  way  of  estoppel  to 
transfer  the  after  acquired  interest,  by  such  renewal,  to  the 
assignee,  the  moment  such  renewal  was  obtained  by  the  as- 
signor or  his  representatives,  without  any  other  or  further 
conveyance. 

Mr.  Sheppard,  in  the  ToibcJ^stane,  {vol.  l^p.  182,)  says  that 
the  effect  of  such  covenants  is  to  transfer  all  the  present  and 
fiiture  rights  of  the  covenantor  at  once  to  the  covenantee. 
Mr.  Preston,  in  his  edition  of  the  same  work,  says,  that  such 
covenants  operate,  by  way  of  estoppel,  to  transfer  any  after  ac- 
quired right,  to  the  grantee.  The  grantor  and  his  heirs  being 
estopped,  by  his  covenants,  to  assert  any  after  acquired  right, 
such  right  necessarily  enures  to  the  benefit  of  tiie  grantee. 
No  subsequent  conveyance  is  necessary ;  tiie  covenants  ope- 
rate as  a  conveyance.  The  doctrine  must  be  fitmiliar  to  the 
Court.  Where  a  grantor,  without  title,  or  with  a  titie  for 
years  or  for  life,  conveys  in  fee,  with  covenants  of  warranty 
and  farther  assurance,  and  afterwards  acquires  the  fee,  the  sS- 
ter  acquired  right  enures,  by  force  of  the  covenants,  to  the 
grantee,  without  any  further  or  other  assurance.    This  doo 
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trme  is  not  peculiar  to  i-eal  estate.  Where  the  mere  bailee 
of  a  chattel,  without  title,  sells  it  absolutely,  and  afterwards 
acquires  the  title  to  it  from  the  owner,  he  camiot  assert  this 
after  acquired  title  against  his  yendee.  Mr.  Sheppa/rd^  in  the 
Tcfuchgtcne^  {vd.  1,  p.  161,)  says :  "A  covenant  doth  sometimes, 
also,  make  a  tranemtitation  ofproperiyandpoMession  of  things, 
as  in  case  of  a  covenant  to  stand  seized  of  land  to  nses ;  and  in 
case  where  one  doth  covenant  that  another  shedl  have  a  piece 
of  land  for  five  years,  this  is  a  good  lease  for  five  years. 
And  in  law,  where  one  doth  covenant  with  another,  that  if  he 
pay  him  ten  pounds  snch  a  day,  he  shall  have  all  his  catUe  in 
Dale,  or  his  lease  for  years  he  hath  of  the  manor  of  Dale; 
in  this  case,  if  he  pay  the  money  at  the  time,  he  shall  have 
^e  property  of  the  goods,  and  of  the  lease  for  years." 

It  is  urged  that  the  covenants  in  this  assignment  are  execn- 
toiy,  and  therefore  a  subsequent  conveyance  is  necessary  to 
transfer  the  title  to  the  assignee.  In  all  the  cases  I  have  re- 
ferred to,  the  covenaats  were  executory.  A  covenant  of  war- 
ranty, a  covenant  for  forther  assurance,  and  the  covaiants  in 
Uie  several  cases  just  referred  to  in  ShepparcPa  Touchstone^ 
are  all  executory  covenants,  and  yet  they  all  operate  either  as 
a  conveyance  or  by  way  of  estoppel,  to  transfer  the  title  to  the 
property,  without  any  other  or  further  assurance. 

The  doctrine  contended  for  by  the  plaintiff  would  work  the 
greatest  injustice,  and  be  productive  of  the  greatest  mischief, 
in  the  most  common  affidrs  of  life.  Suppose  a  person  entitled 
to  a  chattel  for  fourteen  years,  sells  his  interest  in  it,  with  a 
covenant  that  all  the  right  he  should  thereafter  acquire  to  it, 
should  enure  to  the  vendee,  and  the  vendor  should  afterwards 
acquire  a  further  right  for  fourteen  years ;  coxdd  he,  after  the 
expiration  of  the  first  fourteen  years,  reclaim  the  chattel  from 
his  vendee,  or  maintain  any  action  at  law  against  him  for  it? 
Would  not  the  covenant  be  a  complete  defence  to  any  such 
claim  ?  Would  it  be  any  answer  to  such  defence,  that  no  frir- 
ther  conveyance  had  been  made  by  the  vendor }  In  the  case 
of  Ctmiwrigkt  v.  Amatt,  (2  Bos.  cfe  Pvl.  48,)  this  doctrine 
was  applied  to  a  covenant  contained  in  an  assignment  of  a 
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patait.  In  that  case,  A.,  by  indentare,  (reciting  that  a  suit 
was  pending  between  him  and  B.  respecting  certain  patents, 
and  that  the  same  could  not  be  assigned  without  hazard  of  de- 
feating the  suit,)  granted  absolutely  the  said  patents,  with  oth- 
ers, to  C,  excepting,  however,  from  the  grant,  until  the  deter- 
mination of  said  suit,  such  patents  as  should  be  necessary  to 
suppc^i;  his,  (A.^8,)  title.  Then  followed  a  covenant  that  A«, 
up<m  the  determination  of  the  suit,  should  assign  the  excepted 
patents  to  C,  and  that,  until  such  assignment,  A.  should  stand 
legally  possessed  of  such  excepted  patents.  It  was  held  that 
the  legal  interest  in  the  excepted  patents,  vested  in  C,  upon 
the  determination  of  the  suit,  without  any  other  or  further  as- 
flignment. 

A  grantor  in  fee  with  covenants  of  warranty,  or  for  further 
.assurance,  who  at  the  time  of  the  grant  has  no  tide,  but  after- 
wards acquires  one,  is  deemed  in  law,  quoad  hds  gramtee^  to 
have  had  the  titie  at  the  time  of  his  grant  or  conveyance. 
H^ice,  no  other  or  future  conveyance  is  necessary  to  vest  his 
afW  acquired  interest  in  his  grantee.  This  is  precisely  the 
position  in  which  the  18th  section  of  this  act  places  the  pa- 
tentee, upon  obtaining  a  renewal  of  his  patent  "  And,  there- 
upon," (upon  the  renewal,)  ^^  the  said  patent  shall  have  tfaMS 
same  effect  in  law  as  though  it  had  been  originally  granted  for 
the  term  of  twenty-one  years."  Does  it  not  necessarily  fol- 
low, from  the  terms  of  this  section,  as  well  as  from  the  princi- 
ples of  law  applicable  to  such  covenants,  that  the  assignment 
in  this  case  has  the  same  effect,  as  though  the  patent  had 
originally  be^a  issued  for  twenty-one  years  instead  of  fourteen 
yearot 

It  has,  however,  been  urged  with  great  earnestness,  that  the 
habendvm  clause  in  this  assignment  restricts  the  grant  and  the 
cov^Quants,  to  the  period  of  fourteen  years.  "  No  matter," 
isays  the  learned  counsel,  '^  what  the  parties  may  be  supposed 
to  have  stipulated  for,  and  even  though  a  right  to  an  exten- 
«ion  might  have  passed  under  the  general  words,  yet  those 
words  are  controlled  by  the  h(Aendvm^  and  restricted  to  four- 
teen years."    It  seems  that  the  legal  effect  of  the  hahend/um 
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cbofle  in  grants  must  be  directly  reversed  for  the  benefit  of 
this  meritorious  plaiatiff.  The  hdhe/ndum  mskj  sometimes  en- 
luge,  but  it  never  restricts  a  grant.  Mr.  Preston  says,  the 
Aaiendum  is  a  formal  and  not  an  essential  part  of  a  deed. 
Where  the  habendum  is  inconsistent  with  the  grant,  the  grant 
and  not  the  habendum  will  operate.  As  a  grant  to  A.  and 
his  heirs,  habendum  to  A*  for  life,  or  for  years,  the  grant  will 
operate,  and  the  habendum  be  rejected  as  repugnant  to  it.  So, 
if  a  man  grant  rent,  or  conunon,  &c.,  out  of  his  land,  by  the 
premises  of  the  deed  to  one  and  his  heirs,  habendum  to  the 
grantee  for  years,  or  for  life,  the  habendum  is  repugnant,  for 
a  fee  passeth  by  the  premises,  by  the  delivery  of  tihe  deed ; 
and,  therefore,  the  habendum  for  years  or  life  is  void.  (8 
jPre^ton,  an  Ab^raetSy  43,  45;  jBaidumi^s  oaae^  2  Coke  i?. 
836.)  Whatever  interest,  therefore,  Uie  patentee  had  in  his 
invention  and  patent,  beyond  the  term  thus  secured  by  the 
patent,  whether  contingent  or  merely  possible,  being  coupled 
with  and  incident  to  his  then  present  intei^est  as  patentee, 
passed  by  the  assignment,  notwithstanding  the  habendwn. 
Besides,  the  covenants  expressly  assure  to  the  assignees  any 
fiitore  interest  that  the  patentee  may  acquire  by  a  renewal  of 
bis  patent  Whatever  effect  the  habendum  may  have  on  the 
granting  clause,  it  can  have  none  whatever  upon  those  cove- 
nants. 

But  it  is  contended,  that  inasmuch  as  there  was  no  general 
law  for  the  renewal  of  patents  at  the  time  of  this  assignment, 
the  parties  cannot  be  supposed  to  have  provided,  or  intended 
to  provide,  for  an  extension  of  the  patent ;  that  the  term  ra- 
neiwal  does  not  mean  an  extension  of  the  patent,  and  is,  there- 
fore, inappropriately  used  in  the  18th  section ;  and  that  it 
moat  be  deemed  in  law  to  have  reference  to  a  ne(U)  patent 
beuig  issued  in  consequence  of  the  original  patent  being  void 
fer  some  cause  which  would,  as  the  law  was  then  understood 
to  be,  authorize  the  issuing  of  a  new  patent  for  the  same  in- 
vention, for  the  residue  of  the  term  then  unexpired,  for  which 
the  original  pat^it  was  issued.  Such  a  construction  of  the 
covenants  in  dua  assignment,  would  not  only  render  the  cove- 


128  KORTUKKIT  DISTRICTr  OF  inZW-TORK, 

Wilson  «.  Ronsseavu 

nant  giving  to  the  assigaees  the  benefit  of  any  renewal  of  the 
patent,  wholly  nugatory  and  inoperative,  but  would  pervert 
and  change  the  known  and  well  established  effect  and  signifi- 
cation of  the  word  renew.  At  the  time  this  assignment  was 
made  there  was  no  statute  authorizing  a  new  patent  to  issue,  in 
case  the  first  should  turn  out  to  be  void  from  mistake,  nor  any 
general  statute  authorizing  the  renewal  of  a  patent  But  in 
the  case  of  Morris  v.  JSuntmfftan^  tried  at  New  York,  in 
April,  1824,  (1  Faine,  848,  355,)  where  the  patentee  had 
taken  out  two  patents  for  the  same  invention,  the  specifica- 
tion in  the  first  patent  not  having  sufficiently  described  the 
improvement,  but  stiU  the  first  not  having  been  vacated,  it 
was  objected  that  the  second  patent  was  void  for  that  reason, 
and  Mr.  Justice  Thompson  held  the  second  patent,  (for  the 
violation  of  which  the  suit  was  brought,)  to  be  void  for  that 
reason.  But  he  remarked,  in  making  that  decision,  that  he  saw 
no  insuperable  objection  to  entering  a  vacahir  of  the  first  pa- 
tent, of  record  in  tiie  Department  of  State,  if  taken  out  inadver- 
tentiy,  and  that  upon  such  surrender  or  vacatur  of  the  first 
patent,  the  Secretary  of  State  might  issue  a  new  one  (not  re- 
new the  old  one)  for  the  residue  of  the  term  of  fourteen  years 
from  the  date  of  the  first  patent;  but  expressed  some  doubts, 
whether  this  could  be  done  solely  at  the  instance  of  the  pa- 
tentee. In  January  term,  1832,  (nearly  three  years  after  this 
assignment,)  the  case  of  Grant  v.  Raymond^  came  before  the 
Supreme  Court,  on  a  certificate  of  division  upon  this  very  point, 
and  the  Court  held,  (6  Peters^  218,  240  to  244,)  that  the  Seo^ 
retary  of  State  might  receive  a  surrender  of  the  first  patent, 
and  cancel  the  record  thereof,  and  issue  a  nefw  patent  with  a 
corrected  specification,  for  the  same  invention,  for  the  residue 
of  the  term  of  fourteen  years,  where  the  first  patent  was  void 
in  consequence  of  a  defective  specification  arising  from  inad- 
vertence or  mistake,  and  without  any  fraud  or  misconduct  on 
the  part  of  the  patentee ;  that  such  issuing  of  a  new  and  valid 
patent,  was  only  a  due  execution  of  the  power  conferred  by  the 
first  section  of  the  act  of  1793 ;  and  that  an  abortive  attempt 
to  execute  tiiat  power  by  inadvertently  issuing  a  void  patent, 
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whether  such  inadvertence  was  impntable  to  the  patentee  or 
to  the  Secretary,  was  no  impediment  to  a  due  and  valid  exe- 
cution of  it  snbseqnentf  J.  At  the  time,  therefore,  that  the 
•sBignment  in  question  was  made,  it  was  very  donbtfbl 
whether  a  new  patent  conkL  be  issned,  where  the  first  patent 
was  void  for  a  defective  specification. 

But  suppose  that  principle  of  law  had  been  well  settled,  it 
would  require  no  covenant  in  an  assignment,  to  give  the  as- 
signee  the  benefit  of  such  new  patent.  If  a  patentee  should 
assign  his  exclusive  right  to  use  the  invention  in  a  specified 
territory,  without  any  covenants,  or  should  sell  one  of  his  pa- 
tented machines,  and  his  patent  should  afterwards  turn  out  to 
be  void,  in  consequence  of  his  own  mistake  or  inadvertence  in 
framing  the  specification,  and  he  should,  for  that  reason,  ob- 
tain a  new  and  valid  patent  for  the  same  invention ;  will  any 
one  contend,  that  he  could  deprive^iis  assignee  of  the  right  to 
use  the  invention  according  to  the  assignment,  or  prevent  the 
individual  to  whom  he  had  sold  one  of  the  patented  ma* 
chines  from  using  it  ?  Certainly,  no  such  doctrine  can  find 
a  place  in  the  law  or  equity  of  this  or  any  other  civilized 
country.  The  patentee  sells  his  exclusive  right  to  his  invi^- 
tion,  as  a  valid  exclusive  right.  If  it  be  invalid  for  a  defect, 
arising  from  his  own  inadvertence,  which  he  can  supply  and 
does  supply,  and  he  obtains  a  new  patent,  effectually  secur- 
ing the  same  exclusive  right  to  the  same  invention,  and  f(»r 
flie  flame  term  for  which  die  invalid  patent  was  issued ;  can 
it  be  pretended  that  that  exonerates  him  from  his  assignment 
of  the  exclusive  right  to  use  the  same  invention  for  the  same 
term  f  Could  he  maintain  an  action  against  his  assignee,  for 
using  such  exclusive  right,  after  the  valid  patent  had  issued  ? 
Surely,  such  a  principle  could  not  be  gravely  insisted  upon. 
It  cannot,  therefore,  be  determined  as  matter  of  law,  upon  the 
it^ce  of  this  assignment,  that  the  covenant  in  question  was  not 
intended  to  secure  to  the  assignee  the  benefit  of  a  new  patent 
issued  under  such  circumstances,  unless  the  Court  determine 
as  matter  of  law  that  the  parties  intended  to  make  a  covenant 
10 
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entirely  xudeBS,  nngatoiy  and  inopemtiYe ;  ud  that,  tba  law 
never  does  proeiime  or  intend. 

The  proper  philological  signification  as  well  as  legal  mean* 
ing  of  the  term  '^renewal  <^  the  patmi^^  as  used  in  this  aa^ 
frigmnent  is,  to  oofMwm — U>  prdcng-'-ko  eaetend.  Benewal  of 
a  lease,  of  a  contract,  of  a  policy  of  insurance,  of  a  note,  of 
a  bond,  &c.,  means  to  prolong — to  extend.  Tlie  term  remew 
is  not  applicable  to  the  making  of  a  new  ihimg^  as  a  sobstitato 
fi>r  a  Yoid  thing.  The  renewal  of  a  thing  eos  vi  termini  pre* 
Bnpposes  the  prior  existence  of  the  thing  renewed.  It  is  ren- 
ovating a  thing  which  has  expired,  or  is  about  to  expire;  while 
a  new  thing  is  a  thing  which  did  not  exist  before.  Making  a 
new  thing  is  making  a  thing  which  did  not  exist  before.  Issuing 
a  nefwpestefitmihi^  place  ois,  prior  void  patent^  is  in  no  sense  a 
renewal  cfthe  widpatent.  It  would  be  absurd  to  call  Hxe  giv* 
ing  of  a  new  lease,  as  a  substitute  for  a  prior  void  lease,  a  re- 
newal of  the  prior  lease.  The  terms  renew  and  renewal  are, 
therefore,  appropriately  used  in  the  18th  section,  to  designate 
the  extending  and  extension  of  a  patent.  In  section  two  of  tiie 
act  of  July  3d,  1882,  concerning  patents  for  useftd  inventions, 
Ike  word  'f  renew''  is  used  as  synonymous  with  *^  prolong." 
The  3d  section  of  the  act  of  1832,  and  the  18th  section  of  the 
act  of  1886,  provide  for  the  issuing  of  a  new  patent  in  the 
place  of  an  invalid  patent.  The  word  renew  is  not  used ;  nor 
18  the  word  renew^  or  the  terms  renewal  of  thepatenty  used  in 
a  single  instance  by  the  Supreme  Court  in  6  Petere^  or  by 
the  Circuit  Court  in  1  Paine^  when  discussing  the  legality  of 
issuing  a  patent  in  the  place  of  a  prior  invalid  patent.  It  is 
called,  as  it  is,  a  n0t<^  patent  for  the  same  invention  and  for  the 
same  tenn,  as  a  substitute  for'and  not  a  renewal  of  the  former 
invalid  patent 

It  is  useless  to  pursue  this  philological  discussion  farther. 
It  must  be  obvious,  that  the  definition  and  meaning  now  ait- 
tempted  to  be  given  to  the  word  renewj  are  forced  and  arbi- 
trary, and  contraiy  to  tiie  intention  of  the  parties,  and  to  tha 
import  of  the  w<»d  as  understood  by  them,  when  this  contract 
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of  Msignmeat  ivM  entered  into.  If  it  can  be  Boppoted  that 
there  ie  anything  ambiguous  or  equivocal,  as  to  the  sense  in 
iriiich  the  parties  to  this  assignment  used  die  term  ^^ranetooJ," 
tte  coivenantor,  or  those  who  represent  him,  cannot  be  bene* 
fitted  by  it.  ^  A  covenant  is  always  taken  most  strong  against 
die  eoYOiantor,  and  most  in  advantage  of  (be  covenantee.'' 
{8lkq?pard'e  Tauekgtone^  166, 1st  Am.  M.  1808.) 

IV.  The  fourth  question  is,  whether  the  plaintifiT,  claiming 
under  the  extension  from  the  administrator,  can  maintain  an 
action  for  an  infiingement  of  the  patent-right  within  the  ter- 
ritory specified  in  the  contract  of  assignment  to  Twogood, 
Halstead  and  T^ack,  against  any  person  not  claiming  under 
said  asBignmait;  or  whether  said  assignment  be,  of  itself,  a 
perfect  bar  to  the  plaintiff's  suit 

K I  have  been  suocessfhl  in  ihe  attempt  to  maintain  my 
proposition  in  regard  to  the  second  wid  third  questions,  or 
either  of  them,  nothing  fhrther  need  be  said  upon  this  question. 
If  I  have  been  unsuccessful  in  that  attempt,  nothing  fhrther 
can  be  said.  K  my  construction  of  the  18ih  section  of  the 
Patent  act,  or  of  the  assignment  to  Twogood,  Halstead  and  1^- 
adc,  be  correct.  It  necessarily  follows :  1st.  That  the  plaintiff 
has  no  right  or  title  to  the  exclusive  use  of  the  invention  in 
question,  in  the  county  of  Albany.  That  right  is  vested  in 
odierB.  9d.  Without  such  title,  ttie  plaintiff  cannot  maintain 
an  aetioQ  for  an  infringement  of  that  right.  The  defendants 
are  in  the  ponesdon  and  enjoyment  of  the  patented  machine, 
in  die  county  of  Albany.  This  action  is  brought  against  them 
because  they  aie  in  such  possession  and  enjo jmcani  If  the 
plaintiff  has  no  title  to  the  exclusive  use  of  the  patented  ma* 
dmies  in  that  county,  it  is  idle  to  contend  that  he  can  main- 
tain the  action,  leowuM  the  defendants  have  no  title.  The 
defendants  have  a  right  to  say,  we  are  answerable  to  no  ona 
but  him  who  has  the  title  to  the  exclusive  right 

YL  Hie  sixth  question  is,  whetiier  the  plaintiff;  if  he  be 
an  assignee  <tf  an  exclusive  ri^t  to  use  two  of  the  patented 
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machines  witiiin  the  town  of  Watenrliet,  has  ench  an  exdu- 
sive  right  as  will  enable  him  to  maintain  an  action  for  an  in- 
fringement of  the  patent  within  said  town,  or  whether,  to  main- 
tain snch  action,  the  plaintiff  must  be  possessed,  as  to  that 
territory,  of  all  the  rights  of  the  original  patentee? 

Prior  to  the  act  of  1836,  an  action  at  law  conld  not  be  main- 
tained by  and  in  the  name  of  snch  an  assignee.  {yrhitiem0re 
Y.  Gutter,  1  GaUism,  429/  Tyler  v.  Tud,  6  Crmch,  329.) 

The  only  provision  of  the  law  of  1836,  which  anthorizes  an 
assignee  to  maintain  an  action,  is  contained  in  the  14th  section, 
and  is  in  these  words :  ^^and  such  damages"  (damages  for  the 
infringement  of  the  patent)  ^'  may  be  recoyered  by  action  on 
the  case,  in  any  court  of  competent  jurisdiction,  to  be  brought 
in  the  name  or  names  of  the  person  or  persons  interest^ 
whether  as  patentee,  assignees,  or  as  grantees  of  the  exclusive 
right  within  and  throughout  a  specified  part  of  the  United 
States."  To  entitle  an  assignee  or  grantee  to  maintain  an  ac- 
tion in  his  own  name,  for  an  infringement  of  the  patent,  he 
must,  by  the  express  terms  of  this  section,  be  the  assignee  or 
grantee  ^'  of  the  exduawe  right  withm  cmd  throughout  a  spe- 
cified pwrt  of  the  United  Sta/tesP  Is  an  assignee  or  grantee 
of  a  ^r^(>n2^  of  the  exclusive  right  within  a  specified  terri- 
tory, an  assignee  or  grantee  of  the  exclusive  right}  What  ex- 
duaive  right  must  the  assignee  have,  to  enable  him  to  sue  in 
his  own  name?  Clearly  t?ie  exclusive  jight  secured  by  the 
patent,  to  the  extent  of  the  specified  territory.  The  exclusive 
right  cannot  mean  9^pwrt  of  the  exclusive  right. 

The  patentee,  in  this  case,  has  an  equal  interest  with  the  as- 
signee or  licensee,  that  no  more  than  the  two  machines  should 
be  used  in  the  town  of  Watervliet.  For,  although  the  patentee, 
after  he  had  granted  to  another  the  exclusive  right  of  using 
two  machines  in  the  town  of  Watervliet,  could  not  lawfully 
use  or  authorize  the  use  of  any  other  machines  in  that  town ; 
yet  the  unauthorized  use  of  more  than  two  machines  in  that 
town,  would  prejudice  the  sale  and  lessen  the  value  of  the  ex- 
clusive right  to  use  the  machine  in  other  places.  If  such  an 
assignee  can  be  deemed  to  have  any  interest  in  the  patent,  it 
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k  a  joint  interest  with  the  patentee ;  in  which  case,  a  snit 
might  perhaps  be  maintained  in  the  name  of  both,  bnt  clearly 
it  could  not  be  in  the  name  of  such  assignee  alone.  He  is  not  an 
assignee  of  the  exclasiye  right ;  that  is,  of  the  whole  of  the  ex- 
dnsiye  right  for  that  toum,  or  any  other  specified  jpai^  of  the 
United  States^ 

Bnt  I  submit  that  a  graat  of  the  exclnsire  right  to  vse  two 
nutchmes  in  a  specified  town  or  territory,  is  only  an  exdnsive 
license  to  nse  snch  machines,  and  gives  the  licensee  no  right 
in  the  patent  itself.  In  snch  case,  the  snit  must  always  be 
hronght  in  the  name  of  the  patentee,  as  ihe  title  to  the  wlude 
patent  is  in  him.  A  grant  of  the  exclnsire  right  to  nse  two  or 
move  machines,  in  whatever  form  it  may  be  made,  is  in  legal 
effect  only  an  exdnsive  license,  and  gives  no  title  whatever  to 
the  patent,  even  if  snch  exclusive  license  shoxdd  be  co-extensive 
with  the  patent.  {Protheroe  v.  May,  6  Mee.  €&  W.  6Y6.)  It 
necessarily  follows,  that  a  snit  for  an  infringement  of  the  pa- 
tent under  such  circumstances,  must  be  brought  in  the  name 
of  thepataitee. 

Vn.  The  seventh  question  is :  Whether  the  letters  patent 
issued  to  William  Woodworth,  as  administrator,  on  the  8th  of 
July,  1845,  upon  the  amended  specification  and  explanatory 
drawings  then  filed,  be  good  and  valid  in  law ;  or  whether  the 
same  be  void  for  uncertainty,  ambiguity  or  multiplicity  of 
daim,  or  for  any  other  cause. 

As  to  this  question,  it  is  submitted  that  the  new  patent  is- 
sued to  William  W.  Woodworth,  as  administrator,  on  the  8th 
of  July,  1845,  is  void  on  the  following  grounds : 

1.  The  said  Letters  Patenf*^  are  not  countersigned  by  the 
Commissioner  of  the  Patent  OfSce,  and  there  was  no  vacancy 
in  the  ofiioe  of  the  Commissioner,  when  said  patent  was  issued. 
(  Vide  §§  2,  4,  5, 13  of  the  Patent  act  of  18S6.) 

2,  The  said  patent  of  July  8th,  1845,  is  for  an  improvement 
in  machines  for  planing  hoards^  and  the  spedfication^  does 

*  Se«  the  Letten  Patent  and  specification  set  fortli  at  length  in  4  Howard^ 
MS«a««a 
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tiot  describe  the  machine  npon  which  the  inrentiQii  pat^ited 
is  claimed  to  be  an  improyement,  nor  in  any  other  manner 
specify  in  what  the  alleged  improyement  consists.  {Turner  r. 
Wini&r^  1  T.  H.  602,  606;  Campiwi  v.  Benyon^  8  Brod.  dk 
Bing.  5 ;  McFoHcmd  v.  Price^  1  Starh  199 ;  Eoanav.  Eaionj 
8  Wheat.  454,  and  7  Wheat.  856;  LoweU  v.  Lewie^  1  MaeoA^ 
182,  187  6?  189;  Barrett  t.  jBoZ?,  1  Jfo#ew  447,  475,'476; 
SuUioan  ▼.  Redfidd,  1  Pa«n<?,  441,  449  ^  461 ;  DioMm  t. 
JToy^,  4  Waeh.  O.  C.  B.  68,  72  ^74.) 

3.  The  specification  claims  the  invention  to  be  of  the  ma- 
chine or  machines  therein  described,  and  not  of  an  improye- 
ment upon  anj  existing  machine,  while  the  patent  is  for  <m 
im^prcvement  in  machines,  which  presnpposes  the  existence  of 
a  machine  vpon  which  an  improvement  has  been  invented. 
Ihe  specification  is,  therefore,  broader  than  the  patent,  does 
not  support  it,  and  the  patent  is  therefore  void.  {SulUvan  v. 
Be€i/ield,lPame,4t60;  ^  6  of  Paten;t  act  qf  1886]  WAeter 
Wh  PaterUs^  66,  note  I.) 

4.  The  specification  describes  and  claims  several  distinct 
and  separate  combinations  of  tools  or  implements,  each  of 
which  combinations  is  claimed  as  a  separate  machine,  that 
may  be  operated  separately;  and  also  a  combination  of  those 
several  combinations  into  one  machine.  This  multiplicity  of 
daim  renders  the  patent  void. 

5.  The  said  new  patent  of  July  8th,  1845,  is  not  for  the 
same  invention  for  which  the  original  patent  was  granted. 

6.  The  patent  is  issued  for  a  longer  time  than  is  authorized 
by  law,  and  is  also  issued  in  trust  for  third  persons,  which  is 
not  authorized  by  law. 

1.  In  regard  to  the  first  point  I  submit,  that  miless  a  patent 
is  issued,  signed  and  countersigned  by  the  officers  designated 
by  the  statute,  it  is  void.  If  it  be  not  signed  or  countersigned 
by  the  proper  authority,  it  is  not  a  patent.  The  6th  section 
of  the  act  of  1836,  requires  all  patents  to  be  signed  by  the 
Secretary  of  State,  and  comderdgned  hy  the  Ccmmissianer  ef 
Ui6  Patent  Offiee.  The  2nd  section  of  that  act  authorizes  the . 
chief  derk  of  the  Patent  Office  to  perform  the  duties  of  the 
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Onmmiwdoncr during  a  naoanoy  inHie  office  of  Oommieooner. 
The  same  section  also  giyes  the  chief  clerk  the  custody  of  the 
seal,  books,  records  and  models  of  the  office  during  the  neces- 
saiy  absenee  oi  the  Oommissioner,  but  only  authorises  him  to 
diflchatge  the  duties  of  Oommissioner,  when  that  office  is  va« 
eant.  Hus  patent  is  countersigned  by  the  chief  clerk,  acting 
as  OommiBsioner,  when  the  office  of  Commissioner  was  not 
Tacant.  This,  I  submit,  was  wholly  unauthorized,  and  the 
patent,  not  having  been  countersigned  as  required  by  the  act, 
has  no  validity. 

3.  The  objection  to  the  validity  of  the  patent,  raised  by  the 
second  point,  it  seems  to  me,  is  a  matter  of  settled  and  posi- 
tive law,  if  any  question,  which  has  been  settled  by  repeated 
adjudications,  can  be  deemed  so.  The  patent  shows  upon  its 
&ce,  that  it  was  granted  for  a  ^'new  and  useful  improvement 
in  machines  tor  planing,  tongning,  and  grooving,  and  dressing 
boards."  It  appears,  also,  upon  the  face  of  the  patent,  that 
that  was  the  invention  for  which  the  patent  was  claimed.  It 
will  be  seen,  by  readiog  the  specification,  that  the  inyprove" 
mm^  is  in  no  manner  whatever  described.  It  describes  how 
the  machines  are  constructed  and  the  manner  in  which  they 
are  to  operate,  but  it  does  not  describe  the  machine  upon 
which  the  invention  patented  is  claimed  to  be  an  improve- 
ment, nor  in  any  other  manner  specify  in  what  the  allied 
improvement  consists.  {SuUivan  v.  ReSfidA^  1  Pame^  442 ; 
Diaoon  v.  Moyer^  4  Wash.  C.  C.  H.  69 ;  Zowell  v.  Lewie^  1 
Maean^  187;  Ba^ett  v.  HaU,  1  Masm,  475.) 

TtkA  doctrine  which  I  maintain,  was,  to  its  full  extent,  con* 
finned  by  the  Supreme  Court  in  the  cases  of  Ihxms  v.  Eaton^ 
.  (8  WAeatan,  454,  and  7  Wheatan,  866.)  In  the  last  case,  at 
foffe  866,  Mr.  Justice  WaehinffUni  says:  ^^The  patent  is  fi>r 
an  improved  hopper-boy,  as  described  in  the  specification, 
which  is  referred  to  and  made  part  of  the  patent.''  In  the 
case  at  bar,  the  patent  is  for  ^^a  new  and  useful  improvemeni 
in  machinee  for  planing,  tongning  and  grooving,  and  dresmng 
boards,  Ac.," — ^^^a  description  whereof,"  (that  is,  of  them- 
ffocement  in  the  fnacMnee,)  ^^is  givenin  the  words  of  the  said 
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William  W.  Woodwoiih  in  the  schedule''  (specification)  "here- 
unto annexed,  and  is  made  part  of  these  presents."  Thus  &r 
the  patent  in  this  case  is  the  same  as  in  the  case  cited,  a  pa- 
tent for  an  improved  thing  and  for  an  improrementin  a  thing 
being  the  same;  and,  by  pursuing  the  opinion  of  Mr.  Justice 
WashingUmy  and  comparing  the  specification  in  this  case, 
witii  that  in  the  case  cited,  it  will  be  seen,  so  {iar  as  it  regards 
the  question  now  under  consideration,  that  the  specifications 
in  tiie  two  cases  are  identical,  and  that  the  same  principle  of 
law  must  govern  both.  After  stating  that  the  patent  was  for 
an  improved  hopper-boy,  Mr.  Justice  Waahinffton  proceeds : 
"!Ifow,  does  the  specification  express  in  what  his  improvement 
consists  ?  It  states  all  and  each  of  the  parts  of  the  entire  ma- 
chine, its  use,  and  mode  of  operation,  and  claims,  as  his  inven- 
tion, the  machine,  the  peculiar  properties  or  principles  of  it, 
viz :  the  spreading,  turning,  and  gathering  the  meal,  and  the 
rising  and  lowering  of  its  arm,  bjits  motion,  to  accommodate 
itself  to  the  meal  under  it^  But  does  this  description  desig- 
nate the  improvement,  or  in  what  it  consists  ?  Where  shall 
we  find  the  original  hopper-boy  described,  either  as  to  its  con- 
struction, operation,  or  use ;  or  by  reference  to  anything,  by 
which  a  knowledge  of  it  may  be  obtained  ?  Where  are  the 
improvements  on  such  original  stated  ?"  In  the  case  at  bar 
the  specification  states  all  and  each  of  the  parts  of  the  several 
machines,  and  the  mode  of  their  operation  separately,  and 
jointly  when  combined  as  one  machine.  The  summary  or 
claim  is  then  stated  in  the  specification  as  follows:  "Having 
thus  ftdly  described  the  parts  and  combination  of  parts,  and 
operation  of  the  machine  for  planing,  tonguing,  and  grooving 
boards  or  plank,  and  shown  various  modes  in  which  the  same 
may  be  constructed  and  made  to  operate,  without  chang- 
ing the  principle  or  mode  of  operation  of  the  machine,  what 
is  claimed  therein  as  the  invention  of  William  Woodworth, 
deceased,  is  the  employment  of  rotating  planes,  substantially 
as  herein  described^  in  combination  with  rollers,  or  any  anal- 
ogous device,  to  prevent  the  boards  fix)m  being  drawn  up  by 
the  planes  when  cutting  upwards,  or  from  the  reduced  or 
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jdaiied  to  the  nnplaiied  siu&oe,  as  described.  And  also  the 
ocxmbinatioii  of  the  rotating  planes  with  the  cntteivwheels  for 
tangning  and  giooTing,  for  the  purpose  of  planing,  tongaing 
and  grooTing  boards,  &c.,  at  one  operation,  as  described. 
And  also  the  combination  of  the  tongaing  and  grooving  cut- 
ter-wheels, for  t(»igiiing  and  grooving  boards,  and  at  one  op* 
eration,  ajs  described*  And  finally,  the  combination  of  either 
the  tongaing  or  the  grooving  cntteivwheel,  for  tongaing  or 
grooving  boards,  &c.,  with  the  pressure  rollers,  as  described^ 
the  effect  of  the  pressure  rollers  in  these  operations  being  such 
as  keep  the  boards^  &c.,  steady,  and  prevent  the  cutters  from 
drawing  the  board  towards  the  centre  of  the  cutter-wheels, 
whilst  it  is  moved  through  by  machinery.  In  the  planing  op- 
eration, the  tendency  of  the  plane  is  to  lift  the  board  directly 
up  against  the  rollers ;  but  in  the  tongaing  and  grooving,  the 
tendency  is  to  overcome  the  friction  occasioned  by  the  pres- 
sure of  the  rollers." 

Xow  I  invite  the  learned  counsel  for  the  plaintiiF  to  point 
out,  and  the  Court  to  ascertain  and  designate  if  it  can,  in 
what  the  improvement  of  the  patentee  in  the  machines  for 
planing,  tonguing  and  grooving  and  dressing  boards,  consists. 
What  was  the  machine  before  it  was  improved  ?  IIow  did  it 
operate}  Of  what  cutter-wheels,  or  otiier  tools  or  improve- 
ments, was  it  composed  2  What  has  been  added  by  the  im- 
provement ?  Where  does  the  old  stop,  and  the  new  begin  ? 
What  was  the  previous  combination,  and  how  does  the  im- 
proved machine  differ  from  it  ?  To  all  these  enquiries  the 
same  answer  must  be  given,  which  was  given  by  Mr.  Justice 
Washinfftan  to  similar  questions  put  by  himself,  in  the  case 
€{jEi>ansr.£at(m,  ^^The  undoubted  trath  is,  that  the  spe- 
cification communicates  no  information  whatever  upon  any  of 
these  fiicts."  At  pages  484,  485,  of  the  case  of  Evans  v.  £»- 
tan^  in  7  Wheaton^  the  Supreme  Court  frilly  agree  with  and 
confirm  the  doctrine  of  Mr.  Justice  Washington.  Unless 
these  and  the  other  authorities  cited  in  support  of  this  point 
are  overraled,  this  patent  cannot  be  sustained.  I  need  not,  I 
trost,  remind  the  Court,  that  if  tiie  invention  consists  of  a  ma- 
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dime  conatitated  by  the  combination  of  known  implement^ 
or  bj  the  oombination  of  known  machinery,  the  jHMtmt  must 
be  for  the  machine  itself  so  oonatitnted^  and  if  taken  out  for 
an  improvement  upon  or  in  machinea,  it  cannot  be  snstained. 

8.  The  third  objection  to  the  validity  of  thia  patent,  reeta 
npon  a  different,  tiiongh  somewhat  analogous  principle.  It  ia 
a  well  established  principle  of  law,  in  regard  to  patents,  that 
the  specification  must  not  be  broads  than  the  patent ;  it  mnst 
support  the  patent;  if  it  fiul  to  do  so,  the  patent  is  void.  If 
the  patent  be  for  an  improvement  in  a  machine,  and  the  sched- 
ule or  specification  chmns  the  machine  which  it  describes,  aa 
the  invention,  or  if  the  patent  be  for  a  machine,  and  the  speci- 
fication claim  an  improvement  as  the  invention,  in  neither  case 
does  the  specification  support  the  patent,  and  it  is,  therefore, 
void. 

This  principle  is  clearly  deducible  fix>m  the  Patent  act,  as 
well  as  from  the  adjudications  on  that  subject.  The  5th  sec- 
tion of  the  Patent  act  of  1836  provides,  that  ^' every  patent 
shaU  contain  a  short  description  or  title  of  the  invention  or 
discovery,  correctly  indicating  its  matter  and  deeignP  In 
Webster  on  PatentSy  {p.  65,  note  &,)  it  is  stated,  that  great  ac- 
curacy is  necessary  in  stating  the  description  or  title  of  the 
invention  for  which  the  patent  is  issued,  in  the  Letters  Pa- 
tent ;  because  if  the  invention,  which  is  particulaily  described 
in  the  specification,  varies  from  the  description  or  title  in  the 
patent,  the  patent  cannot  be  considered  as  having  issued  for 
the  invention  described  in  the  specification,  and  will,  there- 
fore, be  void.  In  Cocknme  v.  Smetimr^^  (1  Stark.  206,)  the 
patent  was  for  an  improved  mode  of  lighting  cities;  the  spe- 
cification described  the  invention  to  consist  of  an  improved 
street  lamp.  It  was  held  that  the  specification  did  not  sup- 
port the  patent ;  that  the  invention  described  in  the  specifica- 
tion was  not  truly  indicated  by  the  description  or  title  in  the 
patent ;  and  that  the  patent  was  therefore  void. 

The  description  or  title  of  the  invention,  as  contained  in  I2ie 
patent  in  this  case,  and  for  which  the  patent  is  issued,  is,  ^  a 
new  and  useful  improvement  in  machines  for  planing,"  Ac 


OOTOBER  TERM,  184fi.  18^ 

WQmii  «.  Bomtaii. 

Hub  deBcription  necesflarilj  praeiippoBes  the  existenoe  of  a  ma- 
ehine  ^ipan  which  an  imprcvemeinit  has  "been  moented^  and  that 
the  iiiTeiLtion  for  which  the  patent  was  iBBned,  oonsistB  of  9ueh 
improvement.  But  the  specification  claimB  the  invention  to 
be  of  the  machines  therein  described,  and  not  of  an  improve- 
m&A  upon  any  existing  machine.  In  the  case  ofSuHiwm  v. 
Redfidd^  (1  Pame^  450,)  before  referred  to,  Mr.  Justice 
Thonvp^cn  says:  ^^This  specificatioB,  is  obviously  broader  than 
the  patent  The  latter  is  for  an  sinqirovement  of  the  steam 
tow-boat)  and  the  former  contains  a  description  of  the  steam 
tow-boat  itself,  of  which  the  patentee  claims  to  be  the  inven- 
tor, according  to  his  specification.  The  patent  and  specifica- 
tion are  connected  tc^ether,  and  dependent  on  each  other  for 
mufppori.  Hie  ^pecSfieation  ehould  maintam  the  title  qf  the 
patent.  The  latter  shonld  not  indicate  one  thing  and  the  for- 
mer another,  as  the  subject  of  the  grant." 

But  it  is  said  by  the  learned  counsel  for  the  plaintiff,  that 
the  UberaUty  of  construction  for  which  he  contends,  would 
authorize  the  Court  to  hold,  that  this  patent  is  for  the  ma- 
chineB  described  in  the  specification,  and  not  for  an  improve- 
ment in  machines.  That  is  most  undoubtedly  true.  His 
construction  of  statutes  and  of  langnage,  would  not  only  au- 
tiiorize  but  require  the  Court  to  hold,  that  this  patent,  al- 
tfaou^  it  is  declared  in  express  terms  to  be  for  an  improve- 
ment in  machines,  is,  nevertheless,  not  for  an  improvement, 
but  for  the  machines  themselves.  There  is,  however,  a  slight 
objection  to  this  liberality,  or,  to  use  a  more  appropriate 
phrase,  to  this  liberty  of  construction.  It  is  entirely  at  vari- 
ance with  all  principle  and  every  adjudged  case  on  the  sub- 
ject 

4.  The  fourth  objection  to  the  validity  of  the  patent  is 
founded  upon  the  multiplicily  of  daim.  It  has  abready  been 
shown,  by  reading  the  specification,  that  it  claims  a  separate 
and  distinct  combination  of  tools  and  implements,  constituting 
a  madiine  for  planing ;  another  combination  of  implements 
ooDstitnting  a  machine  for  grooving  boards  and  plank ;  another 
combination  for  tonguing  boards  and  plank ;  a  combinatioaL 
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of  the  two  last  machines,  constitatiiig  another  and  a  dijSarent 
machine,  for  both  tongning  and  grooving  plank  at  one  opera^ 
tion ;  and  a  combination  of  all  these  machines,  constituting 
another  and  different  machine,  for  planing,  tongning  and 
grooving  boards  at  one  operation.  These  five  separate  and 
distinct  machines,  it  is  claimed,  and,  as  appears  by  the  speci- 
fication, may  be  operated  separately,  producing  separate  and 
distinct  results ;  not  diffeient  parts  of  one  complete  manu- 
fJEK^tore  at  which  the  woik  must  arrive  before  it  can  be  used, 
but  producing  separate  and  distinct  manufiBbQtures,  each  of 
which  not  only  may  be,  but  very  frequently  is  used  without 
the  other.  Many  boards  and  plmk  are  required  to  be  planed 
only,  the  use  to  which  they  are  to  be  applied  not  requiring 
them  to  be  tongued  and  grooved ;  and  many  are  required  to 
be  tongued  and  grooved  which  are  not  required,  for  the  uses 
to  which  they  are  to  be  put,  to  be  planed. 

In  the  case  of  Evcma  v.  Eatan^  (3  Wheatm^  454,  506,)  the 
Supreme  Court  manifested  a  very  serious  doubt — ^Mr.  Justice 
Story  said,  a  very  significant  doubt,  which  he  was  persuaded 
could  not  be -removed — ^that  several  distinct  inventions  could 
not  be  embraced  and  secured  in  one  and  the  same  patent. 
When  the  question  afterwards  came  before  him  in  the  case  of 
BarrM  y.  HaU,  (1  Mason,  447,  475,)  he  held,  that  if  the  pa- 
tentee embraced  several  distinct  improvements  or  inventions 
in  the  same  patent,  it  would  be  void.  In  that  case  the  patent 
was  for  ^^  a  new  and  useful  improvement,  being  a  mode  of 
dying  and  finishing  all  kinds  of  silk  goods."  The  invention, 
as  described  'in  the  specification,  consisted  of  an  improved 
reel  and  an  improved  silk-frame.  The  reel  was  used  to  wind 
and  secure  the  silk  and  put  it  in  the  dye.  The  frame  was  for 
the  purpose  of  extending  and  finishing  the  silk  after  it  was 
dyed.  The  learned  Judge  held,  that  if  the  specification 
claimed  the  reel  and  also  the  frame  as  the  invention,  the  pa- 
tent was  void  for  multiplicity  of  claim,  as  containing  two  dis» 
tinct  machines,  each  of  which  might  be  operated  separately 
and  independent  of  the  other.  ^^  A  patent,"  said  he,  ^^  cannot 
embrace  various  distinct  improvements  or  inventions;  but  in 
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snch  case,  the  party  mnist  take  out  separate  patents.  If  the 
patentee  has  invented  certain  improved  machines,  which  ai^ 
capable  of  a  distinct  operation,  and  has  also  invented  a  com- 
bination of  those  machines  to  produce  a  connected  result,  the 
same  patent  cannot  at  once  be  for  the  combination  and  for 
each  of  the  improved  machines ;  for  the  inventions  are  as  dis- 
tinct as  if  the  subject  were  entirely  different.''  Unless  the 
doctrine  promulgated  in  this  opinion  of  the  Circuit  Court  is  held 
to  be  unsound,  the  patent  in  the  case  at  bar  is  void.  Most 
certainly,  planing  boards,  and  tonguing  and  grooving  boards, 
are  much  more  separate  and  distinct  operations,  than  those  of 
dying  and  finishing  silk.  The  latter  are,  to  some  extent,  con- 
nected, and  necessary  to  be  performed  upon  the  article  before 
it  can  used.  Silk  must  at  least  be  dried  after  it  is  dyed,  be- 
fore it  can  be  used,  and,  in  most  instances,  it  is  required  to  be 
finished  before  it  is  used,  though  it  is  sometimes  used  in  its 
raw  state,  without  receiving  its  gloss  by  being  dressed.  But 
a  much  greater  portion  of  boards  and  plank  are  required  to  be 
leaned  without  being  tongoed  and  grooved,  and  to  be  tongued 
and  grooved  without  being  planed,  than  are  required  to  be 
planed,  tongued  and  grooved.  The  operations  of  planing, 
tongning  and  grooving  boards  and  plank,  are  no  more  neces- 
sarily connected,  or  different  parts  of  one  and  the  same  gen- 
eral operation,  than  the  operations  of  making  a  garment,  and  of 
coloring  and  dressing  the  doth  of  which  it  is  made. 

But  it  is  said  that  this  is  but  one  invention,  and  that  it  was 
neoesaary  for  the  patentee  to  claim  the  several  machines  as 
well  as  die  combination  of  the  whole,  to  prevent  piracies  of 
any  part  of  the  combination  of  the  whole,  because  if  the  par 
tentee  had  only  taken  out  his  patent  for  the  combination  con- 
stituting the  machine  to  plane,  tongue  and  groove  at  one 
operation,  any  person  might,  with  impunity,  use  the  planing, 
or  tonguing,  or  grooving  machine  separately.  If  the  objection 
to  the  patent,  presented  by  this  point,  be  correct  in  principle, 
tibis  argument  sustains,  instead  of  disproving  it.  It  shows  that 
the  operatiomi  of  the  several  machines  are  separate  and  dia- 
tinct,  and  aie  not  the  performance  of  parts  of  one  and  the  same 
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genatd  connected  operation.  The  patentee  might  have  ob" 
tained  a  patent  for  each  of  the  machincB,  and  also  a  patent  for 
a  combination  of  the  whole.  In  the  caee  of  Ureadwdl  r.  Blah 
dmy  (4  Wa8h.  (7.  G.  R.  703,)  the  patentee  took  out  a  patent 
for  a  combination  of  five  parts,  and  afterwards  took  ont  a  pa- 
tent for  a  combination  of  two  of  them,  which  produced  a  part 
of  the  result  obtained  bj  the  combination  of  the  whole.  It 
was  objected  that  the  first  patent  embraced  the  whole  and  all 
its  parts,  and  therefore  the  last  patent  was  void,  because  a  pa- 
tentee could  not  have  two  patents  for  the  same  invention. 
But  the  Court  held  the  two  patents  were  not  for  the  same 
invention — ^that  a  combination  of  the  whole  did  not  embrace 
each  part,  or  a  combination  of  two  or  any  number  of  parts  less 
than  the  whole,  unless  such  combination  would  produce  the 
same  result,  in  the  same  manner,  accomplished  by  the  combi* 
nation  of  the  whole. 

6.  In  discussing  the  fifth  objection  to  the  validity  of  the 
patent,  I  shall  assume  that  the  new  patent,  of  July  8th, 
1845,  issued  upon  the  surrender  of  the  original  patent,  is  not 
for  the  same  invention  for  which  the  original  patent  was 
issued,  as  that  proposition  is  embraced  in  and  will  be  debated 
under  the  eighth  question.  If  I  am  right  in  the  assumptioa 
that  the  new  patent  is  not  for  the  same  invention  for  which 
the  original  patent  was  issued,  it  is  clearly  unauthorized  and 
void. 

13ie  only  authority  for  issuing  the  new  patent  is  contained 
in  the  thirteenth  section  of  tiie  patent  act  of  1886.  That  sec- 
tion only  authorizes  a  new  patent  to  issue  for  ike  Mme  in/oer^ 
tion  for  which  the  original  patent  was  issued,  in  case  the 
original  patent  is  invalid  by  reason  of  a  defective  or  insuffi- 
eioat  description  or  specification,  and  shall  be  for  that  reason 
snnendered  and  cancelled.  I^  therefore,  an  original  patent 
is  invalid  for  the  reason  mentioned  in  the  act,  and  is  for  that 
cause  surrendeanad  and  cancelled,  a  new  patent  can  only  isane 
for  the4amemo0rMa9h.  If  the  new  patent  is  not  upon  its  £soa 
f<Br  the  same  invention,  or  if  die  corrected  specification  da- 
seribes  an  invention  difSarent  firam  that  for  wldch  the  origiBal 
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patent  was  iBsiied,  the  patent  would  be  nnaiithorized  by  the 
act  and  oonaequently  void. 

6.  Afl  to  the  sixth  point :  The  new  patent  appears  upon 
its  fiu)e  to  have  been  issued  to  the  administrator  of  the  pa- 
tentee, in  trost  for  his  heirs  at  law,  for  the  term  of  twenty- 
e^t  years  from  the  date  of  the  original  patent.  This  is 
wholly  without  authority. 

Hie  thirteenth  section  of  the  act  only  authorizes  the  new 
patent  to  issue  for  the  unexpired  term  for  which  the  original 
patent  was  issued.  If  the  patentee  be  dead  at  the  time  sudi 
new  patent  is  issued,  it  may  be  issued  to  his  executors  or  ad- 
ministrators ;  but  it  contains  no  authority  for  the  issuing  of 
such  patent  in  tnut  for  the  hevrs  at  law  of  the  original  pa- 
tentee. The  tenth  section  authorizes  an  original  patent  to  be 
issued  to  the  executors  or  administrators  of  an  inventor  in 
trust  for  his  heirs  at  law  or  devisees,  in  case  the  inventor  dies 
after  having  made  the  discovery  and  before  obtaining  a  pa- 
tent But  in  no  other  case  is  a  patent  authorized  to  be  issued 
in  trust  for  the  heirs  at  law  of  the  inventor.  Nor  is  there  any 
aiith<»ity  for  issuing  a  patent  in  any  case  for  twenty-ei^t 
.yeaiB.  It  is  said  the  original  patent  was  extended  under  the 
eighteenth  section  for  seven  years,  and  by  the  act  of  1846  for 
seven  years  longer,  making  a  period  of  twenty-eight  yeara 
from  the  date  of  the  original  patent.  But  this  is  no  answer  to 
the  objection.  The  exclusive  right  secured  by  the  original 
patent,  may,  by  law,  continue  for  twenty-eight  years,  and 
still,  the  Conmussioner  of  Patents  has  no  authority  to  iama 
a  patent  for  that  period.  That  depends  entirely  upon  the 
foct,  whether  any  such  authority  is  given  by  the  statute.  The 
act  of  1846,  although  it  extends  the  original  patent  of  1828 
for  seven  years  from  December,  1849,  yet  gives  no  authority 
whatever  to  the  Commissioner  of  Patents  or  to  any  other  per* 
•on  to  issue  a  new  patait  for  any  period.  Nor,  is  the  exten- 
sion granted  by  that  act,  in  truetfoty  or  far  the  leneJU  ofj  th$ 
heirs  of  the  patentee.  In  both  these  respects,  therefore,  the 
Oommissioner  of  Patents  haa  eseseded  his  power,  and  the  pa* 
tent  la  for  Aafcieaasn  veid.    . 
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Ym.  The  eighth  question  is :  Whether  the  Court  can  de- 
tennine,  as  matter  of  law,  upon  an  inspection  of  the  said  two 
patents  and  their  respective  specifications,  that  the  said  new 
patent  of  the  8th  of  Julj,  1845,  is  not  for  the  same  invention 
for  which  the  said  patent  of  1828  was  granted. 

Whether  the  specifications  of  the  two  patents  describe  two 
distinct  inventions  materiallj  different  from  each  other,  can- 
not perhaps  be  decided  as  a  matter  of  law  upon  an  inspection 
of  those  specifications.  The  testimony  of  experts  might  prove 
them  to  be  different  or  the  same.  I  do  not,  therefore,  propose 
in  this  stage  of  the  cause  to  raise  any  question  as  to  the  dis- 
similarity of  the  two  inventions  as  described  in  the  two  speci- 
fications. But  I  insist,  it  appears  upon  the  &ce  of  the  two 
patents^  that  the  new  patent  is  not  for  the  same  invention  for 
which  the  original  patent  was  issued.  The  original  patent 
states  the  invention  for  which  it  is  issued,  to  be,  "a  new  and 
usefal  improvement  in  the  method  of  planing,  tonguing  and 
grooving  plank  and  boards."  The  new  patent  states  Xh^  in- 
vention for  which  it  is  issued,  to  be,  ^'  a  new  and  useM  im- 
provement in  machines  for  planing,  tonguing  and  grooving 
boards,  &c."  These  are  manifestly  different  things.  A  m£tJu)d 
of  planing,  is  not  a  moi/chme  for  planing. 

The  method  of  doing  a  thing  is  the  manner,  the  modM 
opercmdi  of  doing  it,  and  not  tiie  instrument  by  which  it  is 
done.  It  is  the  mode  of  operating  with  the  machine,  and  not 
the  instrument  itself.  There  may  be  an  improvement  in  the 
method  of  planing  boards,  without  any  improvement  in  the 
implements  or  machine  with  which  that  work  is  performed. 
So  there  may  be  an  improvement  in  a  machine  for  planing, 
without  any  improvement  in  the  mode  of  its  operation.  They 
are  not  the  same  improvement  or  invention.  A  patent  for  the 
one  will  not  embrace  the  other. 

In  the  case  of  Coehnme  v.  Smethwrst^  (1  Starh  205,)  it 
was  held  that  a  patent  for  an  improved  mstkod  of  lighting 
cities,  was  not  supported  by  a  specification  describing  an  im- 
proved street  lamp.  The  patent  should  have  been  for  an 
improved  street  lamp ;  yet,  if  an  invention  of  an  improved 
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mode  or  mModipt  lighting  dtiBB,  luad  an  inyention  of  an  ijn- 
'  juoTed  street  lamp,  were  the  same  thing,  clearly  the  spedfir 
cation  would  fane  supported  the  patent.  .  Two  patents,  one 
far  an  improyedniethod  of  U^bting  streets,  and  the  other  for 
an  improved  street  lamp,  would  not  be  for  the  same  inven- 
tion. A  specification  which  would  support  the  one,  would  not 
support  the  other.  So  in  this  case,  a  patent  for  an  iny^rtwed 
mMod  of  planiagy  and  a  patent  for  an  irnjprovement  in  a 
machine  for  planing,  are  entirely  different.  A  specification 
which  would  suppeoi;  the  one  would  not  support  the  other. 

In  the  case  o£  Barrett  v.  ffall^  (1  Maean,  447,  475,)  Mr. 
Justice  JS^ary  says :  ^^  If  the  invention  consist  in  a  new  com* 
bination  of  machinery,  or  in  improvements  upon  an  old  ma* 
dune  to  produce  an  0I4  effect ;  the  patent  should  be  for  the 
combined  machinery,  or  improvements  on  the  old  machine, 
and  not  for  a  mate  mode  or  device  for  prodt^cing  such  effects, 
detached  from  maehineiy.''  In  BouUmy.  BvU^  (2  H.  Bl. 
468,)  Chief  Justice,  j^re,  said  that  meM^  was  not  a  mcuMney 
but  was  the  mode  cf  openOmg^  either  with  a  machine  or  the 
hand  of  man ;  that  it  was  a  principle  detii^hed  ftom  all  physi* 
cal  existence  whatever;  -andtbatif  it  were  new  and  useful  and 
reduced  to  practice,  it  was  patentable.  In  Barrett  v.  SaU^ 
Qfefcre  oitedy)  Mr.  Justice  SUny  conooxs  in  this  doctrine  of 
Chief  Justice  J^iffe.  The  authozity  and  reasoning  of  these 
cases  are  decisive<tf  the  question. 

JX.  The  ninth  question  is:  Whethjsr  the  decision  of  the 
Soard  ofCommissianers,  who  ape  to  determine  upon  the  ap* 
plication  for  the  extension  of  a  patent  under  the  eighteenth 
section  of  the  act  of  1886,  is  conclusive  upon  the  question  of 
their  jurisdiction  to  act  in  the  given  case. 

It  has  abeady  been  shown,  ;first^  that  this  Soard  is  a  tribu- 
nal of  special  and  limited  jurisdiction;  and,  eecondly^  that  all 
actB  and  proceedings  of  such  a  tribunal,  beyond  the  power 
specially  given  it,  or  in  a  manner  different  from  that  specially 
prescribed,  are  coram  non  judice  and  void.  It  necessarily 
Mows,  that  the  decision  of  such  a  Board,  that  it  has  jurisdio- 
11 
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tion,  cannot  give  it  jnrifldiction.  An  adjudication,  whether 
upon  the  question  of  jurisdiction,  or  any  other  question,  which 
is  void  for  the  want  of  jurisdiction,  is  a  mere  nnllitj.  There 
is  no  judge,  and,  therefore,  no  judgment ;  and  so  teiT  ftom  be- 
ing oondiisive  upon  the  question  of  jurisdiction,  it  can  have 
no  effect  whatever  upon  any  question. 

X.  The  tenth  and  last  question  is :  Whether  the  Commis- 
sioner of  Patents  can  lawfully  receive  a  surrender  of  Letters 
Patent  for  a  defective  specification,  and  issue  new  Letters  Pin- 
tent  upon  an  amended  specification,  after  the  expiration  of  the 
term  for  which  the  original  patent  was  granted,  and  pending 
the  existence  of  an  extended  term  of  seven  years ;  or  whether 
such  sxurender  and  renewal  may  be  made  at  any  time  during 
such  extended  term. 

The  only  authority  for  issuing  the  new  patent  of  8th  July, 
1845,  is  given  by  the  13th  section  of  the  Patent  act  of  1836. 
Whatever  may  have  been  the  power  of  the  Secretary  of  State, 
prior  to  the  law  of  1836,  by  that  law  the  authority  to  issue 
a  new  patent  for  the  same  invention,  in  a  case  where  the  origi- 
nal patent  is  void,  is  limited  to,  and  can  be  exercised  only  in 
strict  accordance  with  the  power  given  by  the  13th  section  of 
that  act.  The  part  of  that  section  applicable  to  the  present 
question,  is  in  these  words :  ^'  Whenever  any  patent  which  has 
heretofore  been  granted,  or  which  shall  hereafter  be  granted, 
shall  be  inoperative,  or  invalid,  by  reason  of  a  defective  or 
insufficient  description  or  specification,  or  by  reason  of  the 
patentee  claiming  in  his  specification  as  his  own  invention, 
moife  than  he  had  or  shall  have  a  right  to  claim  as  new ;  if  the 
error  has,  or  shall  have  arisen  by  inadvertency,  accident,  or 
mistake,  and  without  any  fraudulent  or  deceptive  intention,  it 
shall  be  lawftil  for  the  Commissioner,  upon  the  surrender  to 
him  of  such  patent,  and  the  paym^it  of  the  farther  duty  of 
fifteen  dollars,  to  cause  a  new  patent  to  be  issued  to  the  said 
inventor,  for  the  same  invention,  for  the  residue  of  the  period 
then  unexpired  for  which  the  original  patent  was  granted,  in 
accordance  with  the  patentee's  corrected  description  and  speci- 


OCrrOBER  TERIC;  1845.  147 


Wilson  «.  Booiseaii. 


fication."  This  is  a  limited  special  authority,  and  must  be 
strictly  pursued.  In  exercising  the  authority  conferred  by  thia 
act)  the  Commissioner  is  confined  strictly  to  the  power  given 
him.  "  He  can  take  nothing  by  implication,  but  must  show 
the  power  to  be  eo^esdy  given  in  every  instance.''  {JoTies  v. 
Beed^  1  John^orCs  Gases^  20.) 

The  very  authority  to  the  Commissioner  to  issue  such  new 
patent  declares,  in  express  terms,  that  such  new  patent  shall 
be  issued  only  "^/br  the  residue  of  the^  period  then  unexpired^ 
for  which  the  origvnal  patent  was  granted^  This  phraseol- 
ogy is  an  unequivocal  exclusion  of  the  period  unexpired,  for 
which  the  original  patent  may  have  ieen  extended  ;  or  the  un- 
expired period  or  term  of  a  renewed  patent. 

Congress  undoubtedly  intended,  that  it  ought  to  be  and  ne» 
cessarily  would  be  ascertained  within  the  fourteen  years  for 
which  the  original  patent  was  granted,  whether  it  was  or  was 
not  void,  for  any  of  the  reasons  specified  in  that  section.  This 
part  of  the  section  is  an  exact  transcript  of  the  third  section 
of  the  act  of  1832.  It  can  mean  no  more  or  less  now,  than  it 
meant  then.  Prior  to  1836,  a  renewal  or  extension  of  the  tenn 
for  which  the  original  patent  was  issued,  was  only  granted  by  a 
special  act  of  Congress.  The  3d  section  of  the  act  of  1832  con- 
fines the  power  of  the  Secretary  of  State  to  the  issuing  of  a 
new  patent  ybr  the  tmexpired  term  for  which  the  origmalpar 
tent  was  issued^  in  case  such  original  patent  were  void  for  any 
of  the  reasons  specified  in  that  section.  Should  Congress,  by 
act,  renew  a  patent,  without  making  any  provision  in  the  act  for 
remedying  defects  in  the  specification,  the  Secretary  of  State 
would  have  no  authority,  by  virtue  of  the  3d  section  of  the  act 
of  1832,  to  supply  such  omission.  In  short,  if  Congress,  by 
the  13th  section  of  the  act  of  1836,  intended  to  provide  for  the 
issuing  of  a  new  patent  for  the  unexpired  term  for  which  any 
original  patent  might  have  been  or  might  be  extended,  it  is 
clearly  a  casus  omissus^  and  cannot  be  supplied  by  interpreta- 
tion or  construction.    {Dwarria  on  Statutes^  711.) 

I  have  now  submitted  to  the  Court  all  the  observations  which 
have  occurred  to  me  as  pertinent  to  the  various  questions  pre- 
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sented;  and  although  I  am  perfectljawajre  that  the  law ha0  no 
reepect  to  persons,  yet  so  much  has  been  said  in  the  conrse  of 
the  argmnent,  of  a  disparaging  and  somewhat  vitaperatiye 
character  against  assignees  of  patents,  and  laudatory  of  patent- 
ees, that  I  hope  I  may  be  pardoned,  if,  before  I  take  leave  of 
the  subject,  I  remind  the  Court  that  the  plaintiff  in  this  cause, 
as  well  as  the  defendants,  is  an  assignee  of  the  invention  in 
question.  The  only  difference  in  their  characters  or  positions, 
as  litigants,  is,  that  the  plaintiff  is  a  subsequent  assignee,  with 
a  full  knowledge  of  the  prior  assignment,  and  the  right  claim- 
ed under  it — certainly,  therefore,  in  no  sense,  a  bona  fide  as- 
signee without  notice — an  assignee,  too,  who,  we  are  at  liberty 
to  assume,  has  purchased  the  rights  which  he  now  claims,  at  a 
reduced  price,  in  consequence  of  the  claims  of  others  under 
the  prior  assignment.  It  is  in  favor  of  rights  thus  acquired 
that  this  Court  is  invoked  to  disregard  the  plain  words,  as  well 
«a  the  established  rules  for  the  interpretation  of  statutes— to 
put  a  limited,  forced,  and  unnatural  construction,  against  the 
covenantee,  upon  the  words  of  the  covenant  contained  in  the 
prior  assignment,  under  the  specious,  though,  I  insist,  un- 
founded and  ille^  pretence,  that  this  extraordinary  departure 
fix>m  all  law  and  all  principle,  is  invoked  ^^to  foster  genius 
and  reward  merit.''  Is  inventive  genius,  however  meritorious, 
to  be  fostered  and  rewarded  at  such  an  expense — at  such  a  si^ 
crifice! 

The  answers  of  the  Supreme  Court  to  the  several  questions 
certified,  will  be  found  in  4  Rcwa/rd^  687,  688. 
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John  M.  Mastdt  vs.  Cobnelius  Eanoubb. 

Wli^re  aa  Mtion  is  remoyed  from  a  State  Court  to  this  CoiiTt»  under  the  ISth 
Metion  of  the  Jndieiaiy  Act  of  1789,  (1  U.  &  8tai.  at  Large,  79,)  eertified 
copies  of  the  process  or  papers  by  which  the  suit  was  commenced  in  the 
State  Court,  and  of  an  order  of  that  Court  for  their  transmission,  should 
he  sent  to  and  entered  in  this  Court 

Ifhere  a  defendant^  instead  of  adopting  that  course,  entered  here  what  pur- 
ported to  be  a  copy  of  a  declaration  in  the  action  in  the  State  Courts  hot 
the  eopj  was  not  certified  from  the  State  Courts  or  aocompanied  bj  a  cer- 
tified copy  of  any  order  of  the  State  Court  for  its  transmission,  and  then 
entered  here  a  rule  to  declare:  HM,  that  the  rule  to  declare  must  be  t*- 
eated,  and  the  copy  declaration  be  taken  from  the  fileSb 

On  the  transmission  of  the  process  or  declaration  by  which  the  suit  was  eom- 
nenced  in  the  State  Courts  and  the  entry  of  the  same  in  this  Court*  the 
^aintiff  must  file  a  new  declaration  according  to  the  practice  of  this  Court* 
as  if  the  soit  were  an  original  one  here. 

Ub^  the  filing  of  such  declaration  the  plaintiff  cannot  enter  a  rule  to  plead 
or  a  default  for  not  pleading. 

ICabtdt,  a  citizen  of  the  State  of  New-York,  commenced,  bj 
dedaiation,  an  action  of  assnmpflit  against  Kanonse,  a  citizen 
of  the  State  of  New-Jersey,  in  the  Court  of  Cotomon  Pleas 
for  the  cify  and  comity  of  New-York.  Kanonse  appeared  in 
the  action,  and  applied  to  the  Comt  for  an  order  remoying 
die  action  into  this  Court,  under  the  provisions  of  the  ISth 
•ection  of  the  act  of  Congress  of  September  24th,  1789,  known 
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as  the  Judiciary  Act.  (1  XT.  S.  Stat,  at  LoMrge^  79.)  The  ap- 
plication was  denied.  But,  on  the  first  day  of  the  session  of 
this  Court  next  after  the  filing  of  his  petition  in  the  Court  of 
Common  Fleas  for  the  removal  of  the  action,  Eanouse  entered 
in  this  Court  what  purported  to  be  a  copy  of  the  declaration 
against  him  in  the  Court  of  Common  Pleas,  and  appeared  in 
the  action  in  this  Court  by  entering  common  bail,  and  gave 
notice  thereof  to  Martin's  attorney  in  the  Common  Fleas.  Hie 
copy  of  the  declaration  entered  by  Eanouse  was  not  certified 
from  the  Court  of  Common  Fleas,  and  he  did  not  enter  a  cer- 
tified copy  of  any  order  for  the  transmission  of  any  copy  of 
the  declaration.  Subsequently,  Kanouse  entered  in  the  book 
of  common  rules  in  this  Court  a  rale  that  Martin  declare  with- 
in twenty  days  after  service  of  notice  of  the  rule,  or  be  non- 
prossed. Kotice  of  this  rule  was  served  on  Martin  personally. 
Martin  now  moved  that  the  copy  declaration  on  file  in  the 
action  in  this  Court  be  withdrawn  from  its  files,  and  that  the 
rule  to  declare  be  vacated. 

John  M.  MarHnj  plaintiff,  in  person. 

Andrew  S.  Garr^  for  the  defendant. 

The  Court  vacated  the  rule  to  declare,  and  ordered  the 
copy  declaration  on  file  to  be  taken  off^  on  the  ground  that  in 
an  action  removed  from  a  State  Court  under  the  act  of  Con- 
gress in  question,  certified  copies  of  the  process  or  papers  by 
which  the  suit  was  commenced  in  the  State  Court,  and  of  an 
order  of  that  Court  for  their  transmission,  should  be  sent  to 
and  entered  in  this  Court. 

KoTE.  The  Court  decided  at  October  term,  1850,  (in  the 
case  of  Clarke  v.  The  Protection  Ine.  Co.)  that  on  the  trans- 
mission of  the  process  or  declaration  by  which  the  suit  was 
commenced  in  the  State  Court,  and  the  entry  of  the  same  in 
this  Court,  the  plaintiff  must  file  a  new  declaration  according 
to  the  practice  of  this  Court,  the  same  as  if  a  suit  had  been 
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oommeiiced  by  regular  process  in  fhis  Court;  and  that  nntil 
the  filing  of  such  declaration,  the  plaintiff  conid  not  enter  a 
role  to  compel  the  defendant  to  plead,  or  enter  his  defanlt  for 
not  pleading. 


£nin:in>  Fersett  and  Timotht  S.  Arthur,  suing  joiktlt 

FOR  THEMBKI.YES  AlO)  THE  UnTTED  StATEB, 
VS. 

Joseph  F.  Atwill. 

Where  •  ptainiiff  bronght  deyen  ^t  iam  Mtions  for  penftlties  againel  the 
tame  defendant,  the  defendant  haring  demnrred  to  the  deelaration  in  eaeh 
caae^  and  the  pleadings  in  aU  being  alike,  a  motion  by  the  plaintiff  that 
the  demmrer  in  one  of  the  casee  be  argned,  and  that  the  others  abide  ita 
erent,  and  aU  proeeedings  in  them  be  stayed  meanwhOe,  was  denied. 

Upon  iasaes  of  law,  the  party  bringing  a  multiplicity  of  snits  mnst  take  the 
responsibility  of  meeting  them  in  the  nsnal  way. 

The  penalty  imposed  by  g  11  of  the  eopy-right  aet  of  Febmary  Sd,  18S1,  (4 
V,  &  Btat  tU  Larpt,  488,)  for  putting  the  imprint  of  a  eopy-right  upon  a 
work  not  legally  oopy-righted,  and  giren  by  the  aet  to  "ike  per  ton  who 
sfaaU  sue  for  the  same,*'  cannot  be  recoyered  in  the  name  of  more  than  ens 


A  deelaration  for  sneh  penalty  in  the  name  of  two  pertotu  is  bad  on  general 

demnrrer. 
In  an  action  on  a  statute^  the  party  j^'oseeuting  must  allege  erery  fSset  necea* 

saiy  to  make  out  his  title  and  his  competency  to  sue. 
The  langoage  of  the  statute  is  to  be  particularly  adhered  to  in  the  construo- 

tion  of  penal  laws. 
It  seem^  there  might  be  a  difference  between  the  construction  of  a  statute 

giring  a  penalty  to  a  common  informer,  and  of  one  imposing  a  penalty  for 

the  benefit  of  a  perMn  aggriered  by  its  yiolation. 
A  ehaige  by  a  defendant  in  a  bill  of  costs,  for  serrices  in  putting  in  special 

bail  a  second  time,  is  not  taxable,  where  the  second  serrice  was  made  ne- 
bjthe  ftilure  of  the  bail  first  put  in  to  justify. 
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Kor  art  u  4ttom«]r's  durgMlbr  a  role  to  daebn^  orfo  sernoas  in  obtain- 
Ing  aeciirity  for  ooeti^  allowable  in  oaoh  one  of  eleren  fliiit%  where  the  at* 
tomejB  in  all  the  raits  were  the  same,  and  the  serrioee  were  rendered  on  ona 
set  of  papers  entitled  in  all  the  soits. 

Kor  are  snch  charges  allowable  in  eaoh  suiti  eren  where  separate  sets  of  par 
pers  are  made  in  each  snit. 

A  charge  for  pemsing  demurrer  by  counsel  in  each  one  of  eleren  soits  it 
allowable,  although  the  pleadings  in  all  the  soits  were  alike. 

Where  the  pleadings  in  eleven  suits  were  alike,  and  thej  were  all  argued  on 
demurren^  but  there  was  only  one  argument  in  fact  for  all  the  eases:  ffeU 
that  demurrer  books»  and  brief  and  pointy  were  taxable  in  eaoh  case^  if 
they  were  actually  made  out  in  each  at  the  time  of  the  argumenti  which 
iJMt  must  be  shown  to  the  officer,  if  the  charges  were  objected  to;  and  thai 
attorney  and  counsel  fees  on  argument  were  taxable  in  each  cascb 

Th9  suit  was  one  of  eleven  brought  by  the  same  plaintiffii 
agamst  the  same  defendant  Each  of  the  actions  was  debt  for 
a  penalty,  for  an  all^:ed  violation  by  the  defendant  of  the 
deventh  section  of  the  copy-right  act  of  Febroaiy  3d,  1831, 
(4  27*.  S.  Stat,  at  ZargSj  438,)  in  publishing  a  musical  compo- 
sition, called  the  Alethia  WdUzy  with  an  imprint  of  a  copy- 
right upon  it,  when  he  had  not  at  the  time  legally  acquired  a 
oopy-ri^t.  The  defendant  was  held  to  bail  in  each  suit  73ie 
defendant  demurred  specially  to  each  declaration,  and  the 
plaintiffii  joined  in  demurrer.  The  plaintiffs  now  applied  fi>r 
an  order  that  the  demuirer  in  one  of  the  cases  be  argued,  and 
diat,  in  the  meantime,  all  proceediugs  in  the  others  be  stayed 
and  they  abide  the  event  of  the  one  to  be  argued.  The  plead- 
ings were  alike  in  all  the  sidts.' 

JRamddl(pK  W.  TaumMnd,  for  the  plaintiflk 
Samuel  Oweny  for  the  defendant. 

The  Cottbt  said  that  they  knew  of  no  case  where  such  an 
application  had  been  made  by  the  plaintiff  on  an  issue  of  law; 
that  applications  of  the  kind  in  regaid  to  issues  of  &ct  to  be 
tried  at  a  Circuit  were  generally  made  by  a  defendant,  in 
which  cases  a  regard  for  the  time  of  the  Court  and  for  the 
expenses  of  trials  entered  into  the  question ;  that  upon  issues 
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of  Isw,  theparfybriiigiiig.amTdtipUdfyof  siutsoiiglittotate 
fhe  raefpoDsibililj  of  meetmg  all  the  cases  in  the  usual  way,  if 
his  adyensaiy  saw  fit  to  notioe  them  for  argument;  that,  of 
eourae,  if  it  tamed  ont  that  the  same  question  was  inyolved 
in  all  of  them,  one  argument  only  wonld  be  heard;  but  that 
to  relieye  a  plaintiff  firom  the  responsibility  in  cases  like  these, 
might  lead  to  experiments  upon  the  Court  as  reg^ed  the  law 
ci  the  cases,  without  any  proper  check  upon  the  multiplication 
of  suits.    Motion  denied,  with  costs. 

Tbe  aignment  of  the  demurrers  was  then  brought  on.  The 
declaration  contained  two  counts.  The  first  count  alleged  that 
the  defendant,  within  two  years  before  the  commencement  of 
the  suit,  published  at  New-York  a  certain  musical  canypomr 
<ion,  called  the  JJeiMa  WaUz^  and  printed  on  its  &ce  these 
words :  "  Entered  according  to  act  of  Congress,  A.  D.  1844, 
by  Joseph  F,  Atwill,  in  the  clerk's  office  of  the  District  Court 
of  the  Southern  District  of  New-York ;"  and  that  he  had  not, 
at  the  time  of  the  publication,  acquired  the  copy-right  of  the 
composition  under  the  laws  of  the  United  States.  The  penalty 
daimed  was  $100.  The  second  count  alleged  the  like  publica- 
tion of  9^v(ilvmeofmusichy^(d  same  name,  and  with  the  same 
imprint,  and  claimed  the  same  penalty.  The  principal  ground 
of  demurrer  assigned  was,  that  the  action  was  commenced  by 
two  jointly,  for  themselyes  and  the  United  States,  whereas  an 
action  to  reooyer  the  penalty  sued  for  in  the  case,  could  only 
be  brought  by  one  person  qui  tarn. 

MarshaU  8.  BidweU  and  Samud  Owm^  for  the  defendant 

8cmMd  Sherwood  and  Bcmddl^  W.  Tcvmaendy  for  the 
plaintifb. 

BsTTB,  J.  The  decision  of  the  Court  in  this  case  being 
limited  to  two  points,  we  do  not  consider  it  proper  to  discuss 
the  other  questions  inyolyed  in  the  pleadings,  and  argued  at 
length  by  the  counsel ;   and  our  judgment  being  peremptory 
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againBt  the  action,  an  attempt  now  to  settle  the  other  points 
presented  bj  the  case,  will  not,  as  if  an  amendment  were  al- 
lowed, tend  to  abridge  litigation  or  to  aid  the  parties  in  the 
disposition  of  the  cause. 

The  declaration  contains  two  connts,  each  of  which  demands 
a  distinct  penally  of  $100.  The  first  count  chaiges  that  the 
defendant,  on  the  first  of  July,  1845,  at  New-York,  published 
a  mnmcal  campoeition^  called  '^Alethia  WcHltzJ^  and  falsely 
inserted  therein  and  impressed  upon  the  &ce  thereof,  the  words : 
"Entered  according  to  act  of  Congress,  &c."  without  having 
at  the  time  legally  acquired  the  copy-right  of  the  said  musical 
composition.  The  second  count  alleges  that  the  defendant,  at 
the  time  and  place  aforesaid,  published  a  vdl/wnie  cfm/usic^ 
called  ^^Alethia  WaUz^'*  and  falsely  inserted  therein  and  im- 
pressed upon  the  title  thereof,  the  words :  "  Entered  according 
to  act  of  Congress,  &c,"  without  having  at  the  time  legally  ac- 
quired the  copy-right  of  the  said  volume  of  music. 

The  defendant  demurs  to  the  declaration,  and,  in  connection 
with  the  general  demurrer,  assigns  various  causes  of  demurrer, 
only  one  of  which  is  passed  upon  by  the  Court ;  to  wit,  that 
the  action  is  brought  by  two  persons  jointly,  for  themselves 
and  the  United  States  of  America.  Some  exceptions  were 
taken  to  the  sufficiency  in  form  of  the  special  demuirer,  but 
we  do  not  regard  the  question  as  material,  the  objection  to  the 
declaration  being  good  on  general  demurrer ;  because  the  right 
of  action,  if  any,  is  under  tiie  statute,  and  the  declaration  must^ 
show  that  the  party  suing  is  competent  to  maintain  the  suit 
{Almy  V.  Hcmris^  5  JoJms^  176.)  The  decision,  accordingly, 
rests  upon  this,  that  the  act  of  Congress  does  not  authorize  an 
action  in  the  name  of  a&oeral  persons  and  the  United  States, 
for  the  recovery  of  the  penalties  incurred  by  its  violation. 

The  provisions  governing  the  question  are  contained  in  the 
eleventh  section  of  the  act,  which  enacts,  "  that,  if  any  person 
or  persons,  from  and  after  the  passing  of  this  act,  shall  print 
or  publish  any  book,  map,  chart,  musical  composition,  print, 
cut,  or  engraving,  not  having  legally  acquired  the  copy-right 
thereof,  and  shall  insert  or  impress  that  the  same  hath  been 
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entered  accorduig  to  act  of  Coagress,  or  words  purporting  the 
Bame,  every  person  so  oflfending  shall  forfeit  and  pay  one  hiin- 
died  dollars ;  one  moiety  thereof  to  the  person  who  shall  sue 
for  the  same,  and  the  other  to  the  use  of  the  United  States,  to 
be  recovered  by  action  of  debt,  in  any  court  of  record  having 
cognizance  thereof." 

In  actions  directly  upon  a  statute,  or  on  rights  derived  firom 
a  statute,  the  party  prosecuting  must  allege,  and  consequently 
prove,  every  fact  necessary  to  make  out  his  title  to  the  thing 
demanded,  and  his  competency  to  sue  for  it.  {(Jom.  Dig.  Ac- 
tion on  Stat.  A.  1,  2,  3,  and  Pleader^  c.  76.)  An  informer 
cannot  support  an  action  unless  there  be  an  express  provision 
in  the  statute  enabling  him  to  sue.  {Bex  v.  MdUcmd^  2  Stra. 
828;  Fleming  v.  Bailey,  6  East,  818.)  And,  if  the  statute 
creating  the  penalty,  and  bestowing  it  upon  the  informer,  does 
not  give  the  mode  of  proceeding,  he  is  bound  to  set  forth  the 
special  matter  upon  which  the  right  of  action  arises,  and 
allege  and  prove  in  what  way  the  penalty  vests  in  him. 
{Ccle  V.  Smithy  4  Johns.  198 ;  Bigdow  v.  Johnson,  18  Johns. 
428;  Smdth  v.  Menoin,  16  Wend.  184;  Fairbanks  v.  ^t^ 
trim,  2  JV^^JTarnp.  105 ;  FfUsY.BaU,  2  Aik.il.)  The  doc- 
trine in  effect  is  applicable  to  actions  founded  upon  statutes 
other  than  for  penalties ;  for,  when  a  statute  is  made  to  remedy 
any  mischief  or  grievance,  or  to  bestow  any  interest  or  right 
upon  an  individual,  the  mode  of  remedy,  when  one  is  desig- 
nated by  it,  must  be  exactly  followed.  {StoweU  v.  Flaggj 
11  Mass.  864 ;  Stevens  v.  The  Proprietors  of  the  Middlesex 
Canal,  12  Mass.  466.)  And,  if  the  form  of  remedy  is  not 
pointed  out,  and  the  law  supplies  one  by  implication,  the 
plaintiff  must  aver  and  prove  every  feet  necessary  to  show  the 
existence  of  the  right  in  him  under  the  statute.  {Bigdow  v. 
The  Cambridge  amd  Concord  Ttimpike  Co.  7  Mass.  202 ; 
Bigelow  v.  Johnson,  18  Johns.  428.)  We  think,  under  these 
well  established  rules  of  law,  that  the  two  plaintiff  prosecu- 
ting this  action  do  not  come  within  and  satisfy  the  provisions 
of  the  statute  giving  the  penalty  "  to  the  person  who  shall  sue 
for  the  same." 
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There  is  a  manifest  distinctioii  between  giving  a  penally  to 
a  common  infonner,  and  imposing  one  for  the  benefit  of  the 
person  aggrieyed  bj  the  violation  of  the  statute.  In  the  latter 
case  the  t&rm person  might  justly  be  r^arded  as  comprehend- 
ing every  one  affected  by  ttie  injury ;  because,  the  design  of 
such  enactment  must  be  to  give  a  remedy  co-extensive  with 
the  mischief  or  grievance  provided  against.  This  considera- 
tion has  no  relation  to  positive  penalties  established  as  sanc- 
tions of  the  law,  and  not  intended  to  recompense  individuals 
because  of  their  particular  injuries. 

The  language  of  the  statute  is  to  be  particularly  adhered  to 
in  the  construction  of  penal  laws,  and,  when  it  has  a  natural 
and  plain  meaning,  an  artificial  or  forced  one  is  not  to  be 
adopted.  (1  BL  Com.  88;  Dwarr.  on  Stat.  707,  711 ;  Fan 
VaOcenllmrgh  v.  Torrey^  7  Cow.  252.)  Courts  will  not  give 
an  equitable  construction  to  a  penal  law,  even  for  the  purpose 
of  embracing  cases  clearly  within  the  mischief  intended  to  be 
remedied.  (  United  States  v.  Shddon^  2  Wheat.  119 ;  Myers 
V.  Foster,  6  C(/u).  567;  Daggett  v.  /Stofo,  4  Qmn.  61.)  They 
sedulously  limit  the  action  of  penal  statutes  to  the  precise 
cases  described  in  them,  and  reject  an  interpretation  tending 
to  comprehend  matters  not  named  by  the  legislature,  although 
analogous.  The  authorities  cited  are  explicit  to  this  point, 
and  are  in  unison  with  numerous  others,  English  and  Ameri- 
can. {Cone  V.  Bowles,  1  Sdlk.  205 ;  Reniger  v.  Fogossa^  1 
Plow.  17 ;  Fleming  v.  Bailey,  5  East,  313.) 

The  privilege  of  claiming  or  enforcing  a  penalty  is  one  of 
statutory  appointment,  and  must  be  construed  with  like  strict- 
ness. In  an  action  by  husband  and  wife  against  executors,  to 
recover  a  penalty  imposed  by  statute  for  not  proving  a  will 
within  a  fixed  period,  one-half  of  the  penalty  being  given  to 
the  plaintiff  and  the  other  to  the  legatees,  and  the  wife  being 
a  legatee,  it  was  held  by  the  Supreme  Court  of  Massachusetts, 
that  the  suit  could  not  be  maintained  in  the  name  of  husband 
and  wife,  the  action  being  a  popular  one,  and  there  being  no 
joint  interest  in  the  verdict  (J25B  v.  Dan)is,  4  Mass.  137.) 
The  doctrine  was  stiU  more  fiilly  and  explicitly  declared  in  a 
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later  case  in  that  Court,  in  which  it  was  held  that  several  per- 
aons  could  not  unite  in  a  gm  tarn  action  as  informers,  the 
right  to  sue  in  such  case  resting  upon  the  express  provisions  of 
the  statute,  {rmtony.  Wdshy  9  Pick.  87^)  When  the  pen- 
ally  is  given  to  amyperwn,  orjpersona^  a  corporation  aggregate 
cannot  sue  for  it  (1  Kyd  on  Corp,  218 ;  The  Wemeri  Co. 
v.  Forrest^  2  ^a,  1241,  moflrgin)  Hmrmwndy  in  his  TreaUse 
€n  Parties  (48)  says :  ^'  It  seems  two  cannot  join  as  common  in- 
formers in  a  penal  action,  unless  specially  allowed  by  statute. 

The  plain  language  and  sense  of  the  statute  under  consider- 
ation, restrict  the  right  of  action  to  a  single  person ;  and  we 
should  not  be  disposed,  on  general  principles,  to  enlaige  its 
operation,  so  as  to  encourage  associations  of  individuals  in 
instituting  and  conducting  penal  actions,  the  nature  of  those 
actions  in  our  opinion  exacting  a  rigorous  adherence  to  the 
terms  of  the  law. 

Judgment  is  accordingly  rendered  in  this  case  for  the  de- 
murrant, with  costs;  and  the  same  judgment  is  rendered  in 
the  ten  other  suits  between  the  same  parties  on  like  pleadings. 

In  taxing  the  defendant's  costs  on  the  demurrers  in  the 
eleven  cases,  several  questions  arose.  The  costs  were  taxed 
by  the  clerk.  There  were  eleven  bills  of  costs  all  alike.  1. 
lliere  were  two  sets  of  charges  in  each  bill  for  putting  in  spe- 
cial bail,  the  bail  first  put  in  not  having  justified.  2.  Each 
bin  contained  charges  for  a  rule  to  declare,  and  for  services  in 
obtaining  security  for  costs,  the  attorneys  in  each  suit  being 
the  same,  and  there  being  but  one  rule  in  each  matter,  and 
but  one  set  of  papers,  in  which  the  titles  of  all  the  causes  were 
included.  3.  Each  contained  a  charge  for  perusing  demurrer 
by  counsel.  4.  Each  contained  a  charge  for  a  rule  to  join  in 
demurrer,  there  being  a  separate  rule  in  each  suit.  6.  Each 
contained  charges  for  five  demurrer  books,  and  for  brief  and 
points,  and  for  attorney  and  counsel  fees  on  argument,  there 
having  been  but  one  argument  in  &ct  for  all  the  cases.  The 
plaintifib  appealed  to  the  Court  from  the  taxation  as  to  the 
above  items. 
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Nelsok,  J.  1.  The  Becond  Bet  of  charges  for  putting  in 
special  bail  Bhonld  have  been  stricken  out,  because  they  were 
incuiTed  by  the  neglect  of  the  defendant  in  not  causing  the 
bail  first  put  in  to  justify,  and  for  his  own  benefit.  2.  Hie 
defendant's  attorney  is  not  entitled  to  a  separate  chai^  in 
each  suit  for  the  services  embraced  in  this  item.  The  settled 
practice  is  against  the  allowance.  {Jaehson  v.  KeUer^  18 
Johns.  310 ;  Scfi&rmeTham  v.  Noble,  1  Dmio,  682.)  3.  This 
item  is  taxable  in  each  suit  {Rvle  27,  C.  C.  U.  S.)  4.  It  is 
urged  that  this  item  is  distinguishable  from  the  second,  be- 
cause there  was  a  separate  rule  in  each  suit.  But  the  princi- 
ple is  the  same,  and  has  been  so  held  since  the  case  of  Jackson 
V.  Cla/rJc,  (4  C(m.  632.)  There  can  be  but  one  charge  for  the 
service,  as  respects  attorney's  fees.  5.  The  demurrer  books, 
and  brief  and  points,  are  taxable  in  each  case,  if  they  were  ac- 
tually made  out  in  each  at  the  time  of  the  argument.  The 
fact  must  be  shown  to  the  taxing  ofiScer,  if  objection  be  made 
to  the  charge.  Attorney  and  counsel  fees  on  argument  are 
taxable  in  each  case. 


cmourr  cotjrt  op  the  tooted  states 

FOR  THE  SECOND  CmCUTT. 


TEBHOHT,  HAT  TEBM,    1846,  AT  WINDSOR. 


FiHKTTBZlCB  MaBVIN  VS.  IsAAO  DsNinSON  AND  OTHSBS. 

Hie  object  of  the  action  of  ejectment,  as  nsed  in  Vermont,  is  to  settle  the 
Utle  and  establish  the  right  of  property,  as  well  as  to  recoyer  the  poeses- 
sion;  and  the  judgment  is  made  oonclusive  as  to  all  the  parties. 

Where  it  appeared,  in  ^ectment,  that  one  of  the  defendants  claimed  title  to 
the  lands  in  question,  nnder  a  mortgage  ftom  the  others^  and  that  the  oth- 
ers were  in  the  actual  occupancy  of  the  lands,  there  being  no  eyidence, 
howcTcr,  that  the  defendant  claiming  as  mortgagee  was  in  actual  posses- 
sion :  Seld^  nererthelesB^  that  he  was  properly  joined  as  a  party  defen- 
dant in  the  action. 

It  would  aeem,  that  any  person  under  whom  the  tenant  in  possession  may, 
legally  speaking;  be  said  to  hold,  whateyer  may  be  the  nature  or  charac- 
ter of  the  tenancy,  should  be  liable  to  be  made  a  party  to  the  action. 

It  would  seem,  also^  that  a  yendor  may  be  joined  with  his  yendee,  where  the 
latter  holds  under  a  bond  or  contract  for  a  deed ;  or  a  trustee  with  his 
teBhd  qme  truit,  where  the  latter  is  in  possession  under  the  trust  title. 

This  was  an  action  of  ejectment,  tried  before  Mr.  Justice 
Kelson,  and  Judge  Fsektiss.  It  appeared  that  one  of  the 
defendants  claimed  title  to  the  lands  in  question,  under  a  mort- 
gage fiom  the  others,  and  that  the  others  wen  in  the  actual 
oocupancj  of  the  lands ;  but  there  being  no  evidence  that  the 
defendant,  so  claiming  as  mortgagee,  was  in  actual  possession, 
it  was  objected  that  the  action  could  not  be  maintained  against 
him.  The  Court  overruled  the  objection,  on  the  grounds  and 
for  the  reasons  stated  in  the  following  opinion. 
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£.  n.  SmaUey^  for  the  plaintifll 

LucvuB  B.  Peck  and  OlAoer  P.  Chandler^  for  the  defendanta. 

Preztfibs,  J.  The  object  of  the  action  of  ejectment,  as 
adopted  and  in  use  in  this  state,  is  not  merely  to  recover  the 
possession,  bat  to  settle  the  title  and  establish  the  right  of  prop- 
erty as  well  as  to  recover  the  possession.  To  this  end,  and  to 
prevent  repetition  of  actions,  the  judgment,  instead  of  leaving 
the  title  and  right  of  property  unsetded,  and  the  same  ques- 
tion liable  to  be  re-tried  by  successive  suits,  as  at  common 
law,  is  made  conclusive  as  to  all  the  parties.  Looking  to  the 
purpose  and  efiect  of  the  action,  as  thus  defined  and  regulated, 
it  would  seem  that,  as  a  general  rule  of  practice  naturally  re- 
sulting therefrom,  independent  of  any  special  legislative  en- 
actment on  the  subject,  any  person  under  whom  the  tenant  in 
possession  may,  legally  speaking,  be  said  to  hold,  whatever 
may  be  the  nature  or  character  of  the  tenancy,  should  be  lia- 
ble to  be  made  a  party  to  the  action. 

How  &r.  the  statute  regulation,  that  ^the  action  shall  be 
brought  as  well  against  the  landlord  as  the  tenant  in  posses- 
sion of  the  premises,"  which  makes  the  joinder  imperative, 
instead  of  leaving  it  optional  with  the  plaintiff,  as  it  otherwise 
would  be,  does  or  ought  to  be  held  to  extend,  is  a  question  of 
construction.  If  it  embraces  all  tenancies,  tenancies  of  every 
nature  and  kind,  then,  of  course,  the  parties  to  all  not  only 
may  but  must  be  joined.  If  it  extends  only  to  a  particular 
class  of  tenancies,  such  as  are  created  by  lease,  reserving  rent, 
service,  or  other  equivalent  duty,  where  the  relation  of  land- 
lord and  tenant  strictly  and  properly  exists,  as  would  seem  to 
be  the  more  reasonable  and  just  construction,  then  all  other 
tenancies,  not  within  the  particular  regulation,  remain  subject 
to  the  common  rule,  and  the  parties  to  them,  like  parties  in 
other  analogous  cases,  may,  but  need  not  be  joined. 

To  the  joinder  of  mortgagee  with  mortgagor,  we  are  not 
able  to  perceive  any  well  founded  objection ;  nor  any,  we  may 
add,  to  the  joinder  of  vendor  with  vendee,  where  the  latter 
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holds  under  a  bond  or  contract  for  a  deed,  or  of  trustee  with 
ceghii  ^pse  trusty  where  the  latter  is  in  possession  under  the 
troBt  title.  In  these  and  other  cases  of  a  like  nature,  but  es- 
peciallj  in  that  of  mortgagee  and  mortgagor,  there  is  such  a 
reUtion  or  connection  existing  between  the  respectiTe  parties 
as  constitutes  a  tenancy,  though  it  may  not  amount  to  that  of 
landlord  and  tenant  within  the  meaning  of  the  statute.  A 
mortgagee,  if  he  claims  title  under  the  mortgage,  cannot  be 
allowed,  in  contradiction  to  the  tenancy,  to  set  himself  up,  or 
daim  to  be  treated,  as  a  stranger  to  the  possession.  K  he 
cUdms  nothing  under  the  mortgage,  and  would,  on  that  ground, 
not  only  dischaige  himself  from,  but  recover  costs,  there  can 
be  no  injustice  or  hardship  in  compelling  him  to  disclaim,  so 
that  he  may  be  forever  estopped  by  matter  of  record  from  set- 
ting up  any  title  under  the  mortgage. 

If  the  mortgagee  cannot  be  made  a  party,  the  stiit  would  be, 
in  a  good  measure,  ineffectual ;  since  a  judgment  against  the 
mortgagor,  though  conclusive  upon  his  rights,  would  have  no 
effisct  upon  the  rights  of  the  mortgagee,  who  would  be  at  lib- 
erty to  bring  an  action  in  his  own  behalf  and  have  the  title 
tried  over  again,  or  to  leave  it  unsettled  and  open  to  litigation 
during  his  pleasure  or  until  the  statute  of  limitations  should 
nm.  Instead  of  such  being  the  role  of  practice,  it  would  seem 
to  be  more  consistent  with  the  general  reason  and  policy  of 
the  law,  that  all  the  parties  to  the  title,  under  and  subsidiaiy 
to  which  the  possession  is  held,  should  be  liable  to  be  joined 
in  the  first  instance,  and  the  title  finally  settled  as  to  all,  in 
one  suit  The  fitness  and  propriety  of  this  will  appear  none 
the  less  obvious,  when  it  is  considered  that  otherwise,  especi- 
ally where  different  courts,  acting  under  different  and  inde- 
pendent jurisdictions,  exist  and  may  be  resorted  to,  there  might, 
possibly,  be  conflicting  decisions  upon  the  same  title. 

As  the  mortgagee,  even  after  de&ult  in  payment,  has  no 
right,  or  but  an  imperfect  right,  under  any  view  of  the  law,  to 
the  rents  and  profits,  until  demand  made  or  action  brought, 
he  can  be  answerable  for  them  only  when  he  has  received 
tbem.  It  has  been  argued,  however,  that  if  there  is  a  recov- 
IS 
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ery  agaiiurt  him  for  seizin  and  possessioii,  there  muBt  ibo,  of 
necessitj,  according  to  technical  mleB,  be  jndgment  against 
him  for  the  rents  and  profits.  Bnt  we  see  no  snch  technical 
difficnlty,  nor  indeed  any  practical  difficulty  whateyer,  if  the 
parties  plead  severally,  as  they  may  do,  in  giving  jndgm^it 
in  snch  case  for  the  damages  against  the  mortgagor  alone. 

No  adjudication  of  the  state  court  has  been  brought  to  onr 
notice  or  refeired  to  by  the  counsel,  nor  are  we  fiAYored  with 
information  in  any  other  way  how  the  subject  is  or  has  been 
oonsideced  there.  We  learn,  however,  that  the  precise  ques- 
tion here  preeaxted  was  determined  in  this  Court  several  years 
ago  by  the  late  Judge  Thompson,  and  we  all  know  how  to 
appreciate  the  soundness  as  well  as  the  learning  and  ability  of 
his  judicial  opinions.  On  the  authority  of  that  decision,  thus 
in  point,  as  well  as  upon  our  own  judgment  on  the  merits  of 
of  the  matter,  given  in  the  views  ah*eady  expressed,  the  ob- 
jootion  taken  by  the  defendants'  counsel  must  be  overruled. 


CIRCUIT  OOTTRT  OP  TBffi  UNITED  STATES 
FOB  THE  SECOND  dRODTT. 


NOBTHEBN    DIBTBICT   OF   NEW-TOBE,   JUNE    TEBH,    1846, 
AT  CANAKDAIGUA. 


John  Gibson, 
v$. 

SUXDABD  D.  JB&KEB   JkND  SuFDB    EL   ViEEJL      In  EqUITT. 

On  a  molion  lor  *  pfovkmiai  fa^anetiim  mder  Woodwortfa**  patent  £or,im- 
proTtmento  in  tbe  method  of  pUsung  boards^  as  re-iatned  July  8th»  1S4(S^ 
no  qneation  as  to  the  originality  of  the  inyention,  or  as  to  the  Taliditj  of 
the  re-ieraed  patent^  will  be  entertained  by  the  Court. 

A  BMlMBe  whieh  had  only  a  planing  cylinder,  and  no  tongoing  or  grooving 
wheels;  in  whieh  the  planks  were  moved  forward  by  a  carriage,  instead 
of  by  friction  rollers,  tihe  carriage  being  moved  by  an  endless  chain ;  and 
in  iriiich  the  planks  were  kept  down  on  the  carriage  by  springs^  adjusted 
on  frame-work  near  the  planing  cylinder — ^was  deeided,  on  a  motion  for  a 
provisional  injunction,  to  be  an  infringement  of  Woodworth's  re-issned  pa- 
tent. 

Teos  was  an  application  for  a  provisional  injunction.  The 
plaintilffwas  assignee,  for  the  dty  and  county  of  Albany,  for 
the  extended  term  of  seven  years  from  December  27th,  1842, 
to  December  27th,  1849,  of  Letteis  Patent  to  William  Wood- 
worth  for  an  improvement  in  the  method  of  planing,  tongoing 
and  grooving  boards  and  plank,  as  re-issued  July  8th,  1845. 
(See  the  Letters  Patent,  specification,  &c.,  set  for^  at  length 
in  the  case  of  WtUan  v.  Bauweat^  4  Saw.  658  to  668.)  The 
defendants  ware  using  a  machine  for  planing,  called  Andrews' 
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planing  machine.  It  differed  fix»m  Woodworth's,  as  ordinarilj 
arranged,  in  these  reBpects :  Ist.  It  had  a  planing  i^linder, 
but  no  tongning  or  giooying  wheels ;  2d.  It  had  a  carriage, 
instead  of  Motion  rollers,  to  move  the  planb  forward,  and  the 
carriage  was  moved  hj  an  endless  chain ;  8d.  The  planks 
were  kept  down  on  the  carriage  by  springs  adjusted  on  frame- 
work near  the  planing  cylinder.  Models  of  the  two  machines 
were  produced  and  the  defendants  introduced  affidavits  deny- 
ing the  originality  of  Woodworth's  invention.  They  also  de- 
nied the  validity  of  the  re-issued  patent 

WtUicm  B"  Seward,  for  the  plaintiff 

Damd  Cody,  for  the  defendants. 

Nelbon,  J.  decided,  that  after  the  adjudications  on  Wood- 
worth's  patent,  he  would  not,  on  a  motion  for  an  injunction, 
entertain  any  question  as  to  the  originality  of  Woodworth's 
invention,  or  as  to  the  validity  of  the  re-issued  patent.  He 
also  decided  that  the  defendant's  machine  was  an  infringe- 
ment of  Woodworth's. 

Injunction  granted. 


CmcXJIT  COURT  OF  THE  UNTFEl!)  STATES 
FOR  TBDE  SECOND  CIRCUIT. 


nOBTEOEBN  DlBTBICr  07  NEW-TOBK,   OOTOBEB  TERM,  1846, 
AT  ALBANY. 


WnjJAM  W.  WOODWOBTH,   ADMINIBTKATOB,  &0. 

Joseph  Weed.    In  Egurry. 

W.  granted  to  J.  a  licenM  to  use  a  patented  madune,  for  whioh  J.  gaye  his 
Are  promiseoiy  notea^  payable  at  different  times,  and  J.  agreed,  in  writings 
tliat  if  any  one  of  the  notes  should  become  due  and  be  unpaid,  the  license 
dionld  be  yoid  and  thonld  rerert  to  W. :  Meld,  that  the  license  was  forfeited 
the  moment  one  of  the  notes  became  due  and  was  nnpaid,  and  that  it  waa 
optional  with  W.  to  resort  to  his  remedy  at  common  law  to  enforce  the  col- 
lection of  the  unpaid  note,'or  to  treat  the  rights  of  J.  as  forfeited,  and  ap- 
ply for  an  injunction  against  the  further  use  of  the  machine. 

Tha  stipulation  as  to  forfeiture  is  to  be  considered  as  a  double  security  giyen 
bj  J.  to  W,  for  the  considaration  money. 

Whare^  in  such  a  case^  W.  applied  for  a  proyisional  injunction,  an  order  waa 
made  granting  it»  unless  J.  should  within  60  days  pay  to  W.  the  amount  of 
the  due  and  unpaid  note^  and  his  costs. 

The  plaintiff  filed  his  bill  Betting  forth  that  as  patentee  nn- 
der  the  Woodworth  patent,  as  extended  for  seven  years  from 
December  37th,  1843,  (see  the  Letters  Patent,  &c^  in  Wilson 
v.  Jlomseau^  4  Bow.  668  to  668,)  he,  on  the  8d  of  July,  1848, 
entered  into*  an  agreement  with  the  defendant  nnder  seal, 
whereby  he  granted  to  him  a  license  to  constmct  and  use  one 
of  the  Wbodwortii  planing  machines  in  the  town  of  Ticonder- 
oga,  Essex  connty,  for  which  the  defendant  agreed  to  give  his 
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promissory  notes,  in  all  amounting  to  $400,  two  for  $50  each 
and  three  for  $100  each,  to  be  payable  at  different  and  spec- 
ified times;  the  defendant  further  agreeing  '^that  in  case  said 
notes  were  not  paid  when  they  or  either  of  them  fell  due,  ihen 
the  said  license  and  permission  should  be  void  uid  the  same 
should  revert  to  said  Woodworth,"  The  bill  also  set  forth, 
that  the  defendant,  soon  after  making  the  agreement,  construct- 
ed one  of  the  machines  in  the  town  of  Ticonderoga  and  had  ever 
since  had  it  in  use;  tbat  he  executed  and  delivered  his  notes  for 
the  several  amounts,  and  payable  at  the  several  times  specified 
in  the  agreement ;  and  that  four  of  the  notes,  amounting  to  $300, 
were  due  and  unpaid.  The  bill  charged  that  the  license  and 
permission  to  use  the  machine  had  become  void,  and  that,  ac- 
cording to  the  terms  and  conditions  of  the  license,  the  drfend- 
ant  had  no  longer  any  right  to  use  it,  and  prayed  for  an  in- 
junction to  restrain  its  use. 

The  plaintiff  now  applied,  on  the  bill,  for  a  provisional  in- 
junction. The  defendant  opposed  the  application,  on  affida- 
vits setting  forth  that  he  was  the  owner  of  a  large  amount  of 
real  property  in  Essex  county,  and  was  worth  $10,000  over 
and  above  all  his  lial^tities. 

WiUiam  S.  Sewa/rd^  for  the  plaintiff. 

Ikmd  3ud^  %h.^  fbr  the  defendant,  m]^  that  the  plaiirtiff 
ought  to  exhaust  his  remedy  at  common  law  to  enforce  pay- 
ment of  the  notes,  before  an  injunction  could  issue  under  the 
stipulation  of  forfeiture  contained  in  the  agreement. 

NsLsoN,  J.  From  the  tenua  of  tibe  agreefioiait  the  license 
was  feifeited  the  moment  one  of  tlie  noties  became  due  and 
iTOB  mipaid,  and  it  was  optional  with  the  plaintiff  to  resort  to 
his  remedy  at  c(»nm(ni  law  to  ealbroe  the  ceUeelian  <^  the 
notes,  or  to  treat  the  rij^ts  of  the  defendant  ae  forfeited  under 
the  stipulation  in  the  agreement.  The  stipulation  ig  to  be 
eonaidered  aa  a  double  security  given  by  the  defendant  to  liie 
plaintiff  for  the  payment  of  &e  consideraticm  money.    An 
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order  nnut  be  entBred  gnntmg  an  injimctioii,  as  prayed  for 
in  the  biU,  unless  the  defendant,  within  sixty  days  fifom  the 
sorioe  npon  him  of  a  copy  of  the  order,  pay  to  the  plaintiff 
the  principal  and  interest  dne  npon  the  notes  mentioned  in 
die  bill,  which  have  already  Men  dne,  and  the  plaintiff's 
costs. 


John  Gibson  V8.  Albert  G.  Habbib.    In  EQunx. 

After  ftn  extension  of  a  patent  under  the  18th  section  of  the  Patent  act  of 
Jul/  4th  1886,  (6  U.  8.  8taL  at  Large,  124,)  the  original  patent  becomes 
TurivanT^  a  patent  for  the  term  of  21  jearSb 

(hfc  a  snrrendflr  and  re^iaroe  of  the  patent^  nnder  the  18th  section  of  the  same 
aet^  after  such  extension,  "the  residnaof  the  period  then  unexpired  for 
which  the  original  patent  was  granted,"  specified  in  that  section,  is  the 
residue  of  the  21  years.  Ihe  patent  for  21  years  is^  in  such  case,  to  be  re- 
garded as  "the  original  patent^'  within  the  meaning  of  that  section. 

TWa  patent  to  William  Woodworth*  for  a  planing  machine^  granted  I)eeen»* 
bar  27th,  1828,  when  extended  bj  the  act  of  Congress  of  Febraarj  26tH 
1S45,  became  a  patent  for  the  period  of  28  years  from  its  original  date,  and 
a  snrrender  and  re-issne  of  it  after  such  extension  stand  on  the  same  foot- 
ing aa  if  they  were  made  in  the  case  of  a  patent  for  21  years. 

Wbars^  in  snd&case^  there-issued  patent  was  granted  'Jfbr<A«<frM</28  yaarv 
fnm  ike  ^th  day  of  December,  1828 :"  Held,  that  it  was  not  inralid,  bnt 
was  in  legal  effect  a  patent  for  the  residue  only  of  the  28  years  nnezpired 
at  the  time  of  the  re-issne. 

Wliere  the  defendant  substituted,  in  Woodworth's  planing  w^^fthim^,  two 
soiooth  plates  of  iron,  operated  upon  by  a  screw  and  a  spring;  instead  of 
Woodworth's  pressure  rollers,  to  keep  the  board  to  its  bed :  Held,  that  this 
was  not  a  substantial  departure  from  the  contriyance  of  Woodworth,  and 
that  a  proYisional  iigunction  must  issue  to  restrain  the  use  of  the  machine. 

LsiTKBB  Patent  of  the  United  State*  were  granted^  on  the 
27th  of  December,  1828,  to  William  Woodworth,  for  14  yeais 
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firom  that  day,  for  ^^a  new  and  useful  improyement  in  the 
method  of  planing,  tonguing  and  grooving,  &a,  plank,  boards, 
&c."  On  the  16th  of  November,  1842,  under  the  ISth  sec- 
tion of  the  Patent  act  of  July  4th,  1836,  (5  J7.  S.  Stat,  at 
Zarge^  12i^)  the  patent  was,  on  the  application  of  William 
W.  Woodworth,  administrator  of  the  patentee,  extended  for 
seven  years  from  the  27th  of  December,  1842.  By  an  act  of 
Congress,  passed  February  26th,  1845,  the  patent  was  fiirther 
extended  for  seven  years  from  and  after  the  27th  of  December, 
1849,  and  the  act  directed  the  Commissioner  of  Patents  to 
make  a  certificate  of  such  extension  in  the  name  of  the  said 
administrator,  and  to  append  an  authenticated  copy  thereof  to 
the  original  Letters  Patent,  whenever  the  same  should  be  re- 
quested by  the  said  administrator  or  his  assigns.  On  the  8th 
of  July,  1845,  the  original  patent  was,  under  the  13th  section 
of  the  said  act  of  July  4th,  1836,  surrendered  and  cancelled^ 
on  account  of  a  defective  specification,  and  a  new  patent,  with 
an  amended  specification,  was  issued  '^to  the  said  William 
"W.  Woodwortii,  in  trust  for  the  heirs  at  law  of  the  said  W. 
Woodworth,  their  heirs,  administrators  or  assigns, /<7r  the  term 
cf  twenty-eight  years  from  the  27th  day  of  December,  1828." 
The  plaintiff,  an  assignee  under  the  re-issued  patent,  for  the 
county  of  Herkimer,  in  th&  State  of  New-York,  for  the  term 
ending  December  27th,  1849,  moved  for  an  injunction  to  res- 
train the  defendant  from  using,  in  that  couniy,  a  planing  ma- 
chine, of  which  a  sufficient  description  ia  given  in  the  opinion 
of  the  Court.  The  specification  of  Woodworth's  patoit  is  set 
fortii  at  length  in  Wilean  v.  Baueeeauy  (4  Saw.  664  to  668.) 

WiUiam  H.  Sevmrd  and  Ira  Hame^  for  the  plaintiff. 

ArpJuueed  Loomie^  for  the  defendant. 

Nelson^  J.  1.  An  objection  has  been  taken  on  this  mo- 
tion to  the  validity  of  the  new  patent,  issued  on  the  8th  of 
July,  1845,  on  the  surrender  of  the  original  one,  on  the  ground 
that  the  Commissioner  of  Patents  had  no  authority  to  issue  it 
for  the  term  of  twenty-eight  years. 
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The  extension  of  a  patent  in  pnrsnonce  of  the  18th  section 
of  the  act  of  July  4th,  1886,  is  made  by  endorsing  a  certificate 
thereon  to  that  effect;  and  the  act  of  February  26th,  1845, 
granting  the  last  extension,  has  directed  substantially  the  same 
thing  to  be  done.  The  18th  section  provides  that  after  the  en- 
dorsement of  the  certificate  on  the  original  patent,  ^^the  said 
patent  shall  have  the  same  effect  in  law,  as  though  it  had  been 
mginally  granted  for  the  term  of  twenty-one  years."  The  act 
of  Oongress  providing  for  the  additional  extension  of  seven 
years  in  this  case,  is  not  so  explicit  in  its  language,  but  the 
legal  operation  and  effect  of  the  grant  come  to  the  same  thing. 

Tbe  13th  section  of  the  act  of  July  4th,  1836,  providing  for 
the  surrender  of  a  patent  and  its  re-issue  with  an  amended 
specification,  authorizes  the  Commissioner  to  issue  the  new 
patent  ^^  for  the  residue  of  the  period  then  unexpired  for  which 
the  original  patent  was  granted."  The  construction  of  this 
part  of  the  13th  section  was  involved  in  the  tenth  question 
certified  to  the  Supreme  Court  of  the  United  States  in  the  case 
of  Wilsan  v.  Rousseau^  (4  Ebv).  646.)  It  was  there  conten- 
ded, upon  the  peculiar  phraseology  of  the  section,  that  the 
power  of  the  Commissioner  of  Patents  to  receive  a  surrender 
and  issue  a  new  patent,  was  limited  to  the  term  of  the  origi- 
nal jmtent,  the  fourteen  years,  and*  that  the  surrender  and  re- 
iflsae  after  the  expiration  of  the  original  patent,  were  acts 
wholly  unauthorized  and  void.  But  the  Court  held  otherwise. 
After  an  extension  under  the  18th  section,  the  original  patent 
becomes,  as  has  been  shown,  virtually  a  patent  for  the  term  of 
twmty-one  years,  and  then,  on  a  surrender  and  re-issue,  the 
reddne  of  the  period  unexpired  of  the  origmal  patent  is  the 
residue  of  this  term.  The  patent  for  twenty-one  years  is,  in  such 
case,  to  be  regarded  as  ^^the  original  patent,"  within  the  mean- 
ing of  the  18th  section. 

Kow,  if  the  extension  by  the  act  of  Congress  of  February 
S6tii,  1845,  is  as  effectual  and  operative  as  the  one  granted 
mider  the  18th  section  of  the  act  of  1836,  (and  it  is  difficult 
to  see  why  it  should  not  be,)  then  the  patent,  when  so  extend* 
ed,  became  a  patent  for  the  period  of  twenty-eight  years,  in- 
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fitead  of  twenty-one  years ;  and  a  surrender  and  re-issne  after 
such  extension,  stand  on  the  same  footing  as  if  they  were  made 
in  the  case  of  a  patentfor  twenty-one  years.  There  can  bene 
difference  in  principle  or  good  sense. 

The  patent,  in  this  case,  has  been  issned  in  form,  for  the 
whole  term  of  twoity-eight  years,  but  as  it  dates  and  takes 
effect  from  the  27th  of  December,  1828,  (the  time  of  the  grant- 
ing of  the  <»3ginal  patent  for  the  fourteen  years,)  it  is,  in  I^al 
effect,  a  patent  for  the  residue  only  of  the  period  unexpired 
at  the  time  it  was  issued. 

2.  Another  ground  set  up  against  the  motion  for  an  in- 
jimction,  is,  that  the  planing  machine  of  the  defendant  is  sub- 
stantially different  in  its  construction  and  mode  of  operation, 
and  in  its  combinations,  from  the  machine  of  Woodworth. 
Woodworth,  as  is  alleged,  uses  friction  rollers  fbr  the  doable 
purpose  of  movingthe  board  against  the  rotaiy  cutting  wheel, 
so  as  to  be  acted  upon  by  the  knives  or  planes,  and  of  pressing 
it  down  upon  die  carriage,  so  as  to  keep  it  dose  and  prevent 
its  being  drawn  from  its  bed  by  the  acticm  of  the  cutters  in 
cutting  upwards  from  the  planed  surface;  whereas  the  de- 
fendant has  dispensed  with  the  rollers,  and  has  so  constructed 
his  machine  that  the  board  or  jdank  is  pressed  down  and  re- 
tained in  its  place  by  means  of  a  screw  and  a  spring,  operating 
upon  two  smooth  plates  of  iron,  one  oa  each  side  of  the  rota- 
ting planes,  by  which  the  hoeuA  is  pressed  down  upon  the 
moving  platform  or  carriage  which  carries  it  forward  to  the 
knivee.  This  is  the  only  difference,  everything  else  in  the 
eon8tructi(Mi  of  the  machine  being  Woodworth's  combinatLon. 
These  smooth  iron  plates,  operated  upon  by  the  screw  and 
spring,  are  substituted  in  ihe  {dace  of  Woodworth's  rollers,  te 
keep  the  board  to  its  bed  against  the  upward  tendency  given 
to  it  by  the  action  of  the  cutters. 

Now,  in  the  first  place,  Woodworth  does  not  confine  his 
eontrivance  tor  moving  the  board  up  to  the  rotaiy  cutters,  so 
that  they  may  act  upon  it,  to  the  operation  of  the  friction  or  feed<> 
ing  rollers.  The  plank,  he  says,  may  be  moved  forwaid  by 
other  means,  as  by  a  rack  and  pini<»i,  by  an  endless  chain  or 
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bond,  by  geared  fiietion  zollen,  or  by  any  of  the  devices  well 
known  to  maehiniflts  for  adyancing  a  carriage  or  materialB  to 
be  acted  upon,  in  machineB  for  yarioofi  purpoBee ;  and  when 
the  fiiction  rollers  are  used  to  move  the  plank  and  feed  the 
cutters,  the  npper  one  will  also  operate  to  keep  the  plank  to 
its  bed,  and  may  be  borne  agamst  it  by  the  contriyanoe  of 
weights  or  springs,  in  a  manner  well  known  to  maehinists. 
The  roller  may  also  be  used  simply  as  a  pressure  roUer,  when 
the  carriage  upon  which  the  plank  rests  is  moyed  by  other 
means,  such  as  a  rack  and  pinion,  or  an  endless  chain. 

In  the  second  place,  Woodworth  does  not  limit  his  contri* 
yance,  to  prevent  the  board  from  being  drawn  up  by  the  cut- 
ters, to  the  pressure  rollers,  but  refers  to  any  other  device 
which  mechanical  skill  and  ingenuity  may  readily  suggest. 
Hie  pressure  upon  the  plank,  to  secure  the  free  action  of  the 
rotating  planes,  is  essential  to  the  working  of  the  machine ; 
but  as  to  the  particular  mode  or  best  mode  of  accomplishing 
the  end,  it  is  left  open  to  mechanical  knowledge.  An  inventor 
is  not  necessarily  a  machinist.  He  is  often  wholly  dependent 
on  the  skill  of  this  department  of  knowledge  to  give  embodi- 
ment and  practical  operation  to  his  discovery. 

Besides,  we  are  unable  to  see  any  substantial  difference  be- 
tween the  device  of  the  defendant,  and  the  pressure  rollers, 
when  used  simply  to  keep  the  plank  in  its  bed.  Change  of 
form  will  not  do,  unless  a  new  and  useful  result  is  produced. 
Using  a  smooth  plate  instead  of  a  roller,  in  the  same  way,  for 
the  same  purpose,  and  with  a  like  result,  can  hardly  be  re- 
garded as  a  substantial  departure  from  the  contrivance  of 
Woodworth.  In  the  one  case  the  board  slides  under  the 
plate  to  the  cutters ;  in  the  other,  under  the  roller.  In  the  one, 
the  plate  is  inunovable ;  in  the  other,  the  roller  turns  upon  its 
axis  by  the  moving  of  the  plank,  thereby  creating  less  friction, 
and,  for  that  reason,  having  probably  an  advantage  over  the 
plate.  The  object  of  both  is  to  keep  the  board  or  plank  in  its 
bed.  A  flat  sur&ce  iB  made  to  press  upon  it  for  this  purpose 
in  the  one  case ;  a  round  one  in  the  other.  Wecannot  think 
that  inventors  are  to  be  stripped  of  their  property,  the  fruit, 
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oftentimes,  of  great  toil,  ingenuity  and  expense,  by  such  slight 
and  unimportant  alterations  of  a  machine — alterations  which 
the  description  of  the  invention  would,  of  itself,  naturally,  if 
not  necessarily,  suggest,  without  the  aid  of  much  ingenuity  or 
skill.    An  injunction  must  therefore  be  issued. 


dEOTJIT   COURT  OF  THE  UOTtED  STATES 
FOK  THE  SECOND  CIECUIT. 


aOUTHSBEr  DIBTKiar  of  inCW*TORK,  OOrOHBB  TBBK,  1846, 
AT  KEW-TOBK. 


The  Obaxton* 

In  order  to  iramnt  a  reTonal  by  this  Court  upon  a  mere  qiiestioa  of  iaot» 
on  an  appeal  from  the  decree  of  a  Distriot  Court,  in  Admiralty  the  pre- 
ponderance of  the  eyidence  should  be  of  a  somewhat  decided  character; 
■nek  as  would  justify  the  granting  of  a  new  trial  in  a  court  of  common 
law,  on  the  ground  that  the  yerdiot  was  against  the  weight  of  eyidence. 

The  eonaignee  of  a  yessd  has  authority  to  arrange  with  the  owner  or  eon- 
agnee  of  her  cargo  in  respect  to  the  time  and  manner  of  its  deliyery,  and 
an  agreement  for  that  object  is  not  an  independent  agreement  or  a  mere 
personal  matter  between  the  parties. 

Where  K,  the  consignee  of  a  yessel,  not  ownhig  any  part  of  her,  commenced 
diaehaiging  a  quantity  of  hemp  consigned  to  R,  and,  before  its  discharge 
was  completed,  agreed  with  H.  to  stop  discharging;  because  the  weather 
was  bad,  but  yiolated  his  agreement  and  discharged  all  the  hemp  upon 
the  whari^  where  so  much  of  it  as  had  not  been  remoyed  by  H.  was  dam- 
aged by  rain:  Seld,  on  a  libel  in  rem  against  the  yessel,  filed  by  H.,  that 
be  waa  entitled  to  recorer  the  loss  occasioned  by  such  damage. 

Hebav,  Ledb  &  Co.,  of  Kew-York,  filed  a  libel  m  rem^  in 
the  District  Court,  against  the  ship  Grafton,  to  recover  the  loss 
on  one  hnndred  and  sixty-two  bales  of  hemp,  alleged  to  have 
been  damaged  by  rain  while  being  dischaiged  £rom  the  vessel 
and  through  the  &nlt  of  those  having  the  management  of  her. 
The  canse  was  heard  in  the  District  Conrt  upon  proo&  taken 
on  botih  sides.  The  fiicts  as  fonnd  by  the  Comrt  were  these* 
Tbud  ship  took  on  freight,  at  Kew  Orleans,  two  hundred  and 
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6iztyH9eyen  bales  of  American  hemp  consigned  to  the  libel* 
lantB  at  Kew-York.  She  was  moored  at  her  dock  in  New- 
York  on  the  afternoon  of  the  6th  of  Jime,  1844,  and  notice 
was  giyen  by  her  Actors  or  agents  in  the  public  papers  of  the 
next  and  following  days,  that  she  would  begin  nnlading  her 
cargo  on  the  7th  of  June.  The  libellants  had  engaged  storage 
for  the  hemp  at  a  distance  of  from  a  mile  and  a  half  to  a  mile 
and  three-quarters  from  the  vesseL  It  rained  on  the  morning 
of  the  7th  of  June,  but  the  rain  ceased  by  or  before  9  o'clock 
A.  M.  The  ship  began  dischmrging  her  oaigo  about  9  o'clock 
A.  M.,  and  the  hemp,  lying  uppermost,  was  first  discharged. 
Personal  notice  was  given  to  the  libeUants  about  9  o'clock  A. 
M.,  at  their  counting-house,  that  the  ship  had  commenced  dis- 
chaiging  the  hemp,  but  they  refused  to  accept  the  hemp  be- 
cause the  weather  was  unfavorable.  At  10  A.  M.,  the  libel- 
lants sent  a  cart  to  the  ship  to  ascertain  if  she  was  discharging 
the  hemp.  The  cartman  returned  with  a  load,  and  reported 
that  there  was  enough  unladed  for  three  or  four  carts.  At 
a  quarter  before  12  o'clock  the  libellants  sent  notice  to 
Bucklin  &  Crane,  the  agents  of  the  vessel,  that  they  wotild 
not  receive  the  hemp  because  of  the  bad  weather,  as  it  had 
the  appearance  of  rain,  and  the  agents  then  agreed  to  stop  dis- 
duurging  the  hemp  and  to  send  that  notioe  to  the  ship,  if  the 
libellants  would  remove  what  had  been  dischaiged.  Tibe  day 
was  sultry  and  occasionally  cloudy  with  appearance  of  rain, 
and  after  3  o'clock  P.  M.  a  violent  gust  of  rain  came  on  sud- 
denly. The  unlading  of  the  hemp  continued  till  about  8 
o'clock  P.  M.,  by  which  time  it  was  all  discharged  from  Ihe 
ship.  Notice  was  given  at  the  ship  at  12  o'clock  by  the  libel- 
lants'  cartmen  that  the  agents  had  agreed  to  stop  unlading  at 
that  time,  and  that  the  libellants  would  receive  no  more  hemp 
than  was  then  discharged.  Two  carts  were  put  at  worik  by 
the  libeUants  before  12  o'clock,  four  more  at  12,  and  one  after 
1  o'clock.  More  hemp  was  taken  away  fixnn  the  wharf  by  the 
libellants  than  had  been  discharged  at  12  o^lock,  but  It  did 
not  appear  clearly  whether  the  libellants  succeeded  in  security 
in  store  as  many  bales  as  were  on  the  dock  at  12  o'clock.    7%e 
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cartB  ranoved  one  hundred  and  aixty-ihree  bales,  one  himdred 
and  five  of  which  were  safely  stored.  Fiftj-ei^t  bales  were 
injored  by  the  rain  in  fiont  of  the  store  house,  and  one  hun- 
dred and  four  bales  were  left  at  the  dock  where  they  were 
landed,  and  were  there  damaged  by  the  rain.  Nothing  was 
done  by  the  ship  to  protect  the  hemp  after  it  was  landed.  It 
18  the  established  course  and  usage  of  the  coasting  trade  at 
Kew-York  to  deliver  goods  on  freight  on  the  wharf. 

Hie  District  Court  decided  that  in  a  well  settled  course  of 
trade,  such  as  existed  in  New-York,  in  relation  to  coasting 
yesaels,  the  deliyery  of  a  cargo  on  the  dock,  with  notice  to  its 
owners  of  the  time  and  place  of  unlading,  placed  the  caigo  at 
their  risk  and  discharged  the  vessel  from  liability ;  but  that  in 
case  tiie  cargo  was  addressed  to  a  mere  consignee,  the  vessel 
would  be  under  the  further  obligation  to  secure  the  property 
after  it  was  unladen,  if  no  consignee  appeared  or  if  he  refused 
to  accept  the  goods ;  that  independentiy  of  any  special  ar- 
rangement or  agreement  with  the  libeUants  in  respect  to  the 
landing  of  the  hemp,  the  law  justified  the  method  pursued  by 
the  ship ;  that  the  libeUants  had  received  as  duly  delivered  aU 
tiie  hemp  removed  ftom  the  dock  by  their  carts ;  but  that  un- 
der the  agre^nent  made  by  Bucklin  &  Orane  with  the  libe- 
lants, the  hemp  damaged  on  the  wharf  was  not  delivered  to  the 
HbellantB  so  as  to  exonerate  the  ship,  and  they  were  entitled 
to  recover  the  loss  on  that  hemp. 

Upon  the  question  of  the  agreement  between  the  agents  and 
the  libeUants,  the  opinion  of  the  District  Oourt,  deUvered  by 
Bsna,  District  Judge,  was  as  foUows : 

^^  As  to  the  agreement  of  the  agents  not  to  unlade;  the  proof 
is  that  they  agreed  at  a  quarter  before  twelve  o'clock  to  stop 
disduufging  the  hemp  and  to  send  notice  to  the  ship,  if  the  li- 
beUants would  remove  what  had  been  discharged,  and  it  is 
proved  that  more  was  taken  away  by  the  Ubellants  than  had 
been  discharged  at  twelve  o'clock.  The  testimony  on  this 
pcnnt  is  not  so  certain  as  to  enable  the  Court  to  say  that  the 
UbeUants  suooeeded  in  securing  in  store  as  many  bales  aa 
on  the  dock  at  twelve  o'do^. 
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The  aigament  for  the  yessel  is  that  the  agents  had  no  anr 
thority  to  bind  the  ship  by  such  an  agreement  The  evidence 
does  not  disclose  clearly  what  was  the  exact  character  of  the 
agency.  It  appears  however  that  the  agents  represented  them- 
selves to  be  and  acted  as  the  consignees  of  the  ship,  annomiced 
the  time  and  place  of  her  nnlading,  collected  the  freight,  and 
assumed  to  direct  in  the  deliveiy  of  the  cargo.  The  owner 
had  it  in  his  power  to  show  what  limitation,  if  any,  there  was 
to  the  authority  of  the  consignees ;  and,  in  the  absence  of  ev- 
idence qualifying  their  powers  it  must  be  assumed  that  they 
stood  in  the  place  of  the  owner,  and  were  clothed  with  the  di- 
rect and  incidental  authority  of  ship's-husband  in  respect  to 
the  delivery  of  the  caigo  and  the  collection  of  freight  A 
ship's-husband  is  ordinarily  a  part  owner.  {AUatt  on  Shipp. 
69.)  But  there  is  nothing  in  the  character  of  his  duties  or  the 
rules  of  the  maritime  law,  limiting  the  office  to  an  owner. 
Wliatever  may  be  the  appropriate  appellation  of  such  agent, 
it  is  manifest,  upon  the  authorities  and  the  reason  of  the  thing, 
that  the  party  to  whom  a  ship  is  consigned  for  the  purpose  of 
her  proper  entry  and  unlivery,  and  the  collection  of  her 
freight,  must  have,  as  incident  to  that  trust,  the  power  of  ar- 
ranging, with  consignees  of  the  cargo,  the  time,  place  and 
manner  of  its  delivery,  and  that,  accordingly,  his  engagements 
to  that  end  must  be  as  obligatory  as  if  made  by  the  owner 
himself.    {Story  on  Ag.  §  35  and  note;  Story  on  Paai.  §  418.) 

The  law  assumes  to  regulate  the  mode  of  delivery,  only  when 
it  is  not  stipulated  by  contract.  {Abbott  on  Shipp.  248 ;  Syeds 
V.  -Hay,  4  T.  R.  260.)  It  construes  bills  of  lading  which  en- 
gage a  direct  and  personal  delivery  of  the  goods,  to  mean  that 
the  delivery  shall  be  according  to  the  customs  and  usages  of 
the  trade ;  but  it  does  not  prevent  the  parties  putting  a  differ- 
ent interpretation  upon  the  obligation  of  affi^htment  by  their 
own  acts  or  stipulations. 

If,  then,  it  was  the  right  of  the  owner  of  the  ship  in  this 
case  to  discharge  the  hemp  at  the  ship's  berth,  immediately 
on  giving  notice  to  the  consignees  of  the  time  and  place  of  un- 
livery, yet  it  was  equally  competent  for  him  to  engage  not  to 
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unlade  before  a  particular  day,  or  not  &6ter  than  it  was  con- 
venient for  the  consignees  to  receive  it,  or  to  stop  the  die- 
charge  at  any  period  of  the  day;  and  a  delivery  in  disregard 
c^sQch  engagement,  left  the  ship  still  liable  on  the  original 
shipment.  The  engagement  of  the  agents  was  of  the  same  ef- 
ficacy as  though  it  had  been  made  by  the  owner  hinoselfl  It 
was  the  right,  then,  of  the  libellants,  nnder  the  agreement 
made  with  the  agents  of  the  ship,  to  refuse  to  receive  more 
hemp  than  had  been  unladen  at  twelve  o'clock.  (The  Oourt 
then  examined  the  evidence,  which  was  conflicting,  a^  to  the 
number  of  bundles  of  hemp  dischaiged  by  noon,  the  cartmen 
testifying  to  one  hundred,  and  the  stevedores  to  over -two  hun- 
dred. The  Court,  after  deciding  that  the  true  number  was 
probably  one  hundred  and  twenty-five  or  one  hundred  and 
fifty,  proceeded  as  follows :)  But  if  only  one  hundred  bales 
were  unladen  at  the  time,  the  libellants  could  waive  the  stip- 
ulation releasing  them  £rom  receiving  more  than  that  quantity, 
and,  in  judgment  of  law,  they  are  to  be  regarded  as  accepting, 
as  properly  delivered,  all  they  took  from  the  wharf." 

After  a  final  decree  in  favor  of  the  libellants,  the  claimant 
appealed  to  this  Court.  The  evidence  here  was  substantially 
the  same  as  in  the  Court  below. 

Luther  jR,  Marshy  for  the  libellants* 

Francis  B.  CvtUng  and  Jesse  G.  Smithy  for  the  claimant 

Nei^on,  J.  This  case  involves  two  questions  of  &ct :  First. 
Whether  the  consignees  of  the  ship  agreed  with  the  respon- 
dents to  suspend  any  further  dischai^  of  hemp  from  the  ship 
beyond  the  amount  which  had  been  dischai^ged  before  noon. 
On  the  part  of  the  libellants  it  is  insisted,  that  the  proofs  es- 
tablish the  agreement,  and  on  the  part  of  the  claimant  that 
the  proofs  &I1  short  of  this.  Most  of  the  damage  was  done  to 
the  hemp  which  was  dischaiged  after  one  o'clock,  it  having 
been  drenched  by  a  shower  between  three  and  four  o'clock  F. 
M.  The  second  question  relates  to  the  quantity  of  hemp  dis- 
18 
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charged  after  the  time  wh&a^  as  is  alleged,  the  further  dis- 
ehai^  was,  by  the  agreement,  to  cease.  Both  questions  strike 
me  as  being  exceedin^y  close  upon  the  evid^iice,  and  are  so 
nearly  balanced  that  it  would  be  wrong  fc^r  an  appellate  CkMirt 
to  interfere.  According  to  the  impression  which  the  examina- 
tion of  the  proofs  has  left  upon  my  mind,  I  should  not  feel 
justified  in  disturbing  the  conclusions  of  the  Court  below, 
whetibier  for  or  against  the  appellant,  in  respect  to  either  quec- 
tion,  as  I  think  different  minds  might  yeiy  well  arrive  at  dif- 
ferent conclusions.  To  warrant  a  reyersal  upon  a  mere  ques- 
tion of  fact,  the  preponderance  of  the  evidence  should  be  of  a 
somewhat  decided  character ;  such  as  would  justify  the  grant- 
ing of  a  new  trial  in  a  court  of  common  law,  on  the  ground 
that  the  verdict  was  against  the  weight  of  evidence.  It  seems 
to  me  that  this  principle  should  govern  this  Court  in  review- 
ing a  question  of  fact  determined  by  the  District  Court. 

I  cannot  doubt  that  the  consignees  of  the  ship  had  authority 
to  arrange  with  the  owner  or  consignees  of  the  cargo  in  respect 
to  the  time  and  manner  of  its  delivery,  and  that  the  arrange- 
ment thus  entered  into  for  general  convenience  and  the  better 
security  of  the  cargo,  was  not  a  personal  matter  between  the 
parties  to  the  agreement.  The  consignees  of  the  ship  had  the 
control  of  her  for  the  purpose  of  delivering  the  cai^,  and 
could  modify  and  regulate  such  delivery  in  any  way  consist- 
ent with  the  rights  of  those  interested  in  the  cai^.  The  case 
does  not  stand  upon  an  independent  agreement,  speaking  in  a 
technical  sense,  but  upon  an  understanding  between  the  par- 
ties in  respect  to  the  delivery,  on  which  the  respondents  had  a 
right  to  rely,  and  the  breach  of  which  occasioned  the  damage. 
The  decree  must  be  affirmed,  with  costs. 
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F&AHC18  F.   DORB  AKD  WlLUAH  C.   AlLSHT,  SUBTIVaBS 

OF  Samuel  F.  Doer, 
Samuel  SwARTWOirr. 

&  was  tiled  to  reeover  back  an  excess  of  daties  paid  to  him  when  he  was 
eoilector  of  the  port  of  New-Tork.  He  pleaded  the  statute  of  limitatioiis 
of  Kew-York,  to  which  the  plaintiffs  replied  a  new  promise.  Evidence 
was  given,  on  the  question  of  a  new  promise^  of  certain  declarations  and 
aekaowledgments  made  by  Si,  and  the  Courts  at  the  trial,  having  charged 
the  jary  that  the  declarations  and  acknowledgments  were  sufficient  in  law 
to  take  the  ease  out  of  the  statute:  Meld,  that  this  was  erroneous,  as 
under  the  evidence  it  was  a  question  for  the  jury  whether  the  declarations 
of  S.  were  made  with  reference  to  his  individual  liability  or  to  the  liabil- 
ity of  the  government. 

Under  tlie  provision  of  the  Revised  Stotutes  of  New-York,  (2  M.  &  ^91,  §  27,) 
that  if,  after  any  eaute  of  action  shall  have  aeemed  againtt  any  person^  he 
-  MhaU  depart  from  and  reeide  out  of  thU  State,  the  time  of  Ai«  abtenee  sfudl 
i¥d  he  deemed  or  taken  m  any  part  of  the  tima  limited  for  the  commencement 
0f  Mueh  action,**  bnt  one  ease  of  absence  is  provided  for ;  and  on  the  re- 
tom  of  the  defendant  into  the  State  after  his  first  departure,  so  as  to  be 
subject  to  the  process  of  the  Court>  and  in  a  way  to  give  operation  to  the 
statute,  it  then  continues  to  operate,  notwithstanding  a  subsequent  depar- 
tnre. 

A. retara  into  the  State,  which  will  give  operation  to  the  stilnte^  most  be 
under  such  eironmstances  as  will  enable  the  plaintifl^  by  the  exercise  of 
reasonable  diligence  and  attention  to  his  rights,  to  serve  process  personally 
upon  the  party.  He  must  have  knowledge  of  the  return,  or  the  circum- 
stances must  be  such  as  wUl  warrant  a  jury  in  bringing  knowledge  home 
to  him. 

Thb  defendant  was  collector  of  the  port  of  New-York  from 
the  year  1829  to  the  yeai*  1838.  The  plainti£b  and  Samuel 
F.  Dorr  deceased,  composed  the  firm  of  S.  &  F.  Dorr  &  Co., 
of  New-York,  from  1882  to  1838.  This  suit  was  commenced 
on  the  30th  of  July,  1815,  to  recover  an  excess  of  duties  paid 
onder  protest  by  that  firm  to  the  defendant  at  various  times 
torn  the  6th  of  July,  1883,  to  the  3d  of  February,  1837. 
The  defendant  pleaded  the  general  issue  and  the  statute  of 
limitations  of  the  State  of  New-York.  To  this  latter  plea  the 
pluntifib  replied :  firatj  a  new  promise ;  and  iecandy  that  the 
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defendant  was  within  the  exceptionB  contained  in  the  statate 
of  New-York  in  relation  to  persons  departing  from  and  resi- 
ding out  of  the  State  after  the  accruing  of  a  cause  of  action. 

The  section  of  the  statute  of  New-York  which  was  drawn  in 
question  in  the  suit  was  as  follows :  ^^  If  at  the  time  when 
any  cause  of  action  specified  in  this  Article,  shall  accrue 
against  any  person,  he  shall  be  out  of  this  state,  such  action 
may  be  commenced  within  the  terms  herein  respectively  lim- 
ited, after  the  return  of  such  person  into  the  state ;  and  if, 
after  such  cause  of  action  shall  have  accrued,  such  person  shall 
depart  from  and  reside  out  of  this  state,  the  time  of  his  ab- 
sence shall  not  be  deemed  or  taken  as  any  part  of  the  time 
limited  for  the  commencement  of  such  action."  (2  H.  S.  297, 
§27.) 

On  the  trial  before  Beits,  J.  in  February,  1846,  the  pay- 
ment of  the  duties  under  protest  was  proved,  and  there  was 
no  dispute  that  the  excess  claimed  was  illegally  exacted.  The 
plaintijQSb  also  gave  in  evidence  a  certificate  signed  by  the  de- 
fendant as  follows :  "  City  and  county  of  New-York,  ss :  I, 
David  S.  Lyon,  being  duly  sworn  do  depose  and  say  that, 
during  the  years  1833,  1834,  1835, 1836, 1837  and  part  of 
1838, 1  was  a  deputy  collector  of  the  port  of  New-York ;  that 
during  said  period  S.  &  F.  Dorr  &  Co.,  merchants,  of  the  city 
of  New-York,  entered  certain  quantities  of  wove  shirts,  draw- 
ers and  frocks,  and  silk  shirts,  silk  twist,  silk  drawers  and  silk 
stocks,  as  per  statement  signed  by  C.  P.  Yan  Ness,  Esq.,  collect- 
or, and  deponent;"  (this  was  a  statement  from  the  Custom  House 
books,  of  the  dates  of  entry,  vessels,  marks,  packages  and  con- 
tents, cost  in  sterling  and  dollars,  duty  paid,  correct  duty,  ex- 
cess of  duty,  and  dates  of  payment  of  duties,  and  the  claim  in 
this  suit  was  based  on  the  statement ;)  ^^  that,  at  the  time  of 
making  their  entries  of  aforesaid  articles,  said  importers  ob- 
jected, remonstrated  and  protested  to  the  rates  of  duties  then 
and  there  charged;  that  they  claimed  silk  twist,  silk  shirts 
and  drawers,  and  silk  stocks,  as  free  goods,  and  not  liable 
to  aay  duty,  and  wove  shirts,  drawers  and  frocks,  as  liable 
to  a  duty  of  twenty-five  per  centum  and  no  more,  and  they 
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notified  this  deponent  that  they  should  hold  the  collector 
Samuel  Swartwout  and  the  goyemment  liable  for  the  dntieB 
exacted  on  silk  twist,  silk  shirts  and  drawers,  and  sQk  stocks, 
and  the  excess  of  dnties  exacted  npon  wove  shirts  and  draw- 
ers and  frocks ;  that  this  deponent  stated  to  the  then  collector 
Samuel  Swartwont,  Esq.,  and  notified  him,  that  the  said  im- 
porters objected  and  protested  as  aforesaid,  as  was  his  invari- 
able mle  and  practice  to  inform  the  collector  from  time  to 
time  of  aU  such  remonstrances,  objections,  protests  and  notifi- 
cations ;  and  further  this  deponent  states  that  he  has  not  been 
and  is  not  now  in  the  employment  of  said  importer,  nor  is  he 
interested  in  this  or  any  claim  they  are  about  making  for  the 
excess  of  duties  which  they  say  have  been  illegally  exacted 
fix)m  them.  David  S.  Lyon.  Sworn  this  16th  day  of  Novem- 
ber, 1844,  D.  Hobart,  Commissioner  of  Deeds. 

I  have  read  over  the  within  afiidavit  of  David  S.  Lyon, 
late  deputy  collector  of  this  port,  and  have  no  hesitation  in. 
saying  that  I  believe  the  statements  therein  made  are  true* 
New-York,  15  November,  1844.    Samuel  Swartwout." 

It  was  proved  that  Mr.  Lyon's  affidavit  was  not  made  for 
the  purposes  of  this  suit,  but  to  be  laid  before  the  Treasury 
Department.  It  was  also  proved  that  the  defendant  left  New- 
York  about  the  middle  of  August,  1838,  for  Europe,  with  his 
fiunily,  and  resided  there  with  them  till  the  3d  of  August^ 
1841,  when  he  returned ;  that  he  arrived  in  New-York  that 
day,  remained  there  a  few  days,  at  the  Waverley  House,  it  be- 
ing a  matter  of  public  notoriety  that  he  was  in  the  city,  and^ 
about  the  10th  of  August,  1841,  conmienced  his  residence  at 
Frostbnigh,  Maryland ;  that  he  visited  New-York  at  the  end 
of  August,  1841,  and  again  about  the  1st  of  December,  1841, 
when  his  fionily  returned  from  Europe;  that,  on  both  occa- 
aiona,  he  was  there  publicly  and  the  fact  was  generally  known ; 
that  he  then  remained  in  New-York  till  about  the  10th  of 
Jansary,  1842,  when  he  went  to  Geoigetown,  D.  C^  where 
he  remained  till  the  middle  of  March  following;  that  he  then 
returned  to  Frostburgh,  and  continued  to  reside  there  pamar 
nently  till  November  20th,  1842,  with  the  exception  of  a  visit 
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of  ten  days  at  New-York,  at  the  cloee  of  May  and  beginning 
of  Jnne,  1849,  where  he  was  publicly  as  before ;  that  abont 
the  90th  of  November,  1849,  he  took  up  his  permanent  resi- 
denee  with  his  family  in  New-York,  and  remained  there  till 
the  commencement  of  this  snit,  with  the  exception  of  occa- 
sional short  visits  to  Frostbnrgh. 

It  was  farther  proved  that  Samnel  F.  Dorr  died  in  1848, 
and  that,  until  his  death,  he  resided  in  the  city  of  New-York; 
that  he  became  deranged  some  time  before  his  death ;  that 
there  was  some  change  in  the  firm  of  S.  &  F.  Dorr  &  Co.,  in 
1840 ;  that  after  Samuel  F.  Dorr  became  deranged,  the  plaiib- 
tiff  Allen  attended  to  the  business  of  the  house ;  and  that  he 
resided  in  the  city  of  New-York  for  ten  years  prior  to  the  time 
of  the  trial. 

The  plaintiffi  also  prcrved  by  their  counsel  that  on  the  91st 
of  November,  1845,  he  showed  to  the  defendant  the  said  cer- 
tificate, affidavit  and  statement,  and  pointed  his  attention  to 
the  signature  "  Samuel  Swartwout''  to  the  said  certificate,  and 
asked  him  whether  it  was  his  handwriting ;  and  that  defend- 
and  replied  "Yes,''  and  added:  "There  is  no  doubt  the  mon- 
ey is  due,  and  ought  to  be  paid."  Being  asked  on  his  cross^ 
examination,  whether  the  defendant  made  at  the  time  any  fur- 
ther remark,  and,  if  so,  what,  he  answered  that  he  had  stated 
every  word  that  the  defendant  said. 

The  evidence  being  closed,  the  defendant's  counsel  objected 
that  the  plaintifife,  as  to  certain  of  the  moneys  sought  to  be 
recovered  by  them,  were  barred  by  the  statute  of  limitations 
of  the  State  of  New-York,  pleaded  by  the  defendant,  and  in- 
sisted: Mrst,  That  the  declarations  and  acknowledgments  of 
the  defendant,  given  in  evidence  on  the  part  of  the  plaintiffii, 
were  not  sufficient  in  law  to  take  the  case  out  of  the  statute 
of  limitations ;  that  the  first  replication  of  the  plaintiflb  to  the 
defendant's  plea  of  the  said  statute  was  not  sustained  by  such 
evidence;  and  that  upon  the  issue  joined  by  said  first  repfi* 
cation,  the  defendant  was  entitled  to  a  verdict  in  his  fiivor ; 
Secondy  That,  on  the  evidence  given  on  the  part  of  the  defend* 
ant,  of  his  being  publicly  in  the  city  of  New-York  in  August, 
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1841,  and  of  the  residence  of  the  plaintiff  and  Samnel  F. 
Dorr  in  that  city  at  that  time,  the  exception  contained  in  the 
statute  of  Kew-York  ceased  in  any  manner  to  apply  to  this 
case  from  the  month  of  August,  1841,  and,  therefore,  that 
upon  the  issne  formed  by  the  plaintifEs'  second  replication  to 
die  defendant's  said  plea,  the  defendant  was  entitled  to  a  y«^ 
diet  in  his  &yor  as  to  all  moneys  paid  to  him  for  duties  by  8. 
&  F.  Dorr  &  Co.,  prior  to  August  10th,  1836 ;  TUrd^  That 
even  if  all  the  several  periods  of  time  during  which  the  de- 
fendant was  absent  from  the  city  of  New-York,  between  Au- 
gust 15th,  1888,  when  the  defendant  departed  from  the  city 
of  New-York,  and  the  20th  of  November,  1842,  when  he 
again  came  to  reside  in  said  city,  were,  imder  said  statute,  to 
be  excepted  from  the  time  limited  for  the  commencement  of 
nich  action,  yet  that  the  same,  as  to  all  the  moneys  sought  to 
be  recovered  by  the  plaintiffs  for  duties  paid  by  S.  &  F.  Dorr 
dk  Co.,  prior  to  May  Ist,  1835,  was  not  commenced  in  due 
season;  and  that,  at  least,  as  to  all  such  moneys  included  in 
the  plaintiffs^  claim,  the  defendant,  mider  the  issue  fanned  on 
the  second  replication,  was  entitled  to  a  verdict  in  his  &vor. 
The  defendant's  counsel  then  prayed  the  Court  to  chaige  the 
jury  that  the  action  of  the  plaintiffa  to  the  extent  above  stated, 
WIS  barred  by  force  of  the  statute  of  limitations,  and  that  the 
defendant  was  for  this  reason  entitled  to  their  vwdict  in  his 
fevor  upon  the  issues  formed  by  the  plaintifb'  first  and  sec(Mid 
replications.  But  the  Court  refrised  to  instruct  the  jury  as 
prayed  by  the  defiendant's  counsel,  and  charged  that  the  dec- 
lamtions  and  acknowledgments  of  the  defendant,  giv^i  in  evi« 
denee  on  the  part  of  the  plaintiffi,  were  sufficient  in  law  to 
tdce  tiie  case  out  of  the  statute  of  limitations ;  and  that  even 
if  the  positions  of  the  defendant's  counsel,  in  respect  to  the 
questions  arising  under  the  second  replication,  were  well  taken, 
as  to  which  the  Court  expressed  no  opinion,  the  plaintiffs,  by 
reason  of  such  declarations  and  acknowledgments  of  the  de- 
fendant, were  entitied  to  a  general  verdict  in  their  &vor.  The 
jury  found  for  the  plaintifis.  The  defendant  now  moved  for 
a  new  trial  on  a  bill  of  exceptions. 
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Benjamin  F.  BuUer^  {IHslnict  AUorriey^  for  the  defendant. 
J,  Prescott  IlaUj  for  the  plaintiff. 

NsEBON  J.  I  have  had  some  difficulty,  on  account  of  the 
manner  in  which  Ihe  bill  of  exceptions  has  been  made  up,  in 
ascertaining,  satisfactorily,  the  extent  of  the  ruling  of  the  Court 
at  the  trial ;  that  is,  whether  or  not  it  assumed  to  decide  ques- 
tions of  fisujt  which  properly  belonged  to  the  jury.  I  agree 
that  the  Court  was  right  in  refusing  the  instructions  prayed  for 
by  Ihe  counsel  for  the  defendant,  upon  the  evidence  as  it  stood 
in  respect  to  the  question  of  a  new  promise ;  as,  I  think,  there 
was  sufficient  to  I'equire  the  point  to  be  submitted  to  the  jury. 
K  they  had  found  that  the  declarations  and  acknowledgmentB 
made  by  the  defendant  were  made  with  reference  to  his  indi- 
vidual liability  and  indebtedness,  and  not  to  the  liability  and 
indebtedness  of  the  government,  Ihe  plainti£&  would  clearly 
have  been  entitled  to  their  verdict.  There  were  &cts  and  cir* 
cumstances  attending  the  acknowledgments  that  left  this  point 
open  to  observation,  and  made  it  one  proper  for  the  determi- 
nation of  a  jury. 

But  the  Court  is  made  to  go  further,  and  to  decide,  that,  as 
matter  of  law,  the  evidence  was  sufficient  to  take  the  case  out 
of  the  statute  of  limitations,  thus  assuming,  in  favor  of  the 
plaintifls,  the  question  of  fiEU^t,  upon  the  findiug  of  which  the 
legal  effect  of  Ihe  acknowledgments  depended. 

If  tiie  declarations  were  made  by  the  defendant  with  refer- 
ence to  his  own  indebtedness,  the  words  were  sufficient  to  sus- 
tain the  promise;  if  with  reference  to  the  indebtedness  of  the 
government,  it  would  be  otherwise ;  and  whether  the  one  or 
the  other  was  a  question  for  the  jury.  If  the  bill  of  exceptions 
had  set  forth  the  ruling  of  the  Court  refusing  the  instructions 
prayed  for,  and  then  stated,  in  the  usual  way,  that  the  case 
was  submitted  to  the  jury,  I  should  have  had  no  difficulty. 
As  it  stands,  I  do  not  see  how  a  new  trial  can  be  avoided. 

The  second  question,  and  which  arises  upon  the  provisions 
of  the  Revised  Statutes  of  New-York  concemiug  the  limita- 
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tion  of  actions^  is  more  difScnlt.  The  section  in  question  is  as 
follows:  ^^If  at  the  time  when  any  canse  of  action  specified 
in  this  attide,  shall  accrue  against  any  person,  he  shall  be 
oat  of  this  state,  such  action  may  be  commenced  within  the 
terms  herein  respectively  limited,  after  the  return  of  such  per- 
Bcm  into  this  state ;  <md  if  after  such  cause  of  action  shall 
have  accrued,  such  person  shall  depoH  from  amd  reside  tm 
of  this  state,  the  time  of  his  absence  shall  not  he  deenied  or 
taken  as  amy  part  of  the  time  limited  for  the  commencement 
cf  snch  action:'  (2  H.  S.  297,  §  27.)  The  latter  branch  of 
die  section  presents  the  point  inyolved  in  the  case. 

On  the  part  of  the  plaintiff  it  is  insisted,  that  in  all  cases 
where  the  defendant  departs  from  and  resides  out  of  the  state 
d^ier  the  cause  of  action  has  accrued,  the  statute  ceases  to  op- 
erate until  he  returns  into  the  state ;  and  that  if  he  again 
leaves  before  the  period  of  limitation  has  elapsed,  including 
the  running  of  the  statute  before  his  first  departure,  it  also 
ceases  to  operate  until  he  returns  again,  and  so  on  till  the 
whole  period  expires;  that  a  succession  of  absences  is  to  be 
taken  notice  of  and  subtracted  in  computing  the  time ;  in 
o&er  words,  that  in  order  to  give  effect  and  operation  to  the 
limitation,  the  defendant  must  be  in  the  state,  and  subject  to 
the  process  of  Ihe  Court,  during  the  whole  period  to  be  allow* 
ed  in  the  computation  of  the  time  of  limitation. 

On  the  other  hand,  the  defendant  contends  that  but  one 
ease  of  absence  is  provided  for  by  the  language  of  the  section ; 
and  that,  on  the  return  of  the  defendant  into  the  state  after 
his  first  departure,  so  as  to  be  subject  to  Ihe  process  of  the 
Court,  and  in  a  way  to  give  operation  to  the  statute,  it  Ihen 
continues  to  operate,  notwithstanding  a  second  or  subsequent 
departure. 

The  last  dause  of  the  section  will,  doubtless,  admit  of  either 
interpretation ;  and  I  regret  the  necessity  of  passing  upon  it, 
until  it  shall  have  been  expounded  by  the  state  tribunals. 
But,  after  the  best  consideration  I  have  been  able  to  give  to 
it,  and  after  much  hesitation,  I  am  inclined  in  &vor  of  the 
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latter  construction,  as  nK)6t  in  harmony  with  the  first  clause, 
which  is  m  p<»n  materia^  and  also  with  the  prerious  legisla- 
tion of  the  state  on  the  subject.  Kor  can  any  very  good  or 
obvious  reason  be  assigned,  why  a  succession  of  absences  fsxmk 
Ibe  state  should  be  provided  for  in  case  the  defendant  departs 
cefter  the  accruing  of  the  cause  of  action,  which  would  not  be 
equally  applicable  to  a  like  abatement  of  the  limitation,  in 
case  his  departure  had  taken  place  hefore  the  cause  of  action 
had  accrued.  In  respect  to  the  first  clause,  (which  is  but  a 
copy  of  the  old  law,)  whatever  may  be  the  absences  or  depar- 
tures &om  the  state,  after  the  first  return  of  the  party  into  it 
so  as  to  be  subject  to  the  process  of  the  law,  they  are  not  re- 
garded, and  the  limitation  continues  to  operate.  The  latter 
clause  is  new  in  the  Revised  Statutes.  The  case  of  departure 
after  the  cause  of  action  had  accrued,  had  never  before  been 
provided  for;  and  the  legislature,  probably,  intended  to  sus« 
pend  the  operation  of  the  limitation  in  case  of  one  departure, 
in  analogy  to  the  case  of  an  absence  when  the  cause  of  action 
accrued. 

There  are  inconveniences,  also,  attending  the  practical 
working  of  the  clause,  upon  the  construction  contended  for  by 
the  plaintiffs,  which  should  disincline  the  Court  to  adopt  it, 
imless  upon  the  most  imperative  language.  A  return  into 
the  state,  which  will  give  operation  to  the  statute  of  limita- 
tions, must  be  under  such  circumstances  as  will  enable  the 
plaintiff,  with  the  exercise  of  reasonable  diligenoe  and  atten- 
tion to  his  rights,  to  serve  process  personally  upon  the  party. 
He  must  have  knowledge  of  the  return  into  the  state,  or  the 
circumstances  must  be  such  as  will  warrant  a  jury  in  bringing 
knowledge  home  to  him ;  otherwise,  the  return  amounts  to 
nothing.  Now,  it  is  obvious  that  this  question  would  be  in* 
Tolved  in  each  successive  return  into  the  state.  Because,  un- 
less each  return  is  accompanied  with  the  cireimistances  men- 
tioned, no  part  of  the  time  should  be  allowed  in  computing 
the  limitation.  The  issues  would  be  exceedingly  complicated 
and  embarrassing,  in  the  case  of  numerous  returns  and  depar* 
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tores  within  the  limited  period  fixed  by  the  statate.  I  can 
hardly  think  that  the  legislature  contemplated  such  a  constrao- 
tion  or  operation  of  the  clause. 

It  may  be  added,  also,  that  the  clause  in  terms  provides  for 
but  one  departnre  from  the  state,  and  consequently  for  but 
one  return.  It  does  not  indeed  put  the  operation  of  the  limi- 
tation expressly  upon  the  return  into  the  state ;  but  it  does 
Tirtoally.  It  contemplates  the  running  of  the  statute  on  the 
letnm  after  the  departure  from  the  state  and  residence  abroad ; 
and  if  but  one  departure  or  absence  is  provided  for  or  intended, 
of  course,  on  the  first  return,  the  limitation  goes  on  and  con- 
tinues uninterruptedly  till  the  whole  period  expires. 

The  construction  of  the  statute  is  not  necessarily  involved  in 
this  case,  upon  the  bill  of  exceptions,  but  it  is  proper  to  ex- 
press an  opinion  on  the  question  with  reference  to  a  new  trial. 

New  trial  granted. 


WnjjAM  Yan  Hook, 
JoHK  Pendleton  and  Jokathak  Lcagh.    Ik  EQunr. 

On  a  motion  ibr  A  provisional  injanction  under  Wood  worth's  patent  for  an 
''improvement  in  machines  for  planing,  tonguing,  and  grooving  and  dress- 
ing boards^  <fea,"  the  originalitj  of  Wood  worth's  invention  and  the  validity 
of  the  patent  wiU  ho  considered  as  settled. 

Hie  MaegregoT  machine,  with  a  planing  wheel  having  its  knives  not  on  aoyU 
inder,  but  on  the  face  of  an  obtuse  or  flattened  cone,  and  in  a  plane  ineli- 
Bed  to  the  axis  of  the  wheel,  is  an  infringement  of  the  Woodworth  patent. 

Hm  ease  of  Woodidtnih  v.  WtUon,  (4  Mom,  712,)  cited  and  examined,  and  held 
todaoid«  that  the  Bieknell  maehine,  which  waa  similar  to  the  MwgpMg¥t 
machine,  was  an  infringement  of  Woodworth's^ 
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"Wlien  a  patentee  will  not  be  charged  with  acqtuescing  in  the  nee  of  hia  in- 
vention. 

The  case  of  Woodworth  y.  WlUon,  (4  Sow.  712,)  decided  the  qnestions  of  the 
originality  of  Wood  worth's  invention,  and  of  the  yaliditj  of  his  patent  of 
1828. 

The  case  of  WtUon  y.  Mauueatty  (4  How.  646,)  decided  the  sufficiency  of  the 
amended  specification  and  the  yaliditj  of  the  re-issued  patent  of  1841^  and 
that  the  patents  of  1828  and  1845  were  for  the  same  inyention. 

On  the  question  of  the  infringement  of  a  patent,  raised  in  a  suit  in  equity,  a 
feigned  issue  will  not  be  awarded,  unless  the  Court  haye  doubts  as  to  the 
identity  of  the  two  machines. 

Rules  as  to  awarding  a  feigned  issue. 

In  this  case,  an  application  for  a  provisional  injunction  was 
made  before  Mr.  Justice  ^N^ei^on  and  Judge  Betts.  The 
plaintiff  was  the  assignee  for  the  city  and  county  of  Kew- 
Tork,  for  the  term  ending  December  27th,  1849,  of  Letters 
Patent  to  William  Woodworth  for  an  "  improvement  in  ma- 
chines for  planing,  tonguing,  and  grooving  and  dressing  boards, 
&c.,"  as  re-issued  to  William  W.  Woodworth,  administrator 
of  William  Woodworth,  deceased,  on  the  8th  of  July,  1845. 
(See  Wilson  v.  Rousseom^  4  Sow.  662  to  668,  for  the  re-issued 
Letters  Patent  and  amended  specification.)  The  plaintiff's 
bill  was  accomi)anied  by  affidavits,  from  which  it  appeared 
that  the  machine  used  by  the  defendants,  and  which  was  alle- 
ged to  be  an  infringement  of  the  Woodworth  patent,  was 
known  as  a  Macgregor  machine,  and  was  claimed  to  be  cover- 
ed by  patents  issued  to  James  Macgregor,  Jr.,  in  1833  and 
1838.  On  the  part  of  the  plaintiff,  it  was  contended,  that 
Woodworth  was  the  original  and  first  inventor  of  the  im- 
provements  described  and  shown  in  his  patent  and  specification 
of  December  27th,  1828,  and  in  the  drawing  which  accompa- 
nied them,  and  more  fully  described  in  the  amended  spe* 
i^ification  of  July  8th,  1845;  and  that  after  the  dedsions 
had  on  the  question  of  originality,  in  favor  of  Woodworth,  in 
numerous  cases  in  several  Circuit  Courts,  and  in  the  case  of 
Woodworth  V.  WiUon^  (4  How.  712,)  in  the  Supreme  Court, 
in  nmny  of  which  all  the  evidence  bearing  on  the  question 
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had  been  introduced,  it  shotdd  not  be  considei^ed  as  open  for 
eontroTersj  on  a  motion  for  a  provisional  injunction. 

In  the  defendants'  machine,  the  planing  wheel  had  its  knives 
placed,  not  on  a  cylinder,  but  on  the  face  of  a  very  obtuse 
or  flattened  cone,  and  in  a  plane  inclined  to  the  axis  or  shaft 
of  the  wheel.  The  plaintiff  insisted  that  the  planing  wheel 
of  Macgregor  was  not,  in  its  mechanical  principles  or  mode 
of  operation,  essentially  different  from  the  cylinder  of  Wood- 
worth  ;  that  Macgregor's  mode  of  arranging  the  knives  was 
pointed  out  in  Woodworth's  specification  as  a  modification  of 
his  mode ;  and  that  the  combination  of  the  Macgregor  planing 
wheel  with  pressure  rollers,  or  some  analogous  device  for  the 
same  purpose,  embraced  the  improvements  of  Woodworth. 

The  defendants  resisted  the  motion  on  numerous  affidavits 
made  by  themselves  and  others.  Their  grounds  of  opposition 
were  that  Woodworth  was  not  the  original  and  first  inventor 
of  the  improvements  claimed  by  him;  that  the  same  combi* 
nation  of  tools  for  tonguing  and  grooving  with  pressure  roll- 
eiB,  had  been  used  as  early  as  1818  by  the  society  of  Shakers, 
at  New-Lebanon,  N.  Y.,  as  appeared  by  the  affidavit  of  Amos 
Bifibop ;  that  Malcolm  Muir,  of  Glasgow,  Scotland,  had  in- 
vented and  put  in  operation  in  Great  Britain,  in  1827,  a  ma- 
chine for  planing,  tonguing  and  grooving  boards,  &c.,  for 
which  a  patent  had  been  issued  to  him,  and  which  embraced 
the  same  combination  of  tools  for  tonguing  and  grooving, 
with  pressure  rollers,  as  that  described  in  Woodworth's  patent, 
aa  appeared  by  the  description  of  Muir's  machine,  in  the  Lon- 
don Journal  of  Arts  and  Sciences,  second  series,  vol.  2,  p.  68, 
and  in  the  same  work,  conjoined  series,  vol.  1,  pp.  49  and  67; 
that  the  same  combinations  of  pressure  rollers  with  the  pla- 
ning cylinder,  and  with  the  cutters  for  tonguing  and  groov- 
ing were  invented  by  Uri  Emmons,  prior  to  their  alleged 
invention  by  Woodworth;  and  that  Daniel  Dunbar  and 
James  Tompkins  were  the  inventors  of  that  for  which  Wood- 
worth  obtained  the  patent.  The  defendants  also  insisted  Ihat 
the  re-issued  patent  of  July  8th,  1845,  was  not  for  the  same 
invention  as  the  original  patent  of  December  27th,  1828 ; 
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and  that  the  Macgregor  machine  used  by  them,  (which  they 
had  a  right  to  use  by  purchase  from  Macgregor,)  did  not  em- 
brace Woodworth's  improvements.  Models  of  the  respectiye 
miichines  were  introduced,  and  the  defendants  read  numerous 
affidavits  made  by  engineers  and  mechanical  experts,  to  show 
that  the  two  machines  wei^  different  in  principle  and  mode  of 
operation.  These  affidavits  were  expressed  in  general  terms, 
and  did  not  to  much  extent  state  the  particular  differences  or 
the  reasons  on  which  the  opinions  of  the  affiants  were  found- 
ed. The  defendants  also  contended  that  the  planing  wheel 
of  Macgregor,  from  the  manner  in  which  the  knives  were  set 
upon  its  face,  made  a  different  cut  on  the  surface  to  be  pla- 
ned from  the  cylinder  of  Woodworth.  It  was  also  ui^d  that 
the  plaintiff's  remedy  in  the  case  was  not  by  a  motion  for  an 
injunction,  but  by  proceedings  under  the  16th  section  of  the 
act  of  July  4th,  1836,  (5  U.  S.  Stat,  at  Large^  123,)  for  a  re- 
peal of  the  pateut  issued  to  Macgregor;  that  machines  made 
accordmg  to  the  Macgregor  patent  had  been  for  some  years 
in  operation  in  Philadelphia  and  Baltimore  and  elsewhere, 
and  the  defendants  had  been  using  their  machine  for  a  num- 
ber of  years ;  that  the  Macgregor  machines  had  been  uimio- 
lested,  and  piH>perty  had  been  invested  in  them  to  a  conside- 
rable extent;  that  the  owners  of  the  Woodworth  patent  must 
be  held  to  have  acquiesced  in  these  infringements,  if  such 
they  were ;  and  that,  especially,  had  the  plaintiff  acquiesced 
in  the  use  by  the  defendants  of  their  machine,  as  it  was  in 
operation  near  him  and  he  had  known  of  it  for  a  long  time. 

Seth  P,  StajpU^  and  George  G.  Goddard^  for  the  plaintiff 

If¥ancis  B.  GvUing  and  Edwvn,  TT.  SUmghton^  for  the  de- 
fendants. 

Bfms,  J.  delivered  the  opinion  of  the  Oourt,  stating  that 
Mr.  Justice  Nelsok,  who  had  been  obliged  to  leave  the  city, 
concmTedin  itfiiUy: 

After  the  decisions  which  have  been  made  on  the  Wood- 
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worth  patent  in  this  Ooort,  in  most  of  the  other  Circuits,  and 
in  the  Supreme  Court,  in  cases  in  which  the  originalitj  of  the 
invention,  and  the  validity  of  the  patent  in  other  respects,  have 
been  brought  in  que3tion,  and  been  thoroughlj  examined,  it 
must  be  considered  as  settled,  for  the  purposes  of  this  motion, 
that  William  Woodworth  was  the  inventor  of  the  improve- 
ments described  i^  his  patent. 

The  onlj  question  on  this  motion  which  presents  any  diffi- 
culty is,  whether  the  machine  used  by  the  defendants  is  an  in- 
fringement of  the  Woodworth  patent ;  and  upon  that  point  we 
have  carefully  examined  all  the  evidence  presented  in  the  af- 
fidavits submitted  on  the  part  of  the  defendants,  and  the  mod- 
els exhibited  to  us.  On  a  slight  view  of  the  two  machines, 
their  general  appearance  and  form  being  different,  they  might 
be  thought  to  be  different  in  their  essential  parts ;  but  on  a 
more  carefal  examination  and  comparison  of  them,  and  a  con- 
gideration  of  the  principles  on  which  they  are  constioicted,  we 
are  united  in  the  opinion  that  the  machine  used  by  the  de- 
fendants, described  as  a  Macgregor  machine,  is,  in  its  mechan- 
ical principles,  mode  of  operation  and  combinations,  substan- 
tially the  same  as  that  of  Woodworth.  The  planing  wheel  of 
Ma<^regor  presents  a  change  of  form  only,  &om  a  cylinder  to 
an  obtuse  or  flattened  cone  or  conically  shaped  wheel ;  and  the 
action  of  the  knives  or  cutters  in  the  Macgregor  machine,  on 
the  Bur&ce  to  be  planed,  is  not  essentially  different  from  the 
action  of  Woodworth's  cutters,  the  change  appearing  to  con- 
siat  only  in  the  knives  passing  over  more  of  the  surface  to  be 
planed,  and  in  their  cutting  for  a  part  of  the  distance  in  a 
measure  cross-wise  of  the  board  in  the  process  of  planing.  On 
a  careful  consideration  of  this  question,  in  all  the  aspects  in 
which  it  has  been  presented,  we  are  satisfied  that  the  machine 
veed  by  the  defendants  is  an  infringement  of  the  Woodworth . 
patent. 

This  same  point  has  been  contested  and  decided  in  casea 
arising  in  other  Circuits.  In  the  case  of  Woodworth  Y.WHr 
mm.  (4  How.  712)  carried  by  appeal  to  the  Supreme  Court 
from  the  Onrcuit  Court  for  the  District  of  Kentucky,  an  attaehr 
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ment  was  applied  for  in  the  Circuit  Oourt,  on  the  gronnd  that 
a  party  who  had  been  enjoined  from  using  the  Woodworth 
machine  was  using  the  Bicknell  machine,  and  thus  violating 
the  injunction.  The  Court  in  Kentucky,  on  the  evidence  pro- 
duced on  the  application  for  an  attachment,  dissolved  the  in- 
junction. We  have  examined  the  evidence  in  that  case,  from 
which  it  appears  that  the  Bicknell  machine,  especially  in  its 
planing  wheel,  was  similar  to  the  Macgregor  machine,  m  the 
points  in  which  it  is  claimed  that  the  latter  is  distinguished 
from  the  Woodworth  machine.  The  case  as  presented  to  the 
Supreme  Court  did  not  turn  upon  the  question  whether  the 
Bicknell  machine  was  an  infringement  of  Wood  worth's  patent; 
but  that  point  was  so  involved  in  the  case  that  it  is  not  to  be 
supposed  that  the  Court  would  have  reversed  the  decree  of  the 
Court  below,  without  expressing  an  opinion  that  the  Bicknell 
machine  might  be  used  without  violating  the  injunction  in  fa- 
vor of  Woodworth's,  if  they  had  so  thought.  The  testimony 
taken  in  the  Court  below,  which  was  much  at  large,  and  was 
by  both  parties  directed  to  the  infringement  by  the  Bicknell 
machine,  was  brought  before  the  Supreme  Court.  That  Court 
reversed  the  decree  below,  and  reinstated  the  injunction ;  the 
effect  of  which  must  have  been  to  entitle  the  plaintiff  in  the 
Circuit  Court  to  pursue  his  attachment  there  against  the  Bick- 
nell machine.  In  the  absence  of  a  reasoned  opinion  upon  the 
subject,  we  accept  the  decision  of  the  Supreme  Court  as  im- 
porting its  judgment  that  the  Bicknell  machine  was  an  in- 
fringement of  Woodworth's  patent.  A  case  has  also  arisen 
recently  before  the  District  Judge  for  the  Eastern  Dis- 
trict of  Pennsylvania,  on  a  motion  for  an  injunction,  which 
was  granted,  against  what  was  there  called  a  Gay  machine, 
which,  however,  from  the  description  given  of  it,  was,  in  its 
construction,  like  the  Macgregor  machine.  An  injunction  has 
also  been  granted  by  Chief  Justice  Taney  in  Baltimore  against 
a  machine  which  is  said  to  have  been  a  Macgregor  machine. 
Many  affidavits  have  been  presented  on  the  part  of  the  de- 
fendants to  show  that  the  Woodworth  machine  and  that  used 
by  the  defendants  are  wholly  unlike;  but  these  affidavits  are, 
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for  the  moat  part,  wanting  in  any  statement  of  the  particnlare 
in  which  the  machines  differ,  or  of  the  reasons  on  which  the 
opinions  given  are  founded.  We  have  examined  and  com- 
pared  the  descriptions  and  models  of  the  machines,  and  heard 
the  argoments  of  counsel,  and  are  thns  enabled  to  form  an 
opinion  onrselres,  and  we  think  that  the  two  machines  com- 
bine substantially  the  same  improvements. 

It  is  contended  on  the  part  of  the  defendants  that  an  injunc- 
tion onght  not  to  be  granted,  on  the  ground  that  the  plaintiff 
has  acquiesced  in  the  use  of  this  machine  by  the  defendants ; 
that  he  has  known  of  its  use  and  has  not  interfered  to  prevent 
it.  We  do  not  think  this  objection  can  prevail.  It  does  not 
sstisfoctorily  appear  that  the  plaintiff  knew  howthe  defendants' 
machine  was  constructed,  or  how  &r  it  infiinged  upon  his ; 
and,  if  he  did  know,  we  do  not  hold  that  he  forfeited  his  right 
to  protection  by  injunction  against  the  infringement,  because 
he  did  not  apply  sooner.  He  brought  other  suits,  one  against 
one  of  these  defendants,  to  vindicate  his  rights ;  and  he  is  not 
to  be  charged  with  acquiescence  because  he  proceeded  first 
i^ainst  that  which  was  a  more  palpable  and  obvious  violation 
of  his  right,  or  because  he  has  not  brought  suit  against  all  the 
machines  which  infringe  upon  it.  We  order  an  injunction 
against  the  defendants  pursuant  to  the  prayer  of  the  bill. 

At  a  subsequent  day,  the  defendants,  having  put  in  their 
answer,  moved,  before  Mr.  Justice  Nelson  and  Judge  Bsrrs, 
for  a  feigned  issue  to  try  the  matter  in  controversy  before  a 
jury.  The  motion  was  argued  by  the  same  counsel  as  before. 
The  opinions  were  given  at  the  close  of  the  argument. 

Nedbon,  J.  The  defendants  are  struggling  against  the  judg- 
ment of  the  Court,  already  formed  and  expressed,  on  the  mo- 
tion, heretofore  granted,  for  an  injunction.  Most  of  the  ques- 
tftons  in  this  case  were  then  frdly  considered  and  decided.  In 
Woadworth  v.  WiUon^  (4  How.  T12,)  which  was  taken  to  the 
Supreme  Court  from  the  District  of  Kentucky,  the  question  of 
14 
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the  oiiginality  of  the  inyentioii  was  most  thoroughly  enquired 
into,  as  evidence  from  eveiy  quarter  of  the  country  was  pro- 
duced, by  depositions  of  experts,  and  from  books  of  science, 
and  it  was  notwithstanding  held  that  Woodworth  was  the  first 
inventor,  and  that  the  specification  of  the  patent  of  1828,  in 
connection  with  the  drawing,  was  sufficient,  and  the  patent 
valid.  The  questions,  both  as  to  the  originality  of  the  inven- 
tion and  as  to  the  validity  of  the  patent,  were  decided  on  the 
most  full  examination  and  argument.  The  case  of  WiUan  v. 
HottsseaUj  (4  Saw,  646,)  from  the  Northern  District  of  New- 
York,  was  founded  on  the  amended  specification  of  1845.  All 
the  questions  involving  the  validity  of  the  new  patent  were 
raised  in  that  case.  It  was  ai^ed  at  great  length  and  the 
specification  was  held  to  be  sufficient,  and  the  re-issued  patent 
valid.  The  new  specification  was  but  a  clearing  up  of  the 
criticisms  which  had  been  made  on  the  old  one  in  the  course 
of  the  litigation  had  upon  it.  The  Supreme  Court  haviog 
passed  upon  these  questions  and  settled  them,  after  argument, 
and  on  full  consideration,  how  can  we,  on  this  motion,  revise 
them }  There  is  not  a  point  made  now  which  has  not  been 
made  before.  The  questions  i-aised  have,  on  several  occasions, 
in  the  District  of  Vermont,  and  in  the  Northern  District  of 
New-York,  been  acted  upon  as  settled,  and  we  so  regard  them. 
The  only  question  we  can  consider  as  open  for  controversy  is 
that  of  infringement.  To  permit  litigation  to  be  renewed  as 
to  any  other,  would  be  to  encourage  a  struggle  against  the  de- 
liberate judgment  of  the  appellate  tribunal.  To  that  the  par- 
ties must  submit,  until  they  can  again  bring  the  questions  in- 
to that  Court.  They  can,  of  course,  go  into  proo&  in  this  case 
and  the  Court  will  then  pass  upon  them. 

Then,  as  to  the  question  of  infringement.  If  on  the  hearing 
on  pleadings  and  proofs  we  shall  entertain  doubts  as  the  iden- 
tily  of  the  two  machines,  we  will  direct  the  question  to  be 
tried  by  a  jury.  But  it  will  be  as  to  that  point  alone,  the 
question  of  infringement  If  we  do  not  entertain  doubts  on 
lliat  question,  it  will  be  our  duty  to  decide  it;  for  we  are  not 
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aware  of  any  principle  that  will  justifj  ns  in  sending  the  case 
to  a  jniy,  nnlesB  we  ahall  be  brought  to  doubt  on  the  question 
of  identity. 

In  lepljto  an  observation  flrom  the  defendants'  counsel,  Mr. 
Justice  Kjcuon  said : 

Hie  remittitar  in  WiUan  t.  Baueseof^  (4  Sow.  687,)  was 
drawn  up  by  me.  The  only  reason  why  the  answer  to  the 
eighth  question  certified,  (see  pp.  670,  688,)  was  drawn  in 
the  nuinner  it  was,  was  that  Ibe  question  did  not  present  a 
principle  of  law  but  a  matter  of  &ct  But  the  Oourt  had 
no  doubt  as  to  the  fact  and  yirtnaUy  decided  the  ques- 
tion* Both  patents,  that  of  1828  and  that  of  1845,  were  be- 
fcre  us,  and  we  had  no  doubt  they  were  for  the  same  inren- 
tioD. 

Bkitb,  J.  It  is  not  a  matter  of  course  to  order  a  feigned 
issue ;  but  the  party  applying  must  lay  a  foundation  for  it 
This  IS  not  the  case  of  a  new  patent,  but  of  an  old  one,  long  in 
.  use  and  established  by  decisions.  And  this  Oourt  must  ad- 
here to  whsX  has  been  passed  upon  by  the  Oourt  above,  wheth- 
er it  is  contained  in  the  remittitur  or  not.  A  feigned  issue  is 
not  to  be  granted,  unless  the  opinion  of  the  jury  on  a  question 
18  found  to  be  needed.  And  after  a  jury  shall  have  passed 
upon  the  question,  it  will  be  for  the  Oourt  to  say  whether  the 
verdict  is  right;  and  the  Oourt  may  set  it  aside.  In  the  posi- 
tion of  this  case  at  present,  a  feigned  issue  cannot  be  ordered. 

Motion  denied. 
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Where  the  matter  of  a  yessel  is  charged  with  having  aailed  on  a  voyage 
from  the  coast  of  Africa  with  a  sick  and  incompetent  crew,  whereby  delay 
was  caused,  and  damage  ensued  to  the  cargo  and  a  loss  of  price  in  selling 
it,  the  question  is  what  were  the  facts  on  which  he  was  called  to  exercise 
his  best  judgment  at  the  time  he  sailed ;  not  what  aetually  happened  af- 
terwards. 

Where^  in  fueh  a  ease^  the  eridenee  of  the  crew  as  to  their  own  health  can 
be  had,  it  must  control,  in  opposition  to  the  testimony  of  persons  experi- 
enced in  the  trade  of  the  African  coast,  as  to  the  effect  of  the  given  siek- 
nass  upon  the  crew  and  the  propriety  of  the  master^s  leaving  as  he  did. 

This  ^as  a  libel  in  rem^  filed  in  the  District  Court,  by 
KcCracken  and  Livingston,  against  the  Barqae  Gentleman. 
The  libel  charged  that  the  vessel  safled  from  New-York  on  a 
voyage  to  the  Western  coast  of  Africa,  on  the  13th  of  Jnne, 
1842,  tinder  a  charter  party  to  the  libellants,  for  a  royage 
fix)in  the  port  of  New-Yoit  to  one  or  more  porta  in  the  Cape 
de  Yerd  Islands,  and  thence  to  one  or  more  porta  on  the  west 
coast  of  Africa,  and  back  to  New-York  direct  or  via  the  Cape 
de  Yerd  Islands ;  that  she  arrived  at  Oambia  on  the  22d  of 
Angost,  after  tonching  at  Bona  Yista,  St.  Jago  and  Goiee; 
that  she  sailed  from  Gambia  on  the  25th  of  Angnst,  Tisited 
some  other  porta  on  the  African  coast,  and  returned  to  Gamr 
bia  on  or  abont  the  25th  of  September;  that  she  remained 
there  tQl  the  2d  of  October,  when  she  set  sail  npon  her  home- 
ward passage,  having  taken  in  about  64,000  poimds  of  hidee, 
belonging  and  consigned  to  the  libellanta ;  that  on  the  arrival 
of  the  vessel  at  Gambia,  nearly  all  the  crew  were  extremely 
sick,  in  consequence  whereof  the  master  placed  them  in  the 
hospital ;  that  at  the  time  of  sailing  on  the  2d  of  October,  the 
master,  in  violation  of  his  duty,  and  unmindfrd  of  the  righte  of 
the  libellanta,  took  his  crew  out  of  the  hospital  in  their  sick 
and  infirm  condition,  and  placed  them  on  board  the  vessel, 
and  set  sail  from  Gambia ;  that  the  crew  were  all  sick,  except 
one  man,  and  were  insufficient  and  incompetent  to  the  work- 
ing of  the  vessel,  having  been  taken  out  of  the  hospital  for  the 
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purpose  of  departmg,  altiiongli  in  no  better  health  Hian  when 
they  entered  it ;  that  the  master  was  warned  b  j  the  attending 
physician  at  Gambia,  that  the  men  would  grow  worse  at  sea, 
as  it  was  the  season  of  rains,  and  they  would  necessarily  be 
exposed  to  wet ;  but  that  the  master  insisted  upon  sailing  and 
did  sail  with  the  same  crew,  although  it  was  easy  and  practir 
cable  to  have  obtained  a  proper  and  sufficient  crew  at  Qam- 
bia,  if  not  of  whites,  oertaruly  of  natives ;  that  the  vessel  after 
being  out  eleven  days  reached  Bona  Yista  on  the  13th  of  Oc* 
tober,  and  put  in  th^ie,  whereas  she  ought  to  have  reached 
there  in  three  days ;  but  that  she  could  carry  scarcely  any 
sail,  owing  to  the  weakness  and  uselessness  of  the  crew,  and 
ibe  little  labor  they  performed  was  extorted  fi^om  them  only 
by  violence  and  abuse ;  that  there  was  no  necessity  for  the 
vessel  to  put  in  at  Bona  Vista,  except  fix>m  the  feebleness  of 
the  crew ;  that  she  lay  at  Bona  Yista  fix»m  the  ISth  of  Octo- 
ber till  the  18th  of  November,  for  no  other  purpose  than  to 
wait  for  the  recovery  of  the  crew,  who  were  sick  in  the 
hospital  on  shore,  tOl  about  the  17th  of  2fovember,  when  they 
went  on  board,  being  still  sick ;  that,  during  the  period  of 
that  detention,  five  seamen  from  a  vessel  which  had  been 
wrecked,  offered  to  ship  on  board,  but  the  master  refused  to 
employ  them ;  that,  the  vessel  arrived  at  St.  Jago  on  the  19th 
of  November,  and  remamed  there  till  the  23rd ;  that  the  U. 
8.  consul  there  sent  three  men  home  in  the  vessel,  but  the 
master  refused  to  give  them  any  wages,  in  consequence  of 
which  they  were  sulky  and  worked  with  reluctance,  and  the 
crew,  with  this  addition,  was  still  incompetent  to  the  pro]>er 
saiUng  of  the  vessel ;  that,  in  consequence  of  the  various  de- 
tentions of  the  vessel,  she  came  upon  the  North  American 
coast  at  a  very  unfavorable  season ;  that,  by  reason  of  the  in- 
soflhaency  of  the  crew  and  the  difficulty  of  working  the  vesr 
eel  properly,  the  master  kept  her  in  the  trade  winds  sevwai 
days  longer  than  he  ought  to  have  done,  and  did  not  amve 
off  the  port  of  New-York  tiU  the  4th  of  January,  1843;  that 
ahe  was  then  driven  off  again,  after  having  taken  a  pflot,  and 
was  obliged  to  put  in  at  Newport  and  did  not  finaUy  wwh 
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Kew-York  till  the  18th  of  Jantiaiy ;  that  the  cfu^  of  hides 
shipped  on  board  at  Gambia,  suffered  great  deterioration  and 
damage  from  worms  and  otiierwise,  in  consequence  of  the 
said  unreasonable  and  improper  detention  of  tiie  vessel,  and 
that  the  libellants  had  suffered  loss  and  damage  by  reason 
thereof  to  the  amount  of  $3,380 ;  and  also  that  at  the  time 
when  the  vessel,  if  properly  fitted  and  manned  upon  her  de- 
partm^  from  Kew-York  on  her  outward  passage,  and  on  her 
departure  from  Gkunbia  on  her  retnm  voyage,  and  if  prop- 
erly navigated  outward  and  homeward,  would,  in  the  ordi- 
nary course,  have  arrived  at  New-Tork,  say  in  October,  the 
market  for  hides  was  materially  better  than  when  she  actually 
did  arrive,  by  reason  whereof  the  libellants  suffered  ftirther 
damage. 

It  will  not  be  material  to  refer  particularly  to  the  answer  of 
the  claimants.  It  was  such  as  to  put  the  libellants  to  their 
proof  in  order  to  establish  their  claim  for  damages. 

The  District  Court  pronounced  ia  &vor  of  the  libellants  and 
the  claimants  appealed  to  this  Court. 

John  Anthan  and  WiUiam  jEknerwm^  for  the  libellants. 

Danid  Lord^  for  the  claimants. 

NXU90N,  J.  The  proofs,  in  this  case,  have  satis&ctorily  dis- 
posed of  the  claim  for  damages  founded  upon  that  part  of  the 
oontroveniy  which  respects  the  manning  and  fitting  out  of  the 
vessel  at  the  port  of  New-Tork,  her  outward  voyage  to  Uie 
coast  of  Africa,  her  trading  along  or  upon  that  coast,  and  her 
homeward  voyage  after  she  left  the  port  of  St.  Jago.  The  al- 
l^ations  in  the  libel  impeaching  the  conduct  of  the  master 
and  owners  in  respect  to  these  several  matters,  are  abundantly 
disproved,  or  remain  without  proof,  and  were  substantially 
given  up  on  the  hearing. 

The  matters,  therefore,  which  are  open  to  observation  and 
dispute,  and  upon  whidi  the  decision  must  necessarily  rest, 
are  brought  within  narrow  limits;  to  wit,  the  conduct  of  the 
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master  after  his  vessel  arrived  the  second  time  at  Gambia,  on 
the  25th  of  September,  as  stated  in  the  libel,  but,  in  fact,  as  is 
apparent  by  the  proo^  about  the  8th  or  10th  of  that  month, 
and  until  he  finally  left  the  port  of  St.  Jago.  The  case  is 
brought,  confessedly,  within  these  limits ;  as  there  can  be  no 
reasonable  donbt  or  dispute  concerning  any  other  part  of  the 
voyage,  according  to  the  evidence,  either  as  it  respects  the 
ship,  or  the  conduct  of  the  master.  And,  in  my  judgment, 
we  may  go  ftirther,  and  say  that  the  matter  in  controversy 
mnst  be  confined  to  still  narrower  limits ;  to  wit,  the  conduct 
of  the  master  at  the  port  of  Gambia,  where  he  took  in  his 
caigo,  and  whence  he  sailed  on  his  homeward  voyage.  For, 
if  he  was  guilty  of  no  violation  of  duty  there,  it  is  quite  clear 
that  he  is  not  chaigeable  with  the  detention  of  the  vessel  at 
the  CSape  de  Yerd  Islands.  That  was  the  result  of  causes, 
over  which,  in  my  judgment,  he  had  no  control,  unavoidable 
and  overwhelming,  so  as  to  preclude  any  possible  reparation 
for  the  delay  while  there. 

The  ground  of  complaint  in  the  libel  in  respect  to  the  con* 
duct  of  the  master  at  Gambia  is,  that  in  violation  of  his  duty, 
and  unmindftd  of  the  rights  of  the  libellants,  he  took  his  crew 
out  of  the  hospital  while  sick  and  infirm,  and  placed  them  on 
board  the  vessel  and  set  sail  on  his  homeward  voyage ;  that 
the  crew  were  insufficient  and  incompetent  to  the  proper 
wcHrking  of  the  ship ;  that  he  was  advised  by  the  attending 
physician  that  the  hands  would  be  subject  to  a  relapse  at  sea, 
by  reason  of  exposure  during  the  rainy  season ;  that  the  master 
insisted  upon  sailing  with  the  same  crew  and  without  any  ad- 
ditional hands,  although  it  was  easy  and  practicable  to  have 
obtained  a  sufficient  and  competent  crew  of  the  natives  of  that 
region ;  and  that,  in  consequence  thereof,  the  vessel  was  insuf- 
ficiently manned  and  delayed  on  her  voyage. 

Hie  fiicts  as  proved  are,  that  the  vessel  anived  at  Gambia 
about  the  8th  or  10th  of  September,  for  the  purpose  of  taking 
in  her  homeward  cargo,  her  crew  all  in  good  health  and  con- 
dition ;  that  on  the  15th  three  of  the  hands  were  taken  down 
with  the  coast  fever,  and  placed  in  the  hospital,  on  the  SOth 
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two  Others,  the  first  and  second  mates,  aad  two  more  on  the 
23rd  and  24th  of  the  month ;  that  the  loading  of  the  ship 
with  her  cargo  was  going  on  in  the  meantime,  bj  the  natiyes, 
who  are  usoallj  employed  for  this  purpose,  the  crew  haying 
at  no  time  been  subject  to  that  labor,  as  it  is  costomaiy  to 
save  them  from  exposure  and  &tigue  bj  maJciug  use  of  the 
natives;  that  on  the  27th  and  28th  of  the  month  the  three  who 
were  first  sent  to  the  hospital  left  it,  and  came  on  board  the 
ressel,  having  been  there  two  of  them  twelve  and  one  thirteen 
days ;  that  on  the  27th  the  first  and  second  mates  left,  having 
been  seven  days  in  the  hospital ;  that  on  the  29th  the  two  re* 
maining  hands  left ;  and  that  on  the  2d  of  October  the  vessel 
sailed. 

The  degree  or  intensity  of  the  fever  is  left  upon  the  evidence 
somewhat  vague,  as  the  hospital  physician  has  no  recollection 
on  the  subject,  and  the  account  given  by  the  hands  is  oontra- 
dictory.  But  the  weight  of  it  is,  that  the  attack  was  not  ac- 
companied with  any  great  acuteness  or  severity,  b&  may  also 
be  inferred  firom  the  periods  of  confinement  to  the  hospital. 
All  the  evidence  agrees  that  the  hands,  though  considerably 
debilitated  by  the  sickness,  and  less  capable  of  performing 
their  duty,  were  anxious  to  go  on  board  and  man  the  ship  for 
home,  showing  not  only  their  willingness  but  their  abiUty ; 
and  nearly  all  the  witnesses  agree,  that  the  physician  concurred 
in  the  opinion  that  they  had  better  go  on  board,  take  charge 
of  the  ship,  and  leaye  the  coast,  and  that,  by  taking  caie  of 
themselves,  they  would,  probably,  be  in  a  better  condition  than 
to  remain  longer ;  though  the  recollection  of  the  physician 
himself  is  somewhat  different,  or  rather  there  is  an  absence  of 
i^ecollection  in  this  respect  on  his  part,  and  he  thinks  it  would 
have  been  more  prudent  if  the  captain  had  delayed  the  vessel 
a  few  days  longer,  to  have  enabled  the  crew  to  recover  their 
atrengdi.  He  does  not  say  or  intimate,  however,  that  he  ex- 
pressed this  opinion  to  the  captain  at  the  time. 

This  is  substantially  the  state  of  &cts,  according  to  die  evi- 
dence, in  respect  to  the  condition  of  tiie  crew  at  the  port  of 
Gambia,  and  upon  which  the  master  was  called  to  exer- 
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cise  hiB  best  judgment  at  the  time  of  his  departure  on  hiB 
homeward  voyage ;  and,  nndonbtedly,  were  we  to  judge  of  the 
flonndness  or  propriety  of  its  exercise  from  the  result,  or  from 
what  actually  happened  afterwards  to  the  crew,  there  could 
be  no  great  difficulty  in  arriying  at  the  conclusion  that  he  had 
mistaken  his  duty.  The  crew  were  again  taken  down  with  ■ 
the  fever  before  the  vessel  reached  Bona  Yista,  and  that,  with 
the  sickness  of  the  captain  himself,  occasioned  the  great  deten* 
tioQ  at  that  place.  But  the  question  is,  whether  under  the  cir- 
comstances  as  stated,  and  as  existed  at  Gambia  at  the  time  of 
his  departure,  the  master  was  guilty  of  such  a  gross  error  in 
judgment  and  violation  of  duty,  in  leaving  the  coast  as  he  did, 
without  additional  hands  to  man  the  ship,  as  should  visit  upon 
him  all  the  consequences  which  subsequently  happened  from 
the  return  of  the  disease.  I  am  compelled  to  say,  after  a  very 
deliberate  consideration  of  the  case,  that  he  was  not;  and  that, 
laying  out  of  view  the  recurrence  of  the  sickness  in  the  course 
of  the  voyage,  which  I  think  constitutes  no  part  of  the  circum- 
stances to  be  taken  into  account  in  passing  upon  the  fitness 
and  propriety  of  his  conduct,  the  question  is  clear  of  any 
great  difficulty. 

The  weight  of  the  evidence  of  the  hands  themselves  is, 
that  they  had  recovered  fix>m  their  sickness,  and  were  com- 
petent to  man  and  sail  the  vessel,  at  the  time  of  their  depart- 
ure, and  the  mate  states,  that  they  left  with  the  advice  and 
concurrence  of  the  physician,  who  said  he  did  not  think 
they  would  be  likely  to  have  a  relapse,  and  that  if  they  got 
wet,  they  might  have  a  chill,  but  nothing  more,  and  that  he 
settled  with  the  physician,  and  asked  his  opinion  at  the  time. 

Very  little  weight  can  be  given  to  the  testimony  of  several 
gentlemen,  experienced  in  the  trade  of  the  African  coast,  as  it 
respects  the  effect  of  the  fever  upon  the  crew,  and  the  propriety 
of  the  master's  leaving  the  coast  without  additional  hands. 
The  opinion  expressed  must  of  course  depend  upon  the  ex- 
tent and  degree  of  the  disease ;  and  of  that  they  knew  noth- 
ing. The  hands  themselves  are  the  best  witnesses  for  this  pur- 
pose; the  physician  has  no  recollection  upon  the  subject ;  and 


202  SOUTHERN  DISTRICT  OF  NBW-TORK, 

Tbe  GentlenuuL 

taking  the  evidence  of  the  crew,  in  respect  to  their  own  health 
and  condition  at  the  time,  as  controlling,  I  think  the  prepon- 
derance is  decidedly  with  the  claimants,  and  that  the  &ctB 
proved  afford  a  justification  of  the  master. 

In  the  view  tiins  taken  of  the  case,  it  is  important  to  en- 
quire whether  or  not  it  was  practicable  to  procure  at  the  time 
additional  hands  at  Gambia.  It  is  conceded  that  there  were 
no  white  seamen  there ;  and  it  is,  to  saj  the  least,  a  matter  of 
great  donbt,  npon  the  evidence,  if  natives  could  have  been 
obtained  for  a  voyage  to  the  United  States  at  that  season  of 
the  year.  But,  if  the  case  turned  upon  this  question,  I  should 
be  inclined  in  favor  of  the  libellants.  There  is  no  evidence 
that  the  master  took  any  steps  to  procure  an  additional  crew. 
He  should,  at  least,  have  made  the  effort,  and  the  fidlure  to 
procure  it  would  have  been  the  best  evidence  of  the  impracti- 
cability. 

Neither  is  it  important  to  enquire  whether  proper  measures 
were  taken,  in  the  course  of  the  voyage,  to  beat  the  hides  for 
the  purpose  of  preventing  the  injurious  effect  of  worms. 
There  is  no  allegation  in  the  libel  of  a  breach  of  duty  on  the 
part  of  the  master  in  this  respect  The  gravamen  of  the  com- 
plaint is  the  unreasonable  and  improper  detention  of  the  ves- 
sel, attributable  to  his  negligence  and  misconduct.  The  dam- 
age resulting  from  the  injury  to  the  hides  is  consequential.  If 
the  groimd  of  the  complaint  falls,  the  consequential  damages 
of  course  fiill  with  it 

The  voyage  was  an  unfortunate  one;  but  I  am  satisfied, 
upon  the  evidence,  that  it  is  to  be  attributed  to  the  misfor- 
tune, rather  than  the  fault  of  the  master,  and  that  it  would  be 
unjust  to  hold  him  responsible  for  the  consequences.  I  must, 
therefore,  reverse  the  decree  below,  with  costs. 
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Th%  Sliip  N.  B«0«d  from  K«w-Orldao0  for  If ew-York,  on  the  20th  of  Jun«, 
irith  a  eatgo  of  tobacco  in  hogtheadB  and  lard  in  barrels;  when  seyen- 
teen  days  ont^  without  having  met  any  yerj  rough  weather,  lard  was 
pumped  from  her;  the  tobacco  was  damaged  by  the  lard  running  into  it: 
Seld,  that  the  damage  was  oceasioned  by  some  cause  other  than  the  perils 
of  the  sea,  such  as  bad  stowage  or  cooperage^  and  that  the  ship  was  respon* 
flible  for  it 

If,  under  such  circumstances,  a  peril  of  the  sea,  subsequent  to  the  first  pump- 
ing of  the  lard,  and  wholly  unconnected  with  the  fault  of  the  carrier  in 
the  dofectire  stowage  or  cooperage  of  the  lard,  is  set  up  as  the  cause  of  the 
damage,  the  eTidence  should  be  dear  and  undoubted  in  order  to  exonerate 
the  earner  frx>m  liability. 

In  this  ease,  the  Court  being  satisfied  that  the  barrels  of  lard  were  badly 
stowed  and  coopered,  charged  the  damage  to  the  carrier. 

Faber  &  BiEBWTTH  filed  a  libel  in  remy  in  the  District  Court, 
against  the  ship  Kewark,  to  recover  damages  for  injury  caused 
to  tobacco  in  hogsheads,  shipped  bj  them  in  that  vessel  from 
New-Orleans  to  New-York.  The  damage  was  caused  by  the 
leakage  of  grease  or  lard  which  ran  into  the  tobacco  in  the 
hold  of  the  ship.  The  bill  of  lading  excepted  ''  the  dangers 
of  the  seas."  The  District  Oourt  pronounced  against  the  libel- 
lants,  on  the  ground  that  the  barrels  of  lard  were  properly 
coopered  and  stowed  when  put  on  board,  and  that  the  injury 
to  the  tobacco  was  not  occasioned  by  the  leaking  of  the  lard 
directly  upon  the  tobacco,  but  by  stress  of  weather  which 
caused  the  ship  to  leak.    The  libellants  appealed  to  this  Court. 

JFhmcis  B.  Outtmg^  for  the  libellants. 

JSKwfotf  G.  JBenedietj  for  the  claimants. 

Nelson,  J.  I  cannot  agree,  upon  the  evidence,  that  the 
I06B  in  this  case  was  occasioned  by  the  perilsof  the  sea.  The 
ship  left  New-Orleans  for  New-York  on  the  20th  of  June,  load- 
ed chiefly  with  lard  and  tobacco,  having  nearly  seven  hundred 
bazrels  of  the  former ;  and  on  the  7th  of  July,  when  she  was 
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seyenteen  days  out,  without  liaying  encountered  an j  remark- 
ably rough  weather,  indeed  none,  except  occaBionally  a  heavy 
swell  of  the  sea,  lard  was  pumped  from  her,  showing,  at  this 
time,  a  yery  considerable  leakage  of  that  article  from  the  cafiks. 
The  tobacco  was  damaged  by  the  leakage  of  the  lard.  It  is 
quite  obyious  that,  previous  to  this  time,  the  leakage  must 
have  been  such  as  to  occasion  a  good  deal  of  damage ;  and 
furttier,  that  such  was  the  condition  of  the  cargo,  from  some 
cause  or  causes  other  than  the  perils  of  the  sea,  either  fit)m 
bad  stowage  or  cooperage,  or  both,  that  there  was  a  leakage  of 
the  lard  which  would  or  might  have  occasioned  all  the  loss 
complained  of.  This  fact,  I  think,  is  undeniable,  and  is  con- 
trolling in  the  case.  For  it  is  vain  to  urge  the  subsequent 
rough  weather  as  a£Ebiding  evidence  that  the  loss  was  occa- 
sioned by  the  perils  of  the  sea,  when  it  distinctly  appears  that 
the  operating  cause  was  developed  previous  to  the  alleged  peril, 
in  a  manner  sufficient  to  account  for  all  that  happened  to  the 
cargo,  without  attributing  any  part  of  the  damage  to  the  rough 
weather  which  the  ship  afterwards  encountered. 

It  may  be  that  if  a  subsequent  peril  of  the  sea  had  clearly 
occasioned  a  loss  of  the  tobacco,  wholly  unconnected  with  the 
defective  stowage  or  cooperage  of  the  barrels  of  lard,  the  loss 
should  not  be  borne  by  the  carrier.  But  the  facts  present  no 
such  case.  The  loss  by  the  subsequent  peril  of  the  sea  uncon- 
nected with  the  &ult  of  the  carrier  must  be  dear  and  undoubt- 
ed, in  order  to  exonerate  him  from  liability. 

It  is  not  to  be  denied,  that  the  shipping  of  lard  with  tobac- 
co from  New-Orleans  in  the  warm  season,  exposes  the  latter 
to  great  danger  from  the  leakage  of  the  former,  and  requires 
the  utmost  care  in  the  stowage,  and  attention  to  the  cooperage 
of  the  casks  of  lard.  Some  of  the  witnesses  say  that  lard  is 
a  dangerous  cargo  to  ship  with  other  goods  like  tobacco,  and 
that,  without  the  greatest  caution,  damage  will  ensue.  Kow, 
]am  not  satisfied,  from  the  evidence,  that  sufficient  attention 
was  given  to  the  stowage  or  cooperage  of  the  cargo  under  the 
circumstances.  Most  of  the  damage  occurred  to  tiie  tobacco 
in  the  lowest  part  of  the  hold ;  the  hogsheads  in  the  forward 
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and  after  parts  of  the  ship  escaped;  and  several  of  the  witness- 
es express  donbts  and  hesitation  on  the  subject  of  the  stowage. 
Hie  barrels  of  lard,  also,  were  leaking  badly,  and  had  leaked 
T6iy  much,  when  delivered  on  the  dock  for  shipping,  and  be- 
{cm  thej  were  put  on  board.  Such  is  the  evidence  of  the 
mate,  and  I  understand  his  log-book  to  state,  under  date  of 
the  7th  of  June,  that  from  a  great  number  of  tliem,  one-fourth 
to  one-half  of  their  contents  had  leaked  out  when  they  were 
at  the  dock.  It  is  true,  he  says,  they  were  all  well  coopered 
before  they  were  put  on  board.  But  the  result,  I  think,  is  ev- 
idence that  this  could  have  been  done  but  imperfectly;  else, 
why  such  extensive  leakage  before  the  7th  of  July,  without 
any  uncommon  weather?  For,  I  cannot  admit  that  the  swells 
of  the  sea,  spoken  of  previously,  are  to  be  regarded  as  any- 
thing more  than  what  must  be  usually  expected  to  be  encoun- 
tered in  the  course  of  the  voyage.  {The  Schooner  Heeeide^  2 
Sumn.  517,  and  cases  there  cited.) 

I  am  of  opinion,  therefore,  that  the  decree  of  the  Cknirt  be- 
low should  be  reversed,  with  costs,  and  that  there  should  be  a  ' 
reference  to  the  cleik  to  ascertam  the  damages. 


Sparkman  Ain>  Selsxt 

ve. 

HiQGDsiB  &  Go.,  Ain)  C.  &  E»  Karvet.    In  Equitt. 

Ob  ft  motion,  on  AffidaTits,  to  diasolve  an  ii^anction  in  a  patent  suit,  the  de- 
fendant's proofii  most  overcome  the  equity  of  the  bill  and  the  evidence  in 
Its  «npport>  or  the  motion  will  be  denied. 

AlthoQ^  tho  papem  on  an  applieation  fer  a  pato&t  are  retnnied  from  tkt 
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PatcHt  Offiee  for  infoniuJiiy,  j«t»  if  the  ftpplioation  U  followed  up  with 
reasonable  diligenee,  and  the  patent  is  granted,  the  right  of  the  patentee 
will  not  be  defeated,  although  he  sold  the  patented  article  after  his  ap- 
plication and  before  the  granting  <^  his  patent 

To  eonstitnte  an  inventor,  it  is  not  neeessarj  he  should  hare  the  manual 
skill  to  make  drawings.  If  he  famishes  the  ideas  to  produce  the  resolt,  he 
is  entitled  to  avail  himself  of  the  mechanical  skill  of  others  to  carry  oat 
his  contrivance  in  practice. 

An  applicant  for  a  patent  cannot  be  prejadiced  by  the  laflare  of  the  officers 
of  the  Patent  Office  to  give  information  of  his  application  to  a  person  who 
makes  inqairy  there  in  regard  to  it 

Teob  was  a  motion  before  Judge  Bsttb,  sitting  in  the  Cir- 
cnit  Court,  to  dissolve  an  injimction.  The  plaintifEs  were  the 
patentees,  under  the  act  of  August  aoth,  1842,  (5  U,  S.  StaL 
at  I/urge^  543,)  of  a  patent,  issued  July  24th,  1846,  for  a  ^ 
mqn  for  floor  oil-doth,  called  The  Ghtidc  Payment  pattern. 
The  bill  allied  an  infringement  bj  the  defendants  Higgina 
&  Oo.,  by  selling,  and  bj  the  defendants,  the  SLarvejs,  by 
making  oil-cloths  of  the  patented  pattern.  An  injunction  was 
granted  on  the  bill,  and  this  motion  to  dissolve  it  was  made 
on  afBidavits. 

The  defendants  showed,  that  in  January,  1846,  one  Smith, 
of  Baltimore,  saw  a  sample  of  the  pattern  at  the  plaintiflw* 
store  in  New-York,  and  was  informed  that  it  was  on  sale,  but 
not  ready  for  delivery;  that  he  ordered  a  quantity,  which  wa 
sent  to  him  on  the  16th  of  March,  and  was  immediately  sold 
at  Baltimore ;  that  Higgins  &  Co.  procured  from  Baltimore 
enough  to  show  the  pattern,  and  the  SLarveys,  on  seeing  it, 
immediately  prepared  blocks  for  printing  it,  which  were  ready 
about  the  23d  of  May,  when  they  proceeded  to  print.  They 
also  showed  that  Bice  &  Sampson  of  Hallowell,  Maine,  saw 
the  pattern  at  Baltimore,  in  May,  went  to  the  Patent  Office 
at  Washington,  and  were  there  informed  that  it  was  not  pa- 
tented, procured  the  pattern,  took  it  to  their  works  in  Maine, 
made  the  blocks  for  printing  it,  and  proceeded  to  print  fit>m 
them,  prior  to  the  date  of  the  patent.  The  defendants  also 
set  up,  that  the  design  was  the  invention  of  one  Berry,  awoik- 
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man  in  the  plaintifiB'  employ,  and  made  oath  that  when  they 
got  the  pattern  they  did  not  know  it  was  patented  or  that  the 
iny^ition  was  claimed  by  the  plaintiffi. 

The  case  on  the  part  of  the  plaintifb  was  this :  Eelsey  was 
a  practical  manufacturer  and  designer  of  patterns.  Sparkman 
was  familiar  with  the  styles  of  the  trade.  They  wonld  discnss 
together  the  subject  of  patterns  and  inform  Berry  of  their 
wifiheS)  and  criticise  and  suggest,  while  the  patterns  were  be- 
ing designed.  Berry  had  been  instructed  by  Eelsey  in  the 
art  of  getting  up  patterns.  In  the  summer  of  1845,  Eelsey 
proposed  to  Berry  to  get  up  a  pattern  of  the  kind  afterwards 
patented.  Berry  did  so,  but  the  plaintifs,  on  seeing  it,  dis- 
approved of  it,  and  suggested  alterations  and  improvements. 
These  were  adopted  by  Berry  in  a  new  pattern  which  was 
substituted  for  the  first  one,  and  was  the  one  patented.  In 
January,  1846,  a  sample  was  printed  and  sent  to  the  plaintifis' 
store  to  be  exhibited  for  the  sale  of  goods  by  orders.  Higgins 
&  Co.  saw  it  there  and  were  told  by  Edsey  that  it  was  some 
of  ihm  paUnt  goods.  Soon  afterwards  Smith  saw  it,  and  was 
told  by  Eelsey  it  was  some  of  their  registered  pattemsj  a  term 
to  denote  goods  of  designs  patented  or  intended  to  be.  Smith 
ordered  a  quantity,  to  be  delivered  as  soon  as  possible.  On 
tlie  20th  of  February  the  plainti£k'  application  for  a  patent 
for  the  design  was  received  at  the  Patent  OfiSce.  But  the 
papers,  being  informal,  were  amended  and  sworn  to  anew,  and 
the  application  was  renewed  on  the  2dd  of  March.  On  the 
83d  of  June  the  papers  were  again  returned  as  informal,  and 
were  then  corrected  and  filed  again  on  the  14th  of  July.  The 
patent  was  then  issued. 

Seth  P.  Stofples^  for  the  defendants. 

Dcmid  Lord^  iost  the  plaintifEB. 

Bbtib,  J.  The  plaintiffi  have  an  injunction,  granted  on 
their  bill  of  complaint.  The  defendants  move  to  dischaige  it, 
on  affidavits ;  and  unless  their  proofe  overcome  the  equity  x>f 
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the  bill,  and  the  evidence  supporting  it,  the  motion  must  be 
denied.  They  may  make  ont  a  different  case  at  the  final  hear- 
ing ;  but  this  motion  must  depend  on  what  is  now  presented 
to  the  Court. 

The  study  of  the  oonrts  has  recently  been,  and  especially 
since  the  patent  acts  of  1886  and  1839,  to  carry  ont  the  pro- 
tection of  the  law  to  inventors,  so  as  to  secure  to  them  the  fall 
benefit  of  their  inventions.  An  inventor  is  bound  to  notify 
the  public  of  his  claim,  by  a  caveat  or  application  filed  at  the 
Patent  Office,  designating  his  discovery,  and  what  he  means  to 
secure  to  himself.  This  is  a  matter  ofien  of  nicety,  and  men 
of  great  experience  encounter  difficulties  in  preparing  their 
papers.  Correspondence  ensues  between  the  officers  at  Wash- 
ington and  the  patentee,  which  consumes  time.  But  if  the 
claim  thus  put  forward,  although  originally  informal,  be  fol- 
lowed up  with  reasonable  dib'gence,  and  if,  eventually,  the  par 
tent  is  granted,  it  prevents  any  right  being  acquired  by  staran- 
gers  interfering  in  the  mean  time.  Here,  the  first  applica- 
tion, the  daim  to  the  invention,  was  made  on  the  18th  day  of 
February.  It  was  again  made  on  the  23d  of  March,  and  the 
papers  were  retained  by  the  Patent  Office  until  the  32d  of 
June.  They  were  then  sent  t6  New-York,  and  returned,  with 
other  and  coirect  papers,  on  the  14th  of  July,  and  the  patrat 
in  suit  was  granted  on  the  24th  of  July.  It  is  not  for  the 
Court  now  to  examine  critically  the  correctness  or  even  suffi- 
ciency  of  the  application;  as  it  was  made  to  all  appearance  in 
good  faith,  and  was  an  attempt  to  make  known  and  secure  the 
claim. 

It  is  next  contended  that  Berry  was  the  inventor  and  not 
the  plaintiffs ;  which  position,  if  established,  would  be  a  good 
ground  to  dissolve  the  injunction.  The  defendants  lay  before 
the  Court  the  declarations  of  Beny,  in  connection  with  his 
working  without  any  draft,  design  or  model  before  him,  which, 
the  defendants  insist,  proves  him  to  be  the  inventor.  But,  on 
the  other  hand,  Mr.  Eelsey  details  very  minutely  the  sugges- 
tions he  made,  his  superintendence,  his  suggesting  alterations 
in  adesign  gotup,  his  disapproving  that,  and  the  adoption  of 
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Us  YiewB  in  the  design  now  patented.  And  Mr.  Beny  gives 
his  own  account  of  the  matter,  and  explains  the  declarationB 
attributed  to  him,  as  referring  to  his  working  without  a  copy 
before  him,  and  to  the  design  being  an  original  and  not  a  copy. 
He  does  not  intimate  that  he  did  not  receive  suggestions,  al- 
terations and  directions  from  Mr.  Kelsey,  which  were  carried 
oat  in  this  design.  To  constitute  an  inventor,  it  is  not  neces- 
saiy  he  should  have  the  manual  skill  and  dexterity  to  make 
the  drafts.  If  the  ideas  are  furnished  by  him,  for  produ- 
ciDg  the  result  aimed  at,  he  is  entitled  to  avail  himself  of  the 
mechanical  skill  of  others,  to  carry  out  practically  his  contri- 
vance. Here  the  devising  of  the  pattern,  in  this  sense,  ap- 
pears to  have  been  by  the  plaintiff. 

Again.  It  is  contended  that  the  plaintiffs  have  abandoned 
their  claim,  or  so  dealt  with  it  as  to  give  it  to  the  public.  This, 
if  made  out,  would  also  entitle  the  defendants  to  succeed. 
Tliey  first  rely  on  the  sale  to  Smith,  who  gave  an  order  for 
goods  on  seeing  the  pattern,  in  January,  which  the  plainti£b 
agreed  to  execute.  But  an  inventor  may  do  this.  He  may 
fltipolate  for  a  sale  of  his  invention,  before  it  is  completed, 
without  vitiating  his  claim ;  and  these  goods  were  not  deliv- 
ered until  after  the  application  of  the  13th  of  February  was 
filed  in  the  Patent  Office. 

It  is  urged,  also,  that  Kice  &  Sampson  purchased  goods  of 
the  pattern  in  question,  at  Baltimore,  in  April,  and  applied  at 
Washington  to  know  if  it  was  patented,  and  were  informed  that 
it  was  not  This  was  true.  But  they  do  not  say  that  they  in- 
quired if  a  patent  had  been  applied  for,  and  whether  an  ap- 
plication was  pending.  There  was  then  an  application  there, 
with  a  specimen  of  the  drawing  of  the  design.  If  the  Com- 
missioner or  the  officers  had  even  overlooked  it,  that  would  not 
have  defeated  the  plaintiflfe'  right.  They  had,  in  good  faith, 
made  their  claim,  and  were  at  the  time  following  it  up,  and 
eventually  matured  it.  The  sale  did  not  defeat  the  right  to 
the  design. 

It  also  appears  that  when  the  goods  were  shown  in  January, 
they  were  shown  as  the  patent  goods,  or  the  registered  pat- 
16 
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terns  of  the  plaintifE9.  Kow,  although  registered  patents  or 
patterns  is  not  a  tenn  of  law,  jet  it  may  well  haye  indicated  a 
pattern  as  claimed  to  be  of  Uieir  design,  and  one  for  which 
they  were  preparing  to  take  out  a  patent. 

The  defendants  have  not  made  out  a  case  to  dissolve  the  in- 
jnndion,  and  the  motion  mnst  be  denied,  with  costo. 


cmcurr  court  of  the  united  states 

FOR  THE  SECOND  CIRCUIT, 


flOirrHBEN   DI8TBI0T  OF   KEW-TOBX,    AFBIL   TEBH,    1847| 
AT   NXW-TOBE. 


ThB  NABBAOAllBKrT. 

Ob  an  appeal  in  Admiralty  from  the  District  Courts  in  a  ease  of  collisioii, 
where  the  principle  on  which  an  allowance  has  been  made  by  that  Court 
Is  sosUined  b  j  authority,  this  Conrt  will  not  interfere  with  the  amonnt  of 
that  allowanee^  unless  it  is  yery  strikingly  out  of  proportion  to  the  strripe 
or  damage. 

Accordingly,  in  such  a  case,  though  some  of  the  items  allowed  by  the  District 
Court  appeared  large  in  amount:  ffeld  that  this  Court  would  not  disturb 


Allowances  lor  sal?age  service  discussed.  (Per  Bens,  District  Judge.) 
Where  a  ressel  is  disabled  by  a  ooUision^  damage  suffered  by  her  in  the 
eonrse  of  reasonable  and  proper  efforts  to  save  her,  is  a  consequence  of  the 
condition  in  which  she  is  left  by  the  wrong^doer,  and  therefore  properly 
chargeable  in  an  action  founded  on  the  oolliaion. 
l!ke  Talne  of  the  serrices  of  a  ressel  whUe  she  is  undergoing  neeestary  re- 
pairs for  iiguries  receiTcd  by  oollision,  is  to  be  allowed  as  part  of  the  dam- 
age sustained  by  her  owners.  The  maritime  law  is  less  stringent  in  this 
respect  than  the  common  law. 

Thb  owners  of  the  sloop  Corinthian  and  the  owners  (X  her 
eargo  filed  a  joint  libel  in  rem^  in  the  District  Court,  against 
the  steamboat  Karragansett,  to  recoTer  damages  for  a  collis- 
ion. Hie  case  was  this.  On  the  8d  of  January,  1846,  the 
sloop  sailed  firom  New-Bedford,  Mass.,  for  New-York,  with  a 
cargo  of  sperm  and  whale  oil,  sperm  candles,  whalebone,  soap, 
«nd  spermaceti.    She  was  heavily  laden,  and  had  a  heavy 
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deck  load.  About  8  o'clock  P.  M.  on  the  8th,  while  in  Long 
Island  Sound,  about  opposite  Black  Bock,  and  midway  be- 
tween the  Long  Island  shore  and  the  Connecticut  shore,  steer- 
ing a  south-west  course,  the  wind  being  about  west  by  north, 
the  sloop  came  into  collision  with  the  steamboat.  The  latter 
was  bound  to  the  eastward.  The  bowsprit  of  the  sloop  was 
torn  from  its  place,  also  her  rail  and  bulwarks  and  windlass, 
and  her  bows  were  broken  open,  so  that  she  sank  in  two  or 
three  minutes  to  the  water's  edge.  The  captain  and  mate  and 
the  two  hands  of  the  sloop  got  into  her  boat  and  remained  by 
her  till  5  o'clock  A.  M.,  and  then  rowed  to  Brookhaven,  (L. 
I.,)  where  they  arrived  about  9  A.  M.  Tlie  captain  there  pro- 
cured two  sloops,  the  Editor  and  the  Emperor,  to  assist  him. 
They  were  laid  up  in  winter  quarters,  but  crews  were  collected 
to  man  them,  and  about  11  A.  M.  they  started  for  the  Corin- 
thian. When  they  got  to  her,  about  1  P.  M.,  some  sloops  and 
boats  were  picking  up  the  cargo.  Her  deck  load  had  been 
washed  overboard,  and  she  was  capsized.  The  two  sloops 
succeeded  in  righting  her,  and  towed  her  into  Black  Bock, 
where  they  arrived  the  same  evening  about  9  o'clock.  They 
worked  till  midnight  in  getting  her  ashore.  Some  of  the  car- 
go that  was  picked  up  was  taken  to  Black  Bock,  some  to 
Southport,  and  some  to  Bridgeport,  but  part  of  the  deck  load 
was  never  found.  Where  the  Corinthian  lay  when  the  sloops 
reached  her,  was  about  nine  miles  from  Brookhaven,  and  six 
miles  from  Black  Bock. 

The  captain  of  the  Corinthian  endeavored  to  make  a  bar- 
gain at*  Brookhaven  with  the  masters  and  owners  of  the  two 
sloops,  to  go  to  the  wreck.  They  refused  to  make  any  specific 
bargain,  saying  they  could  not  tell  how  much  their  vessels 
would  get  damaged,  or  how  much  trouble  they  would  have ; 
but  said  they  would  go  out  and  assist  in  getting  the  sloop  in, 
and  charge  a  fair  compensation.  The  captain  of  the  Corin- 
thian made  no  offer  to  them  of  any  distinct  compensation. 
There  were  five  or  six  men  on  board  of  each  vessel.  It  was 
about  seven  days  from  the  time  of  the  collision  till  the  Corin- 
thian's cargo  was  dischai^.    The  masters  of  the  Editor  and 
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Emperor  reftised  to  give  up  the  vessel  or  cargo,  and  instituted 
l^al  proceedings  on  their  salvage  claim,  and  the  property  was 
attached  by  an  officer.  The  value  of  the  property  which  the 
two  sloops  brought  in  was  between  eleven  and  twelve  thou- 
sand dollars.  The  vessel  and  cargo,  including  the  deck  load 
picked  up  and  brought  in  by  others,  were  worth  about  $17,000. 
Under  these  circumstances,  Mr.  Jones,  an  insurance  broker  in 
New- York,  who  was  employed  by  the  underwriters  to  look 
after  the  wreck,  allowed  the  Editor  and  Emperor  $800  in  set- 
tlement of  their  salvage  claims,  with  the  approval  of  the  mas- 
ter of  the  Corinthian. 

Two  schooners,  the  Despatch  and  the  Union,  were  employed 
to  convey  the  cargo  from  Black  Bock  to  New-York,  about 
seventy  miles  distance.  They  were  paid  $60  each,  being  for 
four  days'  services  at  $15  per  day. 

The  Corinthian,  after  her  cargo  was  discharged,  was  tem- 
porarily repaired  at  Black  Rock,  and  was  then  taken  to  New 
Bedford  for  thorough  repair,  because  the  work  could  be  done 
there  better  and  cheaper.  It  took  a  month  or  more  from  the 
time  of  the  collision  before  the  sloop  could  be  got  up  to  the 
wharf  at  New-Bedford,  so  that  the  crew  could  be  discharged, 
and  it  was  then  some  time  before  she  could  be  got  to  the  ship- 
yard, because  of  the  ice.  She  was  hauled  up  for  repairs  on 
Ae  9th  of  March,  and  launched  on  the  2d  of  June.  About 
half  of  the  time  she  was  under  repair  was  occupied  in  making 
repairs  that  had  no  connection  with  the  injuries  caused  by  the 
collision.  It  was  proved  that  such  a  vessel  as  the  Coi-inthian 
could  earn  $200  per  month,  nett  profits. 

The  capsizing  of  the  Corinthian  during  the  absence  of  her 
captain  and  crew  at  Brookhaven  occurred  in  this  way.  The 
steamboat  Eureka  came  alongside  of  the  sloop,  fastened  a 
hawser  to  her,  and  attempted  to  tow  her.  She  steered  very 
well  for  a  few  minutes,  but  the  cargo  on  deck  got  against  her 
tiller  and  jammed  it  hard  down,  so  as  to  give  her  a  shear,  and 
die  capsized.  The  hawser  was  then  cut,  and  the  Eureka  left. 
Tlie  deck  load  went  overboard  when  the  sloop  capsized. 

Hie  Gorinthian  was  fifteen  years  old  at  the  time  of  the  acci- 
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dent,  was  in  good  order,  had  been  thoroughly  repaired  two  years 
before,  had  a  new  hull,  a  new  mast,  and  new  sails,  and  was  of 
eighty-two  tons  burthen.  It  was  proved  that  when  new  she 
would  cost  about  $6000 ;  and  that  after  the  collision  and  be- 
fore she  was  repaired,  she  was  worth  $1000  to  $1200,  and  af- 
ter she  was  repaired,  $3500  to  $4000. 

The  District  Court  decreed  that  the  steamboat  was  in  £iiult 
on  the  occasion  of  the  collision,  and  the  sloop  without  fiiult ; 
that  the  libellants  were  entitled  to  recover  their  direct  dama- 
ges caused  by  the  act  of  the  steamboat ;  that  on  adjusting  the 
damage  in  respect  to  the  sloop,  she  was  to  be  replaced  at  the 
expense  of  the  claimants,  substantially  in  the  same  situation 
she  was  in  when  injured ;  that  the  &ir  and  reasonable  cost  of 
her  necessary  reparation  was,  under  ordinary  circumstances,  to 
be  referred  to  as  measming  the  damages  with  reasonable  cer- 
tainty ;  that  the  same  principle  applied  to  the  cargo — the  parts 
of  it  destroyed  or  lost  by  the  collision  to  be  paid  for  at  their  fair 
value,  and  the  parts  saved  to  be  deducted,  at  their  value  as 
saved,  less  the  reasonable  and  actual  expenses  of  saving,  from 
the  amount  estimated  as  a  total  loss ;  that  no  distinction  was 
to  be  made  in  respect  to  the  liability  of  the  claimants  for  those 
parts  of  the  caigo  on  deck  which  were  deteriorated  or  lost  by 
the  capsizing  of  the  sloop  during  the  endeavors  made  by  the 
steamboat  Eureka  to  tow  her  into  port ;  that  the  owners  of  the 
sloop  should  recover  the  amount  of  injury  done  to  her,  inclu- 
ding a  just  proportion  of  the  reasonable  and  actual  salvage 
expenses  and  disbursements ;  and  that  the  owners  of  the  caigo 
should  recover  the  value  of  th^  parts  of  the  caigo  owned  by 
them  respectively  which  were  lost,  and  the  amount  of  injury 
done  to  the  parts  saved,  including  a  just  proportion  of  the  rea- 
sonable and  actual  expenses  and  disbursements  included  in  the 
salvage  of  the  same;  and  it  was  refenred  to  a  Cbmmiasioner 
to  ascertain  and  report  the  amounts. 

The  Commissioner  reported  that  there  was  to  be  paid  to  the 
owners  of  the  sloop  $2147,87,  and  to  the  owners  of  the  caigo 
$2960,01.  He  allowed  $2029,87  as  salvage  expenses,  to  be 
apportioned  among  the  several  owners  of  the  vessel  and  caigo. 
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On  ezeeplion  to  his  report  by  the  daiinaiitB,  the  Court  disaU 
lowed  $510,05  of  the  amoont  reported  as  salvage  expenseBi 
and  a  further  item  of  $50  in  the  amount  repoited  as  due  to 
the  owners  of  the  sloop.  But  among  the  items  allowed  by  the 
Oourt  as  salvage  expenses,  notwithstanding  the  claimants'  ex- 
ception, was  the  $800  paid  to  the  sloops  Editor  and  Emperor, 
and  the  $190  paid  to  the  schooners  Despatch  and  Union.  The 
Oourt  also  allowed  to  the  owners  of  the  vessel,  under  the 
daimants^  exception,  $500  for  the  value  of  the  services  of  the 
doop  to  her  owners  for  two  months  and  a  half  while  she  was 
undei^ing  repairs. 

In  the  District  Court,  Bbtts,  J.,  in  delivering  the  opinion 
of  the  Court  upon  the  exceptions  taken  by  the  claimants  to  the 
Gommissioner's  report,  said : 

^  The  first  objection  touches  the  allowance  of  $800  paid  the 
two  sloops,  the  Editor  and  Emperor,  for  assisting  in  raising 
the  Corinthian  and  towing  her  into  Black  Bock  harbor.  The 
claimants  insist  this  was  no  salvage  service,  and  that  the 
amount  is  exorbitant  as  a  qium^um  meruit^  or  compensation 
on  the  footing  of  wages  earned. 

^'  The  work  turned  out  to  be  of  no  great  duration  or  hazard 
to  the  vessels  or  persons  employed ;  but  those  particulars  do 
not  settle  the  character  of  the  service  and  necessarily  withdraw 
it  fiom  the  class  of  maritime  and  salvage  claims.  Belief  to  a 
wreeked  vessel  does  not  lose  its  grade  of  salvage  service,  al- 
though it  may  be  of  the  lowest  character,  and  merit  compensa- 
tion only  by  measure  of  daily  wages.  {The  Schooner  EtiM/h 
Ims^  1  Sumn.  910;  JSearee  va.  840  Pigs  of  Copper^  1  Stanf 
895;  The  Hector,  3  Hogg.  90;  The  Industry,  8  Hogg,  903; 
The  CUfton,  8  Hogg.  120.)  In  neither  of  the  five  cases  cited, 
was  the  situation  of  the  salved  property  so  perilous  as  that  of 
the  Corinthian  and  her  cargo,  nor  were  the  services  rendered 
greater  in  extent  or  in  hazard  to  the  salvors. 

^In  this  case,  the  owners  of  the  two  sloops  arrested  the  Co- 
rinthian for  their  compensation,  and  their  claim  was  adjusted 
by  the  master  of  the  Corinthian,  with  the  approval  of  Mr. 
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Jones,  agent  of  the  underwriters,  at  $800.  Those  i>artie0 
thought  the  compromise  advantageoas  to  all  concerned  in  the 
wreck.  Adjustment  of  salvage  claims  on  the  spot,  by  parties 
who  suppose  they  are  acting  for  their  own  interest,  though  not 
binding  upon  third  parties,  will  yet  be  regarded  fiivorably  by 
maritime  courts,  as  affording,  probably,  a  safer  rule  of  valua- 
tion than  can  be  gathered  from  the  ex  parte  depositions  rf  wit- 
nesses. In  view  of  the  probable  risk  of  the  enterprise,  and 
the  value  of  the  property  saved,  and  the  promptitude  of  the 
service  rendered,  I  am  not  inclined  to  disturb  that  adjust- 
ment, and  am  satisfied  with  the  judgment  of  Mr.  Jones 
that  the  an-angement  was  fair  and  just  under  the  drcmn- 
stances. 

^^The  next  exception  is  to  the  allowances  to  the  schooners 
Union  and  Despatch.  I  do  not  think  they  should  be  restricted 
to  mere  ordinary  freight,  but  it  is  reasonable  and  proper,  un- 
der the  circumstances  of  their  employment,  to  allow  them  a 
compensation  of  $15  per  day,  each,  for  the  time  occupied  in 
loading,  transporting  and  unloading  the  cargo. 

"The  last  point  in  dispute  is  an  allowance  of  $500  for  the 
value  of  the  services  of  the  vessel,  which  were  lost  to  her  own- 
ers while  she  was  undeigoing  repairs.  This  particular  is  ne- 
cessarily a  good  deal  vague  in  itself.  It  is  not  to  be  expected 
that  the  evidence  can  fix  with  exactness  the  time  indispensa- 
ble for  the  repair  of  the  injured  vessel,  or  where  the  work  could 
be  most  advantageously  done,  or  the  value  of  her  services  du- 
ring the  period  of  her  disablement  These  particulars  must 
rest  in  a  good  degree  upon  estimates.  I  think  the  judgment 
of  the  witnesses  examined  on  this  subject,  justifies  the  eondn- 
sion  adopted  by  the  Commissioner,  and  I  shall  allow  his  report 
in  this  behalf  to  stand.'* 

From  the  final  decree  of  the  District  Court  the  daimants 
appealed  to  this  Court. 

Ftcmcii  B.  Cutting  and  Charles  B.  Moore^  for  the  libel- 
lants. 


APRIL  TERM,  1847.  317 


Tlie  NArragansett. 


J.  PresooU  Hall  and  WHUam  M.  FvartSj  for  the  claimants. 

Nelson,  J.  I  have  examined  the  several  questions  presen- 
ted in  this  cause,  arising  out  of  the  damages  decreed  by  the 
Conrt  below,  and  see  no  sufficient  ground  for  disturbing  the 
allowances  made.  Some  of  the  items  appear  large,  but  the 
principles  upon  which  they  have  been  allowed,  seem  to  be  sus- 
tained by  authority.  I  cannot  interfere  with  the  amount  un- 
less it  is  very  strikingly  out  of  proportion  to  the  service  or 
damage. 

The  additional  damage  arising  out  of  the  upsetting  of  the 
Oaiinthian  in  the  attempt  made  by  the  Eureka  to  tow  her 
into  harbor,  is  perhaps  a  close  question.  But  the  accident 
does  not  appear  to  have  occurred  from  the  use  of  improper 
means,  or  from  proper  means  being  unskilfully  or  negligently 
used.  Damage  arising  from  reasonable  and  proper  efforts  to 
save  the  disabled  vessel,  is  a  consequence  of  the  condition  in 
which  she  is  left  by  the  wrong-doer,  and  is  therefore  properly 
chargeable. 

The  item  for  the  loss  of  the  services  of  the  vessel  while  un- 
dergoing necessary  repairs,  seems  to  be  a  proper  allowance, 
according  to  the  maritime  law,  which  is  less  stringent  in  this 
respect  than  the  conmion  law.  The  loss  of  wages  is  to  be  ta- 
ken into  account,  as  part  of  the  damage  sustained. 

Decree  affirmed. 
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llie  construction  of  the  navigation  act  of  March  let,  1817,  (Z  U.  &  BiaL  ai 
Large^  351,)  Ib  no  longer  an  open  one  to  the  United  States.  Hie  contem- 
poraneous construction  of  the  act,  corroborated  hj  an  undeviating  usage 
of  thirty  years,  must  now  govern. 
Therefore,  as  the  United  Stotes  have  never,  since  the  act  of  1817,  questioned 
importations  of  colonial  products  made  in  vessels  of  the  mother  eoontij 
from  her  home  ports,  and  as  the  Secretary  of  the  Treasury,  within  six 
montlis  after  the  passage  of  the  act,  instructed  the  collectors  of  the  cus- 
toms that  the  act  allowed  such  importations,  which  instructions  remained 
unaltered  for  twenty-five  years:  HM,  that  the  United  States  cannot  now 
insist  that  the  act  does  not  allow  the  importation  from  London  into  New- 
York,  in  a  vessel  owned  by  British  subjects  residing  in  England,  of  good^ 
the  growth,  production  or  manufacture  of  the  British  East  Indies^ 
If  it  were  doubtful  whether  the  trade  in  question  was  allowable  under  the 
act,  or  even  if  the  intention  of  the  act  to  the  contrary  were  manifest,  the 
contemporaneous  exposition  by  the  government,  followed  by  the  ooncorreni 
practical  construction,  ought  to  govern. 
But  that  construction  was  a  correct  one,  and  the  act  does  not  compel  the 
productions  or  manufactures  of  the  dependencies  of  Great  Britain  out  of 
Europe,  to  be  imported  in  vessels  belonging  to  the  place  of  production  or 
manufacture. 
The  word  country  in  the  first  section  of  the  act,  means  the  entire  nation,  and 

not  merely  a  section  or  portion  of  territory  belonging  to  the  nation. 
Hie  act  has  in  view  foreign  governments  and  nations,  and  their  vessels,  and 

not  the  localities  within  which  the  individual  owners  reside. 
Nor  does  the  act  exact  a  direct  trade  from  the  port  of  production  or  of  nmal 
shipment,  when  the  importation  is  in  a  vessel  belonging  to  the  country  in 
which  the  goods  are  produced. 
It  does  not  appear  that  Great  Britain  prohibits  the  importation  in  vessels  of 
the  United  States,  of  the  productions  of  our  territories  or  dependencies, 
shipped  from  a  port  of  the  United  States  to  which  they  had  been  trans- 
ported from  the  place  of  production. 
Nor  does  it  appear  that  vessels  of  the  United  States  are  prohibited  by  the 
British  Government  from  importing  into  this  country  from  England,  goods, 
wares  or  merchandise,  the  growth,  production  or  manufacture  of  her  East 
India  dependencies. 

This  was  a  libel  of  information,  which  chai^ged  that  the  ship 
Recorder,  not  being  a  vessel  of  the  United  States,  nor  a  for- 
eign vessel  truly  and  wholly  belonging  to  the  citizens  or  sub- 
jects of  the  British  East  Indies,  on  the  22d  of  May,  1847,  im- 
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ported  from  London  into  New  York,  various  goods  described, 
being  the  growth,  producti<»a  or  manufacture  of  the  British 
East  Indies,  from  which  place  they  had  usuallj,  since  March, 
1817,  been  shipped  for  transportation ;  by  reason  whereof,  and 
by  virtue  of  the  act  of  Congress  of  the  1st  of  March,  1817, 
the  said  ship,  her  tackle,  &c.,  and  the  said  cargo,  became  and 
were  forfeited  to  the  United  States,  and  prayed  process  and  a 
decree  of  condemnation,  &c. 

The  claimants,  averring  themselves  to  be  natural  bom  sub- 
jects of  the  Queen  of  Great  Britain  and  Ireland,  and  resident 
in  England,  within  the  United  Kingdom,  pleaded  specially  to 
the  libel,  that  the  said  ship,  at  the  time,  truly  and  wholly  be- 
longed to  them,  and  still  did ;  that  the  British  East  Indies  were, 
at  the  time,  provinces  of,  and  part  and  parcel  of  the  United 
Kingdom  of  Great  Britain  and  Ireland,  and  of  Her  Majesty's 
dominions;  and  that  the  said  goods  were  the  growth,  produc- 
tion and  manufiu^ture  of  the  dominions  of  Her  Majesty,  and 
were  received  by  them  on  board  said  ship,  at  the  port  of  Lon- 
don, for  transhipment  to  the  port  of  New- York;  and  averred 
their  right  to  make  such  importation.  The  United  States  de- 
murred to  the  special  pleas,  and  the  claimants  joined  in  de- 
mnner. 

Brngimin.  F.  BuO^,  {Diatrict  Attorney,)  for  the  United 
States. 

jFrancia  B,  OuUing,  for  the  claimants. 

Bsrrrs,  J.  The  question  raised  by  the  issue  of  law  is,  wheth- 
er the  trade  in  which  this  ship  was  employed,  is  inhibited  by 
the  act  of  Congress  '^  concerning  the  navigation  of  the  United 
States,"  passed  March  1st,  1817.    (8  U.  S.  Stat,  at  Large, 

861.) 

The  first  section  of  the  act  provides  "  that  after  the  thirtieth 
day  of  September  next,  no  goods,  wares,  or  merchandize,  shall 
be  imported  into  the  United  States  from  any  foreign  port  or 
place,  except  in  vessels  of  the  United  States,  or  in  such  for- 
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eign  vessels  as  truly  and  wholly  belong  to  the  citizens  op  sub- 
jects of  that  country  of  which  the  goods  are  the  growth,  pro- 
duction, or  manufacture ;  or  from  which  such  goods,  wares,  or 
merchandize  can  only  be,  or  most  usually  are,  first  shipped 
for  transportation :  Provided^  nevertJideas^  that  this  regulation 
shall  not  extend  to  the  vessel  of  any  foreign  nation  which  has 
not  adopted,  and  which  shall  not  adopt  a  similar  regulation." 
The  second  section  declares  that  the  vessel  and  cargo  coming 
into  the  United  States  in  violation  of  those  provisions,  shall 
be  forfeited. 

It  is  not  stated  in  the  pleadings,  nor  was  it  admitted  by  the 
claimants  on  the  argument,  that  Great  Britain  has  adopted 
regulations  similar  to  those  established  by  this  act ;  and  the 
claimants,  therefore,  in  strictness  of  law,  may  be  entitled  to 
the  objection,  that  the  construction  insisted  on  by  the  Govern- 
ment does  not  bring  the  vessel  and  cargo  within  the  condem- 
nation of  the  statute.  We  think,  however,  that  if  the  navi- 
gation laws  of  Great  Britain,  notoriously  restraining  the  trade 
in  American  vessels  with  her  colonies,  within  limits  more 
strict  than  the  regulations  of  this  statute,  are  not  to  be  judi- 
cially noticed  by  the  Court,  the  provisions  of  the  Convention 
between  the  United  States  and  Great  Britain,  of  the  3d  of  July, 
1815,  must  be  regarded  as  part  of  the  law  of  the  case;  and, 
in  that  Convention,  Great  Britain  reserves  to  herself,  and 
adopts,  by  implication,  regulations  similar  in  this  respect  to 
those  established  by  the  act  of  Congress  in  question.  (8  XT, 
S,  Stat,  at  Large,  228.) 

It  is  admitted  by  the  pleadings,  that  goods,  wares,  and  mer- 
chandize, the  growth,  production  or  manufacture  of  the  Brit- 
ish East  Indies,  have,  since  the  passage  of  the  act  of  Congress, 
been  usually  shipped  for  transportation  from  the  ports  of  the 
East  Indies.  The  district  attorney,  on  the  part  of  the  Govern- 
ment, accordingly  contended,  that  the  course  of  trade  attempt- 
ed in  this  instance,  is  prohibited  to  British  vessels,  first,  by  the 
direct  language  of  the  act  of  Congress,  and  secondly,  by  its 
intent  and  policy,  as  gathered  from  antecedent  and  contempo- 
raneous facts  leadii)^  to  its  enactment. 
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We  think,  upon  general  principles  of  law,  that  the  question 
i8  to  the  construction  and  bearing  of  the  act  of  Congress,  in 
this  respect,  is  no  longer  an  open  one  to  the  Government.  In 
September,  1817,  on  transmitting  the  act  to  the  oflScers  of  cus- 
toms throughout  the  United  States,  the  Secretary  of  the  Treas- 
ury instructed  them  that  "the  term  cau7it?y^  in  the  first  sec- 
tion, is  considered  as  embracing  all  the  possessions  of  a  foreign 
state,  however  widely  separated,  which  are  subjected  to  the 
same  executive  and  legislative  authority.  The  productions 
and  manufactures  of  a  foreign  state,  and  of  its  colonies,  may 
be  imported  into  the  United  States,  in  vessels  owned  by  the 
dtizens  or  subjects  of  such  state,  without  regard  to  their  place 
of  residence  within  its  possessions.'^ 

This  exposition  of  the  act  does  not  appear  to  have  been  called 
in  qaeetion  or  doubted  by  the  United  States  until  the  30th  of 
June,  1842,  when  an  opinion  was  given  by  the  attorney-gene- 
ral as  to  its  meaning  and  operation,  which,  on  the  6tli  of  July, 
1842,  was  transmitted  by  the  Secretary  of  the  Treasury  to  the 
collectors  of  the  customs.  The  Secretary,  in  his  circular,  in- 
structs the  collectors  to  be  governed  thereafter  by  the  opinion 
of  the  attorney-general,  and  "to  take  care  that  the  penalties 
of  the  law  are  enforced  in  all  cases  coming  imder  its  provis- 
ions." The  seizure  in  the  present  case  is  made  in  execution 
of  those  instructions.  The  attorney-general  intimates  that  the 
language  of  the  first  section  of  the  act  is  not  entirely  free  from 
ambiguity,  but  declares  his  opinion  to  be,  "that  it  does  not  in 
anj  case  authorize  an  indirect  carrying  trade  by  foreign 
ahipe.''  He  says:  "The  proviso  was  intended  to  restrain  the 
privil^e  extended  to  foreign  vessels  in  the  enacting  clause. 
By  this  they  are  allowed,  where  they  belong  wholly  to  the  cit- 
kens  or  subjects  of  that  country  of  which  the  goods  are  the 
growth  or  manujhcture,  to  bring  these  goods  into  our  ports. 
Bj  the  proviso,  this  is  confined  to  cases  where  a  reciprocal 
privilege  of  the  same  kind  is  extended  to  our  vessels.''  This 
interpretation  of  the  act  is  entitled  to  the  highest  respect,  and 
if  we  regarded  it  as  removing  or  meeting  the  difficulties  raised 
on  this  issue,  we  should  give  it  the  most  ct^fiil  consideration. 
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We  should  probably  feel  considerable  hesitancy  in  accepting, 
as  the  true  key  to  the  interpretation  of  the  act,  the  idea  put 
forth  in  the  opinion,  that  the  enacting  clause  extended  a 
privilege  to  foreign  vessels,  and  that  the  proviso  confined  it  to 
cases  where  a  reciprocal  privilege  of  the  same  kind  was  ex- 
tended to  our  vessels.    It  rather  appears  to  us,  that  the  natu- 
ral reading  of  the  act  gives  it  a  retaliatory  and  prohibitive 
character*  restrained  by  the  proviso  firom  being  enforced 
against  any  nation  not  having  adopted  like  prohibitions  or  re* 
strictions  against  the  United  States.    But  we  forbear  an  ex- 
amination of  this  point,  because  the  case  submitted  to  tiie  at- 
torney-general had  none  of  the  features  marking  this.    Hat 
was  the  case  of  a  Belgian  vessel  which  imported  into  the  Uni- 
ted States  a  cargo  from  Buenos  Ayres,  the  product  of  the  lat-  * 
ter  country ;  and  the  question  to  be  decided  was  whether  such 
indirect  trade  was  open  to  her  in  articles  of  foreign  growth  or 
production.    The  attorney-general  was  of  opinion,  that  the  act 
of  the  1st  of  March,  1817,  did  not  authorize  it.    The  case 
would  have  been  apposite,  if  the  Belgian  ship  had  been  laden, 
at  her  home  port  in  Europe,  with  productions  of  a  Belgian 
colony  or  territory  in  the  East  or  West  Indies  or  in  Africa, 
and  if  the  United  States  were  debarred  from  importing  the 
same  goods,   except  directly  from  the  place  of  their  pro- 
duction.   There  is  no  evidence  before  us  that  the  Treasu- 
ry Department,  or  the  officers  of  the  customs,  have,  since  the 
act   of  1817,  arrested  or  questioned  importations  of  colo- 
nial products,  made  in  vessels  of  the  mother  country,  firom  her 
home  ports ;  and  we  must  regard  the  contemporary  exposition 
of  the  act  given  by  the  Secretary  of  the  Treasuiy  as  the  oae 
acquiesced  in  and  put  in  practice  by  the  Government  fitmi 
that  period,  except  in  the  instance  above  referred  to ;  and  thero 
is  no  evidence  before  us,  that  the  attorney-general's  interpreta- 
tion has  ever  been  enforced  in  a  case  similar  to  this. 

We  hold  the  Government,  if  not  all  other  parties,  to  be  now 
precluded,  by  that  long  usage  and  practical  construction  <rf 
tiie  law,  from  questioning  its  correctness  and  disturbing  the 
eouTse  of  its  execution.    Admitting  that,  on  the  ftoe  of  iho 
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act,  it  is  doubtful  whether  the  trade  now  attempted  to  be  proft- 
ecated  can  be  allowed;  or  even  conceding  that  the  intentioa 
of  the  statute  to  the  contrary  is  manifeBt,  and  that  the  Treas- 
1117  Department  misapprehended  and  misinterpreted  its  pro- 
visions, in  the  instructions  of  September,  1817,  we  think  the 
settled  rules  of  law,  and  the  principles  governing  the  inter- 
pretation of  human  language,  with  whatever  solemnity  and  to 
whatsoever  purpose  it  is  employed,  require  us  to  adopt  and 
adhere  to  the  contemporaneous  construction,  coiroborated  by 
an  undeviating  usage  of  thirty  yearB,  as  that  which  must  be 
applied  to  the  statute  and  govern  the  case.  We  deem  it  xm- 
neceasary  to  state  aagoments  or  to  analyze  cases  supporting 
this  proposition.  The  principle  is  recognized  and  illustrated 
by  the  highest  legal  authorities.  {Dvxxar.  on  Stat.  698 ;  Boo. 
Ah.  Statute,  /,  5;  3  Ptc*.  617.)  The  Supreme  Court  of  the 
United  States  has  given  the  most  solemn  sanction  to  the  doc- 
trine, in  declaring  that  a  contemporary  exposition  of  the  Con- 
stitation,  practised  and  acquiesced  in  for  a  period  of  years, 
fixes  its  construction,  {StuaH  v.  Laird,  1  Cranch,  299,)  and,  ia 
pronouncing  the  practical  construction  of  a  statute,  to  be  the 
one  which  must  be  enforced,  although  clearly  imauthoriasedlq^ 
the  terms  of  the  law  itself.  {Mc  Keen  v.  Ddomcftfe  Zeseee,  5 
Oranehj  22.)  In  the  first  case,  the  period  of  acquiescence  had 
been  comparatively  of  short  duration — about  twelve  years* 
The  Supreme  Court  of  Massachusetts,  in  a  case  most  maturely 
eoneidered,  held  that  ^^a  contemporaneous,  is  generally  the 
best  construction  of  a  statute.  It  gives  the  sense  of  a  conn 
munity,  of  the  terms  made  use  of  by  the  legislature.  If  theare 
is  ambiguity  in  the  language,  the  understanding  and  appli* 
eatioii  of  it,  when  the  statute  first  comes  into  operation^ 
sanctioned  by  long  acquiescence  on  the  part  of  the  l^^ia- 
latore  and  judicial  tribunals,  is  the  strongest  evidence  that  it 
hMB  been  li^tly  explained  in  practice.  A  construction  undor 
sooh  circumstances  becomes  established  law.''  {JPaohaird  ▼• 
Bichard&m,  17  Mass.  144;  Rogerey,  Ooodnjom,  2  Maes.  477*) 
The  navigation  law,  adopted  by  Congress  in  1817,  wouldbe 
«i0  eminendy  calculated  to  attract  the  notice  of  the 
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community.  It  provided  for  cases  of  deep  public  moment ; 
and  most  especially  has  it  tended  to  meet  in  some  degree  the 
embarrassment  which  our  trade  suffered  from  the  navigation 
laws  of  Great  Britain,  and  from  her  commercial  regulations 
affecting  intercourse  with  her  colonies.  These  had  been  topics 
of  agitating  interest  in  the  negotiations  between  the  two  coun- 
tries preceding  the  war  of  1812,  and  in  those  leading  to  the 
termination  of  that  war  and  the  adjustment  of  new  relations 
of  peace.  The  fourteenth  Congress,  which  came  into  power 
with  the  close  of  the  war,  must  have  been  strongly  imbued  with 
the  common  tone  of  feeling,  and  familiar  with  the  state  of 
those  commercial  regulations  as  enforced  by  Great  Britain 
and  with  their  effect  upon  the  interests  of  the  United  States. 
The  President,  in  his  message  to  Congress  on  the  3d  of  De- 
cember, 1816,  adverted  in  strong  language  to  the  state  of  trade 
with  the  British  colonies  out  of  Europe,  its  partial  and  inju- 
rious bearing  on  our  navigation,  and  the  refusal  of  that  Gov- 
ernment to  negotiate  on  the  subject.  The  merchants  of  New- 
York  and  Portland  memorialized  Congress  on  the  subject,  ur- 
ging that  importations  of  goods,  &c.,  into  the  United  States, 
should  be  prohibited,  "except  in  vessels  of  the  United  States, 
or  in  vessels  built  by,  and  actually  belonging  to  the  citizens 
or  subjects  of  the  nation  in  which  such  articles  have  been  pro- 
duced or  manufactured,  &c."  (11  Niles'*  Register^  2Y3,  &I 
Sess.  lUh  Cong.  Doc,  No,  81.) 

It  is  not  supposable,  that  in  this  aroused  state  of  public 
opinion,  the  exposition  placed  by  the  Secretary  of  the  Treas- 
ury on  the  act  of  March,  1817,  could  escape  the  notice  of  the 
executive  and  legislative  branches  of  the  government,  and  of 
the  community  at  large;  and  that  construction,  therefore, 
under  those  circmnstances,  stands  augmented  with  presump- 
tions supporting  its  justness,  stronger  in  force  than  even  the 
lapse  of  thirty  years'  acquiescence.  It  is  not  to  be  credited 
that  the  President,  Congress,  and  the  whole  body  of  mer- 
chants, would  permit  an  interpretation  of  the  statute,  which 
&iled  to  carry  out  the  spirit  and  meaning  of  its  enactment,  to 
govern  our  trade  and  revenues ;  and  it  is  difficult  to  put  a  i 
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where  eontemporaneons  constniction  oonld,  with  more  confi* 
dence  and  jastnesB,  be  relied  upon  as  the  expreesion  of  the 
tme  meaning  of  a  law. 

We  feel,  therefore,  that  we  oonld,  with  great  proprietj,  leet 
the  decision  of  this  case  upon  the  applieation  of  that  prinei- 
pie,  ae  recognized  and  enforced  in  the  authorities  refiarred  to^ 
and  supported  b j  the  special  circumstances  surrounding  this 
law.  But  in  a  case  pres^itiug  a  question  of  grave  import  t^ 
our  own  mercantile  interests,  and  also  to  the  rdationa  bel^veen 
the  TTnitdd  States  and  Oreat  Britain,  we  have  considered  it 
proper  to  examine  with  attention  the  statute  itself,  aided  bj 
the  aigoments  of  the  respective  counsel,  and  dball  proceed  te 
assign  briefly  the  reasons  leading  us  to  the  condusion  thai 
the  eonstroc&m  heretofore  adopted  is  cotrrect  and  should  still 
be  adhered  to. 

It  se^ns  to  be  maintained  on  the  part  of  the  United  States, 
that  the  act  should  be  understood  to  restrain  the  importation 
hj  British  vessels,  to  articles,  the  production  or  manufrcture 
of  her  European  possessions,  and  to  compel  the  productions 
and  manu&ctures  of  her  dependencies  out  of  Europe,  to  bo 
brought  here  in  vessels  belonging  to  the  place  of  prodnction 
or  manu&ctnre.  This  constructi<m  is  founded  upon  die  as* 
somed  import  of  the  tenn  eoten/tn/^  employed  in  the  act,  in 
connection  with  the  suj^xMed  policy  of  the  statute  to  establish 
a  condition  of  reciprocity  in  respect  to  the  navigation  and 
trade  of  the  country,  where  that  was  not  already  regulated  bj 
the  Convention  of  July  Srd,  181fi. 

It  may  be  admitted  that  the  tenn  eauntryy  used  in  the  act, 
in  its  primaiy  meaning,  signifies  place,  and,  in  a  larger  senae, 
the  territory  or  dominions  occupied  by  a  community,  or  evea 
waate  and  unpeopled  sections  or  regions  of  Hie  earth ;  but  Urn 
metephorical  meanmg  is  no  kss  d^nite  and  well  uiMlevatood, 
and,  in  common  parlance,  in  historical  and  geograjdiiGal  wii- 
tinge,  in  diplomacy,  legislation,  treaties,  and  intemational 
codes,  not  to  refer  to  sacred  writ,  the  word  country  is  enh 
ployed  to  denote  the  population,  the  natioiD,  the  state,  the 
gorenounent,  having  pessesaion  and  domiw^t  over  th#  oonlagr^ 
1« 
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Thus  Vattd  says :  ^^The  term  cotmtiy  seems  to  be  well  under- 
stood by  every  body.  However,  as  it  is  taken  in  different 
senses,  it  may  not  be  mmseful  to  give  it  here  an  exact  defini- 
tion. It  commonly  signifies  the  state  of  which  one  is  a 
member."  ^^In  a  more  confined  sense,  this  term  signifies 
the  state,  or  even  more  particularly  the  town  or  place  of 
our  birth."  {B.  1,  Ch.  9,  §123.)  "When  a  nation  takes 
possession  of  a  distant  country  and  settles  a  colony  there, 
that  country,  though  separated  from  the  principal  establish- 
ment or  mother  country,  naturally  becomes  a  part  of  the 
state,  equally  with  its  ancient  possessions.  Whenever,  there- 
fore, the  political  laws  or  treaties  make  no  distinction  between 
them,  everjr  thing  said  of  the  territory  of  a  nation  ought  also 
to  extend  to  its  colonies."  ( Vattel,  B.  1,  Ch.  18,  §  210.) 
The  whole  of  a  country  possessed  by  a  nation  and  subject 
to  its  laws,  forms  its  territories ;  and  it  is  the  common  coun- 
try of  all  the  individuals  of  the  nation.    {Ihid.  B,  1,  CL 

19,  §211.) 

It  is  very  apparent,  upon  the  provisions  of  the  act  of  1817, 
that  Congress  understood  and  used  the  term  anm^  in  the  en- 
larged sense  given  by  Vattd.  Thus  nation^  in  the  proviso  to 
section  one,  foreign  prince  or  state  in  section  tliree,  and  for- 
eign pov^er  in  section  four,  all  represent,  in  their  connection, 
the  same  idea  as  country  in  the  first  section ;  the  special  des- 
ignation of  citieene  or  subjects^  does  not  mark  with  more  pre- 
dsion  that  the  law  had  reference  to  political  powers  and 
agencies,  than  does  the  mere  word  country — ^the  thing  con- 
taining, being,  by  a  familiar  form  of  speech,  used  for  that 
which  it  contains ;  and  besides,  persons  could,  with  no  propri- 
ety of  language,  be  styled  citizens  or  subjects  of  a  countiy, 
without  understanding  oauniry  to  mean  the  state  or  nation, 
and  not  merely  a  section  or  portion  of  territory  belonging  to 
the  nation.  So,  in  the  preamble  to  the  Convention  of  1815, 
cou/ntriee^  territories  and  peoptcj  are  used  by  the  two  Govern- 
ments as  having  one  import ;  and,  in  the  first  article,  terriUh 
ries  is  employed  as  the  correlative  of  inhabitants.  Other  in- 
stances are  fiequent  in  our  statutes  and  treaties  and  diplomatic 
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correspondence,  in  which  foreign  countries  and  territories  are 
referred  to  as  the  people,  state  or  nation,  occupying  and  gov- 
erning them. 

But,  in  the  present  case,  it  seems  to  us  that  the  phraseology 
of  the  first  section  of  the  act,  indicates,  more  distinctly  even 
than  the  use  of  the  ordinary  word  (xnmtry^  that  the  regcdation 
had  a  view  to  foreign  governments  and  nations,  and  their  ves- 
sels, and  not  to  the  localities  within  which  the  individual 
owners  might  reside  or  where  the  vesssls  might  be  employed. 
Th6  expression  of  the  law  is :  ''in  such  foreign  vessels  as  truly 
and  wholly  belong  to  the  citizens  or  subjects  of  that  country 
of  which  the  goods  are  the  growth,  production  or  manufao- 
tnre.''  It  has  been  shown  that,  by  the  well  known  principles 
of  public  law,  colonies  are  parts  of  the  dominion  and  country 
of  the  parent  state,  and  the  inhabitants  are  her  subjects  and 
citizens.  It  follows,  as  a  necessary  consequence  of  that  rela- 
tionship, that  there  can  be  no  citizens  or  subjects  of  the  colo- 
nies, as  distinct  and  separate  from  the  mother  country,  and  that 
they  can  possess  no  shipping,  which,  in  its  character,  owner- 
ship or  employment,  will  be  foreign  to  other  nations,  in  any 
sense  other  than  as  belonging  to  their  common  country.  By 
the  English  law  none  but  vessels  wholly  owned  by  British 
subjects  resident  within  the  British  dominions,  can  be  regis- 
tered. {Hdt  on  SMpp.  ch.  2,  §§8,  6 ;  WUk.  on  Shvpp.  240, 
248.)  Congress  thus  most  manifestly  had  reference  to  the  na- 
tionality of  vessels  in  the  designation  of  them  as  foreign^  be- 
cause the  vessels  must  truly  and  wholly  belong  to  citizens  and 
subjects — ^terms  necessarily  importing  a  state  or  government 
to  which  such  owners  appertain.  This  consideration,  ftirther- 
more,  supports  the  interpretation  placed  by  the  Court  upon 
the  word  country^  for  the  term  is  introduced  into  this  law  in 
connection  with  expressions  demonstrating  that  the  shipping 
interest  and  products  of  foreign  states  were  in  contemplation, 
and  not  merely  of  the  parts  or  places  where  the  products  were 
grown  or  the  ship  owners  resided. 

The  ^'  act  to  regulate  trade  in  plaster  of  Paris,"  passed 
March  3rd,  1817,  (3  U.  8.  Stat,  at  Large^  861,)  strongly  im- 


22$  SOUTHERN  DISTBICrr  OF  HEW-TORE, 

The  United  StaUt  v.  The  Ship  Recorder. 

ports  that  the  navigation  act  of  the  Ist  of  March,  was  intended 
to  have  application  to  the  foreign  state,  and  not  to  any  of  its 
particular  members  or  parts,  and  is  a  significant  exposition  of 
its  scope  and  purpose,  as  yiewed  by  Congress.  The  two  en- 
actments were  of  a  kindred  character  in  their  subject  matter, 
and  the  later  one,  if  not  both  of  them,  was  in  effect  aimed  at 
the  restricticms  of  the  British  navigation  laws.  There  were 
circumstances  in  the  regulation  of  the  Nova  Scotia  plaster 
trade,  particularly  offensive  to  this  country,  and  Congress,  two 
days  after  enacting  the  law  in  question,  passed  a  special  act 
providing :  ^^  That  no  plaster  of  Paris,  the  production  of  any 
country,  or  its  dependencies,  from  which  the  vessels  of  the 
United  States  are  not  permitted  to  bring  the  same  article, 
shall  be  imported  into  the  United  States  in  any  foreign  vessel.'' 
It  is  to  be  remarked  upon  this  statute,  that  it  was  wholly  su- 
pererogatory, if  the  construction  now  claimed  on  the  part  of 
the  United  States  for  that  of  the  1st  of  March,  is  correct ;  be- 
cause the  interdiction  of  the  prior  law,  being  universal,  would 
necessarily  include  this  particular  description  of  importation 
in  foreign  vessels,  it  b^ng  denied  in  return  to  vessels  of  the 
United  States.  A  strong  presumption  is  thus  afforded  that 
Congress  did  not  intend,  by  the  act  of  the  1st  of  March,  to 
ej:act  and  enforce  a  reciprocity  of  privileges  with  foreign  ves- 
sels, in  the  trade  to  and  from  foreign  countries,  in  the  sense  of 
giving  our  vessels  the  right  to  bring  foreign  products  from 
any  port  of  a  f(»reign  country,  from  which  the  vessels  of  that 
countiy  might  import  them.  It  denotes,  moreover,  that  Con- 
gress considered  it  necessary  to  designate  dependencies  as 
places  of  production,  when  it  was  intended  to  discriminate 
them  from  the  mother  countiy ;  and  also  impressively  shows, 
that  Congress  understood  the  antecedent  act  as  authorizing 
the  importation  of  plaster  of  Paris  in  foreign  vessels,  from 
countries  and  their  dependencies  from  which  the  vessels  of  the 
United  States  were  not  permitted  to  bring  the  same  article. 
That  such  was  the  understanding  and  aim  of  Congress  is  more 
distinctly  manifested  by  the  act  passed  the  succeeding  session, 
and  whkbi  will  be  adverted  to  hareafter. 
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l^e  grievance  under  "which  our  navigation  labored  was, 
dearly,  not  the  carrying  trade  of  the  East  India  colonies  of 
Great  Britain,  nor  the  direct  trade  between  them  and  the  Uni- 
ted States.  Those  subjects  were  unbraced  in  the  then  recent 
Convention  of  1815,  and  we  had  given  and  accepted  stipnla- 
iions  regulating  both.  We  yielded  to  Great  Britain  the  ex- 
clusive right,  as  to  us,  to  cany  on  the  coasting  and  foreign 
trade  to  and  from  those  dependencies,  expressly  agreeing  that 
the  vessels  of  the  United  States  should  not  carry  any  article 
from  the  ports  to  which  they  were  admitted,  to  any  port  or 
place  except  to  some  port  or  place  in  the  United  States  where 
it  should  be  unladen.  {Art.  3,  Convention  of  July  3d,  1815.) 
In  the  message  of  the  President  to  Congress,  and  the  memo> 
rials  of  merchants,  before  cited,  no  reference  was  made  to 
British  regulations  of  the  East  India  trade,  as  injurious  to  ua 
or  objectionable.  Nor  was  it  su^ested  that  the  carrying  trade 
of  Great  Britain  from  her  colonies  was  cause  of  complaint  on 
our  part,  further  than  that  it  indirectly  aggravated  the  injury 
of  our  exclusion  from  the  direct  trade.  But  what  Mr.  Madiscm 
and  the  merdiants  pointed  to  as  oppressive  to  our  navigation, 
was  its  total  exclusion  from  a  direct  trade  with  the  colonies. 
The  President  said :  "  The  British  government  enforcing  now, 
regulations  which  prohibit  a  trade  between  its  colonies  and 
the  United  States  in  American  vessels,  whilst  they  permit  a 
trade  in  British  vessels,  the  American  navigation  suflEere  ao* 
cordingly ;  and  the  loss  is  augmented  by  the  advantage  which 
is  given  to  the  British  competition  over  the  American,  in  the 
navigation  between  om*  ports  and  the  ports  in  Europe,  by  the 
circuitous  voyage  enjoyed  by  flie  one  and  not  enjoyed  by  the 
other."  {Message,  Dec.  Sd,  1816.)  This  wrong,  of  course, 
was  committed  in  respect  to  other  dependencies  of  Great 
Britain  than  the  East  Indies;  for,  the  second  section  of  the 
lelatiatory  act  of  April  18th,  1818,  (3  U.  S.  Stat,  at  Large, 
432,)  specially  passed  to  countervail  the  English  colonial 
navigation  laws,  (14  NUes^  Reg,  111,)  saves  all  the  provisions 
of  the  Convention  of  July  8d,  1815. 

Congress,  in  the  first  measure  adopted,  seems  to  have 
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Btopped  at  the  point  of  restriction  to  which  our  trade  had  been 
subjected  by  foreign  powers,  and  to  have  intended  the  law  to 
be  applicable  to  all  nations  with  whom  we  had  commercial 
intercourse.  They  in  substance  adopted  the  English  Naviga- 
tion Act  of  12  Charles  11,  ch.  18.  {Beeves  on  Shipp,  Part 
1, 107 ;  1  ChiUy*8  Com.  L.  ch.  6.)  It  was  notorious  that  the 
operation  of  the  act  of  March  Ist,  1817,  under  its  proviso, 
would  in  effect  be  limited  to  British  navigation.  That  this 
act  was  not  designed  to  meet  the  mischie&  suffered  by  our 
trade  under  the  r^ulations  of  the  British  colonial  policy,  is, 
therefore,  indicated  plainly  by  the  subsequent  act  of  March 
3d,  1817,  and  appears  to  us  to  be  demonstrated  by  the  pro- 
visions of  the  act  of  April  18th,  1818,  before  referred  to,  and 
the  two  acts  supplementary  and  in  addition  thereto,  passed 
May  15th,  1820,  and  May  6th,  1822.  (8  U.  8.  Stat,  at  Zarge, 
602  and  681.)  These  statutes,  containing  the  most  rigorous 
inhibitions  on  the  introduction,  directly  or  indirectly,  of  the 
productions  of  British  colonies  into  the  United  States,  in 
British  vessels,  when  not  allowed  to  be  imported  in  return 
with  equal  privil^es  in  vessels  of  the  United  States,  are 
plainly  limited  to  the  British  West  India  and  North  American 
dependencies.  {H^.  of  Comm.  11  JTUes^  Reg.  111.)  We 
think  these  various  enactments,  made  imder  the  suggestion 
of  the  Executive,  at  the  instance  of  our  shipping  merchants, 
accompanied  by  earnest  diplomatic  efforts  and  expostulations, 
in  respect  to  the  trade  with  the  English  dependencies  in  North 
America  and  the  West  Indies,  conclusively  support  the  mean- 
ing originally  applied  to  the  act  of  March  1st,  1817,  and 
which  we  adopt — ^that  it  does  not  render  illegal  the  trade 
attempted  in  this  instance. 

We  perceive  nothing  in  the  provisions  of  the  second  clause 
of  the  first  section  of  the  act  of  March  1st,  1817,  bearing  up- 
on this  question.  The  information  avers  tliat  the  productioua 
of  the  East  Indies  have  usually  been  first  shipped  for  trans- 
portation firom  the  ports  of  the  East  Indies,  and  the  plea  in 
substance  admits  the  fact.  Yet,  as  already  indicated,  the  act, 
in  our  judgment,  does  not  exact  a  direct  trade  from  the  port 
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of  prodaction  or  iisnal  shipment,  when  the  importation  is  in  a 
vessel  belonging  to  the  country  in  which  the  goods  are  pro- 
duced. It  places  no  limitation  of  place  upon  her  right  to  bring 
the  productions  of  her  own  country.  If  a  foreign  ship  were  to 
engage  in  such  carrying  trade,  the  act  might  probably  require 
that  her  voyages  should  be  from  a  home  port,  which  should 
also  be  the  country  from  which  such  goods,  wares  or  merchan- 
dize can  only  be,  or  most  usually  are,  first  shipped  for  trans- 
portation. But  we  do  not  undertake  to  define  the  effect  or 
application  of  this  clause,  further  than  to  say,  that  it  does  not 
restrain  the  exportation,  in  vessels  own^  by  citizens  or  sub- 
jects of  the  countiy,  to  the  port  of  production  or  usual  ship- 
ment in  that  country. 

We  are  also  led  to  observe  upon  the  proviso,  that  it  does 
not  appear  from  the  pleadings,  or  any  regulations  of  trade 
made  by  Great  Britain  which  we  have  examined,  that  she  pro- 
hibits the  importation,  in  vessels  of  the  United  States,  of  the 
productions  of  our  territories  or  dependencies,  shipped  from  a 
port  of  the  United  States  to  which  they  had  been  transported 
from  the  place  of  production.  Kor  does  it  appear  that  vessels 
of  the  United  States  are  prohibited  by  the  British  government, 
from  importing  into  this  countiy  from  England,  goods,  wares 
or  merchandize,  the  growth,  production  or  manufacture  of  her 
East  India  dependencies.  As  already  intimated,  therefore, 
there  is  ground  for  doubt,  whether,  upon  the  construction  of 
the  act  assumed  on  the'part  of  the  Government,  a  case  is  made 
showing  any  violation  of  its  provisions  by  the  importation  in 
question* 

Without  adverting  to  many  other  topics  of  argument,  op^ied 
by  the  case  and  discussed  by  counsel,  tiie  defence  made  by  the 
special  pleas  is,  in  our  judgment,  a  bar  to  the  action ;  and  the 
demnrrers  taken  on  the  part  of  the  United  States  must  be  over- 
ruled, and  the  vessel  and  her  cargo  be  discharged  from  arrest 
and  delivered  up  to  the  claimants* 
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Chancery  has  juriidiction  of  a  bill  filed  by  a  judgment  ereditor,  for  relief 
•gainst  a  eonyejanoe  of  land  bj  his  debtor,  made  with  intent  to  defeat 
the  lien  of  the  judgment^  or  to  hinder  or  delay  its  satisfaction,  whether 
ezeotttion  has  been  issued  on  it  or  not. 

The  creditor  who  first  institutes  a  suit  in  equity  to  avoid  such  a  conveyance 
as  fraudulent,  is  entitled  to  relief  without  regard  to  other  creditors  stand- 
ing in  the  same  right,  but  who  have  not  made  themselyes  joint  parties  with 
him. 

The  relief  awarded  in  such  a  case  is  founded  upon  the  fraud  attempted 
against  a  lien  already  attached,  or  to  prevent  its  attaching,  and  equity 
gives  the  full  remedy  which  could  have  been  obtained  through  the  lien  by 
execution,  but  without  referring  th)  matter  to  the  action  or  process  of  a 
court  of  law. 

Chancery,  having  acquired  jnnsdiction  of  the  subject  matter  because  of  the 
fraud,  will  apply  the  property  to  the  satisfactitm  of  the  prosecuting  cred- 
itor according  to  its  own  method  of  proceeding. 

The  action  of  Chancery  on  the  fraudulent  grantor  or  assignee,  is  only  to  the 
extent  of  supplying  a  remedy  to  the  suitor  creditor ;  as  to  all  other  per> 
tons  the  assignment  remains  as  if  no  proceedings  had  been  taken. 

It  is  competent  for  Chancery  to  order  the  assignee  of  real  estate  fraudulently 
conveyed  to  him,  to  re-convey  it  to  the  assignor,  in  order  that  execution 
tnay  act  upon  it ;  or  to  order  him  to  convey  it  to  the  proper  officer  of  the 
Court,  or  otherwise,  so  as  best  to  appropriate  it  to  satisfy  the  judgment 
debt 

In  a  case  where  a  fraudulent  conveyance  of  land  was  made  before  the  judg- 
ment was  recovered,  and  to  prevent  its  lien  attaching,  a  decree  that  the 
debtor  and  his  fraudulent  assignee  join  with  the  receiver  in  the  suit  in  execu- 
ting a  conveyance  to  the  purchaser  on  a  sale  of  the  land  directed  by  the 
decree,  is  Appropriate  and  valid. 

Ttke  title  given  pursuant  to  such  a  decree  is  full  and  perfect^  as  to  all  the  in- 
terest the  debtor  and  his  assignee  had  in  the  land,  and  is  discharged  of  all 
right  on  the  part  of  the  debtor  and  other  judgment  creditors  of  his  to  re- 
deem the  land. 

This  was  an  application  to  compel  a  piirchaeer  of  land  eold 
by  a  receiver  under  a  decree  in  this  cause,  to  complete  his 
purchase,  or  for  a  re-sale  of  the  property  and  an  order  that 
the  purchaser  pay  the  deficiency.    The  bill  in  this  suit  was 
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filed  by  the  plaintifiB  as  judgment  creditors  of  the  defendant 
Susan  Lawrenoe,  to  Bet  aside,  as  fraudulent,  a  conveyance  and 
aseignment  of  lands  made  by  her  immediately  before  tiiey  ob- 
tained th^  judgment.  (See  Z6$«^en<^  y.  J/b6li2m{>n^,  3  Ham. 
i26.)  The  judgment  debtor  and  her  assignees  were  the  only 
defendants.  On  a  hearing  on  pleadings  and  proofs  a  decree* 
-was  made  in  &yor  of  the  plaintiffs,  declaring  the  assignment 
▼oid,  and  ordering  the  tmsold  property  in  the  hands  of  the  as- 
signees to  be  sold  by  the  receiver  theretofore  appointed  in  the 
cause,  the  proceeds  of  the  sale  to  be  applied  on  the  plaintiff' 
judgment,  and  the  defendants  to  join  in  conveying  the  real 
estate.  At  the  sale  a  piece  of  real  estate  was  sold  to  one  Dav- 
enport, who  made  a  deposit  and  signed  a  contract  to  complete 


*Deer««:  1.  Tliat  the  asfipiinent  made  bj  Sown  Lawrence  to  Martinne 
Bei^en  and  William  Lawrence,  under  date  of  the  13th  of  May,  1842,  and 
which  18  set  forth  in  the  pleadings,  be  declared  fraudulent  and  void.  2. 
That  the  real  eetate,  and  all  other  property  conveyed  by  the  aboye  aseiffn- 
ment  from  the  said  Susan  Lawrence  to  the  said  assignees,  and  unsold  by 
them,  be  sold  by  and  under  the  direction  of  the  reeeiyer  heretofore  appointed 
in  this  eause,  he  giving  such  notice  of  the  time  and  place  of  sale,  as  is  re- 
quired on  sales  by  a  master  of  this  Court;  the  defendants  to  unite  in  the  oon- 
Teyancea  of  the  real  estate,  and  in  the  acknowledgments  of  the  deeds.  8. 
Inat  the  proceeds  of  the  sales,  and  other  funds  that  may  be  in  the  hands  of 
the  receiver,  be  paid  over  to  the  plaintiffs,  in  satisfaction  of  their  judgment 
let  forth  in  the  pleadings,  with  interest,  and  oosts  of  this  suit  to  be  taxed. 
4.  If  the  said  monies  shall  be  insufficient  to  satisfy  the  judgment  and  costs, 
then  that  the  assignees  be  charged  lointly  with  tne  value  of  the  as^ned 
property,  real  and  personal,  sold  or  disposed  of  by  them,  and  with  the  rente 
and  income  thereof  which  they  received  or  might  have  received  with  ordi- 
nary care  and  diligence,  after  the  date  of  the  assignment  and  before  the 
property  came  into  the  possession  of  the  receiver ;  the  assignees  to  be  al- 
lowed ail  payments  of  principal  and  interest  on  incumbrances  upon  the  prop- 
erty, existing  prior  to  the  judgment,  all  sums  paid  for  taxes,  assessments, 
needful  repairs,  insurance  against  fire,  and  other  charges  aad  expenses  in  the 
proper  care  and  management  of  the  property,  but  no  commissions  or  costs  of 
this  suit  to  be  allowed.  6,  A  reference  to  John  W.  Nelson,  one  of  the  mas- 
ters of  this  Court,  to  take  an  account  upon  the  principles  of  this  decree,  be- 
im  whom  all  the  defendants  shall  appear  upon  summons  served  upon  them, 
and  produce  all  deeds,  papers,  books,  and  documents,  and  be  examined  on 
oath,  on  applieation  of  the  plaintiff^  touching  any  of  ths  matters  embraced  iA 
the  reference;  the  master  to  approve  the  form  of  the  oonveyanccs  to  be  ex- 
eeoted ;  the  plaintiffs  to  be  allowed  their  taxed  coste  of  this  suit  out  of  the 
ftinds;  and  it  the  same  shall  be  insufficient  to  pay  the  judgment  and  interest, 
such  costs  to  be  paid  by  the  assignees ;  and  execution  to  issue,  on  confirma- 
tion of  the  master's  report,  for  the  balance,  if  any,  which  the  master  shall  re- 
port to  be  dae  on  such  accounting,  and  for  the  costs  of  the  plaintiffs;  the 
receiver  to  pass  his  accounts  before  the  master,  who  is  to  report  a  proper  al- 
lowanee  for  him,  to  be  by  him  retained  out  etf  tlj^e  ftinds  in  his  hanos. 
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the  sale.  The  sale  had  been  annotinced  as  one  which  was  to 
give  a  perfect  title.  Dayenport,  on  ascertaining  that  there 
were  judgments  against  Susan  Lawrence,  subsequent  in  date, 
however,  to  the  assignment  and  to  the  plaintiffi'  judgment, 
objected  to  the  title,  and  refused  to  complete  his  purchase. 

WilUam  C.  Wetnwre^  for  Davenport,  insisted,  that  the  as- 
signment, being  declared  void,  could  not  be  a  source  of  title, 
and  the  title  could  not  be  conveyed  bj  the  deed  tendered; 
that  as  the  decree  impeached  the  assignment  under  which  title 
was  taken,  the  subsequent  judgment  creditors  might  also  as- 
sail the  assignment,  and  the  purchaser  could  not,  as  against 
them,  insist  that  he  was  a  honafide  purchaser,  without  notice ; 
that  title  could  only  be  made  by  a  sale  on  execution  under  the 
judgment,  in  which  case  the  subsequent  judgment  creditors 
could  have  an  opportunity  to  redeem;  that  the  purpose  of  a 
bill  to  set  aside  a  fraudulent  conveyance,  was  only  to  remove 
obstructions  to  the  legal  remedy,  a  sale  on  execution,  which 
was  ftdly  adequate ;  and  that  if  the  attempted  mode  of  con* 
veyance  would  give  a  title,  a  subsequent  judgment  creditor,  if 
the  first  to  file  his  bill  and  obtain  a  decree,  would  cut  off  a 
prior  judgment.  He  cited  Conard  v.  TJie  Atlantic  Ins,  Co. 
(1  Peters,  386,  443 ;)  Thdussm  v.  Smithy  (2  Wheat.  396 ;) 
Ze  Hoy  V.  Rogers,  (3  Paige,  234 ;)  Boyd  v.  Dwnlap,  (1  Johns. 
Ch.  478.) 

Damd  Lord,  for  the  plaintiffs,  contended  that  the  assign- 
ment was  void  only  as  to  the  plaintiffs ;  that  the  deed  by  the 
assignees,  imder  the  decree,  passed  the  title  as  to  all  persons 
but  the  plaintiffi,  and  their  right  was  enforced  by  the  decree ; 
that  in  declaring  the  assignment  void  as  to  the  plaintiff,  the 
Oourt  had  power  to  order  the  assignees  to  apply  the  estate  in 
such  manner  as  to  prevent  the  fraud  intended  by  the  assign- 
ment, and  relieve  the  plaintiffs,  as  in  the  cases  of  trusts  im- 
plied by  a  court  of  equity  out  of  fraudulent  acts  and  deeds; 
that  the  legal  title  as  to  all  but  assailing  creditors  was  in  the 
assignees,  and  a  purchaser  from,  them,  under  the  decree  of  the 


APRIL  TERM,  1847.  235 


McGalmont  v,  Lawrence. 


Gonrt,  was  a  bona  fide  piirchaser,  and  his  purchase  valid,  if 
made  before  the  title  was  attacked  by  any  other  creditor.  He 
cited  BuOer  v.  Stoddard,  (7  Paige,  163;)  Bank  of  the  U.  JS. 
▼.  Sbusman,  (6  Paige,  526 ;)  Bean  y.  Smith,  2  Mason,  252, 
284;)  Ames  v.  Bhmt,  (5  Paige,  13;)  Orover  v.  Wakeman, 
(11  Wend.  187.) 

Nblson,  J.  delivered  the  opinion  of  the  Court,  stating  that 
the  following  points  had  been  ruled  in  the  case: 

1.  Chanceiy  has  jurisdiction,  on  a  bill  filed  by  a  judgment 
creditor  for  relief  against  a  conveyance  of  lands  by  his  debtor, 
made  with  intent  to  defeat  the  judgment  lien,  or  to  hinder  or 
delay  satisfaction  of  the  judgment,  whether  execution  has  been 
isBued  thereon  or  not 

2.  The  creditor  who  first  institutes  a  suit  in  chancery  to 
avoid  a  fraudulent  conveyance,  is  entitled  to  relief,  without  re- 
gard to  other  creditors  standing  in  the  same  right,  but  who 
have  not  made  themselves  joint  parties  with  him. 

3.  The  relief  awarded  in  these  cases,  is  founded  upon  the 
fiaud  attempted  against  a  lien  already  attached  to  land,  or 
because  of  the  assignment  with  fraudulent  intent  to  prevent 
the  lienfi*om  attaching;  and  equity  consequently  gives  the  ftdl 
remedy  which  could  have  been  obtained  through  the  lien  by 
execution,  but  without  referring  the  matter  to  the  action  or 
process  of  a  court  of  law. 

4.  For  Chancery,  having  acquired  jurisdiction  of  the  sub- 
ject matter,  because  of  the  fraud,  will  apply  the  property 
fraudulently  conveyed,  to  the  satisfaction  of  the  prosecuting 
creditor,  pursuant  to  its  own  methods  of  proceeding. 

5.  The  action  of  Chancery  upon  the  fraudulent  grantor  or 
assignee,  is  only  to  the  extent  of  supplying  a  remedy  to  the 
suitor  creditor;  as  to  all  other  parties,  the  assignment  remains 
as  if  no  proceedings  had  been  taken. 

6.  It  is  competent  for  Chancery  to  order  the  assignee  of  real 
estate  fraudulently  conveyed  to  him  to  reconvey  it  to  the  as- 
Bignor  in  order  that  an  execution  may  act  upon  it ;  or  to  order 
him  to  convey  it  to  the  proper  officer  of  the  Court  of  Chance* 
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ry,  or  otherwise,  so  as  best  to  effect  its  ^appropriation  in  safcis- 
&etion  of  the  judgment  debt. 

^.  To  that  end,  the  order  heretofore  made  by  this  Court, 
that  the  assignees  and  assignor  in  this  case,  join  with  the  re- 
ceiver in  executing  conveyances  to  the  purchasers  under  the 
sale  directed  by  the  Court,  is  appropriate  and  valid. 

8.  The  title  made  pursuant  to  the  decree  of  this  Court  in 
that  behalf,  is  foil  and  perfect  for  all  the  interest  the  assignees 
and  the  judgment  debtor  had  in  the  lands  transferred  by  the 
assignment,  and  is  dischai^ged  of  all  right  of  redemptioQ  by 
her  or  by  other  judgment  creditors. 

9.  The  purchaser,  upon  the  facts  bef<»«  the  Court,  is  bound 
to  accept  the  title  offered  him. 

Motion  granted,  with  costs. 


The  Ehilt. 

Two  vessels  came  into  collision  under  these  cironmstanoes:  Hie  Y.  was  to 
the  windward,  and  the  R  to  'the  leeward,  the  Y.  heading  along  the  shore 
N.  or  N.  by  W.,  and  the  E.  heading  S.  by  E.  or  S.  S.  R,  the  vessels  being 
half  a  mile  or  a  ntile  distant  from  each  other  when  the  R  was  first  seen  by 
the  Y.;  the  wind  was  W.  N.  W.,  and  the  Y.,  on  discovering  danger  of  col- 
lision, bore  up  into  the  wind,  but  the  R,  instead  of  falling  off  before  the 
wind,  changed  her  course  towards  the  Y.,  and  the  collision  ensned ;  it  also 
appeared  that  the  R  had  no  proper  look-ont:  Held,  that  the  R  was  in 
fault 

Benjamin  W.  Bedell  and  others,  owners  of  the  schooner 
Virginian  filed  a  libel  in  rem  against  the  brig  Emily,  in  the 
District  Court,  to  recover  damages  for  a  total  loss  of  the  schoon- 
er, caused  by  a  collision  with  the  brig.    The  collision  took 
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place  near  Sandy  Hook,  both  yeseelB  being  bound  into  the  port 
of  New-York.  After  a  decree  in  favor  of  the  libellants,  the 
claimant  appealed  to  this  Court. 

WasMnfftan  Q.  Morton  and  Alexander  HamiUon^  Jr.^  for 
the  libellants. 

Francis  B.  CuUmg^  for  the  claimant. 

Nblsok,  J.  I  have  studied  the  facts  in  this  case,  which  are 
yoluminous,  with  a  great  deal  of  attention,  and  though  the 
case  is  not  without  diffiqulty,  owing  to  the  serious  conflict  of 
the  evidence  in  respect  to  almost  all  the  material  &cts  upon 
which  the  decision  must  depend,  I  am  bound  to  saj,  that  vaj 
examination  has  led  me  to  the  conclusion  that,  according  to 
the  weight  of  the  evidence,  the  Emily  was  in  fault. 

1.  The  Yiiginian  was  to  the  windward,  and  the  Emily  to 
the  leeward,  the  former  heading  along  the  shore,  north  or  north 
by  west,  and  the  latter,  south  by  east  or  south-south-east;  and 
the  two  vessels  were  half  a  mile  or  a  mile  distant  from  each 
other,  when  the  Emily  was  first  seen  by  the  hands  on  board 
the  Viiginian. 

2.  The  Yiiginian  at  no  time  changed  her  course  more  to 
the  east,  or  in  the  direction  of  the  Emily;  on  the  contrary, 
immediately  on  discovering  danger  of  collision,  she  bore  far- 
ther up  into  the  wind,  which  was  west-north-west.  She  was 
not  only  not  in  fault  at  any  time,  but  appears  to  have  received 
and  obeyed  the  only  order  that  could  have  availed  her  in  the 
emergency. 

3.  If  the  Emily  had  followed  her  course,  much  mwe,  if  she 
had  fallen  off  before  the  wind,  which  she  might  readily  have 
done,  the  collision  could  not  have  occurred.  It  is,  I  think, 
reascmably  certain,  that  the  mistaken  order  of  the  mate  to  the 
man  at  the  wheel,  in  connection  with  the  derangement  of  the 
running  rigging  of  the  vessel,  and  the  confusion  on  board 
among  the  hands,  on  account  of  the  vessel's  having  naisstayei 
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a  few  minutes  before,  led  to  a  change  of  couise,  and  the  con- 
sequent collifiion. 

It  is  apparent,  also,  that  the  hands  on  board  the  Emilj 
failed  to  keep  a  proper  look-out;  for,  if  they  had  done  so,  the 
Yirginian  might,  according  to  the  weight  of  the  evidence,  have 
been  seen  before  the  accident  at  the  distance  of  some  half  a 
mile;  and,  from  the  relative  position  of  the  vessels,  a  proper 
precaution  on  the  part  of  the  Emily  at  that  distance,  or  even 
at  a  less  distance,  would  have  prevented  the  disaster. 

The  facts,  beyond  all  doubt,  bring  the  case  down  to  the 
simple  question,  whether  the  collision  occurred  by  accident  or 
by  the  fault  of  the  Emily.  It  is  a  most  unfortunate  case  f<»^ 
the  parties  concerned,  in  any  aspect  in  which  it  can  be  view- 
ed, or  upon  any  conclusion  that  may  be  arrived  at ;  but  I 
feel  bound  to  say  that,  according  to  the  weight  of  the  evi- 
dence, the  Emily  was  in  fault.  She  might  have  avoided  the 
collision  by  the  use  of  proper  caution,  skill,  and  vigilance. 

Decree  affirmed. 


David  Hobbins 
Charles  A.  Davis  and  others.    In  Equttt. 

A  plaintiff  in  a  suit  in  equity,  is  entitled,  on  a  motion  for  that  purpose,  t9 
hare  produced  for  inspection  and  to  be  used  in  aid  of  his  suit,  documents 
in  possession  of  the  defendant  or  his  agents^  which  are  referred  to  in  the 
answer,  without  being  set  forth  at  large,  and  are  material  to  the  support 
of  the  plaintiff's  rights. 

But  he  is  not  entitled,  hj  motion,  to  call  for  the  production  bj  the  defeS' 
dant»  of  papers  to  which  no  allusion  is  made  in  the  answer. 
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tf  kii  bill  alleges  tbe  emtenee  of  rack  papers^  and  their  poBsession  by  the 
defeodant^  and  the  answer  fails  to  reply  to  the  allegation,  he  should  ez- 
espt  to  the  answer. 

Where  the  answer  sets  forth  extracts  from  the  defendant's  books,  whioh  are 
•worn  to  embrace  eyerj  thing  in  the  boohs  that  relates  to  the  subject 
matter  of  the  suit,  the  plaintiff  cannot,  upon  motion,  and  on  a  suggestion 
that  the  extracts  giren  are^  if  not  garbled,  at  least  liable  to  suspicion,  en- 
title himself  to  a  general  inspection  of  the  books  of  the  defendant  relating 
to  other  matters. 

He  IB  entitled  to  the  production,  for  inspection,  of  the  books  which  contain 
the  extracts  giyen,  but  the  defendant  is  at  liberty  to  seal  up  the  other 
parts  id  the  booka^  and  the  inspection  must  take  place  under  the  supervis- 
ion  of  an  officer  of  the  Ck>urt 

But  he  is  not  entitled  to  the  production  of  a  book,  where  his  bill  does  not  in 
1  ny  way  call  for  its  production  or  discovery,  or  show  its  materiality  to  the 
natters  in  eontroTersy. 

Tbb  plaintiff  in  this  case  contracted  to  build  a  hotel  at 
Peosacola,  Florida,  for  the  Pensacola  Citj  Company,  an  nnin- 
oorporated  association,  of  which  the  defendants  were  trustees. 
The  oflSce  of  the  trustees  was  in  Kew-York,  where  their  books, 
accounts  and  documents  were  kept,  and  their  secretary,  one 
Thurston,  resided.  The  bill  was  filed  for  a  discoyery  and  ac- 
count, and  an  answer  put  in,  and  on  the  taking  of  proofs  before 
a  CSommissioner,  the  secretary  was  examined  as  a  witness.  He 
admitted  that  he  was  in  possession  of  certain  books,  &c.,  of 
the  defaidants,  but  refused  to  produce  them  or  extracts  from 
them,  because  forbidden  to  do  so  by  the  defendants.  The 
pkintiff  now  applied  for  an  order  that  the  books,  &c.,  be  pro- 
diiced«  The  points  raised  upon  the  motion  sufficiently  appear 
in  the  opinion  of  the  Gourt. 

&eorge  SuUioainj  for  the  plaintiff. 

Charles  O.  .Emgy  for  the  defendants. 

Betts,  J.  This  is  a  motion  that  the  defendants  produce 
before  the  Oommissioner  taking  testimony,  certain  books  of 
entries,  in  which  minutes  of  the  proceedings  of  the  Pensacola 
Qty  Oranpany,  an  unincorporated  association,  are  kept,  and  of 
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which  Company  the  defendants  are  trusteee,  and  acting  agents 
and  directors.  The  motion  is  founded  upon  proceedings  in 
the  Commissioner's  office.  The  proofe  taken  by  that  officer 
are  returned  by  him,  and  the  unsuccessful  effi^rt  of  the  plain* 
ti£f  to  have  the  books  and  documents  put  in  evidence,  ia  set 
forth  in  the  return.  The  witness  under  examination,  who  is 
the  clerk  or  secretaiy  of  the  association,  admitted  that  the 
books  were  in  his  possession  as  such  secretary,  and  that,  at  the 
request  of  the  plaintiff,  he  had  prepared  copies  and  trans- 
cripts from  them  to  put  in  evidence,  but  refused  to  produce 
them,  because  he  was  prohibited  by  the  defendants. 

Two  objections  are  raised  to  the  motion;  first,  that  the 
plaintiff,  having  filed  a  bill  for  discovery,  must  rest  upon,  the 
discovery  furnished  by  the  answer  of  the  defendants,  and  that, 
if  his  bill  failed  to  call  for  particulars  material  to  his  case,  tiiie 
deficiency  must  be  supplied  by  a  supplemental  bill,  or  by  an 
amendment;  and  second,  that  the  secretary  of  the  defendanto 
cannot  be  compelled  to  produce  books  and  papers  of  others  in 
his  keeping.  To  this  point  the  several  cases  of  Bank  of  Uticfk 
V.  EiUard^  (6  Cow.  153  and  419,  and  6  Cow.  62,)  were  cited* 

I  think  neither  of  the  objections  is  sufficient  to  bar  this 
application.  The  rule  of  chanoeiy  pleading  may  probably  be, 
that  where  the  answer  sets  out  specifically  the  contents  of 
books  or  papers  called  for,  or  denies  that  anything  is  contained 
in  ihem  pertinent  to  the  issue  in  the  cause,  the  plaintiff  may 
be  concluded  by  the  answer ;  and,  under  this  principle,  the 
plaintiff  here  may  not  be  entitled  to  ask  more,  under  the  fint 
interrogatory  of  his  bill,  than  is  furnished  by  the  answen 
But  it  is  clear  that,  by  the  English  and  American  practice,  a 
plaintiff  may,  by  petition  or  motion,  have  produced  for  inspec- 
tion and  to  be  used  in  aid  of  his  suit,  documents  in  possession 
of  the  defendant  or  his  agents,  which  are  referred  to  by  (he 
answer,  without  being  set  forth  at  large,  and  are  material  to 
the  support  of  the  plaintiff's  right  {Story* a  Eq.  PI.  §§  856  to 
861 ;  Eager  v.  FwmwS,  2  Pmge^  369;  Watte  v.  Zawrmee^ 
3Pat^,159;  3  Z>m.  Oh.  JPr.  JsMr.ecL 20^7;  1  Rof.OL 
Pn  806,807-) 
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Tbe  fiocond  interrogatory  to  the  bill  specifically  calls  fbr 
the  documents  which  are  the  subject  of  this  application.  The 
answer  to  that  part  of  the  interrogatory  is  not  explicit ;  but, 
after  replying  to  other  discoveries  demanded  by  it,  the  defen- 
daots  conclude  by  referring  "  to  the  former  part  of  their  an- 
swer," for  further  answer  to  the  special  inquiries.  The  former 
part  of  the  answer  admits,  that  an  oflSce  is  kept  by  the  defen- 
dants in  New-York,  and  that  "  the  minutes  of  the  meetings  of 
the  share-holders,  and  of  the  trustees  of  the  said  Pensaook 
CSty  Company,  are  in  the  said  oflSce,  under  the  chaige  of  N. 
Thurston,  acting  as  the  clerk  or  register  of  the  said  trustees.*' 
Tliat  such  minutes  are  a  registry  of  the  proceedings  and  trans- 
actions of  the  trustees  in  the  management  of  the  trust,  is  to  be 
legally  implied  from  that  admission,  as  also  from  the  schedules 
and  extracts  famished  from  the  minutes,  and  made  part  of  the 
answer,  showing  the  succession  of  trustees,  and  the  time  of 
the  appointment  of  the  defendants.  But  I  do  not  find  any 
admission  of  the  existence  of  any  correspondence  in  relation 
to  the  subject  matter  sought  to  be  inquired  into.  This  mode 
of  answering  makes  the  minutes  sufficiently  a  part  of  the 
answer  to  authorize  the  plaintiff  to  require  their  production 
and  to  give  evidence  from  them  in  support  of  his  case.  The 
sufficiency  of  the  evidence  to  charge  the  defendants  will  of 
course  be  open  to  consideration  on  the  hearing  of  the  cause, 
and  the  testimony,  though  oi*dered  to  be  received,  is  to  be  ad- 
mitted subject  to  all  legal  exceptions  as  to  its  sufficiency. 
The  case  of  Eager  v.  Wi^fvoall^  before  cited,  shows  that  a 
defendant  may  be  compelled  to  produce  books  not  in  his 
personal  possession,  if  they  are  with  his  agent  or  under  his 
control.  The  decisions  in  the  several  cases  of  Bank  of  Utica 
▼.  HiUard^  before  referred  to,  have  reference  only  to  the  lia- 
bflity  of  an  agent  to  compulsoiy  process  to  produce  the  papers 
of  his  principal. 

The  order  must  accordingly  be  granted,  in  pursuance  of  the 

^plication  of  the  plaintifi^,  that  the  defendants  cause  the  book 

of  minutea  or  account  of  the  transactions  of  the  trustees,  in 

idation  to  payments  of  money  made  to  George  K  Ohaae  or  to 
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«he  plaintiflf;  for  the  erection  of  the  hotel  in  the  pleadings 
mentioned,  or  sworn  extracts  of  the  entries  in  respect  thereto, 
to  be  given  in  evidence. 

Ko  foundation  is  laid  for  calling,  in  this  manner,  for  the 
leMeiB  and  correspondence  between  the  trastees  and  their 
agents  in  Pensacola,  or  with  the  plaintiff,  in  rdation  to  tiie 
■uigect  matter  of  the  suit.  No  allasion  is  made  in  the  an- 
swer to  the  existence  of  such  coxTesp<Hidence.  The  plaintiff, 
k,  1herefore,not  entitied,  by  a  smnmarj  motion,  resting  on  the 
allegations  of  his  bill,  or  on  his  proo&,  to  call  for  the  disdo* 
tore  of  those  docmnents.  {Story's  JEj.  PL  §§  856—860 ;  8 
Ikm.  Oh.  Pr.  2067.)  He  should  have  excepted  to  the  answer 
for  not  replying  to  his  allegation  of  their  existence  and  pos- 
session hj  the  defendants ;  and  having  waived  all  objection 
to  the  defectiveness  of  the  answer  in  that  respect,  be  cannot 
How  have,  by  this  method  of  summary  petition  or  motion,  the 
same  benefit  as  through  a  discovery  by  answer. 

Afterwards  a  supplemental  bill  was  filed  and  answered,  and 
during  the  further  taking  of  proofs  before  the  Commissioner, 
in  September,  1848,  another  motion  was  made  by  tiie  plain- 
tiff for  an  order  to  compel  the  secretary  to  produce  certain 
books,  &c. 

Ctwtge  Wood  and  Oeorge  SuUwcu^  for  the  plaintiff. 

WaUem  Kent  J  for  the  defendania 

KnuBoir,  J.  This  is  a  motion  on  the  part  ci  the  plaintifl^  to 
eompel  the  secretary  of  an  unincorporated  association,  of 
which  the  defendants  are  trustees,  to  produce  books,  conea- 
pendence  and  other  documentary  evidence,  before  the  Com* 
missioner  taking  testimony  in  the  cause,  for  the  inspection  of 
eoonseL  A  list  of  books  and  papers,  and  extracts  from  the 
bo^,  d:c«,  have  been  given  in  the  answer  of  the  deftndants 
to  a  supplemental  bill,  and  are  appended  to  the  same,  being 
iachidad  in  schedulsa  B  and  0,  and  which  eztniets,  aa  la  v«r» 
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ified  by  the  oath  of  the  secretaiy,  emluaoe  every  thing  in  the 
books  and  acconntB,  that  rdates  in  anyway  to  the  subject  mat- 
ter in  oontroyersy.  The  residue  of  the  contents  of  the  books 
has  reference  to  the  general  concerns  of  the  defendants,  nncon- 
aected  wiHl  the  subject  of  this  suit  The  plaintiff  seeks  to 
entitle  himself  to  a  general  inspection  of  the  books  of  the  as- 
sociation relating  to  other  matters,  without  being  confined  to 
Hie  particular  subject  in  controversy,  upon  a  suggestion  that 
the  extracts,  as  above  authenticated,  are,  if  not  garbled,  at  least 
liable  to  suspicion.  We  do  not  think  that  a  sufficient  founda- 
tion is  laid  upon  the  motion  for  this  extraordinary  interposi- 
tion of  the  powers  of  the  Court  The  plaintiff  is  entitied  tothe 
production  of  the  books  containing  the  extracts,  for  inspection 
on  the  examination;  but  the  other  parts  of  the  books  may  be 
sealed  up,  and  the  inspection  is  to  take  place  under  the  super- 
vision of  the  Commissioner. 

The  plaintiff  also  asks  for  the  production  and  inspection  of 
tiie  private  account  book  of  Qeoi^  £.  Chase,  eontidnadintto 
list  famished  in  schedule  B,  which  had  been  forwarded  to  the 
defendants  from  Fensacola,  with  other  books  of  the  associar 
tion.  But)  on  looking  into  the  supplem^ital  bill,  we  do  not 
perceive  any  call  for  a  discovery  or  produotion  of  this  book, 
eitlber  by  special  rafersnce  to  it,  or  in  terms  that  would  neoeft* 
sarily  embrace  It,  or  any  thing  that  shows  it  to  be  material  to 
the  matters  in  controversy. 

The  order,  therefore,  must  be  limited  to  the  production  of 
the  books  containing  the  extracts  that  are  appended  to  thean- 
•vrar  in  schedule  0,  with  liberty  to  thedefisndants  to  seal  up 
tbe  other  parts  of  the  books,  and  the  inspection  istotakeplMi 
'  ike  superfiaion  of  the  < 
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William  F.  Sebbell  and  James  R.  Hitghoook. 

Where  a  disolaimer  under  g  7  of  the  act  of  Maroh  8d,  1887,  (5  V,  8.  SiaL  of 
Large,  198,)  wae  filed  hy  a  patentee  after  he  had  oommeneed  a  foit  on  his 
patent :  ffeld^  that  although  under  g  9  of  the  same  act  he  was  not  enti- 
tled to  costs  of  the  suit,  on  a  verdict  in  his  favor,  yet  under  §  14  of  the  aot 
of  July  4th,  1886,  (5  IT,  8,  8tat.  at  Large,  128,)  the  Court  had  power  to  in- 
crease the  amount  of  the  verdict 

like  actual  damages  are^  as  a  general  rule,  all  that  can  be  reasonably  obdm- 
ed  for  the  infringement  of  a  patent,  though  cases  may  arise,  where  the  cir- 
cumstances are  aggravated  and  such  as  to  repel  altogether  the  h<ma  fdm 
of  the  infringement,  in  which  the  power  to  increase  the  verdict  should  be 
exercised.    Each  case  must  depend  upon  its  own  circumstances. 

Tbob  was  an  action  on  the  case  for  the  infringement  of  Let- 
ten  Patent  granted  to  the  plainti£^  Jnly  2d,  1836,  for  an  im- 
provement '4n  the  compound  lever  for  pressing  and  raising 
substances."  A  disclaimer  of  part  of  the  claim  was  filed  in 
the  Patent  Office,  November  4th,  1842,  after  the  commence- 
ment of  this  suit.  On  the  trial,  the  plaintiff  recovered  a  ver- 
dict of  $200,  and  now  moved  for  an  increase  of  the  verdict 
under  the  14th  section  of  the  act  of  Julj  4th,  1836.  (5  U.  & 
Stat,  at  La/rgey  123.) 
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Qtcfge  Jt,  J,  Bcwdom^  for  the  plointififl 
Alraham  Oriat^  for  the  defendantB. 

NuMN,  J.  The  fourteenth  section  of  the  act  of  Jnly  4th, 
1836,  empowers  the  Court  to  render  judgment  for  any  sum 
aboTe  the  amount  found  by  the  jury  as  the  actual  damages  sus- 
tained by  the  plaintiff,  not  exceeding  three  times  such  amount, 
according  to  the  circumstances  of  the  case,  with  costs.  The 
act  of  April  17th,  1800,  (2  U.  S.  Stat,  at  Large,  88,  §  8,)  fix- 
ed the  amount  of  the  recoveiy  at  Ihree  times  the  actual  dam- 
ages sustained.    It  now  rests  in  the  discretion  of  the  Court. 

Hie  act  of  March  8d,  1887,  (5  J7.  8.  Stat,  at  Largs,  198, 
§  7,)  authorizes  a  disclaimer  by  the  patentee,  in  cases  where, 
diroQgh  inadvertence,  accident  or  mistake,  the  specification  of 
his  claim  is  too  broad.  It  is  not,  however,  to  affect  any  action 
pading  at  the  time  of  the  filing  of  the  disclaimer,  except  in 
rapeet  to  the  question  of  unreasonable  neglect  or  delay  in 
filing  the  same.  The  ninth  section  of  the  same  act  allows  an 
action  to  be  maintained  for  an  infringement  of  such  part  of 
die  invention  as  may  properly  belong  to  the  patentee,  not- 
withstanding the  claim  may  be  too  broad,  if  it  be  made  to  ap- 
pear that  the  error  occurred  through  mistake,  and  without  wil- 
fiil  de&ult,  but  provides  that  the  plaintiff  shall  not  be  entitled 
to  costs  against  the  defendant,  unless  the  disclaimer  shall  have 
been  filed  before  the  commencement  of  the  suit. 

In  this  case,  the  disclaimer  was  filed  after  the  suit  was 
brought,  and,  of  course,  the  plaintiff  is  not  entitled  to  costs; 
and  it  is  uiged,  fiom  the  phraseology  of  the  fourteenth  section 
of  die  act  of  1836,  that  the  case  is  one  in  which  the  Court  has 
no  power  to  increase  the  verdict.  That  section  authorizes  an 
increase  to  not  exceeding  three  times  the  amount,  ^^with 
costB.^  Here  no  costs  can  be  awarded.  But  costs  follow,  as 
a  general  rule,  against  the  defendant,  upon  judgment  being 
rendered  on  a  verdict  against  him  for  single  or  actual  dama- 
ges; and  when  the  verdict  is  increased,  the  costs  still  remain 
a  part  of  the  judgment,  as  no  power  is  given  by  the  section 


946  80in!mBUi  oonsxoT  or  mcw-york. 

to  withhold  them.  13ie7do  not  depend  upon  the  power  of  the 
Oonrt  to  increase  the  verdict,  but  upon  statute  authoritj,  whol- 
ly independent  of  auch  power.  The  power  giyen  to  the  Oourt 
by  the  fourteenth  section  is  a  power  only  to  increase  the  dam- 
ages, and  not  a  power  over  Hie  costs.  Tbe  words  ^with 
mts"  add  nothing  as  the  defendant  was  already  liable  fiir 
the  costs,  if  liable  for  them  ai  all.  The  increaseof  the  verdioft 
eannot  operate  either  to  award  or  to  withhold  them.  The 
words  were  probably  added,  fixm  abonda&t  caution,  to  ezduds 
any  infersnce  of  an  intentbn  to  limit  the  amount  of  the  judg^ 
ment  to  the  precise  sum  as  increased,  which  would  haTo  es^ 
duded  the  costs.  The  ninth  section  of  the  act  of  1837  simply 
withholds  costs  in  cases  "whae  the  disclaimer  is  not  filed  till 
after  the  commencement  of  the  suit,  leaving^the  damages  un- 
a£bcted.  The  rights  of  the  plaintiff  and  the  power  of  the 
Oourt  in  respect  to  the  damages  remain  tiie  same  as  if  oosti 
were  allowed.  We  are  unaUe,  therefore^  to  perceive  any 
ground  for  denying  the  power  of  the  Oourt  to  increase  the 
damages  in  this  case  under  the  fourteenth  section  of  the  act 
af  1836. 

We  think,  however,  that  the  provisions  of  the  section  aff<Md 
gp!ound  for  the  consideration  of  the  Court  in  the  exerciae  of 
their  discretion  upon  this  application.  The  party  infringing 
the  patent  may  have  beoi  misled  by  the  specification,  and 
liave  honestly  supposed  that  it  was  void,  and  afibrded  no  pro-* 
tection  to  the  patentee.  Hie  actual  damages  for  the  infringe^ 
ment  would,  therefore,  seem,  as  a  general  rule,  to  be  all  that 
could  be  reasonably  claimed.  There  may  be  exceptions.  Oa* 
•es  may  arise,  where  the  circumstances  are  a^ravated,  and  such 
as  to  repel  altogether  the  iona  fidM  of  the  infringement,  in 
which  the  power  to  increase  the  verdict  shoold  be  eiereised. 
Xach  case  must  depend  upon  its  own  drcomstances. 

There  is  some  evidence,  here,  tending  to  impeach  the  good 
&ith  of  the  defendants.  But  as  they  abandoned  their  machine 
some  time  bef<»e  the  commencement  of  the  suit,  and  have  not 
aince  put  it  in  operation,  and  as  the  damages  recovered  an^ 
probably,  fully  equal  to  the  actual  injury  sustained  after  tha 
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■ttchine  was  altered  so  as  to  mfiinge  upon  the  plaintiff,  we 
aro  of  opinion,  under  all  the  circnmstances,  that  the  case  is 
not  one  in  which  the  Court  should  interfere.  The  motion 
would  not  probably  have  been  made  if  the  plaintiff  eould  have 
leooyered  costs,  as  there  is  nothing  in  the  case,  beyond  this, 
to  distinguish  it  particularly  fix>m  others  of  this  description 
MCDrring  daily  in  the  Court 

Motion  denied,  without  costs. 


Don  Alohzo  Booth 

««. 

Julius  Gross  Gasblly  akd  otbbbs.     In  Eguinr. 

Wbare,  in  a  patent  for  a  nem  and  cmttmental  dengn  for  fywred  nlk  frM^ 
iaiu,  under  the  act  of  Angurt  29Ui,  1842,  (6  U,  S.  8iaL  at  Large,  543,)  the 
^peeifieation  elaimed  ike  radially  fofmed  omamenU  an  the  fact  of  ikt 
mamU  of  tk$  hMan,  aembi$ud  «»lA  ths  mods  of  windinff  the  eovering  of  th$ 
MHK  mtUiamtiaUy  a$  ml  forth,  and  the  apeeilicatiom  desoribed  the  eoDfig«p 
ration  of  the  mould,  and  the  winding  it  with  yarions  colored  threads^  btift 
did  not  deeeribe  the  proeess  of  winding  the  tilk :  Heldy  that  the  claim  did 
not  eover  that  praeesa,  but  was  for  the  arrangement  of  the  different  color- 
ad  tkreada  in  the  proeeea^  ao  aa  to  prodoee  the  deaeribed  omanenta  on  tha 
hfvtion. 

Ike  patentee  having  mannfaetnred  the  buttons,  and  pnt  them  into  OMurket  for 
■ale  two  or  three  months  before  he  applied  for  his  patent :  ffeld,  that  the 
qaeetion  whether  the  design  was  thereby  abandoned  to  the  nee  of  thepnb- 
Ue^  wae  a  qneetion  of  faet  to  be  aettled  on  a  trial  at  law. 

The  qneitiea  of  abandonment  ii^  in  soeh  a  cai^  a  qneetion  of  intention  ea 
the  faete  proved. 

Whether  the  sale  of  the  mann/actnred  button  was  a  sale  of  the  <£Mt^  paten- 
ted, qusrs. 

Where^  ^  a  motion  for  an  injtmetion  to  reetrain  the  infringement  of  amdk 
patent^  the  novelty  of  the  invention  was  denied,  and  it  was  adaiitted  tM 
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large  quantities  of  the  buttons,  in  packages  marked  as  imparted  from  Pa- 
ris^ were  sold  bj  the  patentee  before  he  applied  for  his  patent:  Held,  that 
there  was  an  implication  against  the  patentee  as  the  original  inventor,  and 
that  an  injunction  oug^t  not  to  be  granted  till  the  plaintiff's  right  was  es- 
toblishedat  law. 

This  was  a  motion  for  a  proyisional  injimction  to  restrain 
the  defendants  from  infringing  the  plaintiff's  patent  The 
case  is  sufficiently  stated  in  the  opinion  of  the  Court. 

Sommd  Sherwood^  for  the  plaintiff. 

Ahijah  Mann^  Jr,y  for  the  defendants. 

Nelson,  J.  The  Letters  Patent  to  the  plaintiff  were  issued 
July  24th,  1847,  for  "a  new  and  ornamental  design  forfigur- 
edsUk  hdions.^  The  design  is  described  as  consisting  of  two 
distinct  elements  or  characters,  to  be  used  in  combination,  in 
order  to  insure  the  beauty  of  the  article ;  Ist.  The  configura- 
tion of  the  mould  or  block,  having  radial  indentations  there- 
on, forming  the  foundation  of  the  button;  2d.  Winding  the 
said  block  with  silk,  in  the  manner  thereafter  described.  The 
beauty  and  effect  of  the  design,  it  is  said,  depend  upon  these 
two  things,  which  together  form  the  design,  and  without  which 
it  cannot  be  produced.  Accompanying  the  patent  are  sey^ral 
drawings,  representing  wooden  moulds,  with  different  radial 
figures  cut  upon  the  faces  of  them,  and  also  others  wound  with 
silk  of  different  colors,  preseaating  samples  of  figured  buttons 
of  various  hues.  The  mode  of  securing  the  thread  with  which 
the  mould  is  woimd,  to  prevent  the  same  from  slipping,  is  par- 
ticularly described,  and  su^estions  are  made  that  the  mould 
can  be  varied  to  any  figure  desired,  and  also  that  the  silk  cov- 
ering may  be  varied  in  its  combination  of  colors.  The  pro- 
cess of  winding  the  silk  upon  the  mould  is  not  described. 
Then  follows  the  claim,  which  is,  the  radially  formed  oma- 
ments  on  the  face  of  the  mould  of  the  hvMon^  combined  toith 
the  mode  of  windi/ng  the  covering  qf  the  samCy  ^ubstanUaUjf 
<B9  9et  forth. 
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The  patent  is  granted  under  the  act  of  August  29th,  1842^ 
(5  U.  S.  Stat,  at  Lcurge^  543,  §  8,)  which  authorizes  the  grant- 
ing of  the  same  for  any  new  and  original  design  for  a  manur 
&eture,  or  any  new  and  useful  pattern,  or  any  new  and  onffr 
nal  shape  or  configuration  of  any  article  of  manu&cture,  not 
before  known  or  used  by  others.  The  invention  in  this  case 
Alls  within  the  first  clause  of  the  section,  if  within  any,  as  a 
^^new  and  original  design  for  a  manufacture" — a  design  for 
the  manu£eu5ture  of  an  ornamental  button. 

It  was  supposed  on  the  argument,  by  the  counsel  for  the 
defendants,  that  the  process  of  winding  the  mould  with  the 
•silk  thread  constituted  a  part  of  the  invention ;  and  that  if  it 
could  be  shown  that  this  was  not  new,  but  had  been  known 
and  in  public  use  before,  the  patent  was  void.  This  process  is 
not  described  in  the  specification,  and  we  are  inclined.to  think 
it  wa8  not  intended  to  be  claimed.  The  mode  of  winding 
claimed  to  be  new,  is  the  arrangement  of  the  different  colored 
threads  in  the  process,  so  as  to  produce  what  is  called  the  ra- 
dially formed  oiiiaments  on  the  face  of  the  button.  For  this 
purpose  and  to  this  extent,  the  description,  in  connection  wifli 
the  drawings,  appears  to  be  sufiSciently  fiill  and  explicit,  and 
a  person  of  ordinary  skill  in  the  art  would,  probably,  find  no 
difilculty  from  the  description  as  given,  in  working  the  silk 
ornaments  of  varied  color  and  shade,  upon  the  face  of  the 
mould. 

It  is  admitted  that  the  patentee  manufactured  these  buttons 
and  put  them  into  the  maricet  on  sale,  some  two  or  three  months 
before  he  made  application  for  his  patent,  and  it  is  hence  in- 
sisted, that  the  ^*  design"  has  been  abandoned  to  the  use  of  the 
pablic.  It  is  claimed,  however,  that  in  every  instance  of  sale, 
he  gave  notice  that  he  was  preparing  to  apply  for  a  patent, 
and  intended  to  secure  his  exclusive  right  to  the  invention. 
The  evidence  on  the  point  of  abandonment  raises  a  question 
of  hc%  which  must  be  settled  upon  the  trial  of  the  suit  at  law, 
which  is  now  pending  between  the  parties.  The  seventh  sec- 
tion of  the  act  of  March  8d,  1839,  (5  U.  8.  Stat,  at  La/rge^ 
354,)  provides  that  every  purchaser  of  a  newly  invented  mpr 
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ddnfi,  manufisusture,  or  oomposLtion  of  matter,  fitm  the  in- 
▼entor,  prior  to  his  application  for  a  pateat,  shall  be  held  to 
poeiess  the  right  to  use  the  article,  and  to  vend  it  to  others  to 
be  used,  but  that  the  patent  shall  not  be  held  to  be  in- 
valid by  reason  of  such  prior  purchase,  sale  or  use,  ex- 
cept (Ml  proof  of  abandonment  of  the  inyention  to  the  public, 
or  that  such  purchase,  sale  or  prior  use,  has  been  for  more  than 
two  jeais  prior  to  the  application.  As  the  sales  in  this  case 
were  made  but  a  short  time  before  the  application,  the  ques- 
tion will  be  upon  the  abandcmment — a  question  of  intention 
upon  the  fiicts  proved. 

There  may  be  some  doubt  whether  the  sale  of  the  manu- 
fiu^tured  button  by  the  inventor,  amounts  to  a  sale  of  the  thmg 
invented  within  the  meaning  of  this  seventh  section.  If  the 
button  be  re^irded  simply  as  a  product  of  the  invention,  it  is 
dear  that  a  Bale  of  it  would  not  be  a  sale  of  the  invention ; 
for,  a  sale  within  the  provision  must  be  a  sale  of  the  invention 
or  patented  article.  The  patent  is  not  for  the  manufiicture  of 
a  new  and  ornamental  button,  but,  for  a  new  and  omamsnttd 
design  in  the  manu&cture  of  the  article.  The  ^  design,*^ 
however,  is  worked  upon  the  &ee  of  the  button,  and  may 
therefore,  perhaps,  be  said  to  be  sold  with  it  In  this  view, 
a  sale  6f  the  button  would  be  a  sale  of  the  ^'  design,''  the  thing 
patented,  and  not  simply  of  the  product  of  the  invention. 

The  novelty  of  the  invention  is  denied  by  the  defendants, 
and  it  is  admitted  that  laige  quantities  of  the  article,  in 
packages  marked  as  imported  from  Paris,  was  sold  by  the 
patentee  before  his  application  for  the  patent,  thereby  afford- 
ing an  implication  against  him  as  the  original  inventor,  and 
in  &vor  of  the  allegation  of  the  defendants. 

Upon  the  whole,  therefore,  we  shall  withhold  an  injunction 
until  the  plaintiff's  right  shall  have  been  established  in  the 
suit  at  law. 


OCTDBSa  TBBU,  IM^  SSI 


flbeFVood  «.  IIm  0«Mr«l  Mutual  Lu.  Go. 


Ebknbeeb  B.  Shebwood 
Tbk  Gjsnsbal  Mutual  Lhbubav cb  CoicFAinr. 

A  policy  of  insarance  againrt  theperiUvf  the  mo^  oomiH*«hend0  the  damagM 

paid  by  the  insured  Teseel  to  another,  in  oonseqnence  of  a  collision  between 

thvmat  tea. 
Aad  the  underwriters  are  liable  in  soeh  oase^  even  though  the  collision  is 

prodaaed  through  negligence  and  miseondnet  on  the  part  of  the  insnred 

TcaseL 
Ue  damages  sustained  by  the  injured  Tcssel  are  the  direct  and  immediate 

consequence  of  the  collinon,  and  no  less  so  in  being  imposed  by  judgment 

of  law  on  the  insured  tcbscI,  than  if  they  had  accrued  to  her  bodily  by  the 

•ollision. 
And  the  policy  coyers  not  only  the  immediate  damages  occasioned  by  the 

eolliaion,  but  the  costs  and  expenses  incurred  in  a  suit  brought  to  reooyer 

Ihoae  damages. 
It  also  eoyers  counsel  fees,  beyond  taxable  costs,  pud  by  the  insured  yesssl 


TtM  claiffl  on  the  policy  in  such  case  is  for  indemnity,  and  the  defence  in  the 
•nit  against  the  insured  yessel  is  held  to  haye  been  for  the  benefit  of  the 


After  the  decision  in  the  case  of  The  Emily ^  {cmte^  p. 
S36,)  the  claimant  brought  an  action  in  this  Court  against 
the  insiirers  of  the  Emilj,  to  recoyer  the  amount  bo  decreed 
againet  that  yessel,  he  haying  paid  it.  The  &cts  are  stated  in 
the  opinion  of  the  Court 

FraneU  B.  OtOting,  for  tlie  phuntifil 

Theodore  Sedj^toick  and  Alexander  Hamilton^  Jr.^  for  the 
defendants. 

Bern,  J.  The  declaration  in  this  case  is  yery  special, 
aetting  forth  all  the  fiiets  up<m  which  the  action  is  grounded, 
er  which  might  probablj  be  brought  out  on  the  defence.  The 
Mg  Emily,  owned  by  the  plaintiff,  was  underwritten  by  the 
defendants,  amongst  other  risks,  against  the  perils  of  the  eea. 
Bafixre  the  termination  of  the  royage,  and  at  sea  off  the  port 
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of  New-York,  she  came  in  collision  with  the  schooner  Vii^ 
ginian,  by  which  the  latter  vessel  was  sank,  and,  with  her  cargo, 
totally  lost.  A  suit  in  rem  was  prosecuted,  in  the  District 
CSonrt  for  this  district,  by  the  owners  of  the  Virginian  against 
the  Emily,  to  recover  the  damages  sustained  by  occasion  of 
the  collision.  The  Court  held,  that  there  was  negligence  and 
misconduct  in  the  management  and  navigation  of  the  EnMly, 
and  decreed  against  her  $6,000  for  damages  sustained  by  the 
Virginian,  besides  costs  of  suit.  This  decree  was  affirmed  on 
appeal  to  the  Circuit  Court,  and  the  present  action  on  the 
policy  of  insurance  seeks  to  recover  from  the  defendants  the 
amount  so  decreed  against  the  Emily,  and  which  the  plaintiff 
avers  he  has  paid  and  satisfied. 

The  defendants  demur  to  the  first  and  second  counts  of  the 
declaration,  which  detail  these  facts,  and  the  issues  at  law 
presented  upon  the  pleadings  are:  1.  Whether  a  policy 
against  the  perils  of  the  sea  comprehends  the  damages  paid 
by  the  insured  vessel  to  another  in  consequence  of  a  collision 
between  them  at  sea ;  2.  "Whether  the  underwriters  on  such 
policy  are  liable,  when  the  collision  is  produced  through  neg- 
ligence and  misconduct  on  the  part  of  the  insured  vessel. 

These  points  have  been  argued  with  great  fulness  and  ability, 
and  with  a  critical  examination  of  the  principles  recognized 
in  the  American  and  English  courts,  and  the  maritime  codes 
of  Europe,  on  the  subject.  We  think  both  questions  are 
embraced  within  decisions  rendered  by  the  Supreme  Court, 
and  that  they  are  not  now  open  for  consideration  by  this 
Court  on  general  principles,  and  accordingly  we  shall  restrict 
the  discussion  in  this  opinion,  to  a  very  concise  statement  of 
our  views  of  the  effect  and  bearing  of  the  cases  decided  by  the 
Supreme  Court. 

In  the  first  place,  we  understand  it  to  be  explicitly  settled 
in  the  case  of  Peters  v.  The  Wanrren  Ins.  Co.  (14  Peters^  99,) 
that  a  vessel  insured  against  the  perils  of  the  sea  is  entitled  to 
be  remunerated  under  the  policy,  to  the  extent  of  the  contri- 
butions she  has  been  obliged  to  make  for  injuries  to  another 
vessel  in  consequence  of  a  collision  at  sea  between  the  two. 
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That  ifl  the  general  doctrine.  The  Court  also  determined  that 
the  policy  covered  not  only  the  immediate  damages  occasioned 
by  the  collision,  but  the  costs  and  expenses  incurred  in  enforc- 
ing the  contribution. 

That  case  disposed  of  another  point  supposed  on  the  part  of 
the  defendants  in  this  case  to  merit  gi-eat  consideration.  It 
emphatically  declared  that  the  proximate  cause  of  loss 
the  coUision^  and  not  the  adjudication  of  the  tribunal 
attaching  the  loss  to  the  insured  vessel,  or  the  lex  loci  estab- 
liahiiig  her  liability.  The  objection  raised  on  the  argument 
before  ns,  that  the  loss  was  not  within  the  perils  insured 
against,  because  it  was  imposed  upon  the  Emily  immediately 
by  the  decrees  of  the  District  and  Circuit  Courts,  condemning 
her  in  damages  and  costs,  and  that  her  exposure  to  litigation 
oonld  not,  in  the  event  of  such  litigation,  be  deemed  a  peril 
of  the  sea,  is,  therefore,  precisely  met  and  answered  by  that 
caae.  We  accordingly  regard  the  first  proposition  raised  by 
the  demurrers  as  fully  covered  by  the  decision  of  the  Supreme 
Cbnrt,  and  no  longer  a  subject  of  discussion. 

He  point,  however,  most  relied  upon  by  the  defendants  is, 
tfiat  by  the  commercial  law  of  the  United  States  and  of  the 
continental  states  of  Europe,  underwriters  on  a  marine  policy 
aie  not  liable  for  a  loss  produced  by  the  carelessness,  ignorance 
or  misconduct  of  the  assured;  and  that  the  later  English  cases 
which  have  declared  a  different  rule  are  in  opposition  to  the 
better  settled  principles  of  the  law  of  that  kingdom  also.  It 
18  conceded  that  the  case  of  JTale  v.  77ie  Washington  Ins.  Co. 
(9  &ory^  176,)  is  in  consonance  with  the  recent  decisions  in 
England,  and  applies  the  case  of  Peters  v.  77ie  Warren  Ins. 
Oo.  to  a  class  of  facts  entirely  analogous  to  those  stated  in  the 
declaration  in  this  case  and,  by  the  demurrers,  admitted  to  be 
true.  But  it  has  been  most  strenuously  insisted,  that  the  de- 
eiaion  of  the  Supreme  Court  in  no  way  sanctions  the  princi- 
ples adopted  by  Judge  Story  and  claimed  by  the  plaintiff  in 
this  suit  It  is  true  the  case  before  the  Supreme  Court  arose 
oat  of  a  collision  which  happened  through  accident  or  mutual 
Awdtb    That  ciicumstance  was  reoogniz<)d  by  the  Ebunboig 
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tribunal  aa  the  groond  for  compelling  a  mntoal  contribution 
by  the  coUlding  yessels.  But  the  jadgment  of  the  Supreme 
Oonrt  waa  in  no  respect  governed  bj  that  circnmBtanoe.  It  io 
placed  upon  a  broader  consideration ;  one  which  may  be  fidriy 
regarded  as  embracmg  every  loss  not  barratroofi.  It  adjudged 
the  damages  sustained  by  the  injured  vessel  to  be  the  direct 
and  immediate  consequence  of  the  collision,  and  no  less  so  in 
being  imposed  by  judgment  of  law  on  the  insured  vessel,  than 
if  they  had  accrued  to  her  bodily  by  the  collision. 

The  case  did  not  demand  the  judgment  of  the  CSourt  upon 
the  particular  point  here  relied  upon  by  the  defence,  and 
no  direct  opinion  was  expressed  in  respect  to  the  influence  or 
efEect  of  proving  negligent  or  blamable  conduct  in  thoee  man* 
aging  the  insured  vessel.  But  it  is  manifest  that  the  fiict,  if  it 
existed,  would  in  no  way  have  influenced  the  decision ;  be* 
cause  the  Court  express  their  dissatisfaction,  m  toto^  with  the 
decision  of  the  Queen's  Bench  in  England,  in  De  Vcuusa  t. 
Sal/oador^  (4  Add.  db  Ell.  420,)  and  a  prominent  ingredient 
in  that  case  was  one  oifavHt  on  both  sides.  The  distinctioa 
would  not  have  escaped  notice,  had  the  Supreme  CSourt  con- 
sidered the  absence  or  presence  of  negligence  or  fault  tending 
to  produce  the  loss,  as  varying  at  all  the  principle  adopted  and 
adjudged  in  the  case.  We  accordingly  think  the  spirit  of  ths 
decision  in  Peters  v.  The  Warren  Ins.  Co.  well  warranted  tha 
conclusion  drawn  from  it  and  applied  in  Hale  v.  The  WaA' 
inffton  Ine.  Co.  and  that  full  authority  is  furnished  by  tibcte 
eases  to  support  the  present  action. 

But,  furthermore,  we  regard  the  point  as  in  effect  deter- 
mined by  the  Supreme  Court,  by  repeated  decisions  antecse- 
dent  to  the  case  of  Peiere  v.  The  Warren  Ine.  Oo.  and  thaC» 
accordingly,  that  caae  prooeeded  upon  a  principle  whidi  ] 
become  the  settled  law  of  the  Court  The  rede,  after  the  i 
ample  examination  of  American  and  European  anthoritk% 
had  been  deliberately  dedared  and  established,  tiiat  uidfl^ 
writen  are  liable  for  a  loss  arising  directly  out  of  a  peril  in^ 
iwred  againat,  although  the  n^^^igence  or  miaoonduot  of  pv- 
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the  loflB.  (jHU  PakqpBoo  Ins.  Co.  y.  QnMer^  8  Pdera^  222.) 
That;  was  a  marine  policy.  The  same  doctrine  was  reiterated 
in  Columbia  Ins.  Co.  y.  iMorenoe^  (10  Peters  507,)  which  waa 
a  fire  policy  on  real  property.  The  principle  is  repeated  with 
increased  emphasis  in  Waters  v.  The  Merchants*  ZouisviUs 
Ins.  Co.  (11  Peters,  213.) 

These  principles  have  now  been  incorporated  into  the  juris* 
prudence  of  many  of  the  individual  states.  {Henderson  y. 
The  Western  Marine  and  Fire  Ins.  Co.  10  Rdb.La.R.  164; 
CopeUmd  y.  The  New  England  Marine  Ins.  Co.  2  Meto.  432 ; 
Perrin  v.  The  Protection  Ins.  Co.  11  OMo,  147.)  In  the  last 
two  cases  cited,  the  Courts  have  retracted  or  qualified  the  doo* 
trine  previously  goyerning  their  decisions,  in  order  to  conform 
to  the  judgment  of  the  Supreme  Oourt,  and  render  a  principle 
of  law  of  such  extensive  and  important  influence  uniform 
throughout  the  United  States,  corresponding  with  the  rule  now 
definitely  established  in  England.  {Busk  v.  Royal  Exohangs 
Ass.  Co.  2  Bam.  dk  Aid.  78 ;  Walker  v.  MaiUand,  5  Bam. 
it  Aid.  171;  Bishop  v.  Peniland,  7  Bam.  dk  Cress.  21»; 
Share  y.  Bentall^  Id.  798,  note  &;  Dixon  v.  Sadler^  5  Mss. 
db  W.  405,  and  same  case^  in  error^  8  Id.  895.) 

The  coimsel  lor  the  defendant  contend  that  the  prindplsi 
aettled  by  these  strong  cases,  have  relation,  at  least  in  the  Uni- 
ted States  Courts,  to  fire  policies,  and  that  pdides  coverini; 
•ea  risks  are  to  be  construed  and  enforced  on  different  eonsid- 
entioiifl.  It  is  sufBcient  to  observe  that  the  cases  in  no  in* 
atuoe  note  that  fact  as  affording  a  different  liability  or  ri^t^ 
or  calling  for  a  different  rule  of  interpretation.  On  the  con- 
tnry  it  would  seem  that  Ihe  liability  of  assurers,  notwithstand- 
ing the  loss  was  occasioned  by  the  fault  or  negligence  of  the 
Mwnradj  was  first  established  in  cases  of  sea  risks  proper,  and 
was  subsequently  applied,  because  of  its  justness  and  flie  plain 
purpose  of  the  contract,  to  fire  risks  at  sea  and  on  land. 
{CbpsiandY.TheirewEkiiasidMarimIns.Cb.iMete.M2i 
Bmsk  Y.  Ro^  Buhmfs  Am.  Oa.  i  Bam  dk  Ald.^S;  C^ 
hmMa  As.  Co.  y.  lammce^  10  P^tsrs,  507;  Waters r.  Ttis 
MmAamte  ZomsmUe  Im.  (b.  11  Peters^  S1&) 
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In  our  opinion,  it  is  now  incontroyertiblj  eetablished,  by 
the  authority  of  the  highest  couii  of  the  land,  that  the  defen- 
dants would  be  liable  under  this  policy,  on  the  facts  stated  in 
the  declaration,  for  the  damage  directly  received  by  the  Em- 
ily in  the  collision,  although  produced  by  the  negligence  or 
misconduct  of  her  crew.  It  would  be  one  of  that  class  of  losses 
which  ship  owners  would  have  most  reason  to  apprehend,  and, 
accordingly,  seek  first  to  be  guaranteed  against.  The  inatten- 
tion, carelessness  and  faults  of  mariners,  must  invariably  en- 
ter, more  or  less,  into  every  damage  and  loss  sustained  by  a 
ship  on  her  voyage.  In  the  present  case  the  blamable  ab- 
sence of  the  lookout  for  a  few  moments,  a  mistaken  mancenvre 
of  the  vessel  insured,  or  a  wrong  order  given  by  an  officer  on 
deck,  produced  the  collision,  and  was  the  cause  for  which  the 
colliding  ship  was  charged  with  the  damages  inflicted  on  an- 
other. But,  most  assuredly,  these  facts  could  not  afEect  her 
right  to  protection  by  the  underwriters  against  the  direct  in- 
jury received  by  her  also,  by  the  act  of  collision.  It  would  be 
taking  away  fi-om  a  policy  all  its  essential  properties  of  an  in- 
demnity against  perils  of  the  sea,  if  such  circumstances  con- 
nected with  a  peril,  discharged  the  assurer  firom  liability  to  the 
assured.  The  Courts,  in  the  opinions  pronounced,  have  ad- 
verted to  this  consequence  of  that  doctrine  and  strongly  repu- 
diated it.  The  primary  responsibility  of  the  under¥nriterB  for 
the  direct  injury  to  the  Emily  being  then  unquestionable,  the 
case  of  Peters  v.  The  Warren  Ins.  Co.  supplies  all  the  author- 
ity required,  for  including  within  the  indemnity,  as  part  and 
parcel  of  the  loss,  the  damages  decreed  against  the  insured 
Tessel,  and  which  she  was  compelled  to  bear  because  of  such 
collision. 

A  decree  must  accordingly  be  entered  overruling  the  de- 
murrers. 

After  this  decision  an  inquest  was  taken,  and  the  question 
arose  whether  the  defendants  were  liable  for  counsel  fees  paid 
by  the  plaintiff  to  advocates  in  the  suit  against  the  Emily, 
amounting  to  |450,  beyond  taxable  coBte.    The  defendant 
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had  notice  from  time  to  time  of  all  the  proceedings  in  that  suit 
After  its  termination  the  plaintiff,  under  the  advice  of  connsel, 
settled  the  claims  against  the  Emily  by  paying  a  sum  in  full 
satis&ctiony  each  party  paying  his  own  coats.  The  sum  paid 
was  considerably  less  than  principal  and  interest  on  the  de- 
cree. There  was  a  clause  in  the  policy  in  this  suit  as  follows: 
^*  And  in  case  of  any  loss  or  misfortune  it  shall  be  lawful  and 
necessary  to  and  for  the  assured  to  sue,  labor  and  travel  for, 
in,  and  about  the  defence,  safeguard  and  recovery  of  the  said 
vessel  or  any  part  thereof,  without  prejudice  to  this  insurance, 
to  the  charges  whereof  the  said  Insurance  Company  will  con- 
tribute, according  to  the  rate  and  quantity  of  the  sum  herein 
insured." 

Tms  CouBT  held  that  Che  case  was  one  of  indemnity,  that 
the  defence  against  the  Ubel  was  for  the  benefit  of  the  Insu- 
nmce  Company,  and  tJbat  the  counsel  fees  ought  to  be  allowed. 
1» 
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Blakchabd's  Gun-Stook  TuBNora  Faotost 
vs. 

NOBHAK  WaBNEB.* 

By  tli«  proTUO  in  §  1  of  the  aot  of  Congraw  of  Febmmry  6tli,  1839,  (6  U.  S. 
Stat,  at  Lar^e,  748,)  extending  BUnohard's  patent  for  turning  irryttlar 
formit  Oongreas  intended  to  gire  to  assignees  of  the  old  patent  an  eqnallj 
exelnsiTe  priyilege  in  the  extended  term. 

The  power  of  Congress  to  reserve  rights  and  prinleges  to  assignees^  on  ex- 
tending the  term  of  a  patent,  is  inoidental  to  the  general  power  eonfeired 
on  them  bj  the  Gonstitntion  to  seenre  to  inyentors,  for  limited  timea^  the 
exolosiye  right  to  their  discoyeriesw 

Where  aoorporation  was  ehartered  in  Massaehnaetts»  '*hj  the  name  of  'BLaa- 
chard's  gnn-stook  turning  factory*  with  all  the  powers  and  rights  yssted 
by  law  in  manufacturing  corporations*'  in  that  State :  ff^  that  the  cor- 
poration had  on  the  face  of  its  charter,  independently  of  any  act  referred 
to  therein,  power  to  purchase  Blanohard's  patent  for  tuminff  irregfdar 
forma,  and,  among  other  things,  gun-stocks,  issued  before  the  incorporation. 

By  the  common  law,  corporations  have  a  right  to  purchase  and  hold  prop- 
erty, so  &r  as  maybe  necessary  to  carry  into  execution  the  objects  of  thdr 
creation. 

Hie  substitution  of  one  mechanical  power  for  another  in  a  machine,  such  Si 
a  wheel  and  axle  for  a  screw,  does  not  constitute  an  invention. 

In  Blanchard's  machine,  whether  the  cutter  and  friction  wheels^  or  the  pat- 
tern and  rough  material,  have  the  lateral  motion,  is  immaterial,  the  rels- 
tive  dffect  of  the  parts  in  acting  on  each  other  being  the  same.  The 
change  of  motion  from  the  one  to  the  other  is  not  a  substantial  change. 


*Thif  case  was  decided  at  the  April  term^  1846^  at  New-HaTtn. 
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88V  i^ls<N  the  mode  of  throwhig  tke  maekine  oat  of  gear,  waa  no  putt  of  Blan- 

dbard'a  inTention. 
It  k  a  proper  question  lor  a  jnrj  whether  a  departure  from  the  parallelism 

of  the  axes  of  motion  of  the  cutter-wheel  and  of  the  rough  material,  as  de- 

seribed  in  Blanchard's  specification,  is  a  material  yariation  from  hia  ar^ 

raagement* 
The  act  of  18S9  extending  Blanehard's  patent  did  not  extend  the  mere  legal 

rig^t  of  the  patentee,  but  extended  his  exclusiTe  right  to  his  tnvmtum; 

and  the  specification  was  referred  to  in  the  act  only  to  identify  the  inyen- 

tion. 
The  ohjeetion,  that  the  specification  of  Blanehard's  patent  claims  that  anj 

artiele  can  be  turned  from  a  model  by  his  machine  and  made  latger  or 

smaller  than  the  model,  but  preserying  throughout  the  same  proportions^ 

and  that  the  machine  will  not  do  what  is  thus  claimed,  is  not  tenable. 
Although  it  is  claimed  in  the  specification  that  the  machine  will  turn  any 

irregular  surface  or  form  like  the  model,  and  yet  it  will  not  turn  a  squaM 

shoulder,  that  is  too  remote  and  extreme  a  defect  to  destroy  the  patent 
Ift  an  action  for  the  infringement  of  a  patent,  the  plaintiff's  expenses  and 

eounsel  fees  in  prosecuting  the  action  will  not  be  allowed  to  him  as  pari 

of  his  damages. 

This  was  an  action  on  the  case  for  the  infringement  of  Let- 
ters Patent  granted  to  Thomas  Blanchard  for  "  a  machine  for 
taming  and  catting  irr^alar  forms."  The  original  patent  was 
granted  September  6th,  1819 ;  bat,  it  being  deemed  inopera- 
tiye  by  reason  of  a  defective  specification,  a  new  patent  was 
granted  for  the  invention,  on  the  30th  of  Jannaiy,  1820,  for 
14  years  from  the  latter  day.  Afterwards,  by  an  act  of  Con- 
grefis  passed  Jane  80th,  1834,  (6  U.  S.  Stat,  at  Large^  689,) 
the  sole  right  was  granted  to  the  patentee  to  make,  use  and 
▼end  the  said  invention  for  the  term  of  14  years  fix)m  the 
ISA  of  January,  1884.  This  act  not  being  thought  to  de- 
scribe the  patent  with  sufficient  accuracy,  an  additional  act 
was  passed  on  the  6th  of  February,  1839,  (6  U.  S.  Sta/t.  at 
Lcvrge^  T48,)  as  follows : 

^An  ad  to  amende  and  carry  into  efect^  the  intention  of 
an  act  entitled  ^An  act  to  renew  the  patent  of  Thomas  JBlan- 
chard^  (ipproved  June  thirtieth^  eighteen  hnmd/red  amd  thirfy- 
four. 

^Be  it  enacted  hy  the  Senateand  JTouee of  JSepreeentativei 
€fthe  muted  States  of  America  in  Congress  assenMed^Th2X 
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the  rights  secured  to  Thomafi  Blanchord,  a  citizen  of  the  Uni- 
ted States,  by  letters  patent  granted  on  the  sixth  of  Septem- 
ber, eighteen  hundred  and  nineteen,  and  afterwards  on  a 
corrected  specification  on  the  twentieth  day  of  January,  anno 
Domini  eighteen  hundred  and  twenty,  be  granted  to  the  said 
Blanchard,  his  heirs  and  assigns,  for  the  further  tcfrm  of  four- 
teen years  from  the  twentieth  of  January,  eighteen  hundred 
and  thirty-four,  said  invention  so  secured  being  described  in 
said  last-mentioned  letters  as  an  engine  for  turning  or  cutting 
inr^ular  forms  out  of  wood,  iron,  brass,  <Mr  other  material 
which  can  be  cut  by  ordinary  tools :  Provided,  that  all  rights 
and  privileges  heretofore  sold  or  granted  by  said  patentee,  to 
make,  construct,  use  or  vend  the  said  invention,  and  not  for- 
feited by  the  purchasers  or  grantees,  shall  enure  to  and  be  en- 
joyed by  such  purchasers  or  grantees  respectively,  as  fully  and 
upon  the  same  conditions  during  the  period  hereby  granted, 
as  ^for  the  term  that  did  exist  when  such  sale  or  grant  was 
made. 

^^  Sec.  2.  Andie  it  further  enacted^  That  any  person  who 
had,  bona  fide,  erected  or  constructed  any  manufactnro  or 
machine  for  the  purpose  of  putting  said  invention  into  use,  in 
any  of  its  modifications,  or  was  so  erecting  or  constructing  any 
manufacture  or  machine  for  the  purpose  aforesaid,  between 
the  period  of  the  expiration  of  the  patent  heretofore  granted 
and  the  thirtieth  day  of  June,  one  thousand  eight  hundred  and 
liiirty-four,  shall  have  and  enjoy  the  right  of  using  said  inven- 
tion in  any  such  manufacture  or  machine  erected  or  erecting 
as  aforesaid,  in  all  respects  as  though  this  act  had  not  passed ; 
Provided,  that  no  persim  shall  be  entitled  to  the  ri^t  and 
privilege  by  this  section  granted,  who  has  infiringed  the  patent 
right  and  privilege  heretofore  granted,  by  actually  using  or 
vending  said  machine,  before  the  expiration  of  said  putent, 
without  grant  or  license  &Gm  said  patentee^  or  hk  assifpeeBi 
to  use  and  vend  the  same." 

At  the  trial,  at  New-Haven,  in  April,  1845,  before  Mr.  Juir 
tios  Nklson,  the  plaintifis  gave  in  evidence  the  patent  of  Jan- 
iiai7  aotJ^  1820^  and  the  ape^fieaJioii  annezod  to  it;,  also  an 
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act  of  the  Legislature  of  Mafisachusetts,  passed  February  2lBt, 
1820,  inoorporating  the  plamti£&  by  the  name  of  ^^Blanchard^ 
gon-etock  turning  factory ;"  also  an  assignment  from  Blan- 
chard  to  the  plaintifis,  dated  June  29th,  1820,  under  seal,  of 
all  his  right  to  the  invention  covered  by  the  patent,  under  the 
said  patent  and  any  other  patent  issued  or  to  be  issued  for  the 
same  invention,  with  all  the  rights  he  might  have  enjoyed,  if 
the  assignment  had  not  been  made,  which  assignment  was  re- 
corded in  the  Patent  Office  October  29th,  1840;  and  the  said 
act  of  the  6th  of  February,  1839.  The  plaintiff  offered  no 
otha*  proof  of  their  power  as  a  coloration,  or  of  any  assign- 
ment to  them  from  Blanchard. 

The  defendant  gave  in  evidence  a  copy  of  the  original  pa- 
tent granted  to  Blanchard,  September  6th,  1819,  and  it  was 
admitted  that  when  the  patent  of  January  20th,  1820,  was  is- 
sued, the  prior  patent  was  not  given  up  or  cancelled,  nor  was 
any  entry  made  in  any  public  office  or  elsewhere  purporting 
to  cancel  it,  and  that  it  had  always  remained  uncancelled. 
The  defendant  also  offered  evidence  for  the  purpose  of  showing 
that  Blanchard^s  machine  would  not  perform  sundry  impor- 
tant fimctions  claimed  for  it  in  the  specification^ — as  that  it 


*  Hm  speoifiotttioii  was  as  follows: 

**Tam  8ciiedul«  r^eired  to  in  these  Letters  Patent^  and  makiDg  part  o#  tbe 
—mo,  eontainiiig  a  deseription,  in  the  words  of  the  said  Thomas  lilanchard 
faimsell^  of  his  improvement,  being  an  engine  for  turning  or  cutting  irregular 
invM  out  of  wood,  iron,  brass,  or  other  material  or  suUtance,  wmch  can  be 
««t  br  ordiaary  tools,  called  Blanchard's  Self-Directing  Machine. 

**¥imit, — ^Xho  said  machine  oonsists  of  a  wooden  frame,  and  of  divers  parts 
«oiifltm«ted  in  hnm  and  iron,  with  bands  to  propagate  the  motion  from  the 
power  which  puts  the  machine  in  operation  to  its  several  parts. 

'^Tho  wooden  frame  consists  of  the  different  parts  connected  together,  as 
in  the  drawing  annexed  to,  and  making  part  off  this  specification,  marked 
%  1  and  fig.  2. 

**  Hie  parts  marked  in  both,  figure  1  and  figure  2,  A  A,  compose  the  frama, 
which  is  about  four  feet  and  a  half  lone,  and  about  three  feet  wide.  This  is 
•opported  on  four  legs,  marked  a  a,  which  are  about  three  feet  high .  The 
•Undards,  marked  1 1,  support  the  cap-piece,  marked  J,  in  fig.  1 .  To  these 
are  attaehed  two  arms,  K.  hg.  1.  The  standards  are  about  three  feet  high, 
and  the  cap-piece  about  four  feet  and  a  half  long.  The  legs,  frame,  stand- 
ard^ cap-piece  and  arms,  should  be  of  sufficient  thickneps  and  eubetanee  to 
gltve  solidity  to  the  machine  when  in  operation ;  the  parts  composing  these 
mrtg  in  the  original  machine,  of  which  the  drawings  are  an  exact  oopj,  from 
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would  not  tnm  bodies  of  a  different  »ize  £rom  the  modd  but 
preeerving  the  same  proportionB,  and  that  it  would  not  cut 
square  shoulders  in  the  material  operated  on.  The  def<^daut 
also  offered  evidence  to  show,  that  allowing  Blanchard's  patent 
to  be  for  a  combination,  there  were  snndry  parts  of  the  com- 


Mz  to  eight  inches  square.  The  amw  are  about  eight  inches  long,  and  about 
six  inches  thick  or  square. 

**The  hanging  lathe,  H  H  H,  in  figure  1,  is  construeted  of  iron  in  the 
origiDal ;  it  is  east  in  one  piece.  It  hangs  on  the  arms,  and  swings  freely  on 
the  iron  pivots  which  pass  through  holes  in  the  upper  ends  of  the  said  lath^ 
and  are  nrmlj  attached  to  the  arms  K  K,  as  repreeented  in  figure  1,  so  that 
the  hanging  and  swinging  lathe  may  swing  freely ;  and  as  the  cutter,  marked 
E;  and  the  friction  wheel,  F,  are  placed  under  the  cap-piece  to  which  the 
lathe  ia  attached,  the  pattern,  T,  which  is  adjusted,  in  the  swinging^  lath^ 
bears  constantly  against  the  friction  wheel,  F.  This  swinging  latbe  is  diTi- 
ded  into  two  equal  parts  by  the  cross-piece,  O.  In  this  cross-meee  is  formed 
a  box  to  receiye  the  round  part  of  the  spindle  or  arbor,  whicn  sustains  the 
pattern,  T.  This  spindle  is  supported  at  the  heel  end  of  the  pattern  in  an- 
other box  formed  in  the  lathe,  so  that  the  patten^  whan  the  spindle  or  v^ 
passes  through  it,  may  turn  freely  upon  the  ends  of  the  arbor,  which  are  ad- 
justed like  gudgeons  to  said  boxes.  This  spindle^  eonnsting  of  one  piee^ 
passes  through  the  pattern;  but  it  is  auite  obvious  that  two  gudgeons,  hav- 
ing  two  sharp  points  at  their  inner  ends,  which  may  penetrate  or  be  driven 
into  the  substance  of  the  pattern,  may  answer  in  some  eases  as  well  as  a 
spindle.  On  the  end  of  the  arbor  of  the  pattern,  where  it  passes  through  the 
box  in  the  cross-piece,  0,  and  comes  into  the  division  occupied  by  the  rough 
material,  U,  is  attached  a  dog,  a  piece  of  iron  having  a  hole  through  whi A 
the  end  of  the  arbor  passes,  and  two  sharp  points,  which  penetrate  the  mt^ 
stance  of  the  material  to  be  wrought  at  one  end  thereof^  wnile  the  other  end 
of  the  rough  material  is  supported  by  a  centre  screw,  marked  b^  and  used  m 
the  common  mode  of  adjusting  a  rough  materiid  in  a  common  lathe,  which 
screw  has  a  square  head  to  adjust  the  rough  material,  so  that  it  may  be  finn 
in  its  place;  while  by  its  strong  connection  with  the  pattern  through  or  by 
the  dog,  driven  in  as  aforesaid,  it  is  made  to  turn  witn,  and  upon  the  sama 
axis  as  the  pattern. 

"The  sliding  carriage  COO,  supports  the  friotion  wheel  and  the  cutter, 
and  by  its  honsontal  motion,  brings  these  successively  in  contact  with  «v«f7 
part  of  the  superficies  of  the  pattern  and  rough  material  respectiveljr ;  j  j^ 
are  bars  secured  to  the  frame,  with  smooth  upper  surfaces,  upon  which  m 
sliding  carriage  moves.  The  sliding  carriage  consists  of  five  bars  joined  firmly 
in  a  frame,  which,  as  represented  in  the  drawing;  fig.  2,  is  about  two  feet 
and  a  half  long,  and  two  feet  wide^ 

**  Upon  the  three  cross-bars  are  fixed  three  poppets,  which  are  of  suflicisiit 
heiffht  to  sustain  the  friction  wheel  and  cutters,  so  that  they  may  turn  frea 
of  Vie  sliding  carriage,  and  of  sufficient  strength  to  preserve  them  steady  in 
operation.  In  the  centre  poppet  is  a  hole  to  receive  a  double  centre,  whi^ 
is  kept  in  place  by  a  regulating  or  contrary  screw  entering  the  top,  the  oeo- 
tre  poppet  at  D,  ^a,  2.  In  the  boxes  of  the  outside  poppet^  are  centre 
screws^  Between  this  centre  poppet  and  the  outside  popp«ts,  and  upon  the 
centres  aforesaid,  are  adjusted  the  friction  wheel  and  the  cutter — the  former 
against  the  division  of  the  hanging  lathe  containing  the  pattern;  the  latter 
against  the  division  containing  the  rough  materiaL  The  nriction  wheel  tvms 
freely  on  the  oentre  screwy  and  takes  its  motion  from  the  pattern  as  the 
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hiiiatioii  important  in  themselyes,  and  others  made  essential 
bj  the  specification,  which  were  not  nsed  by  the  defendant; 
that  the  lateral  motion  in  Blanchard's  machine  was  produced 
b J  a  screw,  and  in  the  defendant's  machine  bj  a  wheel  and 
axle ;  that  in  the  defendant's  machine,  three  motions,  namel  j, 


p«tt«ni  Utn»,  Hie  cnttsr  wheel  ie  adjusted  in  like  mumer,  and  it  is  oM- 
one  their  centre  of  motion  it  .exactly  the  same.  To  the  side  of  the  eatter 
wheel  ftre  firmly  attached  by  screws  seyeral  catters  of  a  peculiar  shape,  each 
being  bent  into  a  semi-circular  form.  These  cutters  are  bo  attached,  that 
the  earre  they  or  any  one  of  them  describes  in  motion,  is  precisely  the  same 
as  the  periphery  of  tne  friction  wheel. 

"In  fig:  2,  is  represented  the  feeding  screw,  p  p,  which  is  a  male  screw, 
•astained  at  one  end  by  the  centre  screw,  marked  h,  passing  through  the 
wooden  frame  at  the  other  end,  by  a  box,  in  which  it  revolyes  freefj ;  on 
the  one  end  is  a  pulley  or  band  wheel,  seen  at  Q.  A  female  screw  is  formed 
in  the  inside  of  holdfast,  g,  and  which  opens  like  pincers^  to  be  applied  to  the 
feeding  serew,  and  its  handles  being  secured  by  a  slipping  ring;  it  lays  against 
the  inner  side  of  one  of  the  cross  bars  of  the  sliding  carriage,  and  thus  gives 
motion  to  this  sliding  carriage  as  the  nu&le  screw  is  turned  round.  The  hold* 
Cast,  in  form  of  pincers,  may  be  removed  at  pleasure.  In  both  figures  the 
dmai,  B^  is  represented.  About  this  a  leather  band,  R,  is  passM,  which 
naasnt  over  the  pulley,  G,  on  the  cutter  wheel  arbor,  lliis  drum  is  turned 
hj  «  .  .  .  .  oran^  W,  as  represented  in  both  figures,  but  may  be  turned  by 
any  power  applied  in  common  modes.  The  drum  is  two  feet  long,  and  two 
feet  in  diameter ;  and  the  band  R,  which  passes  round  it,  puts  in  motion  the 
pidlej,  G,  which  is  six  inches  in  diameter,  and  thus  drives  the  cutter  wheel 
with  great  veloeity.  On  the  arbor  of  the  drum  near  the  crank,  is  a  driving 
polley,  of  one  and  a  half  inch  in  diameter,  about  which  passes  a  band,  that 
pMsea  over  and  pats  in  motion  the  pulley,  of  ten  inches  in  diameter,  whieh 
IS  ftttaehed  to  the  feeding  screw,  as  to  an  axis,  and  puts  this  in  motion, 
whereby,  as  above  is  mentioned,  the  holdfast  female  screw,  by  pressing 
against  the  side  of  the  cross-bar  of  the  sliding  carriage,  draws  or  moves  the 
ah^ng  earriaffe  from  left  to  right. 

**  On  the  arbor  of  the  drum,  at  the  end  ftirthest  from  the  crank,  is  another 
driving  pulley,  about  which  passes  a  band,  which  goes  round  a  pulley 
attaehed  to  the  back  leg  of  the  irame,  and  then  over  a  pullej  eight  inches  in 
diameter,  wUch  is  attached  to  the  standard,  L^  whose  axis  is  a  small  pulley, 
a,  of  thfee  inches  diameter :  from  this  a  band  passes  to  a  pulley  eight  inches 
in  diameter,  attached  to  the  arbor  or  spindle  of  the  pattern  and  rough  ma- 
terial. 

**Thii%  when  the  drum  is  put  in  motion,  the  band  which  passes  about  it» 
pats  in  rapid  motion  the  cutter  wheel,  while  the  band  which  i>as8es  from  one 
af  its  little  pulleys  to  the  feeding  screw  pulley,  puts  this  in  motion,  and 
gives  laotion  to  the  sliding  carriage  from  left  to  right*  and  the  other  pulley 
aa  the  drum  axis  puts  in  slow  movement  the  pattern  wheel  and  rough  mate- 
rial in  a  direction  oppoeite  to  that  of  the  cutter.  The  friction  of  the  p»attern 
—  - — A  ^  friction  wheel,  by  the  bearing  of  the  hanging  lathe  against  it, 


puta  this  in  rotation  at  the  same  time  that  this  prevents  the  swinging  lathe 
mm  bringing  the  axis  of  the  rough  material  in  the  smallest  degree  nearer  to 
the  cutters  tiban  is  the  axis  of  the  pattern  from  time  to  time  to  the  periphery 
af  the  friction  wheel. 

**  The  consequence  d  which  movement  is,  that  the  cutter  chi[>s  away  aU 
tba  Mibsiaaee  of  the  rough  material,  which  is  further  (t<m  its  axis  than  the 
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the  roteiy,  the  vibratorj  and  the  lateral  or  longitadinal  were 
given  to  the  pattern  and  the  rough  material,  all  which  three 
motiona  were  applied  to  the  frame,  while  in  Blanchard's  the 
outter-wheel  and  the  fiiction-wheel,  and  not  the  pattern  and 
xoag^  material  in  the  frame,  had  the  lateral  motion ;  that  the 


MrfkM  of  tiic  pattern  if  further  from  the  axb  of  the  pattern,  and  of  eonne 
forms  from  the  roogh  material  an  exact  reeemhlanoe  of  the  model. 

^'Sboovdlt. — ^The  said  Thomas  Blanchard  explains  the  principle  or  chaT- 
aeter  of  his  machine  or  engine,  which,  in  the  language  of  the  Patent  Iaw, 
4iifcingaishes  it  from  all  others  known  or  nsed  before. 

"  It  is  this.  Out  of  the  rou^h  material  placed  in  the  engine,  there  may  be 
tamed  or  formed  at  one  continued  operation,  by  the  mcNse  of  operation  in 
this  second  article  explained,  an  exact  resemblance  in  all  respects  of  a  model 
to  be  imitated ;  also  a  resemblance  in  rererse,  as  for  example,  a  right  foot 
ahoe  last,  after  a  left  foot  shoe  last,  as  the  model,  or  rice  Tcrsa ;  and  tms^  how- 
aver  ooncaye,  plain,  conTcx,  angular  or  irregular  may  be  the  surface  of  the 
model,  if  the  said  surface  be  nevertheless  such  that  eyery  the  minutest  por- 
tion thereof  that  is  to  be  imitated  by  cutting,  can  be  brought  into  ciose 
oontaet  with  the  extreme  edge  of  a  circular  plate,  haying  its  semi-diameter 
•qual  to  the  distance  between  the  cutting  edge  of  the  cutters  used  in  opera- 
tion, and  the  centre  of  motion  of  said  cutters^  and  its  periphery  of  the  same 
Ibrm  and  dimensions  as  the  outer  side  of  the  cutting  edge  of  the  cntten^  the 
aaid  plate  being  held  vertically  at  right  angles  to  the  axis  of  motion  in  the 
modd  when  placed  in  the  engine,  and  Uie  model  being  turned  roond 
•gainst  it. 

"Alaoi  a  resemblance  in  form  preserving  the  correspondent  proportioos 
with,  but  differing  in  dimensions  from,  the  model,  eitner  larger  or  smaller 
than  the  model,  and  this  too,  however  concave,  plain,  convex,  angular  or 
im^f^ar  the  surface  of  the  model  may  be,  if  the  surface  of  the  model  oe,  nev- 
•rthelesa^  such  that  every  the  minutest  portion  of  the  said  surface  can  be 
brought  in  close  contact  with  the  extreme  edge  of  a  circular  plate;  haying 
the  form  of  the  edge  thereof  correspondent  to  the  form  of  the  outer  aide  of 
the  cutting  edge  of  the  cutters,  but  the  size  or  width  of  said  edge  tmaUsr 
than  the  width  of  the  outer  side  of  the  cutting  edges  of  the  largest  cutter 
which  can  be  used,  in  order  to  cut  the  excavations  in  the  form,  and  having  a 
diameter  less  than  the  distance  between  the  cutting  edges  and  the  centre 
of  motion  of  the  cutters,  if  the  model  be  smaller  than  the  form  to  be  turned. 
But  if  the  model  be  larger  than  the  form  to  be  turned,  then  the  sixe  or  width 
of  the  edge  of  the  circular  plate  must  be  lar^r  than  the  outer  side  of  the 
cutting  edges  of  the  largest  cutter  to  be  used,  in  order  to  cut  the  excavations 
in  the  form,  and  the  semi-diameter  of  the  plate  greater  than  the  distance  be- 
tween the  centre  of  motion  of  the  said  cutters,  and  the  said  outer  side  of  the 
eatting  edges  of  the  said  cutters.  The  said  circular  plate,  in  all  cases,  bear- 
ing always  the  same  proportion  to  the  cutter,  in  respect  to  its  diameter,  that 
the  diameter  of  the  model  bears  to  the  diameter  of  the  form  to  bo  turned; 
and  in  respect  to  the  breadth  of  its  edges,  the  same  proportion  to  the  breadth 
of  the  cutters^  that  the  narrowest  transverse  excavation  in  the  model  bean 
to  the  same  excavation  in  the  form  to  be  turned. 

"  Having  thus  far  explained  the  principle  of  the  machine,  in  relation  to  its 
|»roduot^  tne  said  Blanchard  explains  the  mode  of  operation  peculiar  to  hi» 
machine,  whereby  these  products  are  obtained. 

'*The  rough  material  must  be  so  placed  in  the  machine,  with  respect  to  tho 
aattar  wheoi,  that  the  axis  of  motion  of  the  rough  matetial  and  the  axii  of 
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two  machines  were  thrown  out  of  gear  in  a  manner  and  by  a 
process  essentially  different ;  that  in  the  defendant's  machine 
the  axes  of  motion  of  the  catter-wheel  and  of  the  raw  material 
were  not  parallel,  and  his  machine  wonld  not  work  if  they 
were,  whereas  by  Blanohard's  specification  it  was  essential  they 


tlM  entter  wheel  ehall  alwaji^  throngliout  the  operatioii,  be  exsotly  parallel, 
fieaee  the  movement  of  the  rou^  material,  and  the  movement  of  the  eutter 
wheel,  miiet  be  in  opponte  or  the  same  direction,  the  movement  of  the  eutter 
wheel  being  greatly  the  faster.  Either  the  cutter  wheel  or  the  rough  mate- 
rial  most  have  a  slow,  gradual  movement  at  right  angles  to  the  movement  of 
the  cotter  wheel  and  rough  material.  By  these  co-operating  movements,  it 
is  plaia,  the  cutters  are  made  to  pass  over  the  whole  surface  of  the .  rou^h 
■saterial,  cutting  away  from  it  every  the  smallest  Dortion  that  comes  within 
reach  of  the  cutters^  provided  the  rotary  motion  of  the  rough  material  and 
the^  motion  at  right  angles  aforesaid  be  so  timed,  that  the  rough  material 
pevoli 


kes  one  complete  revolution  at  least  while  the  cutter  or  the  rough  mate- 
rial by  the  motion  at  right  angles  aforesaid  is  carried  in  the  direction  par- 
allel with  the  axis  of  the  rough  material  only  the  breadth,  or  a  little  less 
than  the  breadth,  of  that  part  of  the  cutting  edges  of  the  cutters,  which  cuts 
the  laet  chip  from  the  roach  material  in  the  process  of  cutting. 

"Having  thus  described  the  mode  of  operation  by  which  the  cutters  are 
BMde  to  pass  over  the  whole  turfaee  of  the  roush  material,  the  said  Blan- 
abard  explains  the  mode  of  operation  whereby  the  cutters  are  made  to  cut 
away,  from  the  rough  material,  all  that  nart  thereof  which  must  be  remo- 
Ted,  in  order  to  leave  the  form  of  the  ditterent  resemblances  of  the  model, 
Mentioned  in  the  former  part  of  this  article  as  the  product  of  his  said  engine. 

**  And  first»  with  respect  to  the  resemblance,  which  is  in  exact  imitation  of 
tlie  model  in  all  respeeta.  In  this  case,  the  axis  of  motion  in  the  rough  ma- 
iarial  must  be  kept  up  from  time  to  time,  throoghoilt  the  operation,  at  the 
same  distance  from  the  cutting  edge  of  the  cutters  as  the  axM  of  the  model 
is  from  the  edce  of  the  friction  wheel,  or  friction  point.  To  this  end,  the  axis 
«f  eaah  mutt  be  so  connected  with  each  other  directly,  as  in  the  drawing  an- 
nasad;  or  indirectly,  by  placing  one  above  another,  or  otherwise,  in  such  a 
manner  that  as  the  prominent  parts  of  the  model  revolve  against  the  friotion 
wheel,  or  friction  point,  and  the  axis  of  the  model  is  thereby  made  to  recede 
fr«m  the  said  friction  point  or  wheel,  the  axis  of  the  routi^h  material  is  also 
thereby  made  to  recede  precisely  as  much  from  the  cutting  ed^es  of  the  cut- 
ters^ and  so  as  the  less  prominent  parts  revolve  against  the  fnetion  point  or 
wheel,  the  axis  of  the  rough  material  is  therebv  precisely  as  much  approxi- 
mated to  the  cutting  edges  of  the  cutters ;  and  thereby  all  that  portion  of 
the  rough  material  which  lies  more  distant  from  the  axis  of  its  own  motion 
than  the  surface  of  the  model  in  correspondent  parts  is  distant  from  the  axis 
of  motion  in  the  model,  ia  wholly  removed,  and  thus  is  left,  out  of  the 
nmgh  material,  an  exact  resemblance  of  the  model  in  all  respectsw 

'*And  in  the  second  place,  with  respect  to  the  resemblance  in  reverse^ 
tba  position  of  the  model  and  of  the  rough  material  of  the  cutter  wheel,  and 
the  friction  point  or  friction  wheel,  with  respect  to  each  other,  and  their  ser- 
aral  and  co-operating  movements^  are  the  same  as  last  above  described,  ex- 
aapt  that  the  movement  of  the  rough  material,  or  of  the  eutter  wheel  at  right 
aggies  to  their  movement  on  their  own  axis,  as  above  described,  is  different. 
In  the  case  where  the  resemblance  produced  is  the  same  iu  all  reftpeets,  the 
roqgh  material  may  have  the  same  lateral  or  right. angle  movement,  in  re- 
spect to  the  entten^  at  the  model  has  in  raspeet  to  the  frietion  point  «r 
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ahotild  be  parallel^  and  they  were  in  fiftct  bo  in  his  machine  as 
made ;  and  that  in  the  defendant's  machine  the  form  of  the 
periphery  of  the  friction-wheel  was  eesentiallj  different  from 
the  form  of  the  periphery  of  the  cntter-wheei  as  descri- 
bed by  the  revolntion  of  the  cutten,  whereas  by  Blanchard's 


wheeL  Bat  where  the  resemblanee  is  in  reverse,  as  in  the  instanee  of  ma- 
king a  right  shoe  last  after  a  left  shoe  last  as  the  model,  it  is  necessary  thai 
the  eutters  should  'pasa  over  the  rough  material  by  a  lateral  or  ri^^t  ang^e 
moTement  contrary  to  that  by  which  the  model  passes  over  the  friction  wheel 
or  friction  point. 

"And  in  the  third  place  when  the  resemblance  in  form,  bot  longer  than 
the  model,  as  above  mentioned,  is  to  be  turned  or  wrouf^ht,  the  movement  of 
the  rough  material,  or  of  the  cutters  at  right  angles  with  their  own  motion 
on  their  own  axis,  must  be  faster  than  the  same  movement  of  the  model,  or 
of  the  friction  wheel  or  friction  point  But  if  the  imitation  is  to  be  shorter, 
then  the  movement  of  the  roneh  matorial,  or  of  the  cuttors  at  right  angles 
with  their  own  motion  on  their  own  axis,  must  be  slower  than  the  same 
movement  of  the  model,  or  the  friction  wheel  or  friction  point  The  veloci- 
ty of  this  lateral  or  right  angle  movement  aforesaid,  of  tno  rough  materia), 
in  respect  to  the  cutters,  or  of  the  cutter  in  respect  to  the  rough  material, 
must  Dear  the  same  proportion  to  the  lateral  or  right  angle  movement  afore- 
said of  the  model,  in  respect  to  the  friction  wheel  or  friction  point,  that  the 
form  intended  to  be  proauced  or  wrought  will  bear  to  the  moael  to  be  imita- 
ted. As  for  example,  if  the  imitation  is  to  be  twice  as  long  as  the  length  of 
the  model  in  the  direction  of  the  axis,  the  lateral  or  rieht  an^le  movement 
aforesaid  of  the  rough  material,  or  of  the  cutters,  must  be  precisely  twice  as 
fast  as  the  same  movement  of  the  friction  wheel  or  point,  or  of  the  modeL  ^ 

"Having  thus  shown  how  the  form  to  be  prodnced  may  be  increased  or  di- 
minished in  the  direction  parallel  with  its  axis,  the  said  Blanchard  explains 
how  the  form  may  be  increased  or  diminished  in  respect  to  its  diameter  or 
dimensions  transverse  to  the  axis. 

"  If  the  form  is  to  be  of  greater  transverse  dimensions  than  the  model,  the 
axis  of  the  rough  material  must  be  placed,  and  kept  throughout  the  opmr 
tion,  at  a  greater  distance  from  the  catting  edges  of  the  cuttors  than  the  axis 
of  the  model  is  di^nnt  from  the  friction  wheel  or  friction  point 

"But  if  the  form  is  to  be  of  leas  transverse  dimension  than  the  model,  then 
the  axis  of  the  rough  matorial  must  be  placed,  and  hept  throughout  the  op- 
eration, at  less  distance  from  the  cutting  edses  of  the  cuttors  tlmn  ia  the  dis^ 
tanoe  of  the  axis  of  the  model  from  uie  friction  wheel  or  friction  point 
throughout  the  operation. 

"Moreover,  the  distance  between  the  axis  of  the  rough  matorial  fr^m  the 
cutting  edg^  of  the  cutters,  must  bear  the  same  proportion  to  the  dis- 
tance of  the  axis  of  the  model  from  the  friction  wheel  or  friction  point 
that  the  form  to  be  produced  bears  to  the  model — greater  if  the  form  to  be 
produced  is  greater,  and  less  if  the  form  to  be  produced  is  less. 

"Thus,  if  it  be  proposed  to  produce  a  form  of  twice  the  diameter,  or  traaa- 
Terse  dimensions  of  the  model,  the  axis  of  the  rough  material  must  be  plaoed 
at  twice  the  distance  from  the  cutting  edges  of  the  cutters  that  the  axis  of 
the  model  is  throughout  the  operation  from  the  friction  wheel  or  frietion 
point;  and  this  proportionate  distance  must  be  preserved  throughout  the 
whole  operation :  wnence  it  is  plain  that  a  form  of  twice  the  diameter  will 
be  produced,  and  so  vice  versa.  It  must,  however,  be  carefully  remembo^ 
and  observed,  that»  in  turning  larger  or  smaller  form%  the  frietion  wheel  or 
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qiedfication  it  was  made  essential  that  the  form  of  the  two 
wheels  should  be  the  same. 

The  defendant  requested  the  Court  to  decide  as  matter  of  law 
and  to  instruct  the  jury,  that  the  plaintiff  had  shown  no  right, 
as  a  corporation,  to  purchase,  receive  and  hold  the  patent ; 


frietioQ  point  must,  in  all  cases  where  there  are  small  ezeayations^  concaTitiefl^ 
or  channels  in  the  model,  bear  the  same  relation  to  the  largest  cntter  that 
can  be  nsed  to  cut  the  excaYations»  conoayities  and  channels  in  the  form,  in 
respect  to  its  semi-diameter,  and  the  form  and  size  of  the  edge  of  the  periph- 
ery, that  the  model  does  to  the  form  intended  to  be  produced. 

*'Itn8  thus  by  accelerating  the  lateral  moyement  of  the  cutters  or  rou^h 
material,  and  by  increasing  the  distance  of  the  axis  of  the  rough  material 
from  the  cutters,  and  by  apportioning  the  friction  wheel  or  point  to  the  lar- 
gest cntter  that  can  be  ummi  in  manner  aforesaid,  that  the  machine  produces 
a  Ibrm  larsrer  than  the  model ;  and  by  retarding  the  lateral  morement  afore- 
said, and  aiminishing  the  distance  of  the  axis  of  the  rough  material  from  the 
eoUen^  and  adjusting  the  proportion  of  the  friction  wheel  and  cutters  as  afore- 
said, that  a  form  smaller  tnan  the  model  will  be  produced. 

"  In  conclusion  of  this  article,  the  said  Blanchard  declares,  that  as  to  the 
mechanical  powers  by  which  the  moTcments  aforesaid  are  obtained,  he  claims 
Bone  of  them  as  his  invention ;  these  movements  may  be  effected  by  applica- 
tion of  various  powers  indifferently;  neither  does  he  claim  as  his  invention 
the  eutter  wheel,  or  cutters,  or  friction  wheel  as  such,  nor  the  use  of  a  model 
(ogoide  the  cutting  instrument,  as  his  invention  :  all  these  are  common  prop- 
erty, and  have  been  so  for  years ;  but  he  claims  as  his  invention  the  method 
or  mode  of  operation  in  the  abstract  explained  in  this  second  article,  where- 
by the  infinite  variety  of  forms  described  in  general  terms  in  this  article  may 
M  turned  or  wrought. 

"TannLY.  The  said  Blanchard  explains  and  describes  the  several  modes 
in  which  he  has  contemplated  the  application  of  the  principle  of  his  discov- 
ety,  invention,  or  machme. 

*'  This  is  susceptible  of  many  different  modes  of  application,  by  placing 
•oma  or  all  of  its  different  parts  in  different  positions,  and  by  augmenting 
the  number  of  them ;  also^  by  mating  some  or  all  of  its  parts  of  different 
fivma  or  dimensions. 

**F%raL  In  order  to  turn  a  right  last  from  a  left  last,  or  vice  versa,  there 
may  be  two  sliding  carriage  each  having  two  poppets,  the  poppets  of  the 
one  supporting  the  friction  wheel,  and  the  poppets  of  the  other  supporting 
the  cutter  wheel  These  sliding  carriaffcs  will  be  made  to  move  rrom  the 
ends  of  the  wooden  frame  towards  each  other,  by  means  of  the  male  screw 
and  two  hold£sstSb  The  thread  of  one-half  the  screw,  say  the  half  in  front 
of  the  cutter  wheel,  running  in  the  usual  direction,  that  of  the  other,  in  a 
eoBtrary  direction,  about  the  screw  axis.  Ihe  holdfast  of  the  cutter  wheel 
eliding  carnage  being  placed  and  operating  as  above  described,  the  holdfast 
of  the  friction  wheel  sliding  carriage  is  placed  against  the  inner  side  of  the 
bar  of  this  carriage  nearest  to  the  cutter  wheel  carriage,  and  operates  in  re- 
▼arae,  thus  making  the  sliding  carriages  approach  towards  each  other,  and 
thereby  the  whole  machine  being  put  in  operation,  the  rouffh  material  is 
formed  into  a  right  last»  if  the  model  be  a  left  last,  and  into  a  left  last  if  the 
■Bodel  be  a  right  last  A  new  last  bein^  thus  formed,  this  may  stand  in  the 
•winging  lathe  as  a  model,  and  by  shifting  the  cutter  wheel  and  the  friction 
wheel,  and  placing  the  rough  material  in  the  place  of  the  former  model,  an- 
'  last  wiU  be  lonned  exactly  like  the  former  model ;  and  by  this  altem* 
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liiat  under  the  act  of  Congress  and  the  assignment  from  Blan- 
chard  to  the  plaintifis,  they  took  no  snch  legal  right  as  would 
enable  them  to  prosecute  the  action  in  their  own  name;  that 
if  Congress  had  a  right,  after  the  expiration  of  the  patent,  to 
grant  an  exclnsive  right  for  a  farther  term  to  the  original  pa- 


•iion  the  operation  may  saceeasively  form  a  right  from  a  left  last^  and  then  a 
left  from  a  right  and  right  from  a  left  last  indefinitely.  Instead  of  a  rerene 
•ore-w  and  two  holdfasts,  two  racks  and  two  pinions  may  be  adjusted,  and  so 
instead  of  a  screw  in  the  machine  as  above  described,  a  rack  and  pinion  or 
any  other  mechanical  power  may  be  used.  So  also,  instead  of  pulleys  in  dif- 
ferent parts  of  the  machine,  wheels  meshing  with  each  other  may  bemused. 

**8eeoiuL  The  cutter  wheel  may  be  placed  above  or  below  the  friction 
wheel,  and  the  rongh  material  may  be  placed  in  the  lathe  above  or  below  the 
model,  in  which  case  there  will  be  only  two  poppets  on  the  sliding  carriage, 
but  these  must  be  high  enough  to  receive  both  the  friction  wheel  and  the  cut- 
ter wheel;  and  the  divisions  in  the  swinging  lathe,  instead  of  being  placed 
beside  each  other  horizontally  must  be  one  above  the  other,  and  the  rongh  ma- 
terial be  placed  opposite  the  cutter  wheel,  and  the  model  opposite  the  fric- 
tion wheel. 

"Third.  The  number  of  the  lathes  may  be  augmented  thus :  on  the  oppo- 
site of  the  friction  wheel  and  the  cutter  wheel  may  be  suspended  a  swinging 
lathe  of  like  form  as  above  described,  and  bearing  in  like  manner  against  the 
laid  opposite  side  of  the  friction  wheel  and  cutter  wheel  respectively.  Alee, 
*  lathe  of  similar  construction  may  be  made  to  lay  upon  the  upper  side  of 
the  friction  wheel  and  the  cutter  wheel,  and  another  may  be  made  to  bear 
up  by  a  weight  and  cord  passing  over  a  pulley  against  the  under  etde,  and 
thus  four  lasts  or  other  articles  be  turned  at  tne  same  time ;  so  the  number  of 
cutter  wheels  may  be  increased,  and  the  lathe  indefinitely  extended. 

"Fowrth,  The  friction  wheel  may  be  fixed  in  the  lathe,  and  be  stationaiy, 
and  the  model  and  rough  material  placed  upon  the  sliding  carriage.  Also, 
the  rough  material  and  model  may  be  alternately  ^lifted  m  the  manner  in 
which  the  friction  wheel  and  cutter  wheel  may  be  shifted  alternately,  as 
above  described. 

"Fifth.  To  turn  an  article  which  is  long,  as  a  enn-stock  for  example,  the 
frame  may  be  lengthened,  or  the  rough  material  placed  above  or  below  the 
model,  and  the  cutter  wheel  placed  aoove  or  below  the  friction  wheel,  or  the 
lathes  may  be  augmented  in  number  as  above  described.  Here  the  said  Blan- 
«hard  would  state,  that  in  making  a  gun-stock,  the  stock  is  turned  in  full 
aaie,  and  the  hollow  place  where  the  gun-barrel  lavs  in  the  stock,  is  cat  out 
by  another  machine  not  described  in  this  specification. 

"Sixth.  An  article  may  be  formed  of  larger  dimensions  than  the  model, 
by  placing  the  axis  of  the  rough  material  at  a  greater  distance  from  the  cut- 
ter wheel  than  the  model  is  from  the  friction  wheel,  which  will  make  the  ar- 
ticle bigger  round,  and  by  giving  to  the  cutter  wheel  sliding  carriage  a  more 
rapid  horizontal  movement  than  the  friction  wheel,  which  will  make  the  ar- 
ticle longer.  But  the  said  Blanchard  thinks  this  mode  of  application  not  eo 
perfect  as  the  one  above  described;  because  it  may  be  always  easier  to  use  a 
model  of  full  size  than  to  make  the  alterations  in  the  lathe  or  in  the  cutter 
wheel  carriage  or  poppets,  which  in  this  case  would  be  necessary. 

**Seventh.  It  is  obvious  that,  by  this  discoverv,  and  the  machinery  aforer 
•aid,  anv  form,  however  irregular,  may  he  exactly  imitated,  provided  eveiy 
part  ana  portion  of  the  model  can  behrouf^ht  in  contact  with  the  periphery 
•f  the  friotioB  and  cutter  wheels ;  whence  it  results^  that  in  cutting  an  arti- 
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tentee,  thej  could  not  constitutionall j  make  any  such  grant  to 
his  assignees ;  that  the  act  of  the  6th  of  February,  1839,  con- 
ferred, by  its  terms,  no  such  right  on  the  assignees,  but  was 
designed  to  confer  a  favor  on  the  inventor  alone,  on  his  appli- 
cation, and  that  the  pi'oviso  therein  had  no  other  effect  than  to 
protect  assignees  in  their  enjoyment  of  the  use  of  the  inven- 
tion daring  the  extended  term ;  that  nothing  purported  to  be 
conveyed  by  the  act  except  the  rights  existing  under  the  pa- 
tent of  1820;  that  that  patent  was  void  because  it  was  for  the 


ele  which  is  concave,  as  a  tray,  or  other  like  hollow  wooden  ware,  the  di- 
ameter of  the  friction  wheel  and  of  tne  cutter  wheel,  as  per  second  article, 
most  be  diminished  bo  that  both  can  operate  freely  within  the  cayity  propo- 
sed to  be  formed. 

**JSiffJktk,  Instead  of  the  friction  wheel  as  described  above,  a  fixed  eireii- 
lar  plate  of  the  same  or  proportionate  diameter  as  the  cutter  wheel  may  be 
need,  or  a  segment  of  a  like  circle  so  fixed  that  its  periphery  or  extremity 
will  be  in  contact  with  the  model,  or  a  square  piece  of  iron  or  steel  or  other 
OMterial  may  be  so  placed  that  the  edee  of  it  may  come  in  contact  with  the 
model  in  like  manner  as  the  friction  wheel.  Bat  the  said  Blanchard  prefem 
the  friction  wheel  because  it  opposes  lew  resistance  to  the  movement  of  Uie 
model. 

**Inmik.  The  cutters  may  be  formed  and  attached  to  the  cutter  wheel  in 
Tariona  nnodes  besides  that  above  described ;  they  may  be  formed  and  set  in 
the  cutter  wheel  like  plane  irons,  as  is  used  in  the  English  machine  for  see- 
riag  blocks^  described  in  the  Edinburgh  Encyclopedia ;  they  may  be  formed 
like  circular  saws,  and  two,  three,  or  more  adjusted  to  the  cutter  wheel,  so 
that  one  of  them  on  one  side  or  the  other  of  the  cutter  wheel,  or  in  the  midit 
«f  them  all,  shall  project  the  most,  and  the  others  receding  towards  the  cen- 
ter of  the  cutter  wheel,  operate  onljr  on  the  part  of  the  rough  material  whidi 
is  more  prominent  than  tnat  on  which  the  most  projecting  cutter  operateik 
B«t  the  said  Blanchard  prefers  the  form  of  cutter  above  described,  and  makes 
wo  elaim  to  any  form  of  cutter  as  his  invention. 

''Moreover,  the  cutters  above  described  may  be  made  sharp  on  both  edgeiL 
and  the  cutter  wheel  be  made  to  turn  a  quarter  of  a  circle,  or  less,  backwara 
■nd  forward,  and  so  the  cutters  be  made  to  cot  by  both  edgea  But  theeon^ 
tinned  circular  movement  is  believed  to  be  preferable  to  any  other. 

"The  said  Blanchard,  in  explaining  and  describinp^  the  aifferent  modes  im 
lihieh  he  eontemjplales  the  application  of  the  principle  or  character  of  his 
said  mftcfaine  or  invention,  does  this  in  compliance  with  the  requirements  of 
the  Inw,  and  not  by  way  of  extending  his  claim  for  discovery  or  invenfcieiL 
Xhia  inTention  is  described  and  explained  in  the  second  article  of  this  speoifi- 
eation,  to  which  reference  is  hereby  made  for  information  of  that  whicn  oon- 
#itaMa  the  principle  or  character  of  his  machi&e  or  invention,  and  diitim 
y**'*^^  itk  as  he  verily  believe^  from  all  other  machinci^  discoveriei^  or 
mventiens  known  or  used  before. 

**Frwik  which  it  is  i^parent  that  the  principle  of  his  maehina  or  invantiMi 
II  different  from  the  liwt  Making  Machine  made  and  used  in  Waterbury,  in 
Oomaetieut,  and  the  Card  HancQe  Machine  used  for  a  long  time  past  in  Ba» 
feim ;  and  also  from  the  machinerv  described  in  the  Edinburgh  Encj^depedi* 
for  making  ships'  blocks  and  dead-eye^  and  from  the  modes  of  turmngirrar* 
^m  ■irfsiMdiisMihsilittttoftsttABnarfopadin,''  ^ 
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term  of  fourteen  years  from  its  date,  instead  of  being  for  four- 
teen years  from  the  date  of  the  patent  of  1819,  because  the 
patent  of  1819  had  not  been  given  up  or  cancelled,  because 
Blanchard's  machine  would  not  perform  the  seyeral  important 
fimctions  claimed  for  it  in  the  specification  as  before  men- 
tioned, because  the  patent  was  for  a  ftmction  or  principle  or 
mode  of  operation  and  not  for  a  machine,  and  because  the  pa- 
tent of  1820  contained  other  and  greater  claims  than  the 
patent  of  1819  as  to  the  powers  of  the  machine ;  that  if  the 
jury  should  find  that  the  differences  before  specified  or  any  of 
them  existed  between  Blanchard's  machine  as  patented  and 
the  defendant's,  the  latter  would  be  no  yiolation  of  the  patofit; 
that  if  Blanchard's  patent  was  for  a  machine,  it  was  merely 
for  a  combination  of  parts,  each  of  which,  long  before  the  date 
of  the  patent  of  1819,  was  known  and  used  separately  and 
also  in  combination  with  one  or  more  of  the  other  parts,  and 
the  defendant  had  not  used  the  whole  combination  set  out  in 
the  patent,  but  only  a  part  of  it,  and  had  not  used  any  of  the 
parts  before  mentioned  as  being  different  frx>m  his  own;  and 
that  in  case  the  jury  should  find  for  the  plaintiffl  the  rule  of 
damages  by  which  they  were  to  be  governed  was  to  give  such 
damages  only  as  the  plaintiffs  proved  they  had  sustained, 
which  did  not  exceed  the  profits  on  thirty  setts  of  wagon-wheel 


The  plaintiffs  set  up  claims  on  each  and  all  of  the  aforesaid 
questions,  the  opposite  of  those  made  by  the  defendant,  and  the 
Court  charged  the  jury  in  conformity  with  the  claims  of  tiie 
plaintiff  and  refrised  to  charge  as  requested  by  the  defendant 

On  the  point  of  the  title  of  the  plaintiffs  to  sue,  the  Oouit 
charged,  that  the  plaintiff  were  a  corporation  and  claimed  a 
right  to  hold  an  interest  in  the  invention  by  virtue  of  their 
charter,  which  conferred  on  them  all  the  powers  of  manuiao- 
turing  corporations  under  the  laws  of  Massachusetts ;  that, 
although  the  defendant  claimed  that  the  charter  did  not  confer 
the  power  to  purchase  the  patent,  yet  the  Court  were  of 
opinion  that  the  general  power  under  the  charter  was  suffi- 
cient, and  that  the  plainti£b  took  a  good  title  to  and  interest 
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in  the  patent,  as  completely  as  a  natural  person  conld  baye 
done ;  that,  by  their  act  of  incorporation,  no  express  power 
was  conferred  on  them  directly  and  specifically,  except  by  a 
raCerence  to  the  general  laws  of  Massachusetts,  prescribing  the 
powers  of  mann&ctnring  corporations ;  that  the  role  of  law 
was,  that  when  an  association  of  indiyiduaLs  was  incorporated 
for  a  jMuiicnlar  purpose,  the  law  conferred,  by  implication 
and  of  necessity,  all  the  powers  necessary  and  reasonable  to 
carry  into  effect  the  object  of  the  incorporation,  else  the  act 
would  be  nngatory ;  tkat  the  plaintiffs  had  power  enough  to 
purchase  an  invention  which  wonld  tend  to  facilitate  the  pnr- 
poses  of  their  incorporation  as  indicated  by  their  corporate 
name ;  and  that  the  machine  in  question  appeared  to  be  use- 
fill  for  them  in  their  contemplated  business. 

As  to  the  effect  of  the  assignment  to  the  plaintiff,  in  con- 
nection with  the  act  of  1839,  in  conveying  the  second  term  of 
the  patent,  the  C!ourt  charged,  that  although  the  defendant 
cbdmed  that  the  act  was  unconstitutional  and  void,  because 
Congress  were  only  authorized  to  secure  to  i/nmeifUoTa  the  ex- 
chtsiTe  light  to  their  discoveries,  and  had  no  power  to  grant 
exclusive  privileges  to  mere  assignees  of  inventors,  yet  the 
act  in  question,  on  its  &ce,  extended  the  exclusive  right  to  the 
inventor,  and  only  operated  in  favor  of  the  plaintiff  by  virtue 
of  the  reservation  which  made  it  enure  to  the  benefit  of  pur- 
chasers ;  that  it  was,  therefore,  an  act  extending  a  benefit  to 
the  patentee,  with  conditions,  which  it  was  competent  for 
Congress  to  impose  on  the  inventor. 

As  to  the  point  made  that  the  assignment  was  inoperative 
Slid  void,  because  it  was  not  recorded  within  the  three  months 
psescribed  by  the  act  of  Congress,  nor  imtQ  after  the  pas- 
sage of  the  act  of  1839  extending  the  patent,  the  Court 
charged  that  the  act  prescribing  the  time  for  the  recording  of 
assignments  was  directory ;  and  that  the  recording  was  not 
necessary  to  make  the  transfer  operative,  but  was  only  essen- 
'  tial  to  enable  the  assignee  to  sue  in  his  own  name. 

On  the  question  of  damages,  the  Court  charged  that  the 
jnrjr  were  at  liberty  to  consider,  besides  the  actual  damages 
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proved,  the  probable  ezpeneeB  to  which  the  plflmti£b  had  been 
subjected  in  vindicatiiig  their  rights,  but  were  not  at  liber^ 
to  give  vindictive  damages  by  way  of  puniBhment.''^ 

The  jury  found  a  verdict  for  the  plaintiffiT,  and  the  defook 
dant  now  moved  for  a  new  trial. 

Bo^  8.  JBalduHnj  (with  whom  was  Thomas  C.  Perhins^ 
far  the  defendant  Under  the  acts  of  June,  1884,  and  Fel»«- 
ary,  1839,  both  of  which  were  passed  after  the  ezpimtion  of 
Blanchard's  patent,  granting  an  extension  of  the  exclusive 
right  to  Blanchard  and  his  assigns,  the  plaintidb  acquired  no 
svch  right,  aa  assignees  of  the  invention,  as  can  enable  them 
to  maintain  this  action. 

L  The  Constitution  confers  on  Congress  the  power  ^^to 
promote  the  progress  of  science  and  useful  arts,  by  securing 
for  limited  times  to  authors  and  ifwentcra  the  exclusive  ri^rt 
to  their  respective  writings  and  discoveries.^'  This  clause  is 
the  Constitution  is  the  sole  foundation  of  the  power  of  Oon- 
gresB  to  limit  or  control  the  public  use  of  any  invention.  Die 
power  conferred  cannot  be  extended  beyond  the  tOTms  of  tlie 
grant,  or  what  is  necessary  to  give  it  effect  It  audi<»rizea  a 
grant  to  imientorM  to  secure  to  them  for  limited  times  the  ex- 
dnsive  right  to  tJieir  inventions.  It  consequently  was  da* 
dgmed  to  enable  Congress  to  confer  on  them  a  property  in  Hieff 
iaventions,  of  which  they  mi^t  avail  th^nselves  by  assigi^ 
ment  <»  otherwise,  during  the  term.  In  the  exercise  of  flie 
power  conferred  by  the  Constitution,  Congress  may,  witlKmt 
doubt,  extend,  or  make  provision  by  law  for  the  extension  of 
the  exclusive  privilege  to  invraitors,  beyond  the  term  origmaOy 
limited,  if  diatis  deemedtoo8h(Nttoa&brd  them  an  adequate 
reward  or  encouragement 


•  flBbeaiiDeiitlj  to  tfctt  tnal  of  tlM  esa^,  Mit  #wliM  KvMir  wv 
that  Ifr.  Justice  TaoiiFfloir  hud  ornifia^  jwiM  in  patent  «aMt  to  th*  i 
damages  Boetained,  and  had  refused  to  allow  to  plamtiffs  their  ezpenaci  or 
eonnsel  fees  in  Boits,  and,  oonenrring  himself  in  this  Tiew,  he  has  sinoe  diial> 
I  Ikase  itsma  as  •  p«i  W  Ae  4 
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Ab  CongresB  is  vested  with  foil  power  fo  Mwaid  inyentoifl^ 
by  granting  or  extending  to  them  for  limited  times,  at  its  own 
discretion,  the  exolnsire  right  to  their  inyantionB,  it  follows 
that  it  has  the  power,  in  extending   tmck  privil^es^  to 
make  such  exceptions  out  of  the  grant  to  the  inventor  as  jna^ 
tice  may  require.    In  making  a  new  grant  to  the  inventor, 
Oongress  may,  therefore,  nnqnestionably  |)rovide,  as  between 
him  and  his  assignees,  that  they  shall  not  be  intermpted  in 
the  fotore  enjoyment  of  that  which  they  had  pnichased  of  the 
inventor.    The  assignees  who  pnrchased  of  the  patentee  widi 
knowledge  of  the  period  when  the  exclusive  privilege  confor- 
red  by  his  patent  would  cease,  may  well  be  deemed  to  have 
purchased  and  made  their  expenditures  on  their  machines^  in 
the  fall  expectation  that  they  would  have  a  right  to  use  them 
in  common  with  the  public  at  large  at  the  expiration  of  the 
tenn.    It  would  have  been  unjust  to  them  for  Oongress  to 
grant  an  exduewe  right  to  the  inventor  for  a  new  term, 
wi&ont  making  any  exception  in  lEavor  of  his  assignees, 
whose  expensive  erections  would  be  r^idered  useless  there> 
by.    But  justice  to  them  does  not  require  that  they  shall 
be  secured  in  the  .enjoyment  of  any  exclusive  privilege 
beyond  the  term  which  they  purchased.    They  could  have  no 
daim  or  well  founded  expectation  of  having  anything  mors 
than  the  firee  and  common  right  to  use  the  invention  after  the 
expiration  of  the  patent.    The  extension  or  renewal  of  the 
right  to  the  inventor,  with  liberty  to  exclude  every  body  else, 
does  no  injury  to  the  assignees,  so  long  as  they  are  left  at 
liberty  to  use  the  invention.    It  incidentally  benefits  th^n ; 
and  it  is  believed  that,  in  this  sense,  and  for  this  purpose  only, 
is  it  provided  in  flie  18th  section  of  Hie  Patent  act  of  1886^ 
that  ^the  benefit  of  such  renewal  shall  extend  to  assignees 
and  grantees  of  the  right  to  use  the  thing  patented,  to  t^  ex- 
tent of  their  respective  interest  therein." 

But  Congress  have  no  power,  under  the  Oonstituticm^  to 

grant  exclusive  privileges  to  any  but  the  inventor.    However 

meritorious  may  have  been  the  public  services  of  an  individ- 

valy  unless  he  is  an  mvmioT^  Congress  cannot  appropriate  to 
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him,  as  a  reward,  the  ezclnsive  right  to  cany  on  anj  particu- 
lar  trade,  employment  or  manii£Bictm^.  All  it  can  do  for  Bar 
aigneeB,  in  eictending  a  patent  to  the  inventor,  is  to  save  to 
them  the  right  of  ttsing  that  which  they  hare  porchaaed  of  the 
inventor,  and  from  which  it  would  be  unjust  to  allow  him  to 
ezdnde  them. 

The  act  of  1834,  granting  the  exdnsive  privilege  to  Thomas 
Blanchard  and  his  heirs  and  assigns  for  a  new  tenn,  was  not 
passed  until  after  his  patent  had  expired,  and  the  ri^t  to  use 
the  invention  had  become  common — as  much  so  as  to  use  any 
other  unpatented  machinery  in  public  and  common  use.  If 
Oongress  could  again  appropriate  this  common  ri^t  to  the  ex- 
clusive use  of  the  inventor,  as  a  further  reward  for  his  ingenu- 
ity, what  warrant  is  there  in  the  CSonstitution  for  its  appropri- 
ation, after  his  interest  had  expired  and  wholly  ceased^  to  the 
exclusive  use  of  an  assignee,  to  whom  he  had  sold  the  inven- 
tion during  the  existence  of  the  patent,  but  who  had  no  more 
property  in  the  invention,  at  the  time  of  the  passage  of  the 
act,  than  the  public  generaUyf 

n.  Oongress  not  only  had  no  power  to  grant  an  exdusive 
right  to  the  plaintifSs,  as  assignees  of  Thomas  Blanchard,  but 
they  did  not  intend  to  grant  any.  They  meant  to  protect 
them  against  what  would  otherwise  be  as  to  them,  as  well  as 
to  the  rest  of  the  public,  an  exclusive  right  in  the  inventor  to 
the  use  of  the  invention  they  had  purchased,  in  confonnily 
with  the  principle  of  the  proviso  to  the  18th  section  of  the  Pa- 
tent act  of  1886.  The  language  used  is  susceptible  of  thia 
construction.  The  grant  was  made  upon  the  petition  of  Thom- 
as Blanchard,  and,  as  appears  by  the  report  of  the  committee 
to  whom  it  was  referred,  on  the  ground  that  he  had  been  in- 
adequately remunerated  for  his  invention.  -  In  other  words,  he 
had  sold  his  entire  interest  to  ^^  Blanchard's  gun-stock  taming 
&ctory,"  for  a  song,  in  consequence  of  which  Oongress  grant 
to  him  and  his  assigns  aftirther  term.  Oould  it  have  been  the 
intention  of  Oongress,  by  the  proviso  in  behalf  of  assignees, 
to  nullify  their  grant  to  Thomas  Blanchard,  by  conferring  the 
Qxdusive  right  for  the  extended  tenn  on  the  plaintiffi,  who 


APBIL  TEBK  1848.  276 


BUiiokArd*8  Gon-Stook  Tarning  Faotorj  «.  Warner. 

had  paid  him  inadequately  for  what  they  had  before  received  t 
If  not,  then  the  plaintifb  cannot  maintain  this  action. 

Sak  P.  StapUiy  for  the  plaintiffi. 

Nsu90N,  J.  The  motion  for  a  new  trial  in  this  case  was 
held  over  for  advisement  to  enable  the  Conrt  to  give  further 
consideration  to  one  of  the  questions  presented — that  in  re- 
lation to  the  right  of  the  assignees  under  their  assignment 
fiom  Thomas  Blanchard,  made  prior  to  the  extension  of  the 
patent  by  the  acts  of  Congress  passed  in  1834  and  1839.  It 
was  insisted  by  the  counsel  for  the  defendant,  that  they  took 
no  interest  thereby  in  the  extended  term ;  and  the  chief  ground 
relied  on  was,  that  an  act  passed  for  the  benefit  of  the  assign- 
ees would  be  unconstitutional,  inasmuch  as  the  Constitution 
only  authorizes  Congress  to  secure,  for  limited  times,  to  inr 
veniors^  the  exclusive  right  to  their  discoveries.  The  construc- 
tion claimed  by  the  plaintiffi,  it  was  said,  instead  of  rendering 
the  act  of  Congress. extending  the  patent,  beneficial  to  the  in- 
ventor, who  had  been  inadequately  rewarded  by  the  price 
which  he  had  received  from  the  assignees  for  his  invention, 
would  be  directly  injurious  to  him  by  depriving  him  of  the 
light  to  use  his  invention  during  the  extended  term  for  which 
the  exclusive  privilege  was  conferred  on  the  original  assignee. 
But  the  proviso  for  the  benefit  of  the  assignees  in  the  act  of 
1839,  is  too  explicit  in  its  language  to  leave  any  doubt  as  to 
its  troe  meaning  and  intent  After  extending  the  patent  for 
a  fbither  term  of  fourteen  years,  it  is  provided  ^^  that  all  rights 
and  privileges  heretofore  sold  or  granted  by  said  patentee,  to 
make,  construct,  use  or  vend  the  said  invention,  and  not  forfeited 
by  the  purchasers  or  grantees,  shall  enure  to  and  be  enjoyed 
by  such  purchasers  or  grantees  respectively,  as  fully  and  upon 
the  same  conditions  during  the  period  hereby  granted,  as  for 
the  term  that  did  exist  when  such  sale  or  grant  was  made." 
It  18  clear  that  Congress  intended  to  give  to  assignees  of  the 
old  patent  an  equally  exclusive  privily  in  the  extended  term. 
We  do  not  think  the  dause  can  be  construed  in  any  other  way 
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coDfiistentl J  with  the  fair  import  of  the  language.  And  nn- 
donbtedly,  inasmuch  as  the  Constitution  confers  on  Congress 
the  power  to  grant  the  exclusive  privilege  only  to  the  invent 
or,  there  would  seem  to  be  force  in  the  objection,  tiiat  the 
grant  to  assignees  does  not  come  within  the  scope  of  their  au- 
thority. 

The  direct  question  was  not  involved  in  the  four  cases  that 
were  so  elaborately  argued  at  the  last  term  of  the  Supreme 
Court.  (See  4  How.  646  to  716.)  But  it  was  very  much  dis- 
exiBsed,  and  became  the  subject  of  consideration,  not  as  neces- 
sarily involved,  but  as  connected  with  the  matters  in  contro- 
versy in  those  cases.  The  power  of  Congress  to  reserve  these 
rights  and  privil^es  to  assignees  seemed  to  be  conceded, 
aco(»tling  to  my  recollection,  as  incidental  to  the  gener- 
al power  conferred  by  the  Constitution  on  Congress  to  pro- 
mote the  progress  of  the  useful  arts  by  securing  to  inventors, 
for  limited  times,  the  exclusive  right  to  their  diseoveriea.  The 
assignees  of  the  original  patentee  are  frequently  most  instru- 
mental in  putting  the  invention  into  general  use,  and  bringing 
it  successfully  before  the  public,  by  the  expenditure  of  tibeir 
time  and  money.  More  than  half,  probably,  of  the  useful  pa- 
tented inventions  have  been  thus  brought  into  general  public 
use,  the  successM  results  operating,  directly  or  indirectly,  fi)r 
the  benefit  and  interest  of  patentees.  Considerations  of  this 
kind  may  well  be  taken  into  account  by  Congress,  and  weight 
be  given  to  them  in  granting  extensions.  Congress  save  the 
respective  interests  of  the  patentee  and  his  assignees,  by  qual- 
ifying the  new  grant,  believing  that  in  truth  the  assignees 
have  expended  time  and  money  to  a  much  greater  extent  than 
they  have  received  remuneration;  and,  although  this  would 
not  authorize  them  to  renew  the  grant  to  assignees,  as  no  such 
power  exists  in  the  Constitution,  still,  in  exercising  the  jwwer 
in  favor  of  the  inventor,  it  would  perhaps  be  going  too  far  to 
say  that  they  have  no  right  to  regard  incidentally  the  inters 
ests  of  the  meritorious  assignee.  "Without  the  power  of  thus 
qrralifying  their  grant,  Congress  would  be  under  the  necessity, 
oft^itimes,  of  denying  alt(^ether  any  ^ctension.    A  jusfc  view 
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of  the  li^te  of  all  partiee  may  requii^  that  assignees  should 
be  protected  in  their  interests,  if  the  patent  be  renewed. 

A  question  was  presented  by  the  counsel  for  the  defendant, 
IB  to  the  diarter  of  incorporation  of  the  plaintiffi.  The  pow- 
er of  the  company  under  their  charter,  to  purchase  any  inters 
est  in  patent  rights,  is  founded  on  the  language  of  the  act  of 
incorporation,  namely,  ^'that  Isaac  Scott  and  others  be  and 
they  are  hereby  incorporated  by  the  name  of  ^Blanchard's 
gun-stock  turning  &ctory,'  with  all  the  powers  and  rights  vest- 
ed by  law  in  manufacturing  corporations  in  tiiis  common- 
wealth." So  &r  as  regards  the  right  of  this  corporation  to 
hold  p^iBonal  estate,  including  the  interest  in  this  patait,  it  ia 
urged  that  the  power  is  conferred  by  a  general  reference  to 
the  law  regarding  manu&cturing  corporations.  We  have  en- 
deavored to  find  the  law  of  Massachusetts,  that  existed  at  the 
time  of  the  incorporation  of  the  plaintifBs,  and  to  which  the 
charter  has  reference  for  the  extent  of  its  powers,  but  have  not 
been  successful.  There  is  some  embarrassment  in  this  part  of 
the  case,  on  account  of  the  omission  to  give  this  act  in  evidence. 
But,  on  the  whole,  as  the  corporation  is  made  a  body  politic  by 
the  name  of  ^Blanchard's  gun-stock  turning  factory,"  perhaps 
it  is  not  going  too  &r  to  say,  independently  of  the  production 
of  the  act  refeired  to,  that  inasmuch  as  the  company  seems  to 
have  been  incorporated  for  the  very  purpose  of  carrying  on 
manufactures  by  means  of  this  invention  of  turning  irregular 
forms,  as  its  very  name  imports,  it  had,  at  least,  power  enough 
lo  purchase  this  particular  patent.  Indeed,  by  the  common 
law,  corporations  have  a  right  to  purchase  and  hold  property 
so  far  as  may  be  necessary  to  carry  into  execution  the  purpo-. 
ses  and  objects  for  which  they  are  created.  It  would  seem  to 
be  necessary,  in  order  to  cany  out  the  purposes  of  ^^Elan- 
chard's  gun-stock  turning  factory,"  that  it  should  have  power 
to  purchase  and  hold  an  interest  in  the  patent. 

The  other  objections  were  mainly  questions  of  ikct,  which 
were  submitted  to  the  jmy  under  what  the  Court  regard  as 
proper  instructions. 
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One  was,  that  the  lateral  motion  in  the  plaintiff's  macliine 
is  prodnced  by  a  screw,  and  in  the  defendant's  by  a  wheel  and 
axle.  This  we  consider  no  part  of  the  invention.  It  was  a 
mechanical  contrivance  to  operate  the  machine.  The  invent- 
or, having  struck  out  his  idea,  goes  to  a  mechanic  to  get  the 
mechanical  power  to  put  in  operation  his  combination.  The 
mechanic  has  at  his  command  various  modes  of  producing 
power.  These  mere  contrivances,  such  as  any  mechanic  can 
supply,  are  no  part  of  the  invention. 

It  was  fnrth^  said  that  in  the  defendant's  machine,  tiiere 
are  three  motions  given  to  the  pattern  and  rough  material, 
namely,  the  rotary,  the  vibratory,  and  the  lateral  or  longitudi- 
nal, all  of  which  three  compound  motions  are  applied  to  the 
frame;  whereas,  in  the  plaintifis' machine,  the  cutter  and  fric- 
tion wheels  have  the  lateral  motion,  and  not  the  pattern  and 
rough  material  in  the  frame.  The  question  was  put  to  the 
jury  whether  this  varied  materially  or  substantially  from  the 
plaintiffi'  arrangement;  whether  so  materially  as  to  distin- 
guish the  defendant's  machine  from  the  plaintifb' ;  whether, 
on  the  contrary,  it  was  not  a  merely  formal  alteration ;  and 
the  jury  have  passed  upon  it.  The  C!ourt  were  bound  to  sub- 
mit that  question  to  the  jury.  Our  impression  is,  tiiat  even 
this  is  rather  a  mechanical  contrivance,  making  no  substantial 
change  in  the  machine,  whether  the  lateral  motion  is  given  to 
the  one  or  to  the  other  of  these  parts.  The  relative  effect  of 
the  parts  in  acting  on  each  other  is  the  same. 

It  was  said  also,  that  the  machines  are  thrown  out  of  gear 
in  a  different  manner  and  by  a  process  materially  differ^it 
But  that  may  bedone  in  various  ways.  We  think  that  fcHrms 
no  part  of  the  invention. 

In  the  defendant's  machine  the  axes  of  motion  of  the  cutter- 
wheel  and  of  the  rough  material  are  not  parallel,  and  it  was 
said  that  the  machine  would  not  work  if  they  were  so ;  where- 
as by  Blanchard's  specification  and  in  his  machine,  it  is 
made  essential  that  they  should  be  parallel,  and  they  were  in 
fact  so  made.  This  was  set  up  as  a  radical  difference  between 
the  plaintiffs'  and  defendants'  machines.    We  think  it  was  a 
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qneetion  of  fact  for  the  jmj  whe&er  this  was  a  Bubatantial 
yaimtion  or  not ;  and  it  was  properly  put  to  them  to  say, 
whether  the  departure  in  the  defendant's  maehine  from  a  pre- 
cisely parallel  relation  of  the  two  axes  constituted  a  material 
Tariation  from  the  plaintifis'  arrangement. 

There  were  some  other  objections  founded  on  the  allied 
myalidity  of  the  first  and  second  patents  which  were  extended 
by  the  act  of  Congress  of  1839.  It  was  alleged  on  the  part  oi 
the  plaintifis  that  the  first  patent  was  defective  and  was  sur- 
rendered, and  that  a  new  patent  was  taken  out  for  the  same 
invention*  But  it  was  objected  on  the  part  of  the  defendant 
that  Hie  new  patent  was  issued  for  the  term  of  fourteen  years 
from  its  date  and  not  fix>m  the  date  of  the  former  patent,  and 
that  the  former  patent  was  never  in  &ct  surrendered  or  can- 
eeUed ;  and  tiiat,  for  both  of  these  reasons,  the  second  patent 
was  void,  and  eonsequentiy  there  were  no  existing  rights  to 
be  extended  by  the  act  of  Congress.  Assuming  this  to  be  so, 
we  do  not  thiijc  that  the  mere  legal  right  of  the  patentee  und^ 
his  patent,  new  or  old,  is  the  right  which  was  extended  to  the 
patentee  and  his  assigns  by  the  act  of  Congress.  On  the  con- 
trary, we  hold  it  to  have  been  the  exclusive  right  to  the 
invention^  and  that  the  specification  was  referred  to  ia  the 
act,  only  to  identify  what  constituted  the  invention  which 
Congress  meant  to  extend. 

It  was  said  that  the  specification  claims  that  any  article  can 
be  turned  from  a  model  by  the  machine,  and  made  laiger  or 
smaller  than  the  model,  but  preserving  throughout  the  same 
proportions ;  and  the  counsel  for  the  defendant  insisted  that 
this  claim  was  unsupported  by  the  evidence.  The  answer  to 
this  objection  is  that  the  claim  of  that  power  in  the  specifica- 
tion is  a  very  qualified  one,  and  that  the  patentee  advises  a 
change  of  the  model  itself  in  such  cases.  It  is  not  put  forth 
as  a  leading  and  useful  quality  of  the  machine.  It  was  in 
point  of  iS&ct  proved  on  the  trial  that  articles  could  be  turned 
laiger  or  smaller  from  the  same  model,  but  that  the  capacity 
of  the  machine  to  perform  such  work  was  limited. 

It  was  frirtiier  said  that  the  claim  in  the  specification  is, 
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tliat  bj  this  inyentioii  anj  irregnkr  snrfaoe  or  foim  may  be 
tnmed  like  the  model,  whatever  it  may  be ;  but  that  in  fact  it 
18  incapable  of  turning  a  square  shoulder.  That  probably  is 
true ;  but  we  think  it  rather  too  remote  and  extreme  a  drfect 
to  seize  hold  of  for  the  purpose  of  destroying  a  patent  for  an 
inyention  so  exceedingly  ingenious  and  useful  to  tiie  public  as 
lliis  of  Mr.  Blanchard's.  It  would  be  pushing  the  j«inciple 
to  an  1^lrea8onable  limit. 

Kew  trial  denied. 


SooTT  Okay,  Eeceivee  of  the  Ocmuloee  Bake  of  Georgia 

vs. 
The  Habtfobd  Fire  Ltsitrancb  Compaky.    In  E<irrrT. 

Where  a  policy  of  iosunince  prorided  tliat  bo  aetioB  sliould  be  siuUiiied 
against  the  insurer  founded  thereon,  unless  brought  within  tweWe  Riontbf 
after  the  eauae  of  action  should  accrue,  and  that  the  lapse  of  time,  in  case 
of  such  suit,  should  be  deemed  conclusiye  evidence  against  the  yalidit  j  of 
the  claim  set  up :  Held,  that  a  plea  setting  up  such  provision  and  the  lapse 
of  the  time  specified,  in  bar  of  an  action  on  the  policy,  was  a  conclusire 
aasww  to  the  euii. 

TkB  provision  ia  not  againat  law,  nor  repugnant,  nor  impossible. 

The  right  to  indemnity  in  case  of  loss^  and  the  liability  of  the  insurer  there- 
for, do  not,  under  such  a  provision,  become  absolute,  unless  the  remedy  is 
sought  within  the  period  limited.  The  stipulation  goes  to  the  right  at 
wall  aa  to  the  remedy. 

This  was  a  bill  in  equity  to  recorer  the  amonnt  of  a  policy 
of  insurance.  The  defendants  pleaded  in  bar  the  following 
clause  in  the  policy :  ^'  14th.  It  is  expressly  provided  that  no 
suit  or  action  of  any  kind  against  said  Company,  for  the  re- 
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oovery  of  luu  claim  upon,  mxder  or  b j  virtoe  of  this  policj, 
shall  be  sustained  in  any  court  of  law  or  chancery,  unless  said 
snit  or  action  shall  be  commenced  within  the  term  of  twelve 
months  next  after  the  cause  of  action  shall  accrue ;  and  in  case 
any  such  suit  or  action  shall  be  commenced  against  said  com- 
pany, after  the  expiration,  (fee,  the  lapse  of  time  shall  be 
taken  and  deemed  as  conclusive  evidence  against  the  validity 
of  the  claim  thereby  so  attempted  to  be  enforced."  The  plea 
averred  that  the  suit  was  not  commenced  widxin  twelve  months 
next  after  the  cause  of  action  accrued. 

Isaac  Touoey  and  Thomas  (7.  Perkins^  for  the  defendants. 

.Roger  8.  Baldwin^  for  the  plainti£  L  The  plea  admits 
the  policy,  the  loss  and  proo&,  and  that  a  right  of  action  ac- 
crued more  than  twelve  months  before  the  suit  was  brought. 
It  does  not  rely  on  the  condition  to  disprove  the  existence  of 
a  right  of  action  on  the  policy.  It  simply  sets  up  as  a  bar  the 
lapse  of  time  since  it  accrued,  as  presenting  a  condition  on 
which,  by  a  prior  agreement,  it  was  in  effect  released  before 
it  accrued,  the  release  to  take  effect  a  year  after  it  should  ac- 
cme. 

It  is  not  a  condition  precedent  to  the  accruing  of  a  right  of 
action,  without  the  peribrmance  of  which  no  right  could  exist. 
But  it  is  an  attempt  by  the  company,  in  a  court  of  equity,  to 
avail  themselves  of  a  mere  lapse  of  time,  during  which  they 
were  permitted  by  the  indulgence  of  the  plaintiff,  to  persist  in 
a  wrongful  withholding  of  this  right,  to  defeat  a  claim  admit- 
ted to  be  just.  The  plea  admits  that,  on  the  1st  of  February, 
1847,  the  plaintiff  had  a  good  cause  of  action  and  a  just  claim 
on  the  company.  It  sets  up  no  subsequent  act  done  by  them 
to  satisfy  it,  or  by  the  plaintiff  to  release  it ;  but  claims  that 
it  has  been  released  since  it  accrued,  simply  by  the  operation 
of  the  promise  or  agreement  in  the  condition  of  the  original 
policy. 

Wh^i  that  agreement  was  made,  there  was  no  breach  of 
e<Hitract,  no  loss,  no  right  of  action,  inchoate  or  otherwise. 
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That  agreement  or  proviso  is  not  in  any  manner  connected 
with  the  accruing  of  a  right  of  action,  or  with  the  claim  of  the 
assnred  to  an  indemnity.  It  had  no  effect  on  the  obligation 
assumed  bj  the  company,  which  was  to  pay  absolutely.  Hie 
policy  contained  stipulations  which  the  parties  must  then  have 
contemplated  that  the  company  would  fulfil,  on  the  loss  accru- 
ing and  the  proof  being  made,  that  is,  on  the  happening  of  the 
very  things  which  here  appear  and  are  admitted. 

Every  thing  which  the  plaintiff  was  required  to  do  before  it 
became  the  duty  of  the  defendants  to  pay  is  admitted  to  have 
l>een  done.  On  their  refusal  to  ftdfil,  a  right  of  action  accrued. 
No  act  of  the  assured  could  make  the  duty  of  the  company 
and  the  right  of  action  more  perfect  and  complete. 

What  then  has  operated  to  excuse  the  company  from  per- 
formance, or  to  exonerate  them  from  liability  to  be  sued  i 
Nothing  but  their  own  neglect  of  duty,  their  own  persistence 
in  admitted  wrong  for  a  year.  It  is  claimed  that,  in  conse- 
quence of  that  continued  wrong,  the  prior  agreement  operates 
as  a  release.  But  the  condition  does  not,  upon  the  fiace  of  it, 
purport  to  release  the  company  from  its  obligation.  There  is 
no  consideration  tor  such  a  release,  no  mutuality;  there  was 
nothing  for  such  a  release  to  operate  upon  when  it  was  made, 
and,  if  there  had  been,  public  policy  would  forbid  it.  For  if 
such  an  agreement  would  be  valid  in  a  policy,  it  may  equally 
well  be  introduced  into  all  contracts. 

The  consideration  stipulated  on  the  part  of  the  Bank  was  a 
contract  of  indemnity  against  loss,  to  be  paid  in  sixty  days  af- 
ter proof.  For  that  the  premium  was  paid.  A  refusal  to  pay 
did  not  enter  legitimately  into  the  view  of  the  parties. 

The  redress  for  the  non-performance  of  a  contract,  like  the 
redress  for  every  other  injury,  is  given,  not  by  the  act  of  the 
parties,  but  by  that  of  the  Government.  The  parties  were  not 
stipulating  for  a  right  of  action,  but  for  a  voluntary  payment 
on  proof  of  loss.  A  right  of  action  is  furnished  in  fulfilment 
of  a  duty  which  the  State  owes  its  citizens,  to  enforce  justice. 
The  agreements  of  the  parties  have  respect  to  the  creation  of 
rights — ^not  rights  of  action,  but  rights  to  the  &ithful  perform- 
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anoe  of  the  things  Btipulated,  without  action.  The  action  is 
gi^en  by  the  Oovemment  to  redress  a  private  wrong ;  and  it 
would  be  obyionslj  against  public  policy  to  allow  parties  to 
make  and  be  bonnd  by  stipulations  not  to  resort  to  the  ap- 
pointed tribunals  for  redress,  or  to  limit  the  time  for  such  an 
appeal  against  wrong  to  a  shorter  period  than  the  law  allows. 
The  policy  of  the  law  is  to  afford  to  every  citizen  such  means 
of  redress  as  shall  prevent  the  necessity  of  other  resort,  and  it 
fixes  for  itself  the  limit  of  delay,  in  view  of  the  many  causes 
which  may  prevent  an  immediate  resort  to  its  tribunals. 

n.  Even  in  courts  of  law  such  restrictions  on  the  right  of 
suit,  where  a  caus^  of  action  exists,  are  not  allowed  to  have 
effect. 

Thus  if  a  man  grant  a  ren^charge,  with  clause  of  dis- 
tress, and  expressly  provide  that  the  distress  shall  be  irreplev- 
isable, a  court  of  law  will  nevertheless  allow  the  party  whose 
goods  are  distrained  to  replevy  them.  For  though,  in  case  of 
a  rent-charge,  the  distress  is  given  by  agreement  of  the  party 
ncierely,  yet,  wherever  there  is  a  distress,  the  common  law  gives 
a  right  of  replevin.  Hence,  Lord  Coke  says,  {Co.  Zitt.  145  ft,) 
that  though  one  grant  a  rent  with  a  clause  of  distress,  and 
grant  fisurther  that  the  distresses  taken  shall  be  irreplevisable, 
yet  they  may  be  replevied,  for  such  a  restraint  is  against  the 
nature  of  a  distress,  and  no  private  man  can  alter  the  common 
course  of  law.  (See  also  Coate  on  Mort.  23.)  And  the  law 
would  be  the  same  if  the  grant  had  been  that  they  should  be 
irreplevisable  after  a  certain  time. 

Such  too  is  the  case  of  a  mortgage,  when  it  is  once  established. 
^  Once  a  mortgage  always  a  mortgage.''  ^^  An  estate  cannot 
at  one  time  be  a  mortgage  and  at  another  time  cease  to  be  so, 
by  one  and  the  same  deed;  and  a  mortgage  can  no  more  be 
irredeemable,  than  a  distress  for  a  rent-charge  can  be  irreple- 
viable. The  law  itself  will  control  that  express  agreement  of 
the  parly ;  and,  by  the  same  reason,  equity  will  let  a  man 
loose  from  his  agreement,  and  will  against  his  agreement 
admit  him  to  redeem  a  mortgage."  {Haioard  v.  SiamSy  1 
Vem.  192.)    K  a  man  should  stipulate  in  his  mortgage  deed 
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diat  it  should  be  irredeemable  if  he  did  not  bring  a  bill  to  re- 
deem within  fiiz  months  after  forfeiture,  such  an  agreement 
would  have  no  effect  in  impairing  his  rights. 

So,  if  the  parties  covenant  at  the  time  of  making  their  con- 
tract, whether  it  be  a  policy  or  any  other  contract,  that  in  case 
of  dispute  no  suit  shall  be  brought,  but  resort  shall  be  had  to 
arbitration,  such  a  stipulation  will  not  be  regarded  by  a  court 
either  of  law  or  of  equity.  (^Kyd  on  Aioards^  14 ;  Street  v. 
Hiff^,  8  Ves.  815;  JKKv.  EoUigterl  WiU.  129;  Ttump- 
son  V.  Cha7mo€kj  8  T.  R.  139 ;  Wellington  v.  JiachmtosA^  2 
Atk.  569 ;  TattersaU  v.  Cfroote^  2  Boe.  <&  P%a.  131 ;  AtOey 
y.  Wddon^  Id.  346 ;  CMdatan^  v.  (?*Jam,  2  Caar.  <b  P. 
651.) 

In  regard  to  those  stipulations  a  compliance  with  which  is 
a  condition  precedent  to  a  cause  of  action  arising  or  a  duty 
being  created,  the  case  is  different.  Whenever  the  right  and 
duty  are  cmce  ascertained  and  are  of  instant  obligation,  all 
agreements  in  the  contract  itself  beforehand  to  forego  the  aid 
of  the  courts  to  enforce  them,  are  against  policy  and  void. 
They  tend  to  encourage  the  party  bound,  to  i^use  to  perform. 
Suppose  the  party  has  bound  himself,  in  case  of  violation,  to 
sue  in  a  particular  court,  for  example  a  state  court ;  would 
that  oust  this  Court  of  jurisdiction  ? 

An  action  supposes  the  right  to  be  complete  before  it  is 
instituted,  and  the  defendant  to  be  wrongftilly  violating  that 
right.  Just  so  long  as  the  wrong  continues,  short  of  the  limi- 
tation fixed  by  law,  the  courts  are,  from  motives  of  public 
policy,  open  to  redress  it.  It  is  obviously  the  policy  of  the 
law  to  promote,  as  it  is  its  duty  to  compel,  the  faithfiil  perfor- 
mance of  contracts. 

But,  if  the  principle  urged  here  shall  be  established  as  law, 
there  wiU  be  a  temptation  to  delay  the  performance  of  ev^ 
contract.  K  an  agreement  to  delay  for  a  year  is  valid,  it  is 
equally  so  i(yr  a  month  or  a  day,  or  even  to  forego  suit  alto- 
gether ;  and  there  is  here  no  saving  clause  for  accident  or 
incompetency. 

ni.  This  contract  is  not  set  up  as  an  executory  agreement, 
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for  the  non-performance  of  which  damages  are  asked,  or  as  an 
agreement  to  affect  the  right  to  indemnity ;  but  the  defendants 
are  seeking  to  use  it  as  a  release.  But  a  release  or  grant  can- 
not be  made  of  that  which  has  no  existence  at  the  time  of  the 
grant  and  snbseqnentlj  arises.  It  was  not  intended  here  to 
rdeaBe  the  contract,  so  as  to  prevent  a  right  of  action  &om  ac- 
cming.  The  plea  admits  that  a  good  canse  of  action  arose 
rabsequently  to  the  making  of  the  policy  and  the  agreement 
relied  on ;  and  that  the  canse  of  action  was  perfect,  and  unaf- 
fected by  the  previous  stipulation,  for  a  year  after  it  accrued. 
It  is  not  pretended  that  there  has  been  any  payment,  accord, 
or  other  act,  by  which  the  right  of  action  has  been  since  ex- 
tinguished. It  exists  then,  unless  there  was,  in  effect,  a  re- 
lease before  it  accrued,  to  take  effect  a  year  afterwards. 

But  a  cause  of  action  cannot  be  released  before  it  accrues, 
in  any  other  way  than  by  a  release  of  the  obligation  of  the 
contract  by  force  of  which  it  would  otherwise  accrue.  It  can- 
not be  released  by  an  instrument  which  contemplates  that  it 
win  subsequently  accrue,  and  yet  continue  as  a  perfect  obliga- 
tion. A  right  to  an  indemnity  by  the  insured,  and  an 
obligation  to  pay  that  indemnity,  were  the  objects  of  the 
fltipulation ;  not  a  right  of  action,  which  could  only  arise  by  a 
wrongful  refusal  by  the  insurer  to  perform  that  which  was  the 
object  of  the  stipulation.  A  contract  to  release  the  right  of 
aetion  and  not  the  obligation  of  the  contract  or  the  duty  to 
perform  it,  or  a  contract  to  change  the  rules  of  evidence  in 
case  the  contract  should  be  violated  and  a  suit  be  brought, 
oonld  not  be  r^rded  by  the  Oourt.  A  nomme  poenae  wait- 
ing upon  a  rent  cannot  be  released  till  the  rent  is  behind,  as 
the  non-payment  of  the  rent  makes  the  nomine  poenae  a  duly. 
{Velv.  215.)  But  the  rent  might  be  released  and  of  course 
the  nomdnepoenae  would  go  with  it.  A  party  cannot  release 
all  causes  of  action,  that  may  arise  or  accrue  after  the  execu* 
tion  of  the  release.  But  he  may  release  the  covenant  oar  policy, 
and  then  no  cause  of  action  can  arise.  That,  however,  is  not- 
done  hare.  A  release,  to  be  efGectual,  if  made  before  the  cause 
of  action  accrues,  must  prevent  it  &om  ever  aecnung:    If^ 
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notwithfitanding  the  instnunent  claimed  to  be  a  release,  a 
cause  of  action  does  afterwards  accme,  that  cause  of  action 
can  only  be  released  by  some  subsequent  act  of  the  partj  or 
of  the  law.  There  is  no  other  known  way  of  extinguishing  a 
cause  of  action  once  accrued.  And  the  parties  can  no  more 
change,  by  prior  agreement,  the  rules  of  eyidence,  by  which 
the  courts  will  be  governed,  than  they  can  release  a  right  of 
action  which  shall  subsequently  accrue  by  reason  of  a  wrong 
subsequently  done.  Suppose  that,  at  the  time  of  giving  a 
mortgage,  there  should  be  a  stipulation  that  if  it  were  not  re* 
deemed  in  six  months  it  should  be  evidence  of  no  right  to 
redeem;  would  such  a  stipulation  avail  to  prevent  a  redemp- 
tion? 

IV.  But  we  are  in  a  court  of  equity,  pursuing  an  equitable 
claim.  The  cause  of  action  accrued  to  the  plaintiff  by  the 
furnishing  of  the  proofs  in  1845.  It  is  pursued  in  behalf  of 
the  creditors  of  the  Bank,  by  the  receiver  to  whom  it  accrued. 
What  has  he  done  to  release  this  equitable  right,  which  was 
perfect  in  him  from  the  time  he  exhibited  the  proo&f  Ko- 
thing.  The  Ocmulgee  Bank,  which  alone  could  bring  an  ao^ 
tion  at  law  on  the  policy,  had  become  incapable.  Its  assets 
were  transferred  to  a  person  acting  under  a  public  appoint* 
ment,  to  whom  a  cause  of  action  in  equity  subsequently  ao^ 
crued.  To  bar  that  right  by  reason  of  the  mere  lapse  of  time, 
through  the  persistence  in  a  wrong  too  long  indulged,  would 
be  manifestly  inequitable  and  unjust. 

V.  But  it  is  the  every  day  practice  of  a  court  of  equity  to 
relieve  against  forfeitures  by  lapse  of  time;  especially  where 
it  can  see  that  it  bias  not  been  of  the  slightest  injury  to  the 
party  seeking  to  avail  himself  of  it.  More  especially  will  this 
be  the  case  when  that  party  is  himself  in  the  wrong.  Against 
a  condition  subsequent,  or  a  forfeiture  sought  to  be  enforced 
against  equity  under  a  pre-existing  agreement,  equity  will,  (m 
its  ordinary  principles,  relieve.  As  to  conditions  subsequent, 
says  Maddocky  ^^where  the  court  can  in  any  case  compensate 
the  party  in  damages  for  the  ^non-precise  performance  of  the 
condition,'  equity  wiU  relieve."    (1  Madd.  CK  36.)    It  wiU 
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never  allow  an  improyident  contract,  before  action  accraed,to 
deprive  it  of  jurisdiction. 

Kelson,  J.  1.  The  fourteenth  condition  of  the  policy,  pro- 
viding that  no  action  shall  be  sustained  against  the  company 
founded  thereon,  unless  brought  within  the  term  of  twelve 
months  after  the  cause  of  action  shall  have  accented,  affords, 
in  our  judgment,  a  conclusive  answer  to  the  bill  of  complaint. 

The  bringing  of  the  suit  within  this  period  is  made  a  condi- 
tion subsequent  to  the  right  of  the  insured  to  recover  the  lose. 
The  policy  was  entered  into  and  the  risk  assumed  with  express 
reference  to  this  among  other  conditions;  all  which  must, 
therefore,  be  regarded  in  expounding  the  rights  and  obligations 
of  the  parties  under  the  contract.  It  stands  upon  the  footing 
of  the  other  conditions  to  be  found  therein ;  such  as  giving 
notice  of  the  loss,  delivering  a  particular  account  of  the  same, 
properly  verified,  producing  books  of  account,  &c.  It  is  not 
against  law,  nor  repugnant,  nor  impossible,  and  may  be  very 
material  to  the  rights  and  interests  of  the  party  in  whose  &r 
vor  it  is  made. 

We  have  been  referred  to  no  statute  or  principle  of  the  com- 
mon law  forbidding  such  a  condition.  Originally,  there  was 
no  limitation  to  actions.  {Bladkmore  v.  TiddeHey^  2  Id. 
Bof/m.  1099 ;  The  People  v.  Oilbert,  18  Johns.  228 ;  Perham 
V.  Baynaly  2  JBing.  806 ;  WUk.  on  Lim.  2,  et  eeq.)  The  act 
of  21  Jac.  I,  (1623,)  the  first  general  statute  on  the  subject, 
provided  that  suits  should  be  brought  within  six  years  after 
the  cause  of  action  had  accrued,  '^and  not  after."  But  there 
18  nothing  in  this  act  forbidding  a  limitation  short  of  this 
period,  by  the  stipulation  of  the  parties.  It  only  prohibits 
the  suit  after  the  six  years.  The  common  law  gave  to  the  par^ 
ty  an  indefinite  time  to  bring  an  action.  The  act  simply  lim- 
ited the  time  to  the  given  period. 

lliere  might  be  some  force  in  the  argument,  that  an  agree- 
ment to  extend  the  time  beyond  thestatutory  limit  was  against 
law  and  void,  but  there  is  none  as  respects  a  limitation  short 
of  it    Even  in  the  former  case  it  has  been  held,  notwithstandr 


2S8  OONNECncUT, 


Oa}r  9.  The  Hertford  Fire  IniL  Go. 


ing  the  poeitive  terms  of  the  act,  namely,  that  smte  shoiild  be 
brought  within  six  years  and  not  after^  that  the  benefit  of  the 
provision  may  be  waived  by  the  act  of  the  parties.  (  WWc.  an 
Idm.  53,  53,  and  cases  there  cited.)  This  may  be  done  during 
the  running  of  the  statute,  or  after  the  limitation  has  attach- 
ed. Why  not,  then,  by  a  stipulation  in  the  contract  itself? 
And,  why  may  not  the  limitation  be  restrained  in  the  same 
way? 

We  cannot  doubt  that,  before  the  statute  of  21  Jaic.  I,  it  was 
competent  for  the  parties,  by  a  clause  in  their  contract,  to 
limit  the  time  within  which,  in  case  of  a  breach,  an  action 
should  be  brought.  As  the  period  was  then  indefinite,  there 
could  be  no  limit^  unless  it  was  thus  fixed.  There  is  nothing 
in  the  act,  necessarily  or  by  fair  construction,  taking  away 
this  right. 

The  case  of  an  agreement  to  refer  to  arbitration  is  not  anal- 
ogous. That  is  deemed  inoperative  on  the  ground  of  an 
attempt  to  oust  the  jurisdiction  of  the  courts.  {£ill  y.  J9S^ 
Uiter,  1  WUs.  129 ;  Half  hide  v.  Fenning,  2  Bro.  C.  G.  886 ; 
Watson  on  Arh,  4,  7,  8.)  And  even  that  case  was  at  first  a 
matter  of  contradictory  decision.  The  same  may  be  said  of 
the  case  referred  to  of  an  agreement  that  a  distress  for  a  rent- 
charge  shall  be  irreplevisable.  It  is  an  attempt  to  take  away 
all  remedy  for  a  right  that  is  regarded  as  incident  to  the  dis- 
tress, and  inseparable  from  it.  {Co.  Zitt.  145  i,  and  282  &; 
Brae.  Ub.  4,  p.  238  a  and  i.)  These  observations  are  also  ap- 
plicable to  the  case  of  an  agreement  that  a  mortgage  shall 
be  irredeemable. 

In  the  case  before  us  there  is  no  attempt  to  oust  the  juris- 
diction of  the  courts  or  to  take  from  the  party  his  appropriate 
remedy.  The  condition  simply  requires  vigilance  in  the  pur- 
suit of  the  remedy,  beyond  the  requirement  of  the  law.  The 
jurisdiction  of  the  court  to  administer  justice  in  the  given  case 
is  not  interfered  with. 

2.  But  the  true  ground,  we  are  inclined  to  think,  upon 
which  the  clause  rests  and  is  maintainable,  is,  that  by  the 
eontvact  of  the  parties,  the  rig^t  to  indenmity  in  case  of  losSy 
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and  the  liability  of  the  company  therefor,  do  not  become  ab- 
solute, unless  the  remedy  is  sought  within  the  year.  The 
stipulation  goes  to  the  right  as  well  as  to  the  remedy.  Indeed 
the  time  within  which  the  remedy  is  to  be  enforced  is  pr^ 
scribed  for  the  purpose  of  reaching  and  regulating  the  rights 
of  the  insured  under  the  contract  Although  the  condition  is 
subeequent,  it  is,  if  lawful,  as  operative  and  binding  as  a  eon- 
dition  precedent ;  and  that  it  is  lawfol,  as  well  as  a  very  es- 
sential part  of  the  contract,  we  cannot  doubt 

The  clause  contemplates  a  loss  about  which  a  controversy 
may  arise  between  the  insured  and  the  company,  and  in  re- 
spect to  which  the  right  to  indemnity  may  be  denied.  He 
object  was  not  to  foreclose  it  and  prevent  a  resort  to  the  proper 
tribunal ;  but  to  compel  a  speedy  resort,  and  a  termination  of 
the  controversy,  while  the  facts  were  fresh  in  the  recollection 
of  the  ]>artie8  and  witnesses,  and  the  proofi  accessible. 

While  it  is  not  perceived  to  be  at  all  injurious  to  the  rights 
of  the  insured,  it  is  manifestly  beneficial  to  the  company,  who 
stand  on  the  defensive  and  are  obliged  to  await  the  movements 
of  the  adversary  party. 

We  are  of  opinion,  therefore,  that  the  plea  is  a  good  answer 
to  the  bilL* 


*  AflcF  this  decidon  the  bill  ▼•&  amended,  bj  eetting  ent  reaaens  for  the 
delay  in  bringing  the  anit,  and  the  case  waa  re-argned,  bnt  the  reasonB  were 
held  inaoffieient  Meantime  the  plaintiif  died,  and  no  reeeiTer  haying  been 
appointed  in  his  plaoe^  the  case  has  proceeded  no  further. 
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NOBMAK  KeLLT  and  OTHERS,   PLADmFFB  IN  EbBOB 

V8. 

Ebaotub  Smith,  Assignee  in  Bankbuptcy,  and  John  EL 
Pbbbton,  Defendants  in  Ebbob. 

▲  fftctor,  entroated  with  goods  for  sale  on  oommlBUon,  who  pledges  them  for 
advances  made  to  him,  and  gives  the  pledgee  authority  to  sell  them  to  re- 
imbm^e  himself,  is  guilty  of  a  conyersion  of  the  goods  at  the  time  of  their 
delivery  in  pledge,  and  is  liable  for  their  value  at  that  time. 

The  legality  or  illegality  of  such  a  pledge  does  not  depend  upon  the  result 

Trover  will  He  for  such  a  conversion ;  but  whether  indebitahu  otMumpnt  will 
lie^  in  such  case,  for  goods  sold  and  delivered,  quere. 

It  is  clear,  however,  that  the  principal  is  entitled,  in  the  settlement  of  ac- 
counts between  him  and  his  factor,  to  an  adjustment  of  any  claim  he  may 
have  for  loss  or  damage  resulting  from  such  unlawful  pledge,  without  be- 
ing driven  to  a  eross  action. 

In  the  case  of  such  a  pledge,  the  damages  to  which  the  principal  is  entitled 
is  the  difference  between  the  value  of  the  goods  at  the  time  of  the  conver- 
sion and  their  proceeds  when  sold  by  the  pledgee. 

Under  g  6  the  Bankrupt  act  of  August  19th,  1841,  (6  U.  S.  Stat,  at  Lar^ 
445,)  a  District  Court  has  jurisdiction  of  an  action  by  an  assignee  in  bank- 
ruptcy of  a  voluntary  bankrupt,  to  recover  a  balance  due  from  a  principal 
to  the  bankrupt  as  factor,  at  the  time  of  the  presentation  of  his  petition  in 
bankruptcy. 

Such  a  suit  is  essential  to  the  winding  up  of  the  proceedings  in  bankruptcy, 
and  jurisdiction  in  it  depends  upon  the  subject  matter  and  not  upon  the 
parties. 

Wher^  in  such  a  suit,  the  defendant  aoquiesces  in  its  reference  to  an  auditor, 
and  appears  before  him  and  contests  the  claim,  he  cannot,  on  a  writ  of 
error,  object  that  in  the  Court  below  the  case  should  have  been  tried  by  a 
jury. 

Ebbob  to  the  District  Court.  The  action  there  was  lock 
debt^  brought  by  Erastus  Smith  of  Hartford,  as  assignee  in 
bankruptcy  of  Henry  Pomeroy,  a  voluntary  bankrupt,  and 
John  H.  Preston,  who  was  not  a  bankrupt  when  the  suit  was 
commenced,  against  !Norman  £elly  &  Co.,  manufacturers  of 
printing  cloths  in  EiUingly,  Conn.  The  plaintifis  sought  to 
recover  $2000  as  due  from  the  defendents  to  Preston  and 
Pomeroy,  late  partners,  at  the  time  Pomeroy's  petition  in 
bankruptcy  was  presented. 
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The  action  was  returnable  to  the  term  of  the  District  Court 
held  in  May,  1843.  Both  parties  having  appeared,  an  audi- 
tor was  appointed  by  the  Court  in  March,  1845,  to  adjust  the 
accounts  between  them.  In  May,  1845,  the  auditor  made  his 
report,  finding  due  to  the  plaintiffs  the  sum  of  $1,817  27. 
The  defendants  excepted  to  the  report,  and  in  September, 
1845,  on  a  hearing  of  the  exceptions,  the  Court  made  a  special 
finding  as  to  the  facts  as  follows : 

The  defendants  put  into  the  hands  of  Preston  &  Pomeroy 
d6  bales  of  printing  cloths  under  the  following  circumstances. 
Preston  &  Pomeroy  were  commission  merchants  in  Hartford, 
and  also  made  sales  as  such  in  the  city  of  Kew-York.  In  the 
winter  and  spring  of  1842,  Preston  &  Pomeroy  applied  to  the 
defendants  for  their  business,  and  represented  to  them  that 
they  had  a  large  capital  and  great  fitcilities  for  disposing  of 
cloths ;  that  they  made  most  of  their  sales  in  Kew-York ;  that 
Preston  was  there  every  week  and  made  the  sales  there ;  and 
that  their  terms  were  &vejper  cent  for  commission  and  guar- 
anty, with  other  usual  charges,  they  advancing  on  the  goods 
to  nearly  their  value.  The  defendants,  accordingly,  consigned 
to  them  96  bales  of  printing  cloths,  and  sent  them,  by  their 
directions,  to  Buck  <fe  Co.  of  New-York,  agents  of  Preston  & 
Pomeroy  to  receive  and  store  cloths  and  ddiver  them  to  order 
when  sold. 

In  May,  1842,  Preston  &  Pomeroy  represented  to  the  defend- 
ants that  they  had  made  arrangements  to  print  a  quantity  of 
printing  cloths  for  themselves,  and  that  they  would  sell  better 
in  that  form ;  and,  as  the  sale  of  the  defendants'  cloths  in  their 
hands  was  duU,  they  proposed  and  reconmiended  to  the  defend- 
ants to  consent  that  they  should  print  their  96  bales,  to  which  the 
defendants  consented.  Thereupon,  Preston  &  Pomeroy,  on 
the  8th  of  June,  1842,  before  any  of  their  acceptances  became 
payable,  delivered  the  96  bales  to  D.  H.  Arnold  &  Co.,  of 
New- York,  a  commission  house,  upon  an  agreement  then  made 
between  them,  that  the  latter  should  take  the  cloths  and  pro- 
cure them  to  be  printed  at  three  cents  a  yard,  and  sell  them 
on  conunission,  when  printed,  for  account  of  Preston  &  Pome- 
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roj,  who  should  pay  for  the  printing,  and  that  Arnold  &  Co. 
Bhonld  accept  Hie  drafts  of  Preston  &  Pomeroy  to  half  the 
value  of  the  goods.  Arnold  &  Co.  had  no  knowledge  that  the 
goods  belonged  to  the  defendants,  but  receiyed  them  as  the 
goods  of  Preston  &  Pomeroy  under  the  above  arrangement 

Arnold  &  Co.  had  in  their  hands,  at  the  same  time, 
other  goods  to  a  considerable  amount,  actually  owned  by  Pres- 
ton &  Pomeroy,  and  the  latter  drew  on  Arnold  &  Co.  against 
all  the  goods,  including  the  96  bales,  without  any  discrimination. 
The  amount  of  the  bills  drawn  was  $10,658  82,  of  which 
$5,208  32  was  accepted  by  Arnold  &  Co.  before  the  96  bales 
were  printed,  and  the  i^esidue  before  they  were  sold. 

The  contract  between  Preston  &  P(Mneroy  and  Arnold  & 
Co.  was  not  communicated  to  the  defendants,  and  although 
they  knew  that  th6  goods  were  to  be  placed  in  the-  hands  of 
some  one  besides  Preston  &  Pomeroy  to  be  printed,  they  did 
not  know  where  they  had  been  placed  till  the  &11  of  1842, 
after  said  drafts  were  all  made.  They  then  saw  them  at  the 
store  of  Arnold  &  Co.,  but  the  latter  did  not  recognize  the  de- 
fendants as  the  owners  of  the  goods,  and  the  defendants  did 
not  attempt  to  control  them.  The  defendants  had  no  knowl- 
edge till  the  fall  of  1842,  and  after  their  goods  were  all  sold, 
that  drafta  had  been  made  against  them.  The  bills  for  print- 
ing them  amounted  to  $2,143  41  and  the  nett  amount  of  sales 
was  $5,571  97. 

The  auditor  allowed  21-2  per  cent,  commission  to  Preston 
&  Pomeroy  for  getting  the  goods  printed,  together  with  the 
charges  of  Arnold  &  Co.  The  defendants  had  drawn  on  Pres- 
ton &  Pomeroy  against  their  goods,  and  the  drafts  were  ac- 
cepted. There  was  a  heavy  depression  on  printed  goods  after 
these  goods  were  consigned  by  the  defendants  to  Preston  A 
P<Hneroy  and  before  they  were  sold.  The  difierenoe  in  the 
actual  value  of  the  goods,  between  the  time  of  the  first  con- 
signment and  the  time  of  their  actual  sale,  exceeded  $1000. 
When  sold,  they  were  sold  at  their  fair  market  value.  The 
defendants  claimed  a  credit  for  the  value  of  the  cloths  on  the 
aOi  of  June,  1842,  which  was  much  laiger  than  either  thaact* 
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ud  Bales  by  Arnold  &  Co.,  or  the  value  at  the  times  of  such 
sales.  Hie  auditor  disallowed  this  claim,  and  allowed  oulj 
die  nett  sales  as  made  by  Arnold  &  Co. 

The  Court,  on  the  foregoing  facts,  confirmed  the  report  of 
the  auditor,  and  judgment  was  rendered  for  the  plaintiffi  for 
the  amount  reported,  with  costs.  The  defendants  then  sued 
out  a  writ  of  error. 

Imac  Toncey  and  Charles  A.  IngersoU^  for  the  plaintiflfe  in 
error.  I.  Preston  &  Pomeroy  should  have  been  charged  with 
the  value  of  the  96  bales  of  goods  on  the  8th  of  June,  1812, 
when  they  were  pledged  to  Arnold  &  Co.  for  the  drafts  drawn 
against  tiiem.  They  were  then  worth  much  more  than  they 
were  actually  sold  for  by  Arnold  &  Co.  11.  The  District 
Court  had  no  jurisdiction  of  a  suit  against  the  defendants  in 
&vor  of  Preston,  and  Smith  as  assignee  in  bankruptcy  of 
Pomeroy.  HI.  The  District  Court  had  no  power  to  appoint 
an  auditor  to  try  the  case ;  it  should  have  been  tried  by  a  juiy. 

.Roffer  S.  Baldwm^  for  the  defendants  in  error. 

Nelson,  J.  1.  13ie  question  on  the  merits  in  this  case  is, 
whether  the  defendants  below  should  be  allowed,  in  the  ad- 
justm^it  of  their  accounts,  the  nett  proceeds  of  the  actual 
sales  of  their  goods,  or  their  market  value  at  the  time  of  their 
delivery  to  Arnold  &  Co.,  on  the  8th  of  June,  1842.  The 
Ooort  below  allowed  only  the  nett  proceeds. 

The  pledge  of  the  goods  by  Pteston  &  Pomeroy,  as  security 
tor  advances  made  to  them  by  Arnold  <&  Co.,  with  authority 
to  the  latter  to  sell  to  re-imburse  the  same,  was  a  conversion 
of  the  property  which  subjected  the  &ctors  to  an  action  for 
die  value  of  the  goods  at  the  time  of  their  delivery  in  pledge* 
{Daubigny  v.  Dwoal^  6  T.  R.  604 ;  M^Comlne  v.  Dcme$y  7 
Eatt^  5 ;  Jfidding^.  Kymer^  2  Brod.  cfe  Bing.  689 ;  Orahoun 
V.  I)y9tei\  3  Stark.  21 ;  Ketmedy  v.  Strong^  14  Johns.  128.) 
The  authority  given  to  the  factors  to  procure  the  goods  to  be 
printed  did  not  change  the  character  of  the  transaction,  as  the 
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pledge  wafi  not  a  necessary  prerequisite  to  the  exercise  of  that 
authority.  !Nor  is  it  affected  by  the  fact  that  the  goods  were 
sold  probably  as  early  as  they  could  have  been,  had  they  not 
been  pledged,  that  is,  as  soon  as  they  could  be  printed.  The 
legality  of  the  act  cannot  depend  upon  the  result  The  pledge 
was  lawful  or  unlawful  at  the  time  it  was  made.  The  act  was 
a  wroAgfiil  conversion,  for  which  the  factors  became  immedi- 
ately liable  to  their  principals. 

llie  only  difficulty  in  the  case  is  in  respect  to  the  remedy. 
That  an  action  of  trover  would  lie  for  the  value  of  the  goods 
on  the  8th  of  June,  1842,  is  beyond  question.  That  is  the 
usual  mode  of  redress.  Whether  indehitatics  asaumpstt  for 
goods  sold  and  delivered  would  also  lie  is  not  so  clear,  (i^f*^ 
nam  v.  Wise^  1  JHU^  234,  240,  and  cases  in  note.)  The 
case  of  Zes  v.  Shore^  (1  Bam.  &  Oress.  94,)  seems  to  go 
that  length.  In  that  case  the  fact  of  the  removal  or  taking 
away  by  the  defendant  of  the  goods  claimed  by  the  plaintiff^ 
was  the  sole  ground  relied  on  for  implying  a  contract  of  sale ; 
and  the  Court  conceded  throughout  that  it  was  sufficient  The 
cases  generally  do  not  carry  the  doctrine  of  election  of  actions 
to  this  extent  (2  PhiU.  Ev.  110,  111,  1th  Land.  ed.\  Browne 
on  Actions  at  Law^  324,  486,  and  cases.) 

But,  independently  of  this  principle,  I  am  inclined  to  think 
that  the  defendants  below  are  entitled  to  an  adjustment  of  their 
claim,  in  the  settlement  of  accounts  with  their  &ctors.  It  is 
well  settled  that  any  loss  which  the  principal  may  have  sus- 
tained by  reason  of  the  negligence  of  the  agent,  or  his  depart- 
ure from  instructions,  may  be  taken  into  account.  ( White  v. 
Chapman^  1  Stark.  113 ;  Shanjo  v.  Ardm^  9  Bing.  287,  291 ; 
2  Smith's  Lead.  Cos.  14,  note  to  Cutter  v.  PomeU;  Rues,  on 
Fact(xrs,  187.)  The  case  of  BeU  v.  Palmer,  (6  Cow.  128,) 
was  an  action  of  assumpsit  by  factors  against  principal,  to  re- 
cover a  balance  due  in  account.  The  defendant  sought  to  re- 
duce the  balance,  by  showing  a  loss  in  the  sale  of  the  goods, 
by  reason  of  a  departure  from  instructions.  He  was  charged, 
not  with  the  price  of  the  goods  sold,  but  with  what  he  might 
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have  received  if  he  had  followed  the  instructions.  The  case 
of  Guy  V.  OaJdey^  (13  Johns,  332,)  involves  a  like  principle. 

Now,  it  appears  to  me  that  the  principles  referred  to,  and 
which  are  of  daily  application,  cover  the  case  in  question. 
Whether  the  loss  is  occasioned  by  the  negligence  of  the  agent, 
or  by  some  other  wrongful  act  of  his  in  dealing  with  the  goods 
committed  to  his  trust,  can  make  no  difference.  In  either  case, 
it  is  a  loss  by  his  misconduct,  in  the  execution  of  his  trust,  and 
nothing  more. 

That  the  principal,  whether  he  be  plaintiff  or  defendant, 
must,  in  an  action  of  assumpsit,  look  to  the  proceeds  and  not 
to  the  value  of  the  property,  is  answered  by  the  case  of  Palmer 
V.  BeU,  There  the  value  of  the  property,  or,  in  other  words, 
what  the  factors  might  have  got  for  it,  was  allowed  to  the  de- 
fendant in  the  adjustment  of  accounts.  And  the  principle  of 
that  case  is  fully  borne  out  by  the  cases  referred  to  in  Smithes 
Lead.  Gas.  and  Bv^.  on  Factors. 

Suppose  the  factor  should  sell  the  goods  greatly  under  the 
market  value,  give  them  away,  or  appropriate  them  to  his 
own  nse,  can  there  be  a  doubt  that  in  the  adjustment  cf  ac- 
counts he  would  be  bound  to  account  for  their  value  ? 

The  pledge  of  the  goods  by  the  &ctors  in  this  case  for 
money  advanced,  was  a  virtual  appropriation  of  them  to  their 
own  benefit,  and  affords  much  stronger  ground  for  implying 
a  sale,  than  the  fact  relied  on  in  Lee  v.  Shore.  The  principle 
of  thie  cases,  however,  does  not  rest  upon  this  implication,  but 
upon  the  fact  of  a  loss  or  damage  arising  out  of  the  n^ligence 
or  other  wrongftd  act  of  the  agent  in  dealing  with  the  goods, 
which  the  principal  is  entitled  to  have  adjusted  in  the  settle- 
ment of  accounts,  without  being  driven  to  a  cross  action.  The 
damage  consists  in  the  difference  between  the  value  of  the 
goods  at  the  time  of  the  conversion,  and  the  proceeds  of  the 
sale.  This  is  the  loss  which,  if  any,  the  law  presumes  the 
principal  to  have  sustained.  The  wrongfiil  conversion  gives 
him  a  right  to  their  value  at  the  time ;  and  to  that  he  is,  in 
justice  and  equity,  entitled,  in  the  settlement  of  the  accounts. 

2.  I  have  no  doubt  that  the  District  Court  had  jurisdiction 
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of  the  case.  By  tiie  sixth  eection  of  ihe  Banbrapt  act  of  Au- 
gust 19th,  1841,  (6  U.  S.  Stat,  at  Lwrge,  446,)  it  has  jurisdic- 
tkm  ^^  in  all  matters  and  proceedings  in  bankruptcj  arising 
imder  tiiis  act,"  and  that  jurisdiction  extends  ^^  to  all  acts, 
matters  and  things  to  be  done  nnder  and  in  yirtne  of  the  bank- 
mptcj,  nntil  the  final  distribution  and  settlement  of  the  estate, 
fto."  The  jurisdiction  does  not  depend  upon  the  parties  to 
the  suit,  but  upon  the  subject  matter.  The  suit  in  this  case 
was  essential  to  the  winding  up  of  the  proceedings  in  bank- 
ruptcy, as  it  involved  a  question  in  respect  to  a  portion  of  the 
assets  of  the  estate.  Without  this  settlement  there  could  be 
no  final  distribution,  or  termination  of  the  proceedings. 

8.  Assuming  that  the  defendants  were  entitled  to  a  trial  by 
jury,  a  question  which  it  is  not  now  necessary  to  determine, 
it  is  a  sufficient  answer  to  the  objection  that  the  case  was  tried 
by  an  auditor,  to  say  that  the  defendants  waived  their  right 
by  acquiescing  in  the  reference  to  the  auditor,  and  by  appear- 
ing before  him  and  contesting  the  daim. 

The  judgment  of  the  District  Court  must  be  reversed. 


CIRCUIT  COTJET  OF  THE  UNITED  STATES 
FOR  THE  SECOND  CIRCUIT. 


VERMOIH',  MAT  TERM,  1848,  AT  WINDSOR. 


The  PBBsroENT,  Direotors  and  Company  of  the  Bank 
OF  THE  United  States 

Wyixys  Lyman  and  others. 

Wbere  the  act  of  incorporation  of  a  banking  company  provided  that  notice 
of  its  organization  should  be  given  on  or  before  a  certain  data,  and  the 
bank  was  foand  in  operation  afterwards  under  the  act,  it  is  to  be  presumed 
that  it  was  organized  as  early  as  the  time  prescribed. 

Hie  Bank  of  the  United  States  chartered  by  Congress  had  no  power  to  carry 
on  banking  operations  after  the  8d  of  March,  18S6,  though  it  continued  in 
existence  two  years  longer  for  the  settlement  of  its  affairs,  Ac  But  on  the 
18th  of  February,  1836,  the  State  of  Pennsylvania  incorporated  a  banking 
company  by  the  same  name,  in  anticipation  of  the  dissolution  of  the  old 
one— the  new  company  having,  with  one  exception,  the  same  stockholders 
and  capital,  the  same  name  and  style,  and  the  same  capacity,  so  far  as  a 
8tate  institution  could  have  the  capacity  of  a  national  one.  On  the  10th 
of  March,  1836,  the  defendants  proposed  "to  purchase  of  the  Bank  of  the 
United  States  the  property  of  the  Office  at  Burlington,  <u  it  toat  upon  the 
%i  dojf  of  Mar<^  1886."  This  contract  was  perfected  on  the  Ist  of  April, 
1886:  Held,  that  it  was  a  contract  with  the  new  company. 

Hie  acts  and  admissions  of  one  of  several  joint  contractors  or  promisors^  are 
admissible,  for  some  purposes,  as  evidence  against  all.  And  his  acts  and 
admissions  while  aciing  as  the  agent  of  all  in  the  joint  business,  relative  to 
•ny  thing  within  the  scope  of  his  authority,  are  binding  upon  all. 

If  the  plaintiff's  bill  of  particulars  states  his  claim  to  be  two  particular  prom- 
inory  notes^  he  is  confined  to  them,  and  cannot  recover  upon  the  pre-ex- 
isting debt  or  original  consideration.     {Per  PnENTisSk  J.) 

If  a  negotiable  promissory  note  is  payable  to  "S.  J.,  cashier,  or  order,"  but 
is  not  endorsed  by  him,  parol  evidence  is  inadmissible^  to  show  that  the 
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bank  of  which  S.  J.  is  cashier,  is  the  real  partj  in  interest^  so  as  to  p  3nnit  the 
bank  to  recover  upon  it,  without  its  endorsement  by  S.  J. 

In  an  action  brought  by  the  bank,  such  a  note  is  not  evidence  of  money  had 
and  received  to  its  use,  or  of  an  account  stated  with  it. 

The  note,  however,  having  been  given  to  Jaudon  for  property  sold  and  de- 
livered by  the  plaintiffs  to  the  defendants^  the  plaintiffs  could*  perhaps 
surrender  and  cancel  the  note,  and  recover  on  the  original  consideration, 
if  the  declaration  contained  a  count  founded  thereon.    {Per  Nei^sox,  J.) 

If  the  bank,  though  not  the  payee,  were  the  real  owner  of  the  note,  and  there 
had  been  an  actual  accounting  with  it  or  its  agents,  those  facts  might  per- 
hapst  with  the  note,  constitute  sufficient  evidence  to  support  an  action  by 
the  bank  for  money  had  and  received,  or  on  an  account  stated ;  but  an  ao- 
counting  with  third  persons,  to  whom  the  beneficial  interest  of  the  bank 
in  the  note  had  been  assigned,  in  trust  for  specified  purposes,  would  not. 

Facts  stated,  from  which  notice  to  an  endorser,  of  the  presentment  and  non- 
payment of  a  promissory  note,  will  be  inferred. 

Questions  of  evidence  examined,  in  regard  to  certain  notes  alleged  to  be  in- 
cluded in  the  purchase  by  the  defendants,  and  to  have  been  controlled  or 
discharged  by  the  plaintiffs. 

In  this  case,  a  verdict  was  taken  for  the  plaintiflfe  at  a  for- 
mer term,  subject  to  the  opinion  of  the  Oonrt  on  certain  qu^- 
tions  reserved  at  the  trial.  It  appeared  that  the  Bank  of  the 
United  States,  created  by  Congress  in  1816,  had  established 
a  branch  or  office  at  Burlington,  in  Vermont,  which  was  sev- 
eral years  in  operation,  and  continued  to  do  business  until 
September,  1835.  On  the  10th  of  March,  1836,  the  defen- 
dants made  a  proposition  in  writing,  "  to  piu'chase  of  the  Bank 
of  the  United  States  the  property  of  the  office  at  Burlington, 
as  it  was  upon  the  2d  day  of  Marchj  1836,"  for  the  sum  of 
$141,777  87,  on  an  estimate  made  separately  of  the  real  estate, 
the  good  notes  and  demands,  and  the  demands  foiming  what 
was  called  the  suspended  debt.  The  proposition  was  accepted 
on  the  1 5th  of  the  same  month ;  and  on  the  1st  of  April  the  con- 
tract was  carried  into  execution,  the  defendants  executing  four 
promissory  notes  for  the  sum  of  $35,500  each,  payable  in  one, 
two,  three,  and  four  years,  and  taking  a  conveyance  and  delivery 
of  all  the  property,  except  certain  bills  or  notes  which  had 
been  paid  into  the  office  before  the  sale  was  consummated. 
In  consequence  of  some  of  the  bills  or  notes  having  been  so 
paid,  and  to  make  up  an  even  amount,  the  sum  of  $10,020 
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was  paid  in  cash  to  the  defendants,  so  as  to  make  the  exact 
sum  of  $142,000,  the  amount  of  the  fonr  notes.  The  other 
tsucts  in  the  case,  as  well  as  the  questions  reserved,  will  suffi- 
ciently appear  from  the  opinions  of  the  judges. 

Sanrnd  S.  Phdps^  for  the  plaintiffs. 

Hufvs  Choate  and  Amhel  Peck^  for  the  defendants. 

PsENTiss,  J.  The  declaration  in  this  case  contains  two 
ooimts,  one  for  money  had  and  received,  and  the  other  on  an 
account  stated.  In  support  of  the  counts  two  promissory  notes 
were  given  in  evidence,  with  several  accounts  current,  letters 
of  correspondence,  and  other  documents  and  testimony.  Out 
of  the  evidence  so  given,  various  questions  have  arisen,  some 
involving  the  admissibility,  and  others  the  effect  or  sufficiency 
of  the  evidence.  The  questions  possess  different  degrees  of 
importance,  both  intrinsically  and  in  their  bearing  upon  the 
case ;  and  I  shall  notice  them  in  such  order  and  manner,  as 
will  enable  me  to  dispose  of  them  with  as  much  brevity  and 
as  little  repetition  as  practicable,  entering  no  further  into 
the  fitcts  than  may  be  necessary  to  present,  fully  and  intelli- 
gibly, the  grounds  of  decision  upon  each  particular  point. 

1.  The  plaintiffs  were  incorporated  as  a  banking  company, 
by  the  name  of  the  Bank  of  the  United  States,  by  an  act  of 
the  State  of  Pennsylvania,  passed  February  18th,  1836.  The 
contract  which  is  the  origin  or  foundation  of  the  principal 
daim  in  question,  was  made  sometime  after  the  10th  of  March, 
and  was  carried  into  execution  on  the  1st  of  April,  in  the  same 
year.  The  precise  day  of  the  organization  of  the  plaintiffs  as 
a  banking  company  not  being  shown,  it  is  objected  that  it 
does  not  appear  that  they  were  organized,  and  competent  to 
act  as  a  corporate  body,  at  the  time  the  contract  was  made. 
To  this,  it  seems  to  me,  an  answer  was  given  by  the  counsel 
for  the  plaintiffs,  which  is  quite  sufficient.  The  act  of  incorpo- 
ration having  provided,  that  notice  of  the  organization  should 
be  given  on  or  before  the  3d  of  March  then  next  ensuing,  and 
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the  bank  being  found  in  operation  afterwards  nnder  the  act,  it 
is  to  be  presumed  that  it  was  organized  as  early  as  the  time 
prescribed,  which  was  of  course  before  the  making  of  the  con* 
tract. 

2.  It  appears  that  the  Bank  of  the  United  States,  incorpo- 
rated many  years  before  by  an  act  of  Congress,  although  it 
ceased  to  have  any  power  to  cany  on  banking  operations  after 
the  3d  of  March,  1886,  continued  in  existence  two  years  there- 
afl;er,  for  the  purpose  of  suits,  for  the  final  settlement  of  its 
afibirs,  and  for  the  sale  and  disposition  of  its  estate  and  effects. 
As  that  company  established  the  branch  at  Burlington,  and 
was  in  existence  at  the  time  the  contract  for  the  purchase  of 
the  property  of  the  branch  was  entered  into,  it  is  insisted  that 
it  must  be  taken,  in  the  absence  of  direct  proof  showing  it  to 
be  otherwise,  of  which  it  is  said  there  is  none,  that  the  con- 
tract was  made  with  that  company ;  and  consequently,  tibat 
the  plaintifts,  as  to  one  and  much  tiie  most  considerable  of  the 
claims  in  question,  are  mere  strangers,  for  anything  that  ap- 
pears, without  right  or  interest. 

But  it  is  to  be  observed,  that  the  company  established  by 
the  act  of  Pennsylvania,  was  established  in  anticipation  of  the 
dissolution,  so  far  as  banking  powers  were  concerned,  of  Ae 
company  established  by  the  act  of  Congress ;  the  new  compa- 
ny having ,  with  one  exception,  the  same  stockholders  and 
capital,  the  same  name  and  style,  and  the  same  capacity,  so 
&r  as  a  state  institution  could  have  the  capacity  of  a  national 
institution.  It  was  the  substitution  of  a  new  charter  under  the 
state  government  in  place  of  the  old  charter  under  the  general 
government,  so  that  the  banking  operations  which  would  cease 
under  the  one,  might  be  continued,  without  intermission  or  in- 
terruption, under  the  new  powers  given  by  the  other.  Accor- 
dingly, the  new  company,  as  we  have  seen,  was  to  come  and 
did  come  into  existence,  as  an  organized  corporate  body,  be- 
fore or  simultaneously  with  the  termination  of  the  banking 
powers  and  operations  of  the  old  company ;  and  all  the  estate 
and  effects  of  the  old  company  were  transferred  to  the  new. 
Ihe  particular  time  of  the  transfer,  it  is  true,  does  not  appear. 
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But  it  is  obyions  that  it  would  naturally  follow  the  organiza- 
tion immediately,  in  order  to  Ailfil  the  purpose  in  view ;  and 
one  of  the  witnesses  states  expressly  that  it  included  the  estate 
tnd  eflfects  sold  the  defendants.  This,  therefore,  connected 
with  the  bringing  of  the  action  and  possession  of  the  written 
evidences  of  the  debt  by  the  plaintiffs,  is  sufficient  and  very 
decisive  evidence  that  the  contract  was  in  fact  made  with  the 
new  company. 

3.  To  establish  several  material  facts  in  the  case,  various 
letters,  acts,  and  admissions  of  John  Peck,  one  of  the  defen- 
dants, were  given  in  evidence.  This  evidence,  it  is  said,  was 
inadmissible,  at  least  so  fiir  as  it  concerns  any  of  the  defen- 
dants but  Peck  himself.  The  objection  to  it  rests  upon  the 
groimd,  that  though  the  defendants  were  joint  purchasers  of 
the  property,  and  gave  their  joint  notes  for  the  price,  they 
were  not  partners,  at  least  in  such  a  sense  as  to  make  the  acts 
and  admissions  of  one  evidence  against  the  others.  Admitr 
ting  that  the  defendants  are  to  be  regarded,  not  as  partners, 
properly  and  strictly  speaking,  but  only  as  joint  contractors 
or  promisors,  still  the  evidence,  for  some  purposes,  was  un- 
doubtedly admissible.  It  is  a  familiar  rule  of  law  that  an 
acknowledgment  by  one  of  several  joint  debtors,  either  by 
word  or  act,  is  evidence  to  take  the  debt  out  of  the  statute  of 
limitations  as  to  all.  Thus,  ''  payment  by  one,"  says  Lord 
Mansfield,  in  WhttcomA  v.  WhiHnff^  {Doug-  652,)  '^  is  pay- 
ment for  all,  the  one  acting,  virtually,  as  agent  for  the  rest ; 
and,  in  the  same  manner,"  he  adds,  ^'  an  admission  by  one  is 
an  admission  by  all."  This  principle,  however,  does  not  ex- 
tend to  the  creation  of  a  new  substantive  obligation,  or  a  new 
additional  liability ;  nor  to  anything  which  is  neoessaiy  to  be 
done  by  the  party  claiming,  to  perfect  or  give  effect  to  a  con- 
ditional or  imperfect  obligation  or  liability — such,  for  instance, 
SB  a  demand  of  payment  and  notice  of  non-payment  of  a 
promissory  note  endorsed  by  several  joint  payees.  There,  the 
admission  of  one  of  the  endorsers,  either  as  to  the  demand  or 
notice,  18  probably  no  evidence  against  the  others ;  especially 
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BO,  as  notice  is  necessary  to  each.  But,  payment  by  one  on 
a  note,  in  pursuance  of  an  existing  joint  liability,  or  an  admis 
sion  by  one  that  the  note  is  unpaid,  or  that  a  particular  bal- 
ance is  due  upon  it,  whether  by  stating  an  account  or 
otherwise,  is  good  evidence  against  all,  in  an  action  for  the 
money  due  upon  the  note.  That  neither  creates  a  new  con- 
tract nor  enlarges  the  pre-existing  obligation  or  liability,  but 
merely  shows  that  that  obligation  or  liability  has  not  been 
dischai^ed,  or  dischai^d  but  in  part  only. 

But,  however  that  may  be,  if  it  sufficiently  appears  that 
Peck  was  the  agent  to  take  cai'e  of  the  joint  concern,  and 
transact  the  business  growing  out  of  it,  in  behalf  of  the  other 
defendants  as  well  as  himself,  his  acts  and  admissions  while  so 
acting,  relative  to  any  thing  within  the  scope  of  his  authority, 
are,  undoubtedly,  in  law,  the  acts  and  admissions  of  all  and 
binding  upon  all.  Now,  it  very  fiiUy  appears  that  the  busi- 
ness was  in  iact  conducted  and  transacted  wholly  by  and 
through  Peck.  The  original  proposition  for  the  purchase  was 
signed,  ^^  John  Peck  for  himself  and  others ;"  and  this  was 
ratified  by  the  others,  by  their  joining  in  the  notes  and  com- 
pleting the  contract  in  pursuance  of  that  proposition.  As  at 
the  first,  so  throughout  to  the  last.  Peck  acted  as  the  ostensi- 
ble manager,  without  the  appearance,  firom  any  thing  that  is 
disclosed  in  the  evidence,  of  any  objection  or  interference  on 
the  part  of  the  other  defendants.  It  is  obvious  that  it  would 
be  quite  inconvenient,  in  a  joint  concern  of  such  a  nature,  for 
all  to  take  part  personally  in  the  correspondence,  or  to  sign 
every  letter  and  paper  that  passed,  or  for  notices,  accounts 
current,  and  other  necessary  communications,  to  be  sent  to 
and  answered  by  all.  It  is  usual,  in  such  cases,  to  commit 
the  transaction  of  the  business  and  the  charge  of  the  corres- 
pondence to  some  particular  one,  and  have  it  done  by  and 
through  him  for  all.  And  where  it  is  done  by  and  through 
one,  professedly  for  and  in  behalf  of  all,  for  a  series  of  years, 
as  in  this  case,  without  objection,  all  residing  in  the  same 
neighborhood,  and  having  daily  intercourse  and  communicar 
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tion  with  each  other,  the  assent  of  the  others,  they  having 
adopted  the  first  act,  is  to  be  presumed  from  their  silence  and 
acquiescence. 

4.  The  bill  of  particulars  filed  by  the  plaintiffi  having 
stated  their  claim  to  be  two  promissory  notes  particularly  de- 
scribed, it  is  made  a  question,  and  it  becomes  necessary  to 
decide,  whether  it  was  competent  for  them  to  give  evidence 
of  and  recover  upon  the  pre  existing  debt  or  original  consid- 
eration. According  to  the  general  rule  of  practice,  as  estab- 
lished by  the  authorities,  it  seems  that  the  particulars  are 
considered  and  treated  as  incorporated  with  the  declaration, 
and  the  plaintiff  is  not  allowed  to  give  any  evidence  out  of 
them.  Thus,  it  has  been  held,  that  where  the  particular  of 
the  plaintiff's  demand  was  a  promissory  note  only,  and  on 
being  produced  it  appeared  to  be  improperly  stamped,  so  that 
it  could  not  be  given  in  evidence,  the  plaintiff,  though  he 
might  otherwise  have  gone  into  the  consideration  of  the 
note,  was  precluded  therefrom  by  his  particular.  (  Wade  v. 
Beadey^  4  E»p.  7;  Brawnv.  Watts,  1  Tan/nt  353 ;  1  Tidd's 
Prac.  537.)  On  these  authorities,  which  are  obviously  di- 
rectly in  point,  the  plaintiffs  in  the  present  case  were  confined, 
by  the  terms  of  their  bill  of  particulars,  to  the  two  notes  speci- 
fied, and  were  not  at  liberty  to  proceed  upon  the  original  con- 
sideration or  cause  of  action. 

5.  The  note  first  specified  in  the  bill  of  particulars,  and  first 
given  in  evidence,  if  the  plaintiff  could  maintain  an  action 
upon  it  in  any  form,  was  undoubtedly  admissible  tmder  either 
count  in  the  declaration — ^not  only  under  the  count  for  money 
had  and  received,  but  also,  being  a  liquidated  debt,  under  the 
count  on  an  account  stated.  To  the  admission  of  the  note, 
however,  an  objection  was  made,  arising  upon  tlie  face  of  the 
instrument,  which  presents  the  principal  and  most  important 
question  in  the  case. 

The  note  is  signed  by  the  defendants,  and  is  in  this  form : 
"We  jointly  and  severally  promise  to  pay  to  Samuel  Jaudon, 
Esqr.,  Cashier,  or  order,  &c."  On  the  one  side  it  i?  insisted, 
that  Jaudon  is  the  payee  of  the  note;  that  the  legal  interest 
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and  right  of  action  are  in  him ;  and  that  the  plaintifi&,  the  note 
not  being  endorsed  by  Jandon,  can  neither  maintain  an  action 
directly  upon  it  in  their  own  name,  nor  an  action  in  any  form 
in  their  own  name  to  recover  the  money  due  upon  it.  On  the 
other  Bide  it  is  urged,  that  as  it  appears  from  the  evidence  in 
the  case,  that  the  note  was  given  for  a  debt  due  the  plaintiffi, 
and  that  Jaudon  was  their  cashier,  acting  merely  as  their  agent 
in  taking  the  note,  having  no  personal  interest  whatever  in  it, 
the  plaintiffs  are  to  be  regarded  as  the  real  payee  of  the  note, 
and,  as  such,  may  sue  and  recover  the  money  in  their  own 
name.  Upon  this  question  I  might  content  myself  with  a  gen- 
eral statement  of  the  conclusion  at  which  I  have  arrived,  with 
a  summary  reference  to  authorities  and  reasons ;  but  the  na- 
ture and  importance  of  the  questfon  seem  to  entitle  it  to  more 
full  and  particular  consideration. 

It  seems  now  to  be  settled  in  England,  whatever  difference 
of  opinion  there  may  have  formerly  been  in  regard  to  it,  that 
parol  evidence  is  admissible  to  show,  that  a  person  not  named 
in  a  written  simple  agreement  is  the  real  party  to  it,  either  for 
the  purpose  of  charging  him  upon  it,  or  enabling  him  to  take 
the  benefit  of  it,  as  the  case  may  be ;  but  not,  however,  to 
discharge  a  party  who  has  contracted  in  his  own  name.  Thus, 
the  real  principal,  or  a  partner,  from  or  to  whom  the  conside- 
ration has  moved,  may  sue  or  be  sued  upon  a  written  simple 
agreement,  though  he  do  not  appear  upon  its  &ce  to  be  a  party 
to  it.  This  was  so  decided  in  the  Ceurt  of  Exchequer,  in  the 
oofle  of  Beckham  Y.  Drake^  (9  Mee.  <k  W.  79,)  afterwards  af- 
firmed in  the  Exchequer  Chamber,  in  Drake  v.  Bedcham^  in 
sm/Ty  (11  2fee.  ds  W.  315.)  But,  however  dear,  undoubted^ 
and  now  well  established  this  doctrine  may  be  as  to  mere 
written  simple  agreements,  the  question  is,  is  it  applicable  to 
negotiable  instruments  ? 

In  a  very  early  case,  Evcms  v.  Ora/frdington^  {Garth.  6,)  af- 
firmed in  liie  Exchequer  Chamber,  in  Cromdrngtan  v.  Evans, 
w  error,  (2  Vent.  307,)  it  was  determined,  that  where  a  bill 
ia  payable  to  J.,  for  the  tue  of  B.,  the  right  of  action  and  of 
tMBflfer  ia  only  in  A.,  behaving  the  legal  intorest,  and  B.  only 
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the  equitable  or  beneficial  interest.  This  decides  that  the  per- 
fiOD  named  as  the  payee  in  a  bill,  and  not  the  person  for  whose 
nee  or  benefit  it  is  made  payable,  is  the  party  entitled  to  sne 
upon  it  If  this  be  so  where  the  trust  is  expressed  and  declar- 
ed upon  the  face  of  tibe  bill,  the  case  must  be  much  clearer 
and  stronger  where  neither  the  trust,  nor  the  name  of  the  party 
haying  the  beneficial  interest,  appears  at  all  upon  the  instru- 
ment. The  observations  of  BuUer,  J.,  in  Fen/n  v.  JBiarridony 
(3  T.  S.  757,)  show  very  plainly,  that,  in  his  opinion,  no  per- 
son oould  be  considered  as  a  party  to  a  bill,  unless  his  name, 
or  the  name  of  his  firm,  if  a  partner,  appeared  upon  it.  In 
Siffkin  V.  Walker^  (2  Camp.  808,)  where  a  person  not  appear- 
ing to  be  a  party  to  a  promissory  note,  was  joined  as  a  de* 
fendant  in  an  action  upon  it.  Lord  Ellenborough  said,  that  a 
note  made  and  signed  by  one  in  his  own  name,  could  not  be 
treated  as  the  note  of  him  and  another  person  neither  mention- 
ed nor  referred  to.  And  in  EvJy  v.  Zy^,  (16  J5wf.  7,)  the 
same  eminent  judge,  with  the  concurrence  of  all  his  learned 
associates,  held,  that  on  a  bill  of  exchange  drawn  by  one  only, 
it  could  not  be  allowed  to  supply  by  intendment  the  names  of 
others  in  order  to  chaige  them;  and  that  the  plaintiff,  if  he 
would  rest  his  claim  on  the  bill,  must  confine  it  to  the  party 
who  signed  the  instrument  In  the  case  of  Beckham  v. 
Drake^  to  which  I  have  before  referred  as  settling  the  general 
rule  as  to  written  simple  agreements.  Lord  Abingersaid:  '^Ga 
ses  of  bills  of  exchange  are  quite  different  in  principle  from 
those  which  ought  to  govern  this  case.  By  the  law  merchant, 
a  chose  in  addon  is  passed  by  endorsement,  and  each  party 
who  receives  the  bill  is  making  a  contract  with  the  parties 
upon  the  face  of  it,  and  with  no  other  party  whatever.  That 
18  a  class  of  cases  quite  distinct  in  its  nature  from  the  present" 
And  Parke,  B.  said,  that  where  a  contract  in  writing,  not  un- 
der seal,  was  made  in  another  name  than  that  of  the  real  prin- 
cipal, the  real  principal  could  sue  and  be  sued.  But,"  he  ad- 
ded, *^  the  case  of  bills  of  exchange  is  an  exception,  which 
stands  upon  the  law  merchant;  and  promissory  notes  another, 
for  they  are  placed  on  the  same  footing  by  the  statute  of  Anne. 
31 
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In  neither  of  theee  can  any  but  the  parties  named  in  the  in- 
Btrument,  by  their  name  or  firm,  be  made  liable  to  an  action 
upon  it.''  Thus  it  appears,  that  negotiable  instruments,  ac- 
cording to  these  authorities,  are  exceptions  to  the  rule  which 
govems  written  simple  agreements  in  general,  and  that  this,  for 
supposed  good  and  sound  reasons,  is  the  established  doctrine 
in  England. 

The  same  doctrine,  I  may  safely  say,  prevails  in  general  in 
this  country,  though  there  may  have  been,  now  and  then,  an 
occasional  departure  from  it.  There  can  be  little  doubt,  I 
think,  when  we  refer  to  the  case  of  Y(m  Ness  v.  Forrest,  (8 
CrcmoK^  30,)  how  the  role  of  law  on  the  subject  is  understood 
in  the  National  Court.  There  a  note  was  executed  to  Joseph 
Forrest,  president  of  the  Commercial  Company,  for  merchan- 
dize belonging  to  and  sold  as  the  property  of  the  company. 
On  the  question  whether  an  action  could  be  maintained  upon 
the  note  in  the  name  of  Forrest,  Marshall,  Oh.  J^  said :  "The 
suit  is  instituted  on  a  promissory  note  given,  not  to  the  com- 
pany, but  to  Joseph  Forrest,  president  of  the  company.  Al- 
tiiough  the  original  cause  of  action  does  not  mei^  in  this  note, 
yet  a  suit  is  clearly  sustainable  on  the  note  itself.  Such  suit 
can  be  brought  only  in  the  name  of  Joseph  Forrest.  It  can 
1^0  more  be  brought  in  the  name  of  the  company,  than  if  it  had 
been  given  to  a  person,  not  a  member,  for  the  benefit  of  the 
company.  The  legal  title  is  in  Joseph  Forrest,  who  recovers 
the  money  in  his  own  name  as  a  trustee  for  the  company." 

To  notice  particularly  all  the  decisions  in  the  various  state 
courts,  having  a  bearing  upon  the  question  one  way  or  the 
other,  would  not  only  take  up  much  timd,  but  be  assuming  an 
unnecessary  task.  I  have  looked,  however,  into  a  very  con- 
siderable number  of  these  local  decisions,  and  it  will  be  suffi- 
cittit  for  every  useM  purpose,  without  going  further,  to  state 
the  purport  of  such  as  have  been  made  in  the  courts  of  some 
of  the  older  and  more  commercial  states.  The  decirions  in 
the  courts  to  which  I  refer  present  tiiree  classes  of  cases.  The 
first  is,  where  a  promissory  note  is  expressed  to  be  payable, 
fi)r  instance,  to  A.  B^  c^etU  of  C.  D^  both  agent  and  princi- 
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pal  being  named  in  the  note.  In  snch  case  it  iB  decided,  that 
the  principal  cannot  sne,  thongh  named.  It  is  held  that  a  note 
payable  to  a  person  by  name,  thongh  he  ie  described  therein 
«fi  the  agent  of  another,  is  a  note  payable  to  the  person  so  de- 
scribed as  agent,  and  that  a  snit  npon  it  must  be  in  his  name, 
or  in  the  name  of  his  endorsee.  The  second  class  is,  where  a 
promissory  note  is  made  payable  to  the  cashier  of  a  particular 
bank,  giving  the  name  of  the  bank  without  the  name  of  the 
cashier.  In  such  case,  it  is  determined,  and  very  rightly,  as  I 
think,  that  the  interest  and  right  of  action  are  in  the  principal 
who  is  named,  rather  than  in  the  agent  who  is  not  named. 
He  third  class  is,  where  a  bill  or  note  is  made  payable  to,  or 
18  signed  by,  a  person  designated  as  agent  generally,  as  A.  -ff., 
agent^  without  naming  the  principal.  In  such  case,  it  is  held 
that  the  simple  addition  of  agent^  and  of  course  the  simple 
addition  of  cashier^  without  any  specification  whatever  of  the 
name  of  the  principal,  will  not  authorize  the  admission  of  pa- 
rol testimony  to  show  who  the  principal  is,  and  make  him  a 
party  to  the  instrument. 

There  may  be,  and  indeed  are,  decisions  in  some  of  the  state 
courts,  not  entirely  reconcilable  with  the  doctrine  of  the  au- 
thorities which  have  been  cited  and  referred  to ;  but  however 
much  snch  local  decisions  maybe  entitled  to  consideration  and 
respect,  on  account  of  the  source  from  which  they  proceed, 
tiiey  can  have  no  influence  upon  the  question  before  us,  so  far 
as  they  are  at  variance  With  the  general  prevailing  rule  of 
commercial  law.  In  suits  in  the  Courts  of  the  United  States, 
as  is  laid  down  in  Swift  v.  Ihfson^  (16  Peters^  1,)  the  true  in- 
terpretation and  effect  of  contracts  and  other  instruments  of  i( 
ecmimercial  nature,  are  to  be  sought,  not  in  the  decisions  6f 
the  local  tribunals,  but  in  the  general  principles  and  doctrines 
of  commemial  jurisprudence. 

tlpon  the  whole,  it  appews  to  me  that  the  true  rtile  of  IfiiW, 
M:  dedncible  from  the  adjudged  (^es,  Americati  as  well  iti 
English,  is,  that  no  peifion,  aUhough  in  fitct  a>  priticipal  6f 
pttt&er,  can  sue  or  t>e  sued  t^n  a  bill  ot  negotiable  noti>,  M^ 
lieta  ke  ^pean^  tipon  \td  ftcd  to  b^  d  pMt^^  to^  il.    A  p^Mm» 
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ry  note,  according  to  the  expression  of  very  great  judges,  par- 
takes in  some  measure  of  the  nature  of  a  specialty,  importing 
a  consideration  and  creating  a  debt  or  duty,  by  its  own  proper 
force.  Being  assignable,  and  passing  by  mere  endorsement, 
it  is  necessary  that  the  parties  to  it  should  appear  and  be  known 
by  bare  inspection  of  the  writing ;  for,  it  is  on  the  credit  of  the 
names  appearing  upon  it  that  it  obtains  circulation.  It  is  for 
these  qualities  and  on  these  considerations,  that  it  is  distin- 
guished from  written  simple  contracts  in  general,  and  made 
subject  to  a  different  mle. 

The  note  in  question  here  is  a  perfect  instrument,  without 
ambiguity  in  form  or  purpose,  and  must  have  operation  and 
effect  according  to  the  terms  in  which  it  is  expressed.  It  is 
made  payable  to  ^^  Samuel  Jaudon,  Esqr.,  Cashier,  or  order." 
The  promise  therefore  is  to  pay  him,  or  the  person  to  whom 
he  shall  order  it  to  be  paid ;  and  it  would  be  repugnant  to  the 
terms  of  the  instnunent  to  allow  the  Bank  of  the  United 
States,  or  any  one  else  without  his  order,  to  demand  and  en- 
force payment  of  it  by  suit.  The  bank  is  not  named  in  the 
note  at  all,  either  as  principal  or  otherwise ;  nor  can  it  be  in- 
ferred fi*om  any  thing  contained  in  the  note,  that  it  was  made 
even  in  trust  for  or  for  the  benefit  of  the  bank,  or  that  the  bank 
has  any  interest  whatever  in  it.  To  let  in  parol  evidence  to 
show  that  the  bank  is  the  real  principal,  and  hold  that  it  may 
sue  upon  the  note  as  such,  would  be  to  subject  negotiable 
paper  to  the  very  uncertainty  the  law  intended  to  avoid.  It 
would  be  putting  promissory  notes  on  the  footing  of  other 
written  simple  contracts,  and  prostrate  entirely  the  distinction 
which  sound  policy,  as  well  as  the  nature  and  purpose  of  ne- 
gotiable securities,  demands  should  be  kept  up  between  the 
two  classes  of  cases. 

As  the  plaintifl^  cannot  be  regarded  as  the  payee  of  the 
note,  it  is  almost  superfluous  to  say  that  the  note  is  neither 
evidence  of  money  had  and  received  to  their  use,  nor  evidence 
of  an  account  stated  with  them.  The  note  creates  no  privity 
whatever  between  them  and  the  defendants ;  and  we  have 
already  seen  that,  by  the  bill  of  particulars,  they  are  limited 
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to  the  note,  and  cannot  go  upon  the  antecedent  canse  of  ac- 
tion, gnpposing  they  might  otherwise  do  so  under  the  dedara- 
lion. 

It  is  insisted,  however,  that  there  is  evidence,  aside  from 
the  note,  of  an  actual  stated  account,  showing  the  balance  due, 
and  that  that,  with  the  note,  is  sufficient  to  enable  the  plam- 
tiffi  to  recover  under  eidier  count.  His  might  be  so  if  the 
plaintifEs,  though  not  the  payees,  were  the  real  owners  of  the 
note,  and  there  had  been  an  actual  accounting  with  them, 
personallj  or  through  their  agents.  But  it  appears  that  the 
accounting,  whatever  there  was,  was  with  Bobertson  and 
othere,  to  whom  the  beneficial  interest  of  the  buik  in  the  note, 
with  the  other  efiects  of  the  bank,  had  been  assigned  in  trust 
for  certain  purposes,  and  who,  for  aught  that  appears,  are  still 
owners  of  Hie  property  in  the  note.  There  is  no  evidence  that 
the  account  of  April,  1840,  which  was  prior  to  the  assignment, 
was  ever  delivered  or  sent  to  the  defendants ;  and  as  to  the  ac- 
counts of  April,  1842,  and  November,  1843,  each  is  stated  and 
rendered  by  the  assignees,  and  each  states  the  balance  as  due 
to  them.  The  letter  to  Peck  enclosing  the  account  of  April, 
1842,  IB  signed  ^'  Herman  Cope,  agent  for  J.  Bobertson  et  a2., 
trustees,''  and  states  the  account  to  be  an  account  with  them. 
Hie  letter  to  Peck  of  May ;  1844,  is  signed  in  the  same  way, 
and  speaks  of  the  account  of  November,  1843,  as  an  account 
with  the  same  persons.  The  accounts  being  stated  and  ren- 
dered as  accounts  with  the  assignees,  to  whom  the  property  in 
the  note  belonged,  I  do  not  well  see  how  the  accounts  can 
be  treated  as  stated  accounts  of  money  due  and  owing  upon 
tiie  note  to  the  plaintiff,  or  as  evidence  of  indebtedness  to 
them.  Even  viewed  as  implying  a  promise  which  would  fol- 
low the  right  of  action  on  the  note,  or  simply  as  evidence  of 
indebtedness  on  the  note  generally,  it  would  not  help  the 
plaintiflEs ;  for,  as  we  have  already  seen,  they  are  not  the  payees 
of  the  note  and  have  no  right  of  action  upon  it. 

If  there  had  been  an  account  stated  by  the  defendants  di- 
rectly with  the  plaintifEb  while  owners  of  the  note,  rec(^nizing 
their  right  to  be  accounted  with  for  the  note,  or  such  an  ad- 
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mission  of  their  title  to  the  rnooi^  due  upon  it  as  would  amount 
or  be  equivalent  to  an  express  promise  to  pay  tbem,  so  that  a 
cause  of  action  might  be  considered  as  having,  accrued  to  and 
vested  in  the  plaintlfis  before  the  assignment,  I  do  not  mean 
to  say  that,  in  such  case,  the  assignees  might  not  sue  and  re- 
cover upon  such  cause  of  action  in  the  name  ot  the  plainti&. 
How  that  might  be  it  is  unnecessary  to  inquire,  because  the 
evidence  presented,  in  any  just  view  of  it^  falls  short,  as  it 
appears  to  me,  of  making  out  any  such  case. 

6.  The  other  note  given  in  evidence  is  the  promissory  note 
specified  in  the  bill  of  particulars,  executed  by  Lyman  & 
Qole  to  the  defendants,  and  by  them  endorsed  to  the  plain- 
ti&.  The  plaintifl^  being  endorsees,  and  the  defendants 
endorsers,  the  note  was  unquestionably  admissible  in  evidence 
under  the  count  for  money  had  and  received,  if  not  under  the 
other  count  But  the  defendants  can  be  chargeable  only  m 
endarseri  ;  and  this  would  be  so,  without  any  reference  to  the 
limited  terms  of  the  bill  of  particulars,  whether  the  transac- 
tion be  treated  as  a  discount,  and  therefore  a  purchase  of  the 
note,  or  as  a  loan  of  money,  taking  the  note  in  paynaent,  or 
even  as  a  taking  of  the  note  in  payment  of  an  antecedent  debt. 
Viewed  in  either  light,  due  presentment  for  payment  and  due 
notice  of  non-payment  were  indispensable  to  create  any  lia- 
bility on  the  part  of  the  defendants.  There  is  proof  suffi- 
cient of  due  presentment  of  the  note  for  payment,  but  there  is 
no  direct  proof  of  notice  of  non-payment.  The  only  question, 
therefore,  is,  whether  there  is  evidence  from  which  notice  noay 
be  inferred. 

It  has  been  often  held,  that  part  payment,  a  promise  to  pay, 
or  an  acknowledgment  of  liability  by  the  endorser  after  the 
note  becomes  due,  is  prima  fade  evidence,  not  only  of  notice, 
but  of  presentment.  If ow,  what  are  the  facts  in  relation  to 
the  note  in  question }  We  have  already  seen  that  there  is 
sufficient  presumptive  evidence  that  Peck  was  the  agent  of  the 
defendants,  acting  for  himself  and  the  others,  and  that  his  acts 
and  admissions,  relating  to  the  joint  interest,  within  the  scope 
of  his  presumed  authority,  which  of  course  extended  to  this 
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note  as  a  part  of  the  joint  concern,  are  to  be  considered  as  the 
acts  and  admissions  of  all.  It  appears  that  after  the  note  be- 
came due,  several  payments  were  made  upon  it ;  but  as  it 
does  not  appear  bnt  that  these  payments  were  made  by  the 
makers  of  the  note,  they  will  be  passed  by.  What  is  material 
to  be  noticed  is,^  that  after  the  note  had  been  duly  protested 
for  non-payment,  it  was  chained  and  kept  in  a  separate  ac- 
count., and  that  Peck,  on  a  proposal  to  him  to  have  it  trans- 
ferred to  the  general  accotint,  requested  that  it  might  continue, 
fi>r  the  sake  of  convenience,  to  remain  charged  and  kept,  as  it 
had  been,  in  a  separate  accomit.  In  May,  1842,  an  account 
of  this  note,  tc^ther  with  an  account  of  the  other  note,  sep- 
arately stated,  was  rendered  to  Peck.  He  acknowledged  the 
receipt  of  both  accounts  in  June  following,  making  no  objec- 
tion whatever  to  the  account  of  this  note,  nor  indeed  any 
objection  to  the  account  of  the  other  note,  except  that  credit 
was  not  given  the  defendants  for  certain  demands,  called  the 
Truesdell  and  Burrows  notes,  for  which  they  claimed  an  allow- 
ance. Now,  is  not  the  request  to  have  this  note  remain  charged 
and  kept,  as  it  had  been,  in  a  separate  account,  coupled  with 
the  &ct  of  an  account  so  charged  and  stated  being  rendered, 
received,  and  retained  without  objection,  an  acknowledgment 
of  liability  to  pay  the  note,  and  can  it  be  at  all  material 
whether  the  acknowledgment  was  before  or  after  the  assign- 
ment, or  whether  to  the  plaintiffs  or  the  assignees  ? 

I  have  said  that  no  objection  was  made  to  the  account  of 
this  note ;  and  such,  I  think,  is  the  just  inference  from  the  let- 
ter of  Peck.  But  if  the  objection  was  intended  to  apply  to 
the  account  of  this  note  as  well  as  to  the  account  of  the  other 
note,  it  was  not  an  objection  to  the  justness  or  correctness  of 
any  item  in  either  account,  but  merely  to  the  amount  of  the 
balance  claimed.  The  objection  was  that  a  certain  credit  had 
not  been  given,  thereby  impliedly  admitting  that  the  note  was 
a  proper  item  in  the  account.  In  Ca/m^ibeU  v.  W^ter^  (2 
Mann,  G.  <&  8.  258,)  where  the  defendant,  in  answer  to  an 
acoount  sent  him  by  the  plaintiff,  admitted  it  to  be  all  correct, 
except  that  the  plaintiff  had  not  credited  him  for  a  certain 
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daim  he  had,  and  said  he  would  pay  the  bill  mentioned  in  the 
aocotint  if  the  plaintiff  would  allow  that  claim,  it  waa  held 
that  this  amounted  to  an  admission  of  liability  to  pay  the  bill, 
a  counter-claim  being  made  the  only  objection  to  paying ;  and 
that  an  admission  of  liability  amounted  to  an  admission  that 
all  had  been  done  which  was  requisite  to  constitute  such  lia- 
bility. This  is  decisive,  that  the  setting  up,  in  the  present 
case,  of  a  claim  for  a  credit  as  the  only  objection,  with  total 
silence  as  to  die  want  of  notice,  is  an  acknowledgment  of  liar 
bility  to  pay  the  note  in  question,  and  thereby  an  admission 
that  notice  had  been  given. 

7.  The  only  remaining  question  in  the  case  arises  upon  the 
daim  set  up  by  the  defendants  on  account  of  certain  demands, 
called  the  Tmesdell  and  Burrows  notes,  aU^ed  to  have  beea 
included  in  the  purchase  from  the  plaintiffi,  and  to  have  been 
controlled  or  discharged  by  them. 

The  circumstances  attending  the  Truesdell  debt  appear  to  be 
these.  On  the  10th  of  January,  1836,  resolutions  were  passed 
by  the  directors  of  the  branch  bank,  recommending  a  compro- 
mise of  the  debt,  and  an  acceptance  of  an  offer  which  had  been 
made  by  the  Truesdells  to  pay  fifty  j^r  oefni.  as  a  composition. 
The  resolutions  were  transmitted  the  same  day  to  the  parent 
bank,  and  the  compromise  so  recommended  was  approved  of 
by  the  parent  bank  on  the  16th  of  the  same  month.  The  re- 
turn made  by  the  branch  to  the  parent  bank  on  the  1st  of 
June  thereafter,  contains  the  debt  in  the  list  of  the  suspended 
debt,  marked  as  ^^  desperate,"  that  is,  of  litde  or  no  value. 
The  same  return  states  that  the  compromise  had  be^i  carried 
into  effect.  So  it  appears  that  the  debt  had  not  only  been 
marked  and  returned  as  bad  and  hopeless,  as  early  at  least  as 
the  1st  of  June,  1835,  but  had  in  fact  then  been  compounded, 
and  was  so  stated  in  the  return,  by  the  payment  of  fifty  per 
cent.  The  debt,  notwithstanding,  still  continued  on  the  books 
of  the  branch  bank,  through  some  inadvertence  oc  negligoice, 
in  the  list  of  suspended  debts,  up  to  the  2d  of  March,  1836,  to 
which  time  the  contract  of  purchase  had  relation ;  the  debt 
never  having  been  transferred,  as  it  is  said  it  should  have 
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been,  to  the  general  loss  account.  The  inference  from  all  this 
is,  that  though  the  debt  stood  on  the  books,  apparently  as  a 
subsisting  debt  for  a  balance  of  fifty  jp^  cent^  it  was  not  in 
fiict  a  subsisting  debt,  but  had  been  cancelled  and  dischaiged. 
If  this  fact  was  known  to  the  defendants  at  the  time  of  the 
purchase,  the  circumstance  of  the  debt  continuing  on  the 
books  in  the  list  of  suspended  debts  can  be  of  no  real  impor- 
tance. It  appears  that  two  of  the  defendants,  Peck  and  Ly- 
man, acted  as  directors  of  the  branch,  from  some  time  in  1884 
to  September,  1835,  when  the  branch  office  closed.  This  of 
course  included  the  time  when  the  resolutions  referred  to  were 
passed,  and  the  compromise  in  pursuance  of  them  was  carried 
into  effect  These  two  defendants,  therefore,  one  of  them  be- 
ing, as  we  have  seen,  the  agent  in  making  the  purchase,  must 
be  presumed  to  have  had  knowledge  of  the  facts  in  relation  to 
the  debt ;  and,  if  so,  it  would  seem  to  be  very  clear  that  the 
defendants,  especially  as  the  purchase  of  the  suspended  debt 
was  in  the  lump,  on  an  estimate  of  its  value  in  gross,  and  at 
a  great  discount  on  that  estimate,  cannot  make  the  debt  in 
question  the  foundation  of  a  claim. 

The  other  debt,  the  Burrows  debt,  consisting  of  two  notes, 
also  stood  on  the  books  of  the  branch,  in  the  list  of  suspended 
debts,  apparently  a  debt  due,  at  the  time  of  the  contract  of 
purchase.  It  appears  that  a  compromise  of  this  debt  had  been 
agreed  upon  by  and  between  the  parent  bank  and  Burrows,  and 
that  the  compromise  was  carried  into  effect  on  the  1st  of  May, 
1835,  by  giving  up  the  two  notes  to  Burrows,  and  taking  his 
note  for  83  1-3  jper  cent,  of  the  amount.  Burrows  failed  to 
pay  the  note  so  given  by  him,  and  the  compromise,  by  its 
own  terms,  became  null  and  void;  but  the  two  notes  which 
had  been  given  up  were  retained  by  him.  In  the  return  made 
by  the  branch  to  the  parent  bank  on  the  1st  of  June,  1886, 
before  spoken  of,  this  debt  is  mentioned,  in  a  memorandum  at 
the  bottom,  as  having  been  compromised  at  88  IS  per  oent.j 
which  memorandum  is  signed  by  Mr.  Lyman,  one  of  the  de- 
fendants, as  director.  The  defendants,  therefore,  are  to  be  ta- 
ken as  having  full  knowledge  of  the  condition  and  circum- 
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stances  of  the  debt  at  the  time  of  the  purchase.  They  pur- 
chased the  claim,  whatever  it  was,  in  the  state  in  which  it 
then  existed,  as  thej  pm*cha6ed  the  other  daims  composing 
the  Imnp  of  the  suspended  debt.  For  anything  that  appears, 
the  claim  exists  in  the  same  state  now  as  it  did  then.  The 
plaintiffs  have  not  discharged  it,  interfered  with  it  in  any 
way,  or  done  anything  to  depiive  the  defendants  of  any  right 
or  benefit  they  could  claim  in  or  out  of  it  under  the  purchafie. 
The  plaintijQfs  sold  the  debt  as  it  was,  as  they  sold  the  rest  oi 
the  suspended  debt,  without  any  guaranty  or  representation 
whatever  on  their  part;  and  the  appearance  of  it,  as  presented 
by  the  books,  could  not  have  deceived  or  misled  the  defen- 
dants, two  of  them  having  officiated  as  directors  of  the  branch 
at  the  time  the  compromise  was  effected.  It  must  be  pre- 
sumed that  these  two  defendants,  one  of  whom,  as  before  re- 
marked, was  the  agent  in  making  the  purchase,  knew  the 
terms  of  the  compromise,  and  all  that  had  been  done  in  pur- 
suance of  it.  I  am  obliged,  therefore,  to  say,  that  I  see  no  le- 
gal grounds  on  which  this  claim,  any  more  than  the  other,  can 
be  sustained. 

Having  thus  disposed  of  all  the  questions  raised  in  the  case, 
I  have  only  to  say  in  conclusion,  that  the  result  from  the  whole 
is,  that,  for  the  reasons  given  on  some  of  the  points  reserved, 
the  verdict,  in  my  opinion,  ought  to  be  set  aside,  and  a  new 
trial  granted. 

Nblson,  J.  1.  The  plaintiflfe  cannot  recover  the  amount 
of  the  large  note  made  by  the  defendants  on  the  1st  of  April, 
1836,  and  payable  to  Samuel  Jaudon,  four  years  after  date, 
because  they  do  not  show  a  legal  title  to  the  same.  That  is 
in  Jaudon.  The  addition  of  "  Cashier"  is  but  a  description  of 
the  person.  I  find  no  authority  which  will  authorize  the  ad- 
mission of  parol  evidence  for  the  purpose  of  showing  that  the 
note  arose  out  of  a  transaction  between  the  parties  to  this  suit, 
in  which  Jaudon  acted  as  agent,  and  took  the  note  in  his  own 
name  for  the  benefit  of  the  Bank.  The  parties  to  the  note 
must  appear  upon  its  Sbuqq.    If  the  name  of  the  principal  ap- 
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pears  there,  that  will  be  sufficieiit,  though  the  note  is  taken  in 
the  name  of  his  agent.  It  is  then,  in  contemplation  of  law, 
taken  in  the  name  c^  the  principal,  and  he  is  the  payee.  Any 
other  rule  would  very  much  embarrass  the  negotiability  of  this 
species  of  commercial  paper. 

2.  The  legal  interest  in  the  note  being  in  Jaudon  as  payee, 
the  note  is  evidence  under  the  money  counts  only  of  money 
had  and  received  by  the  defendants  from  him,  and  not  from 
the  plaintifis,  and  is  not  available  to  sustain  the  count  for 
money  had  and  received.  If  the  declaration  had  embraced  a 
count  founded  on  the  original  consideration,  it  may  be  that  on 
cancelling  the  note  the  plaintifis  could  have  sustained  the  suit. 
It  is  a  note  given  to  Jaudon  for  property  sold  and  delivered 
by  the  pUuntifib  to  the  defendants;  and  I  do  not  see  but  that 
upon  surrendering  it  the  plaintiffs  might  have  gone  on  the  ori- 
ginal consideration,  the  same  as  if  the  note  had  been  given  to 
themselves. 

3.  The  plaintiflfe  cannot  recover  on  the  count  for  an  account 
stated.  The  accounts  were  rendered  to  Eobertson  and  others, 
assignees  and  owners  of  the  demands  by  virtue  of  the  assign- 
ment of  the  4th  of  September,  1840.  The  accounts  were  sta- 
ted between  them  and  the  defendants,  and  any  promise,  ex- 
press or  implied,  arising  therefrom,  or  to  be  predicated  upon 
the  rendering  of  such  accounts,  is  a  promise  to  Bobertson  and 
others,  not  to  the  plaintiffs.  Ko  foundation  is  laid  for  imply- 
ing a  promise  to  the  latter.  Bobertson  and  others  were  not 
their  agents.  They  were  owners,  acting  for  themselves,  as 
tnutees  for  the  creditors.  The  plaintiff  are  neither  the  legal 
nor  beneficial  owners  of  the  note. 

4.  The  plaintifib  are  entitled  to  recover  in  their  name  the 
balance  due  on  the  small  note  of  $5000,  made  by  Lyman  & 
Cole  and  endorsed  by  the  defendants.  The  proofs  in  the  case 
are  full  to  show  that  John  Peck  acted  as  the  agent  of  the  other 
dejfendants  throughout  the  transaction,  both  in  negotiating  the 
purchase,  and  in  conducting  and  arranging  the  payments  sub- 
sequently.   This  being  so,  his  acts  and  admissions  afford  sat*- 
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isfiictoiy  eTidence  that  all  the  defendants  were  properly 
charged  as  endorsera  of  the  note.  Paymeats  were  made  and 
arrangements  entered  into,  wholly  irreconcilable  with  the  idea 
that  they  or  any  of  them  had  b^ome  dischai^ged  from  their 
obligation  by  the  laches  of  the  holder  or  otherwise.  The  ren- 
dition of  the  accounts,  also,  including  this  note,  and  the  claim- 
ing of  a  balance  without  any  objection  being  made  to  this 
item,  lead  to  the  same  conclusion. 

5.  The  debt  of  Truesdell  &  Son  was  compromised  condi- 
tionally at  the  branch  office  at  Burlington  for  50  per  cent,  on 
the  10th  of  January,  1845 ;  the  transaction  was  approved  by 
the  parent  bank  on  the  16th  of  January ;  and  the  amount  was 
paid  before  the  purchase  of  the  assets  of  the  branch ;  all  which 
was  known  to  some  if  not  all  of  the  defendants  at  the  time. 

The  S.  E.  Burrows  debt  of  $2,766  57,  including  interest, 
was  compromised  on  the  11th  of  April,  1845,  for  38  l-Sper 
cent,  and  his  note  was  taken  for  that  amount,  $922  19,  on  the 
Ist  of  May  thereafter,  and  the  original  paper  given  up.  This 
was  the  Biu-lington  debt,  and  the  transaction  was  well  known 
at  the  branch  office.  The  compromise,  as  it  regarded  other 
debts  due  the  parent  bank,  was  afterwards  annulled  on  account 
of  the  failure  of  Burrows  to  carry  it  into  effect,  and  another 
was  then  effected  with  the  bank ;  but  it  had  nothing  to  do 
with  the  Burlington  debt.  That  remained  as  it  stood  at  the 
time  of  the  purchase  by  the  defendants.  The  defendants,  or 
some  of  them,  must  have  been  fully  acquainted  with  the  situ- 
tion  of  these  debts,  at  the  time  of  the  negotiation  for  the  pur- 
chase ;  and  the  bank  has  not  interfered  or  changed  the  condi- 
tion or  character  of  them  since.  There  was  no  guarantee  of 
the  amounts  due ;  and  as  the  demands  had  accrued  at  the 
Burlington  office,  where  two  of  the  defendants  were  directors, 
they,  it  is  to  be  presumed,  knew  more  about  them,  in  every 
respect,  than  the  officers  of  the  parent  bank. 

6.  The  proof  is  sufficient  to  show  that  the  purchase  was 
made  by  the  defendants  from  the  bank  chartered  by  the  State 
ot  Pennsylvania,  and  not  fix)m  the  old  bank. 
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For  these  reasons,  I  think  there  should  be  a  new  trial,  with 
costs  to  abide  the  event. 

New  trial  granted.* 


*  Tills  decirion  was  aifinned  by  the  Supreme  Court  at  the  December  Term, 
1851.    (See  12  Eimard.) 


CrRCUIT  COURT  OP  THE  tTNTTED  STATES 
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NOBTIIERN    DISTRICr    OF   NEW-YOEK,   JUNE   TEEM,    1848, 
AT    CANANDAIGUA. 


Van  Vechten  Livingston  and  Teuman  K.  Butler, 

Plaintiffs  in  Ekbob 

vs. 

Joseph  Bruce,  assignee  of  Adjn  Bukdiok  a  Bankrupt, 

Defendant  in  Error. 

A  judgment  was  recoyered  bj  L.  against  A.,  which  became  a  lien  on  real 
estate  of  his  of  sufficient  yalue  to  satisfy  the  judgment  Subsequently,  A 
assigned  all  his  property  to  B.,  in  trust  for  the  payment  of  faia  debts,  pre- 
ferring L.  oyer  all  other  creditors.  R  made  payment  son  the  judgment  out 
of  the  personal  property  assigned,  and  the  balance  due  on  it  was  paid  by  a 
sale  of  the  real  estate  on  execution.  Afterwards  A.  was  declared  a  banlc' 
rupt  under  the  act  of  Congress  of  August  19th,  1841,  (6  U.  8,  Slat,  at  hsr^ 
440,)  and  J.,  haying  been  appointed  his  assignee,  brought  an  action  against 
L.  to  recoyer  back  the  money  paid  by  B. :  Held,  that  the  action  could  not 
be  maintained. 

The  lien  of  the  judgment  was  saved  by  the  proviso  in  §  2  of  the  bankrupt 
act 

Eyen  though  the  voluntary  assignment  was  void  under  the  act,  as  having 
been  made  in  contemplation  of  bankruptcy,  no  fraudulent  preference  can 
be  predicated  upon  the  payments  made  on  the  judgment,  because  the  pay- 
ment of  it  had  become  matter  of  legal  right  according  to  the  act  itself  the 
property  charged  being  greater  in  value  than  the  demand. 

It  makes  no  difference  whether  the  payments  were  made  by  the  Toluntaiy 
assignee  or  by  the  bankrupt^  because  the  rights  of  the  general  crediton 
and  of  the  judgment  creditor  are  to  be  regarded  in  the  same  light  as  if  no 
assignment  had  been  made. 
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Error  to  the  District  Court.  On  the  24:th  of  December 
1841,  Livingston  &  Butler,  of  TJtica,  recovered  a  judgment 
against  Adin  Burdick,  of  Brookfield,  for  $1,897  74,  which  be- 
came on  that  day  a  lien  on  real  estate  of  the  debtor  of  suffi- 
cient value  to  satisfy  the  judgment.  On  the  4th  of  May,  1842, 
Adin  Burdick  made  an  assignment  of  all  his  property  to  Ben- 
jamin Burdick,  in  trust  for  the  payment  of  his  debts,  prefer- 
ring the  debt  to  Livingston  &  Butler  over  all  others.  The 
assignee,  on  the  25th  of  May,  1842,  informed  Livingston  & 
Butler  of  the  assignment  and  of  the  preference  in  favor  of  their 
judgment,  and  on  that  day  and  various  other  days  down  to 
the  11th  of  July,  1842,  he  paid  them  the  sum  of  $383  02  in 
all,  which  was  applied  on  the  judgment.  On  the  27th  of 
July,  1842,  an  execution  was  issued  on  the  judgment.  Be- 
tween that  time  and  the  3l8t  of  October  following,  the  assignee 
paid  to  Livingston  &  Butler  $158  61  more,  which  was  also 
applied  on  the  judgment.  On  the  17th  of  September,  1842, 
certain  creditors  of  Adin  Burdick  presented  their  petition  to 
the  District  Court,  imder  the  general  Bankrupt  act  of  August 
19th,  1841,  (5  CT.  S.  Stat,  at  Large,  440,)  to  have  him  de- 
clared a  bankrupt.  On  the  9th  of  January,  1843,  sufficient 
real  estate  was  sold  on  the  execution  to  satisfy  the  balance 
due  on  the  judgment,  and  on  the  5th  of  April,  1843,  Adin 
Burdick  was  declared  a  bankrupt  and  Bruce  was  appointed 
hiB  assignee.  In  May,  1844,  Bruce  brought  an  action  of  as- 
sumpsit in  the  District  Court  against  Livingston  &  Butler,  to 
recover  the  monies  paid  to  them  by  the  voluntary  assignee,  as 
having  been  paid  in  contemplation  of  the  bankruptcy  of  the 
assignor  and  by  way  of  fraudulent  preference  over  his  other 
creditors.  The  plaintiff  had  a  verdict,  and,  after  judgment, 
the  defendants  brought  the  case  to  this  Court  by  writ  of  error. 

J^ram  Denio  and  WtUard  CraftB,  for  the  plaintiffii  in  error. 

Joshua  A.  Spencer,  for  the  defendant  in  error. 

KsLBOsr,  J.    It  was  proved  on  the  trial  that  the  real  estate 
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on  which  Liyingston  &  Sutlcr^s  judgment  was  a  lien,  was  of 
sufficient  value  to  satisfy  it.  The  demand  in  question  was 
therefore  amply  secured  on  the  property  of  the  debtor  before 
he  was  declared  a  bankrupt.  Such  security  was  saved  fix>m 
the  bankmpt  act  and  from  the  proceedings  under  it,  by  tibe 
proviso  in  the  second  section  of  that  act.  The  voluntaiy  as. 
signee  took  the  estate  under  the  assignment  to  him,  subject  to 
this  charge.  Moreover,  aside  irom  the  bankrupt  act,  the  pref- 
erence given  to  the  judgment  and  the  payments  made  in  pur- 
suance thereof  were  legal  and  valid.  The  judgment  had  secu- 
red the  priority.  And,  if  we  assume  the  voluntary  assignment 
to  be  void  and  inoperative  imder  the  act,  as  having  been  made 
in  contemplation  of  bankruptcy,  the  result  is  the  same  and  for 
precisely  the  same  reason.  There  can  be  no  fi*audulent  pref- 
erence predicated  on  the  several  payments  made  upon  the 
judgment,  because  the  payment  of  it  had  become  matter  of 
legal  right  according  to  the  bankrupt  act  itself,  the  property 
charged  being  greater  in  value  than  the  demand.  It  would 
be  strange  to  hold  the  payment  of  a  debt  by  a  bankmpt  to  be 
a  fraudulent  preference  within  the  meaning  of  the  act,  when 
it  operated  to  discharge,  for  the  benefit  of  his  general  credit- 
ors, an  amount  of  property  equal  in  value  to  the  sum  paid. 
It  is  true  that  in  this  case  the  voluntary  assignee,  after  malHTig 
payments  on  the  judgment  to  the  amount  of  between  five  and 
six  himdred  dollars,  stopped,  and  the  judgment  creditors  caus- 
ed the  balance  to  be  satisfied  by  a  sale  of  the  real  estate.  But 
they  were  not  bound  to  await  tlie  proceedings  under  the  bank- 
rupt act.  These  in  no  way  affected  their  security.  The  pre- 
vious payments  diminished,  by  a  corresponding  amount,  the 
charge  on  the  real  estate  of  the  bankrupt,  and  if  the  petition* 
ing  creditors,  (the  sale  having  taken  place  before  the  appoint- 
ment of  the  assignee,)  had  chosen  to  bid  in  the  property  for 
the  benefit  of  the  general  creditors,  the  amount  they  would 
have  been  obliged  to  pay  would  have  been  calculated  on  a  de- 
duction of  those  previous  payments. 

The  principle  which  must  govern  this  case  is  well  settled  in 
England.    In  Thonymn  v.  JBeatson^  (1  Bmff.  145,)  payment 
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bj  a  bankrapt  of  a  debt  to  a  creditor,  on  his  giving  up  a  lien 
on  a  ship  and  her  cai^,  was  npheld,  and  in  M(Wor  v.  Chrome^ 
(1  Bing.  261,)  payment  by  a  bankrupt  of  rent  due  waa  sus- 
tained, as  the  landlord  had  a  right  of  distress  and  of  re-entry 
which  were  waived  by  the  receipt  of  the  rent.  In  McurahaU 
V.  Lamb^  (5  Ad.  <&  EU.  N.  8. 115,)  Lord  Denman,  referring 
to  this  principle,  observed,  that  if  the  property  covered  by  the 
mortgage  in  that  case  had  belonged  to  the  bankrupt,  the  pay- 
ment by  him  would  not  have  been  a  fraudulent  preference, 
because  the  assignees  would  have  had  the  mortgaged  proper- 
ty, and  it  was  indiflferent  to  them  whether  they  had  the  prop- 
erty free  from  the  mortgage,  (supposing  it  to  exceed  in  value 
the  amount  of  the  mortgage,)  or  the  property  subject  to  the 
mortgage  and  the  amount  of  the  mortgage  money  in  cash. 
But,  the  mortgaged  property  was  not  the  bankrupt's,  and,  for 
that  reason,  the  payment  was  held  to  be  a  fraudulent  prefer- 
ence within  the  act.  Mr.  Justice  Patteson  observed,  in  the 
same  case,  that  where  the  creditor  had  a  lien  on  property  of 
the  debtor,  there  was  no  fraudulent  preference  in  paying  mon- 
ey to  dischaige  it,  because  the  assignees,  to  recover  the  prop- 
erty, must  do  the  same.    {Eden  on  Bank.  Law^  263, 266, 290.) 

It  was  said  on  the  argument  that  the  judgment  creditors 
could  look  only  to  the  property  charged,  and  that  the  payments 
out  of  the  personalty  amounted  to  a  fraudulent  preference. 
But,  it  was  a  matter  of  indifference  to  the  other  creditors  which 
fund  was  applied,  provided  the  property  charged  exceeded  in 
value  the  demand.  And  besides,  according  to  the  case  of 
Mavor  v.  Chrome^  the  payments  out  of  the  personal  property 
did  not  amount  to  a  fraudulent  preference,  inasmuch  as  the 
judgment  creditors  could  issue  execution  and  levy  on  it  at  any 
time.  The  cases  before  referred  to  and  the  principle  upon 
which  they  are  founded  assume  that  the  payments  have  been* 
made  out  of  property  of  the  bankrupt  other  than  that  specifi- 
cally charged  with  the  debt. 

It  can  make  no  difference  whether  the  payments  be  made 
by  the  bankrupt  himself  or  by  his  voluntaiy  assignee.    The 
effect  is  the  same,  both  as  regards  the  estate  of  the  bankinipt 
22 
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and  the  general  creditoiB.  The  assignment  nei&er  prejndioed 
the  rights  of  liyingston  &  Bntler  in  respect  to  the  former,  nor 
did  it  give  anj  new  rights  to  the  latter.  Both  are  to  be  re- 
garded in  the  same  light  as  if  no  assignment  had  been  made, 
and  every  thing  done  bj  the  volmitaiy  assignee  bad  been 
done  by  the  bankrupt  himself. 

Judgment  revecBed. 


Dabius  Buck  and  others  vs.  Jobs  0.  Hebuakgb. 

Am  a  general  role,  a  party  cannot  be  a  witneBS  in  his  own  eanse. 

Nor  will  he  be  permitted  to  ayail  hlmeel^  hy  indirect  meanst  of  «Tidenee 
whieh  would  be  rejected  as  incompetent  if  offered  directly. 

In  easea  of  criminal  prosecntiona  for  a  cheat,  peijnrj,  dtc,  the  party  aggtier- 
ed  is  a  competent  witness  for  the  prosecution. 

But,  when  he  has  been  used  as  a  witness  for  the  prosecution,  the  record  of 
conyiction  is  inadmissible  in  a  civil  proceeding  instituted  by  him  for  relisf 
against  the  fraud. 

In  an  action  for  the  infringement  of  a  patent  within  the  county  of  Albanyp 
N.  T.,  brought  by  parties  claiming  the  exclusiye  right  to  the  patent  in  that 
county:  Seld,  that  a  party  who  was  possessed  of  the  exclusive  right  to  the 
patent  in  several  counties  in  the  state  of  New-York,  but  who  had  no  inter- 
eat  in  the  patent  in  the  county  of  Albany,  and  no  interest  in  the  suit  ia 
which  he  was  called,  was  a  competent  witness  for  the  plainti£L 

But  a  verdict  for  the  plaintiff  could,  under  no  circumstances,  be  evidenee  for 
such  witness,  in  a  trial  at  law  or  in  equity  on  the  merits  of  the  patent,  al- 
though it  would  be  admissible  on  a  motion  for  a  provisional  injunction  in  a 
anit  in  equity. 

The  record  of  such  verdict  would  be  evidence  for  auoh  witness  only  when 
his  own  deposition  would  be  competent,  that  is,  where  the  application  is 
to  the  sound  discretion  of  the  Court,  as  on  a  motion  for  a  provisional  in- 
JunetieiL 
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Tsa  was  aa  action  on  the  case,  to  recover  damages  for  an 
aQeged  infiingement  bj  the  defendant  of  the  rights  of  the 
plaintifR  under  a  patent  granted  to  Darius  Back,  one  of  the 
plamtifGa,  for  a  cooking  stove.  Hie  plaintiffi  claimed  the  ex- 
cbfliTe  right  to  the  patent  for  the  oonnly  of  Albany,  N.  Y., 
and  tiie  declaration  averred  that  the  defendant  had  made  and 
sold,  in  that  county,  without  license,  stoves  which  were  within 
the  chum  of  Back's  patent,  and  infiinged  up<Hi  it.  The  action 
was  triad  at  the  Jime  term,  1847,  at  Oanandaigua,  before 
Gonkling,  J.,  and  a  verdict  rendered  for  the  defendant  On 
the  trial,  one  Jackson  was  offered  as  a  witness  on  the  part  of 
the  pbdntiffB.  Being  examined  on  his  voir  dire,  he  testified 
that  he  was  possessed  of  the  exclusive  right  to  Hie  patent  in 
several  counties  in  the  state  of  New-York,  and  felt  a  deep  in- 
terest in  sustaining  it;  that  he  had  employed  counsel  in  asuit 
in  equity  between  the  parties  to  this  suit,  for  the  purpose  of 
obtaining  an  injunction  against  the  defendant;  but  that  he  had 
no  interest  in  the  patent  in  the  county  of  Albany,  or  in  this 
suit.  On  this  state  of  facts,  the  defendant  objecting  to  the 
competency  of  the  witness,  he  was  excluded  on  the  ground  of 
interest  The  plaintifGs  excepted,  and  now  moved  for  a  new 
trial,  on  a  bill  of  exceptions. 

WiUiam  H.  SeuHJurd  and  Rodmom  L.  Joiee,  for  the  plain- 

Samuel  Stevens,  for  the  defendant 

Nklboh,  J.  llie  objection  to  the  witness  Jackson  went  apcm 
the  assumption  that  a  verdict  for  the  plaintiffs  would  be  evi- 
dence in  fitvor  of  the  witness,  on  a  bill  filed  by  him  for  an  in- 
fringement of  the  patent  in  the  counties  in  which  he  is  inter- 
ested, and  would  afford  competent  proof  of  the  fact  that  its 
validity  had  been  established  by  a  suit  at  law,  and,  also,  that 
the  defendant's  stove  was  an  infiingement,  all  which  would 
lay  the  foundation  for  an  injunction  against  the  defendant, 
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reBtraming  him,  and  all  persons  claiming  mider  him^  from 
making  or  vending  the  article. 

On  examination,  we  are  satisfied  that  this  view  of  the 
question  is  not  well  founded.  As  a  general  role,  a  part7  can- 
not be  a  witness  in  his  own  cause,  nor  will  he  be  permitted  to 
avaQ  himself,  by  indirect  means,  of  evidence  which  would  be 
rejected  as  incompetent  if  offered  directly.  The  inference, 
therefore,  that  would  seem  to  follow,  upon  the  admission  of  the 
witness  in  this  particular  case,  is,  that  the  verdict  could  not  be 
evidence  in  his  favor,  as  it  would  be  virtually  permitting  a 
party  to  testify  in  his  own  cause.  The  argument  assxmies  that 
the  verdict  would  be  evidence,  which  is  against  the  general 
principle.  Eeject  the  verdict,  and  there  is  no  objection  to  the 
competency  of  the  witness.  The  question  is,  which  shall  be 
excluded,  the  verdict  or  the  witness.    We  think  the  former. 

In  cases  of  criminal  prosecutions  for  a  cheat,  perjury,  &c., 
the  party  aggrieved  is  a  competent  witness  for  the  prosecution. 
Some  early  cases  may  indeed  be  found  in  which  he  was  ex- 
cluded as  interested,  on  the  ground  that  the  conviction  might 
be  used  by  him,  in  a  proceeding  in  equity  for  relief  against 
the  fraud ;  but  it  is  now  fully  settled  otherwise,  the  record  of 
conviction  being  held  inadmissible  in  the  civil  proceedings,  in 
all  those  cases  where  the  party  has  been  used  as  a  witness  on 
behalf  of  the  prosecution.  {The  King  v.  Boston^  4  East^  572 ; 
BarUett  v.  PickerdgUl^  4  East^  677,  note  h ;  Pedke^s  Ev.  45, 
46,  153,  154;  1  PhiU.  Ev.  Uh  Am.  ed.  50,  120;  Bex  v. 
JBvlme^  7  Carr,  cfe  P.  8 ;  Maybee  v.  Avery^  18  Johns.  352.) 

The  verdict  in  this  case,  even  if  in  favor  of  the  plaintiffs, 
could,  under  no  circumstances,  be  evidence  for  the  witness  on 
a  trial  at  law  or  in  equity,  for  the  purpose  of  establishing  his 
title  to  the  patent,  in  other  words,  on  a  trial  upon  the  merits, 
as  it  is  a  proceeding  mter  alios.  It  is  admissible  only  on  a 
motion  for  a  provisional  injunction  to  stay  the  defendant  from 
inj^nging  pending  the  litigation,  as  affording  strong  evidence 
of  the  validity  of  the  patent,  and  of  the  title  of  the  plaintiff; 
not  for  the  purpose  of  influencing  the  final  result,  but  of  pre- 
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serving  the  rights  of  the  parties  in  the  meantime.  In  this 
preliminary  proceeding  the  parties  are  not  tied  down  to  the 
strict  rules  of  evidence,  the  object  being  to  enable  the  conrt 
to  exercise  a  somid  discretion  in  granting  or  refusing  the  in- 
junction. Hence  the  depositions  of  the  parties  are  frequently 
read  on  the  motion ;  also  the  record  of  any  previous  trial  on 
the  same  patent.  And,  in  this  view,  and  for  this  purpose,  it 
may  well  be  that  it  is  allowable,  even  though  the  party  had 
himself  been  used  as  a  witness.  But  when  thus  allowed  as 
evidence,  it  is  apparent  that  it  is  not  used  in  the  sense  of  the 
role  of  law  which  would  exclude  a  party  as  an  interested  wit- 
ness on  the  ground  that  the  record  of  the  verdict  would  be 
evidence  in  his  favor.  It  is  evidence  onlyin  cases  where  his 
own  deposition  would  be  competent,  cases  in  which  the  ap- 
plication is  to  the  sound  discretion  of  the  court. 

For  these  reasons  we  are  satisfied  that  the  witness  Jackson 
was  improperly  rejected,  and  that  a  new  trial  must  be  granted. 
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Thb  TTNincD  States 
Jbbse  Hott,  ihpleadsd  with  Bobebt  MoJdibbt  ahd  othebb. 

Where  a  bond,  with  snretiefl^  wm  giyen  by  H.  to  the  GU>Teniiiieiit^  for  the 
fatthfol  performaifoe  of  his  duties  as  collector  of  ovstoms,  and  subsoqaently 
an  additional  bond,  with  a  different  soretj,  but  with  a  like  penalty  and 
condition,  was  given  by  H.,  and  a  judgment  was  perfected  against  H.  on 
the  latter  bond:  ffeld,  in  a  joint  action  against  the  obligors  in  the  former 
bond,  that  a  plea  setting  np  the  judgment  and  ayerring  that  in  the  two  ac- 
tions the  plaintiffs  sought  to  recoyer  the  same  identical  sum  oi  money  and 
upon  the  same  identical  breaches  of  each  bond,  was  not  a  good  plea. 

Hie  second  bond  did  not  of  itself  operate  as  a  meiger  or  eztingmslunent  of 
the  first)  being  a  security  of  no  higher  degree. 

The  judgment  on  the  second  bond  could  not,  unless  it  wm  followed  by  satis' 
faction,  haye  any  effect  on  the  first  bond. 

The  second  bond  not  haying  been  giyen  in  satisfaction  of  the  firsts  and  not 
being  between  the  same  parties^  was  collateral  to  the  first 

Separate  suits  may  be  brought  jointly  against  all  parties  whose  names  are 
found  on  different  instruments  giyen  as  collateral  security  for  a  principal 
debt. 

Tms  was  an  action  of  debt,  against  Jesse  Hoyt  and  sizotho* 
persons,  on  a  bond  executed  and  deliyered  by  them  to  the  Uni- 
ted States,  dated  Noyember  30th,  1838,  in  the  penalty  of 
$200,000,  conditioned  for  the  &ithful  performance  of  the  da- 
ties  of  said  Hoyt  as  collector  of  the  port  of  New- Y<»k.    The 
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dedanition  aseigiied  as  breaches  the  neglect  and  refbBal  of 
Hoyt  to  pay  over  to  the  plaintifiB  diveiB  large  smns  of  money 
belonging  to  them,  which  were  received  by  him  by  virtoe  of 
his  office  on  divers  days  between  the  201^  of  March,  1888, 
and  the  1st  of  March,  1841.  Ttie  action  was  commenced  in 
April,  1841,  and,  after  issne  joined,  the  canse  was  continued 
imtQ  the  term  of  the  court  in  October,  1847,  when  the  de- 
fendant Hoyt  put  in  a  plea  pm%  darrem  oontimioneej  setting 
up  that  in  April,  1841,  the  plaintiff  brought  an  action  of  debt 
against  him  and  one  Phelps,  since  deceased,  in  this  Court,  on 
a  bond  executed  and  delivered  by  them  to  the  plaintiffs  on  the 
14lh  of  December,  1839,  in  a  like  penalty  and  subject  to  a 
like  condition  with  said  bond  of  November  80th,  1888 ;  that 
by  that  action  the  plaintiffi  sought  to  recover  of  him  and  said 
Phelps,  (in  the  language  of  the  plea,)  ^^  thewme  tdenUealmwh 
cf  man&y  as  i»  demanded  cmd  sought  to  he  reoowred  in,  this 
9uU^  and  f*ponthemm6idenHo(dln'eaoh£S  of  the  said  hand  a$ 
the  hreaches  assigned  vpon  the  hand  oyer  whereqf  is  annessedto 
the  plaini^s^  dedaralion  in  this  suit;^^  that  on  the  19th  of 
November,  1846,  a  judgment  in  said  action  was  rendered  for 
the  plaintifft  against  the  defendant  Hoyt,  with  costs ;  and  that 
on  the  7th  of  July,  1847,  said  Phelps  died,  whereupon  said 
actkm  abated  against  him,  and  said  judgment  became  and 
was  perfected  and  rendered  operative  against  the  defendant 
Hoyt,  and  still  remained  in  full  force  and  effect.  To  this  plea 
the  plaintifls  demurred,  and  the  defendant  joined. 

Bev^amm  F.  BuUer^  {District  Attorney^  for  the  plaintiffi. 

J.  Prescatt  Sally  for  the  defendant 

Kelsov,  J.  The  defence  set  up  in  the  plea  assumes  that  the 
seoond  bond  did  not  of  itself  operate  as  a  merger  or  extin- 
gniahment  of  the  first,  but  that  the  judgment  recovered  upon 
it  did.  Hie  second,  being  a  security  of  no  higher  degree  than 
the  first,  of  course  could  not  operate  as  an  extinguishment  of 
iL    {Jackson  v.  Shc^er^  11  Johns.  513 ;  Andrews  v.  Smithy 
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9  Wend.  53.)  And,  that  a  judgm^it  recovered  upon  it  would 
not  have  that  effect,  was  the  very  point  decided  in  Drake 
V.  Mitchell^  (8  Eaet^  261.)  That  was  an  action  of  covenant 
against  three  defendants.  The  defence  was,  that  Mitchell,  one 
of  the  defendants,  had  given,  to  the  plaintiff  in  satis&ction  of 
the  demand,  his  bill  of  exchange  for  the  amount  of  it,  nx>on 
which  the  plaintiff  had  recovered  judgment.  It  was  admitted 
by  the  counsel,  that  the  giving  of  the  bill  did  not  operate  as 
a  satisfaction  of  the  debt ;  but  it  was  insisted  that,  by  reason 
of  the  judgment,  the  bill  had  become  a  security  of  a  higher 
nature,  and  the  covenant  was  thus  extinguished.  But  tiie 
Court  held  that  the  judgment  operated  only  to  extinguish  the 
bill  on  which  the  suit  was  brought,  not  the  covenant.  Grose, 
J.,  observed,  that  the  bill,  not  having  been  accepted  as  a  satis- 
fitction  for  the  debt,  could  only  operate  as  a  collateral  security ; 
and  that  though  a  judgment  had  been  recovered  on  the  bill, 
yet  no  satisfaction  having  been  produced  by  it,  the  plaintiff 
might  still  resort  to  his  original  remedy.  And  Le  Blanc,  J., 
remarked,  that  the  giving  of  another  security,  which  in  itself 
would  not  operate  as  an  extinguishment  of  the  ori^al  one, 
could  not  operate  as  such  by  being  pursued  to  judgment,  un- 
less it  produced  the  fruit  of  a  judgment.  So  here,  the  second 
bond  not  operating  of  itself  as  a  satisfaction,  being  a  security 
of  no  higher  degree  than  the  first,  cannot  operate  as  such  by 
being  pursued  to  judgment. 

The  case  of  Holmee  v.  BeU^  (8  Mann,  dk  G.  213,)  bears 
directly  upon  this  question.  It  was  there  held,  that,  where  a 
banker  took  a  bond  from  B.,  his  customer,  with  security,  con- 
ditioned for  the  payment  of  all  sums  already  advanced  or 
thereafter  to  be  advanced,  the  bond  did  not  operate  as  a  mer- 
ger ;  and  that  a  suit  would  lie  against  B.  for  the  balance  of 
his  account,  as  upon  a  debt  by  simple  contract.  Tindal,  Ch. 
J.,  observed,  that  the  parties  to  the  bond  were  not  the  parties 
between  whom  the  original  liability  arose ;  and  that  the  bond 
was  evidently  intended  only  as  a  collateral  security. 

The  same  principle  was  decided  in  the  case  of  B^  v. 
BarJcSy  (8  Mofrm.  <&  G.  258.)    That  was  an  action  upon  a 
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promissoiy  note  against  two  defendants.  The  defence  was,  that 
one  of  them,  at  the  request  of  the  plaintiff,  had  executed  a 
warrant  of  attorney  to  a  third  person,  in  trust  to  seeing  the 
payment  of  the  note,  and  that  it  was  thereby  extinguished. 
The  Court  held  that  the  plaintiff  was  entitled  to  recover. 
Tindal,  Ch.  J.,  considered  the  case  of  Drake  v.  Mitchell  as  de- 
cisive of  the  question.  The  other  judges  regarded  the  fact 
that  the  new  security  was  between  different  parties,  as  conclu- 
sive against  the  merger  and  that  it  was  intended  as  collateral. 
lliese  cases,  and  others  that  might  be  referred  to  on  the  same 
point,  are  clear  authorities  against  the  defence  in  this  case. 

There  is  no  averment  that  the  second  bond  was  accepted  in 
satisfaction  of  the  first,  and  it  cannot  of  itself  operate  as  a 
satisfaction,  because  it  is  a  security  of  no  higher  nature  than 
the  first ;  and  it  is  not  made  by  or  between  the  same,  but  be- 
tween different  parties.  It  is,  therefore,  but  a  collateral  secu- 
rity, and,  although  it  has  passed  into  judgment,  the  original 
security  remains  unless  followed  by  actual  payment  or  satis- 
&ction.  {Chipman  v.  MaHin^  13  Johns.  240 ;  Davis  v.  An- 
aUe,  2  HUl,  339 ;  Day  v.  Leal,  14  Johns,  404.) 

The  second  bond  being  collateral  to  the  first,  a  judgment 
recovered  upon  it  against  Hoyt,  constitutes  no  bar  to  a  joint 
action  against  him  and  his  co-obligors  upon  the  first ;  as  sep- 
arate suits  may  be  brought  jointly  against  all  parties  whose 
names  are  found  on  difierent  instruments  given  as  collateral 
security  for  the  principal  debt.  Whether  tiie  obligations  en- 
tered into  in  the  different  instruments  given  as  collateral 
be  joint  or  several,  makes  no  difference,  because  the  fonns  of 
proceeding  require  that  they  should  be  sued  jointly  or  indi- 
vidually, and  the  law  allows  the  suit  to  be  joint  in  all  cases. 
Besides,  a  judgment  upon  one  collateral  instrument  does  not 
work  an  extinguishment  of  another  given  for  the  same  debt  or 
duty,  any  more  than  it  works  an  extinguishment  of  the  prin- 
cipal debt.  The  remedies  upon  the  different  instruments  are 
therefore  independent  of  each  other. 

The  averment  in  the  plea,  that  the  plaintiffs  seek  to  recover 
flie  same  identical  sum  of  money  in  this  suit  that  they  sought 
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to  reooyer  in  the  other,  aad  upon  the  identical  breaches  as- 
signed in  that,  is  entirely  consistent  with  the  fact  that  the  one 
secnritj  was  coUat^ul  to  the  other,  and  does  not  necessarily 
import  an  extinguishment.  The  pleader  should  have  gone 
further,  and  have  averred  that  the  one  was  given  and  accepted 
by  the  plaintifis  in  satis&ction  of  the  other,  or  that  satdsfiietion 
had  followed  the  judgment  on  the  first  bond. 

For  these  reasons,  I  think  the  phuntifib  are  entitled  to  judg- 
ment on  the  demurrer. 


The  Untisd  States 

vs. 

Obaklbb  E.  Andebsok,  Executor,  &c.,  of  Thabheub 

Pqelfs,  Deceased. 

Where  H.  as  principal  and  P.  as  soretj  gave  a  joint  and  seTeral  bond  to  the 
United  States,  which  recited  the  appointment  of  H.  as  eoneetor  ol  eoa- 
tonis^  and  also  that  two  bonds  had  been  prerionsly  giren  hj  him,  with 
sureties,  for  the  faithful  discharge  of  his  duties^  and  that  it  was  deemed  ex- 
pedient that  he  should  give  additional  security,  and  was  then  conditioned 
that  if  H.  "  has  faithfully  discharged  and  shall  continue  faithfully  to  dli- 
oharge  all  the  duties  of  the  said  office,  according  to  law,  then  the  above 
obligation  to  be  void,  otherwise  it  shall  remain  in  full  force :"  JffeU  that  P. 
became  absolutely  bound  for  any  default  of  H. 

The  recitals  do  not  import  conditional  or  contingent  security,  but  were  in- 
tended to  show  that  P.  had  become  surety  in  addition  to  the  aureties  in 
the  prior  bonds. 

This  was  an  action  of  debt,  on  a  joint  and  several  bond, 
executed  by  Jesse  Hoyt  and  Thaddens  Phelps  to  the  United 
States,  in  the  penal  sum  of  $200,000,  dated  December  14tfa| 
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1889,  which,  after  reciting  that  Hoyt  had  been  appointed  col- 
lector of  the  port  of  Kew-York,  and  had,  on  the  23d  of  March, 
1888,  given  a  bond  to  the  United  States,  with  six  sureties,  in 
the  penalty  of  $150,000,  conditioned  for  the  faithfbl  discharge 
of  his  duties,  and  also  had,  on  the  30th  of  November,  1838, 
giveaa  another  bond  to  the  United  States,  with  the  same  sure- 
ties, in  the  penalty  of  $200,000,  and  with  the  like  condition, 
and,  after  further  reciting  that  it  was  deemed  expedient  that 
said  Hoyt  should  give  additional  security  to  the  United  States 
for  the  fidthfnl  performance  of  his  trust  as  such  collector,  was 
conditioned,  that  if  the  said  Hoyt  ^^  has  truly  and  faithfully 
executed  and  discharged,  and  shall  continue  truly  and  fedth- 
folly  to  execute  and  discharge,  all  the  duties  of  the  said  office, 
according  to  law,  then  the  above  obligation  to  be  void  and  of 
none  effect,  otherwise  it  shall  abide  and  remain  in  full  force 
and  virtue."  The  declaration  assigned  several  breaches.  The 
defendant  interposed  a  general  demurrer,  in  which  the  plain- 
tiff joined.  The  question  raised  upon  the  demurrer  was, 
whether  Phelps,  the  testator,  by  entering  into  the  bond  be- 
came absolutely  bound  for  any  default  of  Hoyt  in  the  dis- 
charge  of  his  duties  as  collector,  or  whether  he  became  only 
contingentiy  bound,  in  the  event  of  the  failure  or  inability  of 
the  sureties  in  the  previous  bonds  to  satisfy  and  discharge  the 
same. 

Bmjcmin  F.  BvMer^  {District  Attorney^  for  the  plaintiff. 

J.  Prescatt  HaU^  for  the  defendant 

The  Coubt  held  that  the  testator  became  absolutely  bound ; 
that  the  recital  in  the  bond,  that  it  was  deemed  expedient  that 
Hoyt  should  give  additional  security,  did  not  necessarily  or  by 
any  fiur  inference  import  conditional  or  contingent  security ; 
that  the  condition  of  the  bond  was  in  the  terms  prescribed  by 
the  first  section  of  the  act  of  Congress  of  March  2d,  1799,  (1 
U.  JS.  Stat,  at  Lourge^  705,)  and  found  in  all  the  official  bonds 
of  collectors;  that  the  recitals  were  intended  to  show  that 
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Phelps  was  not  the  sole  snrety  for  Hoyt,  but  had  become  such 
in  addition  to  the  sureties  in  the  two  prior  bonds ;  that  such 
additional  security  might  be  absolute  or  conditional,  depend- 
ing upon  the  terms  of  the  obligation ;  and  that,  in  this  instance, 
it  was  as  absolute  as  words  could  make  it. 

Judgment  for  plaintiffi. 


The  Untted  States  v8,  Jesse  Hoyt  and  others.    In  Egrrrr. 

Wliere  H.  made  on  assignment  of  his  property,  in  trust  to  pay  any  judgment 
which  the  United  States  might  recover  against  him  and  the  sureties  on  his 
official  bond  as  collector  of  customs,  and,  after  the  recoyery  of  sach  judg^ 
ment,  the  plaintiffs  in  it  filed  a  bill  for  an  account  by  the  trust-ees  and  the 
application  of  the  trust  funds  to  th5  payment  of  the  judgment :  Held^  that 
a  trust  in  favor  of  the  plaintiffs  was  created  by  the  assignment  by  imphca- 
tion  of  law,  and  that  the  bill  was  properly  filed. 

But,  the  right  of  the  plaintiffs  under  the  implied  trust  did  not  attach  tiU  the 
filing  of  their  bill,  that  being  their  first  act  in  affirmance  of  the  trusts 
and,  therefore,  the  trustees  were  not  bound  to  account  to  them  for  any  of 
the  trust  funds  that  were  disposed  of  prior  to  that  time  with  the  consent 
of  the  assignor  and  of  the  sureties. 

The  bill  in  this  case  set  forth,  in  substance,  that  the  plain- 
tiffs had  recovered  a  judgment  against  Jesse  Hoyt,  for  $221,- 
083  39,  for  monies  received  by  him  as  collector  of  the  port  of 
New-York,  and  for  which  he  had  neglected  to  account ;  that, 
before  the  recovery  of  the  judgment,  Hoyt  was  the  owner  of 
certain  real  estate  and  personal  property,  described  in  the  bill, 
and  that,  on  the  9th  of  March,  1841,  he  assigned  the  same  to 
J.  Oakley  and  G.  B.  Kissam,  in  trust  to  convert  the  same 
into  money  and  apply  the  proceeds  to  the  payment  of  any 
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judgment  which  the  plaintiffd  might  thereafter  recoyer  against 
him  and  the  sureties  on  his  official  bond.  The  bill  then 
chaiged  that  the  assignment  was  void  as  against  the  plaintifis, 
as  an  inequitable  hindrance  to  the  collection  of  their  judgment ; 
that  the  property  thus  held  in  trust  was  worth  over  $25,000 ; 
that  the  trustees  had  received  large  sums  of  money  un- 
der the  trust,  but  refused  to  apply  them  to  the  payment  of  the 
judgment,  and  were  misappropriating  the  funds,  and  devoting 
them  to  purposes  unauthorized  by  the  terms  of  their  trust, 
and,  in  particular,  had  paid  large  sums  to  the  counsel  of  Koy  t, 
for  conducting  his  defence  to  the  suit  in  which  the  judgment 
was  recovered,  whereas  those  fees  were  not  cjiargeable  on  the 
fund,  and  had  paid  private  debts  of  Hoyt's,  which  were  not 
charged  on  the  fund ;  and  that  the  judgment  remained  unsat- 
iflfiedi  and  the  trustees  were  persons  of  little  property.  The 
bill  prayed  a  discovery,  an  injunction,  the  appointment  of  a 
receiver,  an  accounting  by  the  trustees,  and  the  application  of 
the  trust  funds  to  the  payment  of  the  judgment.  Hoyt  and 
the  assignees  were  made  defendants. 

The  answers  admitted  the  judgment  and  the  assignment, 
and  described  the  property,  and  set  foi*th  a  statement  of  re^ 
oeipts  and  payments. 

It  appeared  in  evidence,  that  before  the  filing  of  the  bill  the 
assignees  had  paid  out  of  the  trust  funds  $3000  to  counsel,  as 
fees  for  defending  the  suit  against  Hoyt  in  which  the  judgment 
was  recovered,  and  $650  for  the  services  of  a  clerk,  rendered 
in  examining  the  accounts  of  Hoyt  preparatory  to  the  trial  in 
the  suit.  These  payments  were  made  with  the  assent  of  the 
fiuieties. 

No  serious  resistance  was  made  to  the  appointment  of  a  re- 
ceiver to  take  charge  of  the  trust  estate,  for  the  purpose  of 
converting  it  and  applying  the  proceeds  towards  the  payment 
of  the  judgment,  or  to  the  accounting  of  the  trustees  for  the 
trust  fund  while  in  their  hands.  The  principal  question  was 
whether  the  assignees  were  bound  to  account  for  the  simis  paid 
to  the  counsel  and  the  clerk. 
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Benjamin  F.  Buder^  {District  Attorney^  for  the  plaintifiB. 

Lorenzo  Hoyt^  for  the  defendants. 

Nelson,  J.  The  plamtiffi  are  entitled  to  chaige  the  as- 
signees as  their  trustees,  and  to  compel  the  application  of  the 
property  assigned,  to  the  satisfaction  of  their  judgment,  as  the 
property  proceeded  from  the  debtor  and  was  designed  to  be 
a  counter  security  against  the  demand  now  in  judgment.  Hie 
assignees  did  not  receive  it  in  their  own  right,  but  as  the 
means  of  satisfying  the  debt  in  question,  whenever  it  should 
become  fixed.  On  these  &cts,  a  trust  was  created  by  implica- 
tion of  law,  which  a  court  of  equity  will  execute,  either  by 
subjecting  the  property  directly  to  a  seizure  on  execution,  or 
by  compelling  the  trustees  to  dispose  of  it  under  the  snpervis* 
ion  of  the  Court,  with  a  view  to  the  appropriation  of  its  pro- 
ceeds towards  the  payment  of  the  judgment. 

The  conveyance  made  by  Hoyt  to  the  trustees  was  a  volun- 
tary assignment,  to  which  the  plaintiffi  were  neither  parties 
nor  privies,  and  was  intended  as  an  indemnity  to  the  sureties 
on  Hoyt's  official  bond.  It  was  revocable  by  the  assignor, 
with  their  assent,  at  least  until  notice  of  it  had  been  commu- 
nicated to  the  plaintiffs  and  they  had  affirmed  it.  Because, 
where  a  person  without  the  privity  of  his  creditors,  and  with* 
out  consideration,  makes  a  disposition  of  his  property  as  be- 
tween himself  and  trustees,  for  the  payment  of  his  debts,  he  is 
regarded  as  merely  directing  the  mode  in  which  his  own  prop- 
erty shall  be  applied  for  his  own  benefit,  and  the  creditors 
named  in  the  instrument  are  named  for  the  purpose  of  show- 
ing  how  the  trust  property  is  to  be  applied.  Hence,  the  right 
of  the  plaintiffs  in  this  case  to  seize  upon  the  assigned  property 
and  appropriate  it  to  the  satisfaction  of  their  judgment,  under 
the  implied  trust  in  their  favor,  did  not  attach  until  the  filing 
of  their  bill,  that  being,  for  aught  that  appears  in  the  plead- 
ings or  proofe,  the  first  step  taken  by  them  in  affirmance  of 
the  trust.    Therefore,  any  disposition  of  the  proceeds  made 
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prior  to  that  time  with  the  consent  of  the  assignor  and  of  the 
sureties  was  valid,  and  the  proceeds  so  disposed  of  need  not 
be  accounted  for  bj  the  trostees  in  the  settlement  of  their  ac- 
connts. 


James  W.  Casssl 

vs. 

David  Dowb  Ain>  Ira  B.  Cabt. 

Where  the  endonements  on  a  bill  of  exchange,  fiubeequent  to  that  of  the 
pAjee,  were  made  for  the  purpose  of  transmitting  and  collecting  the  paper, 
tiiey  may  be  stricken  oat  at  the  trial,  in  a  snit  by  an  endorsee. 

Srea  if  the  endorsements  were  made  for  value,  yet  the  suit  may  properly 
be  brought  in  the  name  of  the  party  who  is  the  owner  of  the  paper  at  the 
time  of  bringing  the  suit,  whether  the  endorsements  be  stricken  out  at  the 
trial  or  not. 

Abill  was  protested  for  non-acceptance,  and  also  for  non-payment ;  a  qualified 
aeespianee  was  written  on  thebiU  at  the  date  of  the  latter  protest^  to  the 
amount  of  the  proceeds  of  certain  property  against  which  the  biU  was 
drawn ;  the  proceeds  were  afterwards  paid  and  receipted  on  the  bill :  Sdd, 
that  they  were  not  accepted  in  satisfSsction  but  only  as  far  as  they  would  go. 

A  letter  written  within  a  reasonable  time  before  or  after  the  date  of  a  bill  of 
eouhaage^  descrilKmg  it  in  terms  not  to  be  mistaken,  and  promising  to  ac- 
cept it»  is  a  yirtual  acceptance^  binding  on  the  person  who  makes  the  pro- 
mise, if  the  bill  be  taken  on  the  credit  of  the  letter  by  a  person  to  whom 
it  is  shown. 

Where^  howerer,  the  letter  has  no  reference  to  the  particular  bills  to  be  drawn, 
but  is  a  general  authority  to  draw  at  any  time  and  to  any  amount,  against 
piroperty  to  be  shipped,  the  party  writing  it  cannot  be  h^das  acceptor  of  a 
bin  drawn  under  it 

Ihe  letter  may  however  be  regarded  as  apramUe  to  accept  the  bill,  and  the 
writer  of  it  may  be  sued  on  such  promise  by  any  person  who  may  have  taken 
the  bm  OB  tbe  eredit  of  the  promiic 
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This  was  an  action  on  the  following  bill  of  exchange : 

"St. Louis,  Mo.  March  10th,  1846.    J.W.C. 

"  Ninety  days  after  date  of  this  my  original  bill  of  exchange, 
(duplicate  of  same  tenor  and  date  unpaid,)  pay  to  the  order  of 
Andrew  Iluston,  Five  Thousand  Dollars,  value  received,  and 
charge  the  same  to  account  of  • 

"Yourobt.  se't, 

"  Andrew  Huston. 

"  To  Messrs.  Dows  &  Gary, ) 
"New-York.      | 

[Endorsed.] 

"  Pay  W.  G.  W.  Gano,  Cashier,  or  order, 

"Andr«w  Huston. 

"  TV.  B.  Taylor,  Jr.  (Erased.) 

"  Pay  C.  J.  Stedman,  Esq.,  or  order, 

W.  G.  W.  Gano,  Gas."  (Erased.) 

On  the  face  of  the  bill  was  written  the  following  acceptance : 
"  We  accept  the  within  draft,  for  so  much  of  the  amount 
therein  mentioned,  ($5000,)  as  the  nett  pix)ceeds  of  one  hun- 
dred and  eighty-five  casks  of  hams,  against  which  it  was 
drawn,  shall  amount  to,  after  deducting  commissions  and  all 
charges,  and  for  no  more,  payable  when  the  nett  proceeds  shall 
be  received  by  us  in  cash,  and  the  amount  of  such  nett  pro- 
ceeds ascertained.  New-York,  June  11, 1846.  Dows  &  Gary." 
On  the  back  of  the  bill  was  the  following  receipt :  *' Receiv- 
ed, New- York,  October  13th,  1846,  from  Dows  &  Gary,  their 
check  for  thirty-eight  hundred  and  sixty-two  61-100  doUarB, 
being  in  full  for  the  nett  proceeds  of  the  within  named  185 
casks  of  hams,  for  which  this  draft  was  accepted  by  said  Dows 
&  Gary,  as  per  their  account  of  sales  rendered.  For  C.  J. 
Stedman,  J.  B.  Vamum." 

The  plaintiff  was  a  citizen  of  Ohio,  and  the  defendants  were 
citizens  of  New  York,  composing  the  firm  of  Dows  &  Gaiy. 
The  declaration  contained  a  count  against  the  defendants  as 
acceptors,  two  counts  on  their  promise  to  accept  drafts  drawn 
against  consignments  of  Western  produce  to  them  by  the 
owner,  and  the  usual  money  counts.    The  de£uidantB  pleaded 
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the  general  issue  and  payment,  and  gav^e  notice  of  selroft 
Ihe  cause  was  tried  at  New-York  befbro  Mr.  Justice  Nelson, 
in  May,  1848. 

It  appeared  on  the  trial  tluit,  beforo  and  at  tiie  time  of  Uie 
drawing  of  the  bill,  one  Benjamin  F.  Smith  was  the  agent  of 
the  defendants  at  St.  Lonis,  Missonri,  to  obtain  eonsigmneDts 
ot  produce  to  them  and  make  advances  for  than  npon  Hie 
Mune.  He  was  specially  adyised  by  them  by  letters  nnder 
dste  of  December  12th,  184&,  and  Febroary  2d,  1846,  that  in 
esse  he  could  find  any  good  safe  lots  of  pork,  lard  or  flonr, 
for  consignment,  the  drafts  of  the  owner  wonld  be  dnly  hon- 
ored,on  the  property  being  put  in  safe  condition  for  shipment, 
at  $41-2  to  $48-4  per  barrel  on  flour,  $5 1>2  per  barrel  <m 
prime  pork,  $7 1-2  per  barrel  on  mess  pork,  5  cents  per  ponnd 
on  lard,  and  4 1-2  cents  per  pound  on  hams.  Freyionsly  to 
the  receipt  of  those  letters  Smith  had  acted  as  the  agent  of  the 
defimdants,  nnder  a  verbal  authority  firom  them  to  procure 
consignments  and  make  advances,  and,  in  order  to  obtain  ftmds 
ibrsnch  advances,  he  was  authorized  by  them  to  draw  or  cause 
drafts  to  be  drawn  on  them  at  New-York. 

The  bill  in  question  was  drawn  by  Huston  under  the  author- 
itj  and  in  pursuance  of  the  direction  of  Smith,  on  a  consignr 
meat  of  hams  to  the  defendants.  It  was  negotiated  to  the 
plaintiff  on  the  same  day  on  which  it  was  drawn,  (March  10th, 
18M,)  and  he  advanced  in  money  the  fece  of  it  less  the  inter- 
est Before  he  oonisentedto  take  the  draft  he  made  particular 
inquiries  of  Smith  as  to  the  authority  of  Huston  to  draw  it, 
sad  was  assured  by  Smith  that  Huston  drew  it  by  his,  (Bmith'b) 
direction,  against  a  consignment  of  property  to  the  defendants, 
and  that  he,  (Smith,)  was  fully  authoriased  to  make  the  anange- 
ment  The  letters  of  December  12th,  1845,  and  Febmairy  ad^ 
1816,  were  also  shown  to  the  plaintiff  by  Smith,  before  he  pur- 
chased the  draft,  and,  upon  the  faith  of  theletters  and  of  Smiths 
assarancea,  he  consented  to  advance  the  money.  The  defend- 
ants were  immediately  advised,  both  by  Smith  and  by  Huston^ 
of  the  consignment,  and  of  the  draft  drawn  against  it,  tiie  receipt 
af  which  advioes  they  acknowledged  in  a  letter  to  Smith  dated 
98 
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March  20th.  In  that  letter  thej  complained  that  a  draft  at  90 
days  was  too  short,  and  lequested  that  anj  fiuHier  advances 
should  be  made  on  longer  time,  but  did  not  intimate  that  there 
was  anj  want  of  anthorify  to  draw,  or  that  the  paper  would  not 
beacoepted.  The  draft  was  presented  to  the  defendants  onthe 
Slst  of  March,  acceptance  of  it  was  reftased,  and  it  was  protested 
for  non-acceptance*  In  a  letter  written  bj  the  defendants  to 
Smith  on  that  day  they  assigned  as  a  reason  for  the  non-ao- 
oeptance  that  the  advance  of  4  cents  per  ponnd  on  hams  was 
too  much  as  the  market  then  stood,  but  they  afterwards  wrote 
to  Smith  that  the  paper  would  have  been  accepted  had  it  not 
oome  through  a  house  in  N^ew-York  which  would  sell  Hmr 
acceptances  for  the  first  ofB^,  to  the  injury  of  their  credit 

Warehouse  receipts  for  the  hams  were  given  by  Huston  to 
Smith  when  the  draft  was  drawn  and  the  mcmey  advanced, 
and  the  property,  which  was  at  Quincy  and  at  Bardstown, 
Illinois,  was  shipped  to  the  defendants  on  the  27th  of  March 
and  the  22d  of  April.  It  was  received  by  them,  and  on  the 
12th  of  October  they  rendered  an  account  of  the  sale  of  it,  by 
which  the  nett  balance  amounted  to  $8,862  51. 

On  the  trial,  a  member  of  the  firm  in  New-York  through 
which  the  draft  was  sent,  testified  that  W.  B.  Taylor,  Jr^ 
whose  name  had  been  on  the  back  of  the  bill,  but  was  stricken 
out,  was  a  clerk  of  his,  and  had  put  his  name  on  the  draft  for 
securify  in  its  transnussion,  and  had  no  interest  in  it;  that  the 
initials  J.  W.  C.  was  a  mark  of  his  house,  and  indicated  that 
the  paper  was  received  from  the  plaintiff.  The  bill  was  pre- 
sented for  payment  on  the  11th  of  June,  1846,  but  payment 
was  reftised,  and  it  was  duly  protested  for  non-payment,  at  the 
request  of  C.  J.  Stedman,  of  Kew-York.  Gkmo,  whose  name 
was  on  the  bill,  was  Cashier  of  a  Bank  in  Cincinnati.  He  en- 
dorsed the  bill  to  Stedman,  and  his  endorsement  was  stricken 
out  after  the  receipt  of  October  13th,  1846,  on  the  bill,  was 
^ven.  The  original  bill  was  received  for  collection  from  the 
plaintiff  by  his  attorney,  before  the  conmiencement  of  the  stdt, 
and  was  then  in  its  present  state  as  to  endorsements  and  eisr 
Bures.    It  was  admitted  that  the  plaintiff  was  indebted  to  the 
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defendants  in  the  sum  of  $410  85,  with  interest  from  the  Ist 
of  February,  1844.  The  Court  charged  the  jury  that  the 
plaintiff  was  entitled  to  recover  the  amount  of  the  bill,  after 
deducting  tlie  payment  receipted  on  it  and  the  set-off.  The 
defendants  excepted  to  the  chaige,  and,  a  verdict  having  been 
found  against  them  for  $859  46,  they  now  moved  for  a  new 
trial,  on  a  case. 

€r€CTg€  C.  Ooddwrd^  for  the  plaintiff. 

Chrf%diu9  Van  Santvoord^  for  the  defendants. 

Nelson,  J.  I.  The  case  of  Dugcm  v.  The  Umted  StateB^ 
(8  Wheat.  172,)  is  an  authority  in  &vor  of  the  right  of  the 
plaintiff  to  sustain  this  suit  in  his  own  name,  nothwithstanding 
&e  endorsements  upon  the  bill  subsequent  to  that  of  Huston. 
The  proof  shows  with  reasonable  certainty,  that  those  endorse- 
ments were  made  for  the  purpose  of  transmitting  and  collect- 
ing the  paper,  lliey,  therefore,  might  have  been  stricken  out 
at  the  trial.  But,  if  otherwise,  and  if  they  had  been  made  for 
valne,  in  the  usual  course  of  business,  inasmuch  as  it  appears 
that  the  plaintiff  was  the  holder  and  owner  of  the  paper  at 
the  time  the  suit  was  brought,  it  was  properly  brought  in  his 
name;  and  this,  whether  the  endorsements  were  stricken  out 
at  llie  trial  or  not.  On  the  plaintiff's  becoming  revested  with 
the  title  to  and  interest  in  the  bill,  the  endorsements,  whether 
for  value  or  transmission,  became  matters  of  form,  and  were 
properiy  disr^arded. 

n.  The  bill  was  presented  for  acceptance  on  the  21st  oi 
March,  acceptance  was  refused,  and  it  was  duly  protested. 
Afterwards,  on  the  11th  of  June,  it  was  protested  for  non- 
payment. A  qualified  acceptance  by  the  defendants  appears 
on  the  bill  under  the  latter  date,  to  the  amount  of  the  proceeds 
of  the  hams  against  which  it  was  drawn,  and  it  is  insisted  that 
ttds  is  conclusive  upon  the  plaintiff,  as  he  must  be  presumed 
to  have  taken  the  conditional  acceptance,  and  to  have  waived 
Hie  benefit  of  the  previous  reftisal. 
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Thitt«  is  no  poeitiye  proof  in  ezplanation  of  the  circiunBtaa- 
oeB  under  which  thift  conditional  acceptance  was  writben  on 
the  bill.  The  &ct,  however,  that  Stedman,  who  presented  the 
bill  for  payment  at  tliat  time,  caused  it  to  be  protested  on  the 
same  day  for  non-payment,  affords  ground  for  the  conclusioo, 
that  he  did  not  assent  to  the  qualified  acceptance,  but,  on  the 
contrary,  regarded  it  as  a  refusal  of  payment,  and  as  dishon- 
oring the  paper.  The  subsequent  receipt  from  the  defendants 
of  ihe  avails  of  the  hams,  when  taken  in  connection  witii  the 
previous  &cts  and  circumstances,  must  be  deemed  to  have  been 
an  application  of  the  proceeds,  only  as  &r  as  they  would  go 
towards  payment,  and  not  an  acceptance  of  them  in  satisfiic- 
tion.  The  receipt  does  not  purport  to  be  in  full,  and  the  pro- 
test which  Stedman  caused  to  be  made,  at  the  time  of  the  con- 
ditional acceptance,  is  altogether  irreconcilable  with  the  idea, 
that  he  intended  to  assent  to  that  acceptance  and  take  the  pro- 
ceeds in  satisfaction.  The  conclusiveness  of  the  receipt  of  the 
proceeds  depends  upon  the  conclusiveness  of  the  conditional 
acceptance.    If  the  latter  fiuls,  the  former  must  also. 

in.  The  main  question  in  the  case  is,  whether  or  not  the 
plaintiff  can  Twfti^tf""  the  suit  in  his  own  name,  under  tfre 
counts  charging  the  defendants  with  a  promise  to  accept  diafis 
drawn  against  consignment  of  Western  produce  to  him  by  the 
owner.  The  draft  in  question  having  been  drawn  by  Hust(Hi 
in  pursuance  of  authority  communicated  by  the  defendants  to 
Smith  their  agent,  there  can  be  no  doubt  that  Huston  could 
ba¥e  maintained  the  action  in  his  own  mane.  It  is  insisted, 
however,  that  the  plaintiff  cannot,  on  the  ground  of  a  want  of 
pdvity  between  hhn  and  the  defendants,  and  that  the  promise, 
if  made  at  all,  was  made  to  the  owner  and  shipper  of  the  pro- 
duce, and  not  to  any  third  person  who  might  choose  to  advaaoe 
Wioney  upon  the  draft. 

The  cases  of  CodUdge  v.  Pay^ony  (3  Wh^eab.  66,)  and  of 
£ay<»  V.  JEdwatdSy  (4  Pet&rSj  111,)  are  direct  authoritLaa  to 
diow^  that  the  defendants  in  this  case  are  not  cbaj:geable  as 
aooejptors  of  the  bill.  To  make  them  liable  in  that  capacity, 
the  letters  authorizing  Huston,  to  dra^  should  have  deaoadhei 
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the  bill  to  he  accepted,  with  reasonable  certainty,  bo  that  its 
identity  could  not  be  mistaken  by  the  party  who  should  take 
it  upon  the  fidih  of  smck  authority.  In  (JodUdge  v.  PayBon^ 
the  letters  specified  the  particular  bill  to  be  drawn,  and  the  en* 
dcffsee,  who  had  taken  it  on  the  faith  of  such  authorily,  reoor* 
ered  against  the  defendants  as  acceptors.  The  Cburt  came  to 
the  conclusion,  after  a  review  of  all  the  cases,  tiiat  a  letter 
written  within  a  reasonable  time  before  or  after  the  date  of  a 
laD  of  exchange,  describing  it  in  t^rms  not  to  be  mistaken,  and 
promising  to  accept  it,  was  a  virtaal  acceptance,  binding  on  the 
pMBon  who  made  the  promise,  if  the  bill  was  taken  on  the 
creditoftheletterbyapersonto whomitwas shown.  JnBcyoe 
▼.  Eiwarda^  the  plaintiff  failed  to  recover  agamst  the  defend- 
ants as  €ux:eptor8^  the  authority  to  draw  having  been  general, 
as  it  was  in  the  case  before  ns.  The  defendants  were  mer^ 
chants  in  Charleston,  who  gave  a  general  letter  of  credit  to 
one  Anderson  of  Geoigia,  to  buy  and  ship  cotton  to  them, 
and,  on  sending  the  bill  of  lading,  to  draw  upon  them  for  fhe 
price.  The  bills  in  question  had  been  drawn  in  pursuance  of 
this  anthorify,  and  negotiated  to  the  plaintiff,  who  took  them 
<m  the  fidth  of  the  letter  of  credit.  In  the  Court  below  the 
plaintiff  was  allowed  to  recover  against  the  defendants  as  ao- 
ceptors.  Hie  Supreme  Court,  after  referring  to  the  case  of 
CooUdge  v.  Payson^  and  other  cases  affirming  the  same  doc- 
trine, held,  that  Ihe  judgment  of  the  Court  bdow  was  eirone- 
OOB,  on  the  ground,  principally,  that  the  letter  had  no  refer- 
oiee  to  the  particular  bills  to  be  drawn,  but  was  a  general  au- 
thority to  draw  at  any  time  and  to  any  amount,  upon  lots  of 
cotton  shipped,  and  that  it  did  not  describe  any  particular  bills 
in  terms  not  to  be  mistaken,  which  was  indispensable  in  order 
to  make  the  defendants  liable  as  acceptors.  The  Court  farther 
remarked,  that  the  distinction  between  an  action  on  a  bill  as 
an  accepted  bill,  and  one  founded  on  a  breach  of  a  promise 
to  accept,  seemed  not  to  have  been  adverted  to,  but  that  the 
evidence  necessaiy  to  support  the  one  or  the  other  was  materi* 
aBy  different ;  that  to  maintain  the  former,  the  promise  must 
be  applied  to  the  particular  bill  alleged  in  fhe  declaration  to 
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have  been  aooepted,  while  in  the  case  of  the  latter,  die  evi- 
dence  might  be  of  a  more  general  character,  and  Ae  authority 
to  draw  be  collected  fix)m  circamstances  and  extended  to  all 
bills  coming  fiurly  within  the  scope  of  the  promise.  The 
Oonit  also  observed,  that,  as  respected  the  rights  and  remedies 
of  the  immediate  parties  to  the  promise  to  accept,  and  of  aU 
others  who  might  take  hiUs  npon  the  credit  of  such  promise^ 
they  were  as  secnre  and  as  attainable  by  an  action  on  the 
breach  of  the  promise  to  accept,  as  thejconld  be  bj  an  action 
on  Ae  bill  itself;  and  that  the  action  might  have  been  sob* 
tained,  as  the  evidence  stood,  if  the  declaration  had  contained 
aconnt,  properly  framed,  on  a  breach  of  the  promise  to  accept 

The  same  doctrine  was  asserted  and  applied  in  the  case  of 
£iiS9eU  y.  Wiffffin,  (2  Story^  213.)  There  the  defendants  gave 
to  one  Breed  a  letter  of  credit,  autiK>rizing  one  Endicott  to  value 
on  them  at  London,  at  six  months  sight,  at  anyplace  in  India, 
for  account  of  Breed,  for  any  sums  not  exceeding  in  all  fifteen 
thousand  pounds  sterling,  engaging  that  the  bills  should  be 
duly  honored  when  presented,  if  drawn  within  twelve  months 
from  the  date  of  the  letter.  The  plaintiflb,  to  whom  the  letter 
was  exhibited,  took  the  bills  in  question  for  value,  relying  on 
the  commercial  standing  of  the  def^mdants,  and  on  their  prom- 
ise in  the  letter.  The  declaration  contained  a  count  on  a  prooi- 
ise  to  accept  Judge  Story,  after  an  elaborate  examination 
of  the  question,  both  on  principle  and  authority,  came  to  the 
conclusion  that  the  plaintiflEs  were  entitied  to  recover.  He 
referred  to  the  case  of  Boyee  v.  JESwarde,  as  oflSrming  the 
same  doctrine,  and  observed  that  in  that  case  the  Court  held, 
that  if,  because  the  bill  to  be  drawn  was  not  definitely  descri- 
bed in  the  manner  limited  by  the  case  of  OooUdjfe  v.  PoMtetm^ 
the  promise  to  accept  would  not  operate  as  an  acceptance  in 
fisivor  of  the  party  receiving  the  bill,  stiU  it  would  operate  as 
a  promise  to  him  to  accept  the  bill  when  drawn,  and  thus  be 
equally  available.  (See  also  Adams  v.  JoneSy  12  jPeterSj 
207.) 

Upon  tiie  forcing  view  of  the  authorities,  therefore,  tius 
suit  was  properly  instituted  in  the  name  of  the  plaintiff  and 


OCnOBaSB  TBBII,  1848.  S48 

may  be  Bustained  on  the  promiBe  to  aooept,  aa  laid  in  the  third 
and  fourth  counts  of  the  declaration. 

If  ew  trial  denied. 


William  Satagx 

vs. 

JuuA  L.  jyWouFy  ExBcnrrREc,  &o.,  of  Jameb  D'Wolf,  Db- 

OKASED. 

VnU  M  ike  •dmiioon  by  %  p«rtj  of  the  ezeention  of  nsgoHabh  poptr^  or 
proof  of  Ida  lisnd-writin^  wiUiout  producing  or  Moounting  for  the  sab- 
•eribuig  witii«M^  haa^  in  New-York,  been  held  sufficient. 

But  whether  this  role  extends  to  all  un»ealed  instruments^  gtiers, 

U  the  instmment  was  executed  abroad,  as  in  Cuba,  the  presumption  of  law 
ia  thai  the  subserifaii^  witness  is  bejond  the  jurisdiction  of  the  Court 
here. 

Where  a  written  instrument  was  admitted  in  eyidenoe  as  an  original  paper, 
on  the  assumption  and  belief  without  question,  that  it  was  such,  and  it  ap- 
peared hy  the  eyidenoe  that  that  conclusion  was  not  warranted:  JStid, 
that  a  new  trial  should  be  granted. 

l^EOB  was  an  action  upon  three  promisBOiy  notes  made  by 
the  defendant's  testator  to  the  plaintiff,  and  amounting,  -witii 
interest,  to  $34,554  17,  tried  before  Mr.  Justice  Kelson,  at 
New-York,  in  November,  1847.  The  notes  were  given  at  Ha- 
vana, in  the  island  of  Cuba,  in  consideration  of  an  agreement 
on  the  part  of  the  plaintiff  to  dischaige  three  mortgages  npon 
certain  coffee  and  sngar  estates  in  that  island,  amounting  nom- 
inaDj  to  a  sum  exceeding  $80,000.  It  was  a  part  of  the 
agreement  that  the  notes  should  remain  in  Ae  hands  of  a  third 
person  in  escrow,  until  the  several  mortgages  should  be  dis- 
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oharged  of  reoord.  On  the  trials  the  Court  haying  dedded 
that  the  possession  of  the  notes  by  the  plaintiff  was  jprma/a- 
de  evidence  that  the  condition  upon  which  he  was  to  receive 
tiism  had  been  complied  with,  the  defendant  undertook  to  le- 
bnt  this  presumption  b j  proof  that  the  mortgages  had  not 
been  discharged,  and  that  the  notes  had  therefore  been  wrong- 
fully delivered  up  to  the  plaintiff.  For  this  purpose  she  of- 
fered in  evidence  the  contract  under  which  the  notes  in  ques- 
tion were  given,  which  was  in  writing,  but  not  under  seal,  and 
purported  to  have  been  executed  in  Havana  bj  the  defend- 
ant's testator  in  person,  and  by  the  plaintiff  through  his  agent, 
at  even  date  with  the  notes.  There  were  subscribing  witziesses 
to  the  execution  of  the  coatraeL  The  hand-writing  of  the 
parties  was  proved,  but  the  testimony  of  neither  of  the  sub- 
aeribing  witnesses  was  produced,  nor  was  thdr  absence  ac- 
counted for  or  the  hand-writing  of  either  of  them  proved. 
There  was  also  evidence  of  the  admission  of  the  plaintiff  that 
the  instrument  was  executed  by  his  agent  Hie  Court  admit- 
ted the  contract  in  evidence  under  the  plaintiffs  objection. 

Another  instrument  was  offered  in  evidence  by  the  defend- 
ant, for  the  purpose  of  showing  that  the  condition  upon  whidi 
the  notes  were  given  had  not  been  complied  with.  This  was 
a  release  or  dischaige  of  the  three  mortgages,  executed  by  the 
plaintiff  a  short  time  before  the  suit  was  brought,  which  the 
defendant's  testator  re&aed  to  accept,  as  not  being  a  sufiScient 
compliance  with  the  terms  of  the  agreement  It  waa  daimed 
by  the  defendant  that  this  fact  raised  an  implication  that  no  sat- 
ifl&ction  or  dischaige  of  the  mortgages  had  been  before  made, 
and  that,  as  the  one  so  offered  was  insuffident  and  unsatisfiu^ 
17,  the  condition  had  not  been  complied  with,  and  the  notes 
were  improperly  in  the  hands  of  the  plaintiff.  The  defendanf^ 
counsel  at  first  produced  a  copy  of  the  release  which  had  been 
tendered,  and  undertook  to  account  for  the  non-production  of 
the  original.  But,  before  the  evidence  on  this  point  waa 
through,  the  adyerse  counsel  produced  a  paper  which  was 
supposed  and  bdieved  at  the  time  to  be  the  original  itself,  and 
to  be  identified  by  an  original  entry  of  the  tender  on  the  bade 
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of  it,  made  by  the  -witness  to  the  tender,  and  was,  on  that 
ground,  admitted  in  evideiice. 

The  juiy  found  for  the  defendant,  and  the  plaintiff  now 
moTedfor  a  new  laiid,  on  a  case. 

JSRram  KetcJvum^  £>r  the  plainti£ 

FkwMis  B.  Outtinff,  for*the  defendant 

Keusok,  J.  There  is  scHne  difference  of  opinion  between 
tile  judges,  upon  the  qnestion  whether  the  agreement  nnder 
which  the  notes  were  given  was  properly  admitted  in  evidence, 
on  proof  of  the  hand-writmg  of  the  parties  and  of  the  admis- 
sion made  by  the  plaintiff,  without  furtiier  accounting  for  the 
subscribing  witnesses.  The  paper  having  been  executed 
abroad,  the  presumption  of  law  was,  undoubtedly,  that  the 
witnesses  were  beyond  the  jurisdiction  of  the  Court.  But 
their  hand-writing'  was  not  proved,  nor  was  the  omission  to  do 
so  properly  accounted  for.  Proof  of  the  admission  by  a  party 
of  the  execution  6f  negotiable  paper,  or  proof  of  his  hand* 
writing,  without  producing  or  accounting  for  the  subscribing 
witness,  has,  in  New-York,  been  held  sufficient  {Sail  v. 
Phdpa^  2  Johns.  451;  Fox  v.  Eeil^  3  JoJma.  477;  Shwv&r 
V.  Ehle^  16  JoJms.  201 ;  Henry  v.  Biah/yp^  2  Wmd.  575.)  But, 
whether  this  rule  extendi  to  all  unsealed  instruments,  may  ad- 
mit of  some  doubt 

Upon  another  ground,  however,  the  verdict  should  be  set 
aside,  and  a  new  trial  granted.  There  is  some  obscurity  in 
the  case  in  respect  to  the  facts  connected  with  the  admission 
in  evidence  of  what  was  claimed  to  be  the  release  or  discharge 
tendered  to  the  defendant's  testator.  But,  it  is  at  least  ques- 
tionable, whether  the  instrument  produced  and  identified  at 
the  trial  was  the  original,  or  only  a  copy  with  the  endorse- 
ment of  the  fact  of  the  tender.  It  may  be,  and  probably  is,  the 
fiKst,  as  stated  by  the  plaintiff's  counsel,  that  the  witness  made 
the  endorsement  upon  a  copy  as  well  as  upon  the  original  pa- 
per tendered,  and  that  it  was  the  copy  that  was  produced  and 
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admitted  in  evidence.  The  belief  that  the  paper  prodnoed 
waa  the  original  seems  to  have  been  rather  an  inference  of  the 
Oonrt  from  there  being  <m  it  the  endorsement  in  the  hand- 
writing of  the  witness  to  the  tender,  than  the  result  of  anj  di- 
rect proof  of  the  fact.  The  conclusion,  however,  seems  hardly 
to  have  been  warranted. 

It  is  quite  apparent  that  both  parties  entered  upon  the  trial 
without  proper  preparation.  All  the  matorial  &cts  were  ca- 
pable of  the  most  satis&ctoiy  proof.  The  execution  of  a  com- 
mission to  take  testimony  in  Cuba,  where  the  contract  was 
made  and  the  witnesses  resided,  and  where,  if  at  all,  the  con- 
dition was  complied  with  before  the  delivery  of  the  notes  to 
the  plaintiflT,  would  have  r^uoved  every  embarrassment.  This 
course  should  be  taken  before  the  cause  is  again  presented  to 
the  Court. 

I^ew  trial  granted. 


Hknbt  Geimikll  and  Others  vs.  Cokneliub  W.  Lawbekce. 

A  QSLTgo  of  Canton  goods  was  shipped  from  Canton  to  London,  and  theneo  to 
New- York.  In  collecting  duties  on  them  the  freight  from  Canton  to  Lon- 
don was  added  as  part  of  the  dutiable  yalue:  HeU  that  this  charge  was 
not  authorized  by  §  16  of  the  tariff  act  of  August  80th,  1842,  (6  Ul  S,  8UtL 
at  Large,  068.) 

Held,  also,  that  even  if  this  freight  were  a  proper  charge^  it  wonld  form  no 
part  of  the  **appra%9ed  yalue"  of  the  gooda^  and  its  addition  would  not  au- 
thorize the  imposition  of  the  20  per  cent,  penalty  under  §  8  of  the  act  of 
July  80th,  1846,  (9  U,  8,  Stat,  at  Large,  48.) 

This  was  an  action  to  recover  back  an  alleged  excess  of  du- 
ties paid  to  the  defendant,  as  collector  of  the  port  of  ISbw- 
York. 
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On  the  15th  of  ^N'ovember,  1847,  the  plainti&  shipped  £rom 
London  to  Kew-York,  in  the  ship  American  Eagle,  1050  rolls 
of  Canton  matting,  containing  42,000  yards,  at  the  cost  of 
$3,880.  A  commission  of  2  1-2  per  cent,  was  added,  maldng 
a  total  of  $3,977,  on  which  a  dnty  of  25  per  cmt.  was  chaiged, 
amounting  to  $994  25.  The  entry  was  made  at  the  custom- 
honse  from-  the  original  invoice  which  accompanied  the  goods 
when  shipped  from  Oanton  to  London  on  the  10th  of  Angost, 
1846.  This  invoice  also  accompanied  the  goods  on  their  re- 
shipment  from  London  to  New-York.  On  the  entry  of  the 
goods  at  Kew-York,  the  collector  directed  the  appraisers  to 
rqport  the  charges  upon  each  roll  of  the  matting,  and  they  re- 
ported, accordingly,  to  be  charged  on  each,  $1  50  for  freight 
from  Oanton  to  London,  making  the  additional  snm  of  $1,575, 
upon  which  duties  were  chargeable,  which,  at  25  per  cmt.^ 
amounted  to  $393  75.  It  being  claimed  that  the  appraised 
value  of  $5,552,  (which  included  the  addition  of  the  chaiges 
for  freight  from  Oanton  to  London,)  exceeded,  by  ten  per  oent.^ 
the  value,  $3,977,  as  entered  at  tlie  custom-house,  a  duty  of 
Mper  cenL  on  such  amended  value  was  also  imposed  and 
charged  by  way  of  penalty,  under  §  8  of  the  act  of  July  30th, 
1846,  (9  U.  S.  SkU.  at  Zargcj  43,)  which  amounted  to 
$1,110  40.  The  abrogate  amount  of  duties,  including  the 
penalty  otiOper  cent,  thus  charged  upon  the  Oanton  matting, 
was  $2,498  40.  The  sum  of  $393  75,  the  duty  on  the  charges 
lor  freight  from  Oanton  to  London,  and  also  the  $1,110  40 
imposed  by  way  of  penalty,  making  the  sum  of  $1,504  15, 
was  paid  to  the  collector  under  protest. 

lliere  was  also  shipped,  at  the  same  time,  and  in  the  same 
vessel,  a  quantity  of  crape  shawls,  which  were  entered  at  a 
cost,  including  charges  and  commissions,  of  $4,079  47^  and 
cbaiged  with  a  duty  of  30  per  cent,  amounting  to  $1,223  84. 
These  articles  had  also  been  shipped  from  Oanton  to  London^ 
and  le-shipped  by  the  plainti£b  to  Kew-York.  The  charges 
for  freight  from  Oanton  to  London  were  added  to  the  entry, 
amounting  to  $102,  on  which  a  duty  of  30  per  cent,  was  ex- 
acted, amounting  to  $30  60.    This  sum,  also,  was  paid  under 
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pratest,  making  an  aggr^ate  of  $1,584  75,  with  interest  from 
the  time  of  payment,  which  the  plainlifb  claimed  to  leoover, 
and  for  which  a  verdict  was  taken  subject  to  the  opinion  of 
tiie  Oonrt 

Damd  Lord^  for  the  plaintifb. 

Benjamin  F.  Buder^  {Diftric^  Attorney^  for  the  defendant. 

Nelsok,  J.  The  charges  for  freight  of  the  goods  from  Can- 
ton to  London  were  not  authorized,  by  any  of  the  existing  tarijBT 
acts,  to  be  added  to  form  the  ad  vcAorem  dutiable  value.  The 
act  of  July  30ih,  1846,  (9  U.  8.  Stat.  otLc^e,  42,)  did  not 
prescribe  the  mode  of  arriving  at  the  dutiable  value  of  the 
goods,  but  referred  to  the  existing  enactments  on  that  subject 
These  will  be  found  in  the  provisions  oi  the  act  of  August 
80th,  1842,  (5  U.  8.  Stat,  at  Zarge,  548.)  The  sixteenth  sec- 
tion of  tiie  latter  act  provides,  that  it  shall  be  the  dxxty  of  the 
collector  to  cause  the  actual  market  value,  or  wholesale  price 
of  the  goods,  at  the  time  when  purchased,  in  the  principal 
markets  of  the  country  from  which  the  same  shall  have  been 
imported  into  the  United  States,  to  be  appraised  and  ascer- 
tained, and  to  such  vahie  or  price  ehaU  he  added  aU  co^and 
oJuvrges  except  inewrance^  and  including^  in  every  case^  a 
charge  for  commieeione^  as  the  true  Vidme  at  the  pari  where 
the  same  may  he  entered^  vpon  which  the  dieties  shaU  he  as- 
sessed. It  is  clear  that  the  costs  and  charges  here  referred  to, 
mean  those  that  have  been  incurred  subsequent  to  the  pur- 
chase of  the  goods,  and  in  the  course  of  their  shipment  to  the 
United  States ;  not  costs  or  charges  that  may  have  been  in- 
cuired  in  any  previous  shipment  of  them  to  the  place  whence 
they  were  exported  to  this  countay.  The  latter  enter  into  and 
form  constituent  parts  of  the  market  value,  or  wholesale  price 
of  the  goods  at  the  place  of  exportation.  To  add  them  again, 
would  be  iDcluding  the  same  charges  twice,  in  fixing  the  val- 
uation.   The  market  value  of  goods  at  a  given  port,  includes 
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all  preyiooB  coets  and  chai^ges  of  production,  and  of  transpor- 
tation to  and  delivery  at  that  market. 

Then  follows  the  proviso  to  the  section,  that  in  all  cases 
where  the  goods  shall  have  been  imported  into  the  United 
States  from  a  conntry  in  which  the  same  shall  not  have  been 
mannfjtctared  or  produced,  the  foreign  value  shall  be  appraised 
and  estimated  according  to  the  current  market  value  or  whole- 
aale  price  of  similar  articles  at  the  principal  nmrkets  of  the 
country  of  production  or  manufacture,  at  the  time  of  the  ex- 
portation to  the  United  States.  This  proviso  is  to  be  con- 
strued with  reference  to  and  in  connection  with  the  enacting 
clause,  and  not  as  an  independent  provision.  K  it  were  con- 
strued according  to  the  latter  view,  then  no  charges  would  be 
admissible,  as  none  are  provided  for.  But,  taken  in  connec- 
tiom  with  the  previous  clause,  it  is,  in  legal  effect,  a  substitu- 
tion, in  all  casesof  shipments  of  goods  from  a  place  other  than 
the  country  of  production  or  manufEK^ture,  of  their  current 
market  value  in  that  country  instead  of  their  market  value  at 
the  place  of  exportation. 

The  general  role  given  for  the  appraisal  is  the  market  value 
or  wholesale  price  at  the  time  of  the  purchase,  in  the  principal 
markets  of  the  place  whence  the  goods  are  imported.  The 
exception  is  where  the  goods  are  the  production  of  some  other 
oountry,  when  their  current  market  value  in  that  country  is 
to  be  taken.  In  each  case  costs  and  charges  are  to  be  added, 
as  prescribed  in  the  enacting  clause;  and  the  costs  and  charges 
in  both  cases  are  those  which  have  been  incurred  at  the  port 
of  shipment.  The  current  market  value  at  the  principal  mar* 
kelB  of  the  country  of  production,  was,  doubtless,  regarded  by 
Congress  as  affording,  upon  the  whole,  a  fiurer  and  more  uni- 
form measure  of  value,  than  the  market  value  at.the  place  ci 
shipment ;  and,  therefore,  that  measure  was  substituted  in  the 
particular  case  thus  provided  for,  leaving  the  costs  and  chaiges 
Uie  same  in  both  cases* 

Hie  principle  of  this  proviso  was  funt  incorporated  into  the 
act  of  March  Ist,  1823,  (3  U. & SUO^^Lag^  729.)  The 
fifth.  sectioiL  of  that  aict  providsd^  llAt  to  the  actiud  oQik  c^ 
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goods,  if  puTchafied,  or  the  actual  yalue,  if  otherwise  procmed, 
at  the  time  and  place  when  and  where  purchased  or  procured, 
or  to  the  appraised  value,  if  appraised,  should  be  added  all 
charges,  except  insurance ;  provided,  that  in  all  cases  where 
the  goods  should  have  been  imported  from  a  countiy  other 
than  that  of  their  production,  the  appraisers  should  value  the 
same  at  their  current  value  in  the  countiy  where  thej  were 
produced  or  manufactured.  This  was  a  simple  substitution  of 
one  measure  of  valuation  for  another,  in  case  the  goods  were 
shipped  from  a  country  different  from  that  of  their  production. 
The  costs  and  charges  remained  the  same.  The  same  remarks 
are  true  of  the  acts  of  May  19th,  1838,  and  of  July  14th,  1882, 
(4  U.  S.  Stat,  at  Large,  278,  §  8,  and  691,  693,  §§  7, 16.) 
There  was,  therefore,  no  authority  for  adding  the  freight  of  the 
goods  in  question  from  Canton  to  London,  as  part  of  the 
charges  in  fixing  the  dutiable  value. 

But  if  otherwise,  and  the  freight  was  properly  added,  the 
penalty  of  20  per  cent,  was  not  chargeable.  The  eighth  sec- 
tion of  the  act  of  July  30th,  1846,  imposes  this  duty  in  cases 
where  the  appraised  value  of  the  goods  imported  shall  exceed, 
by  ten  per  cent  or  more,  the  value  as  declared  in  the  entry. 
The  '^  appraised  value,"  as  used  in  this  act  of  1846  and  in  that 
of  August  30th,  1842,  and,  indeed,  in  all  of  the  revenue  acts, 
means  the  value  of  the  goods  to  be  estimated  and  ascertained 
by  the  appraisers,  either  according  to  the  '^  actual  cost,''  ^  ac- 
tual value,"  or  ^  market  value,"  as  the  case  may  be,  exdusive 
of  charges.  To  this  value,  thus  ascertained,  charges  are  to  be 
added,  in  making  up  the  dutiable  value.  Charges  are  not  ap- 
praised, but  are  ascertained,  and  added  to  the  appraisal.  Ibis 
is  especially  so  provided  in  the  sixteenth  section  of  the  act  of 
1842.  It  directs  the  goods  to  be  appraised,  and  to  the  value 
thus  ascertained  are  to  be  added  the  costs  and  chaises.  The 
eighth  section  of  the  act  of  1846,  in  question,  is  to  be  read  in 
connection  with  this  sixteenth  section  of  the  act  of  1842.  In- 
dependently of  the  charge  for  freight,  the  appraised  value  of 
the  Canton  matting  not  only  did  not  exceed,  by  ten  j^^  eent^ 
the  value  as  entered  at  the  custom-house,  but  was  admitted  to  be 
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correct.  The  case,  therefore,  did  not  arise  which  justified  the 
imposition  of  the  20j[>er  cent,  penalty  under  the  eighth  section 
of  the  act  of  1846. 

The  plaintiffs  are  entitled  to  recover  back,  not  only  the 
amount  of  the  penalty,  but  also  the  duties  charged  on  the 
freight  from  Canton  to  London,  with  interest  from  the  time 
of  payment 

Judgment  for  plaintiffs. 


AinmBw  Thobp  and  others  vs.  Coenelitts  W.  Lawbkncb. 

GoaU'-hair  plush  or  mohair  plush,  although  composed  partly  of  cotton,  falls 
-within  the  8th  subdiyislon  of  §  1  of  the  tariff  act  of  August  80th,  1842,  (5 
Ui  &  8taL  at  Large,  549,)  as  a  manufiaoture  of  "  goats'-hair  or  mohair,"  and 
ia  chargeable  with  a  dutj  of  onlj  20 />erem<.  ad  valorem,  and  is  not  snbject 
to  a  duty  of  80  per  cent  under  the  2d  subdivision  of  §  2^  as  a  manufacture 
*'  of  which  cotton  shall  be  a  component  part" 

Tms  was  an  action  to  recover  back  the  difference  between 
iOjpef*  cent,  ad  valorem^  and  30  j>er  cent.^  which  latter  rate 
was  exacted  by  the  defendant,  as  collector  of  the  port  of  New- 
York,  for  duties  on  certain  goods  imported  by  the  plaintifis 
into  that  port  and  which  they  claimed  were  liable  to  a  duty  of 
only  20  j>er  cent.  The  duty  of  30  per  cent,  was  charged  under 
the  2d  subdivision  of  §  2  of  the  act  of  August  30th,  1842,  (5  ZTl 
8.  Stat,  ai  Zaa^e^  549,)  which  imposed  that  rate  on  ^^  all  manu- 
frctures  of  cotton,  or  of  which  cotton  ehall  he  a  component 
part^  not  oiherunae  9pec^fied?^  The  plainti£b  insisted  that  the 
artide  was  chargeable,  under  the  8th  subdivision  of  §  1  of 
liiat  act,  which  imposed  a  duty  of  20  per  cent.  ^^  on  camlets, 
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blankets,  coatings,  and  all  other  mam^ack^res  cf  gocM^-hair 
or  moKdirP  The  goods  were  entered  at  the  costom-honse 
nnder  the  denomination  of  ^^  plnsh,"  and,  in  the  inroice  exhib- 
ited at  the  time  of  the  entry,  were  called,  ^^  crimson,  bine,  and 
violet  Utrecht."  They  were  returned  by  the  government  ap- 
praisers as  composed  of  cotton^  linen^  and  goati-hoAr  or  mo- 
havr^  the  hair  of  the  goat  being  known  in  commerce  as  mohw. 

It  was  proved  on  the  trial,  by  importers  and  venders  of  the 
article  and  by  cabinet-makers  who  had  occasion  to  use  it  in 
their  business,  that  goods  of  the  same  description  in  all  respects 
had  been  imported  exclusively  into  the  United  States  prior  to 
the  passage  of  the  act  of  1842 ;  and  that  before  and  since  that 
time  the  goods  ^ere  known  in  trade  and  commerce,  under  the 
name  of  "  goats'-hair  plush"  or  "  mohair  plush,"  though  they 
were  always  composed  in  part  of  linen,  cotton,  or  worsted. 
It  was  also  proved,  by  the  same  witnesses,  that  they  had  never 
known  any  article  of  commerce  to  be  imported  into  the  Uni- 
ted States,  prior  to  the  act  of  1842  or  since  that  time,  com- 
posed entirely  of  goats^-hair  or  mohair ;  and  several  of  them 
who  had  dealt  in  camlets  and  mohair  coatings,  proved  that 
those  goods,  as  imported  into  the  United  States  prior  to  1842, 
were  always  composed  in  part  of  worsted.  It  was  also  proved, 
by  witnesses  &miliar  with  the  manu&cturing  of  goat»'-hair 
plush  or  mohair  plush,  and  who  had  witnessed  the  process, 
that,  from  the  peculiar  nature  of  the  mohair,  it  could  not  be 
made  into  a  fabric  without  a  combination  with  some  other 
material ;  but  the  warp  must  be  of  cotton,  linen,  or  worsted, 
while  the  surface  or  pile,  as  it  was  called,  was  of  mohair ;  that 
they  never  knew  of  an  article  being  made  of  mohair  exclusively, 
nor  did  they  believe  such  an  article  could  be  made ;  and  tibat 
the  value  of  the  cotton  or  other  material  other  than  mohair  in 
the  article  in  question  was  about  ten  cents  per  yard,  while  the 
value  of  the  mohair  was  from  two  dollars  and  fifty  cents  to 
three  dollars  and  fifty  cents  per  yard. 

The  Court  instructed  the  jury,  that,  if  the  article  in  question^ 
though  containing  cotton  or  some  other  material  than  mohair, 
was  known  in  trade  and  commerce,  prior  to  the  act  of  1842, 
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vnder  the  name  of  ^^ goats'-liair  plush"  or  "mohair  plush," 
aad,  eepedallj,  if  there  was  no  mann&ctored  article  of  com- 
max»,  or  &bric,  composed  entirely  of  goats'-hair  or  mohair, 
known  or  imported  into  or  used  in  the  conntry  before  that 
time,  then,  npon  the  tme  constnzction  of  the  act  of  1842,  the 
plaintifis  wonld  be  entitled  to  recover. 

The  jury  found  a  yerdict  for  the  plaintiffs,  and,  also,  spec^ 
aUy,  under  the  advice  of  the  Court :  1st.  That  the  article  in 
question  was  known  in  trade,  prior  to  the  act  of  1842,  as 
"goats'-hair  plnsh"  or  " mohair  plush,"  and  was  composed 
sometimes  of  goats'  hair  and  linen,  and  sometimes,  as  in  this 
case,  of  goats'-hair  and  cotton ;  2nd.  That  there  was  an  ar- 
ticle known  in  trade  prior  to  the  above  date,  as  "  camlets"  and 
"mohair  coatings,"  composed  of  goats'-hair  and  worsted,  and 
exclusively  imported  into  and  used  in  this  conntry;  3rd. 
That  there  was  no  manu&ctured  article  of  commerce,  or  fabric, 
composed  entirely  of  goats'-hair  or  mohair,  imported  into  this 
country  or  used  here  prior  to  the  above  date  or  since.  The 
defendant  now  moved  for  a  new  trial. 

.Fhineia  B.  OMmg^  for  the  plaintiffs. 

Ser^cumn  F.  BuUer^  {District  Attorney^)  for  the  defen- 
dant. 

Kei£0N,  J.  Hie  jury  having  found  that  the  article  in  ques- 
tion was  known  in  commerce,  prior  to  the  act  of  August  30th, 
1842  and  since,  under  the  denomination  of  "  goats'-hair  plush" 
or  ^^  mohair  plush,"  although  composed  partly  of  cotton,  a  duty 
of  SOj^er  cent,  ad  valorem  was  not  properly  chaigeable  on  it 
The  act  provides  for  that  rate  of  duiy  on  "  all  manufactures  of 
cotton,  or  of  which  cotton  shall  be  a  component  part,  notcthr 
erwiee  epeoijiedP  The  article,  under  the  finding  of  the  jury, 
fikUs  within  the  exception.  It  is  specified  in  the  eighth  subdi- 
vision of  the  first  section  of  the  act,  and  the  rate  of  duty  is 
fixed  at  twenty  instead  of  thirty  jper  cent  as  follows :  "  On 
camlets,  blankets,  coatings,  and .  aU  other  mamffactv/ree  of 
24 
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goatf-haw'  at  mohcAr^  ifwenty  per  embum  ud  vdoTemJ*  Ik  % 
eommerciBl  sense,  and  as  known  to  &e  trade,  the  axtide  is  a 
manufiMture  of  goats'-hair  or  mohair,  within  the  meaning  of 
this  subdivision.  If  not,  the  clause  is  whollj  withoat  meal- 
ing, and  was  enacted  withoat  reference  to  any  known  article 
or  mann&ctore  in  the  commercial  woild ;  as  it  was  abundantiy 
proved,  and  was  so  fonnd  by  the  jmy,  that,  in  every  mann- 
factore  of  goats'-hair  or  mohair,  there  is  neoessarily  a  compo- 
Bent  part  of  some  other  material,  snoh  as  linen,  worsted,  or 
oottom 

This  view  is  ocnafirmed  by  a  reference  to  the  article  of  ^  cam- 
lets" and  ^^  ooatinga,''  particularly  specified  in  tiie  same  sid>di- 
vision.  These  are  composed  of  goats'-hair  and  woicrted,  and 
would  fidl  within  the  seoond  subdivision  of  the  first  Beetion, 
being  composed  partly  of  wool,  were  they  not  ammentod  in 
liie  eighth  subdivision.  The  danse  ^  all  other  mannfiictiires 
of  goats'-hair  or  mohair,"  fdlowing  this  enumeration  in  tiie 
subdivision,  was  intended  to  embraoe,  in  general  lerms,  fiteics 
or  manufactures  composed  of  similar  materials  and  partakmg 
of  like  qualities  with  those  partdculariy  enumerated.  Hie  one 
in  question,  upon  the  finding  of  the  jury,  comes  direetty  within 
the  description,  and  is,  therefore,  chargeable  with  a  like  duty. 

Kew  trial  denied. 


OfiEABLfis  HbBnxm  «9.  Tobias  Loon. 

A.,  l^  iiit  agen^  chMtered  a  t68m1  for  a  yojage  from  Kew-Toric  to  HaTr^ 
the  freight  to  be  payable  on  the  amyal  and  dischaige  of  the  eargo  at  Ha- 
vre. The  vessel  sAiled,  but  eneonntend  a  storm  and  sprU^  alteal[;  and  |Ma 
baektoNeW^Tork    'nieeaigOTmdieoteg«d,«&d,«a»Mav«7,WMii 
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to  be  BO  mnoli  duuiged  by  salt  water,  tbet  H  iroold  not  beer  iraiuporte- 

tion,  Aor  would  ite  dbipme&t  haye  been  safe  for  the  Tesael  or  crew.    A.'i 

•gente  refdeed  to  interfere  with  it»  and  the  master  sold  it  at  anction.    la 

an  action  by  A.  for  the  nett  proceeds :  ffeU  that  the  owner  of  the  yessel 

waa  not  entitled  to  retain  anything  for  freight 
Vhetker  the  nnderwriten  would  be  liable  finr  the  IMgfati  fmn. 
In  eases  of  necessity  hi^pening  during  a  yoyage»  the  master  is^  by  law,  ere- 

ated  the  agent  for  the  benefit  of  all  concerned,  and  his  acts  done  under  such 

eircnnistance%  in  the  exercise  of  a  sound  diseretion,  are  binding  upon  all 

parties  in  interests 
The  Telontary  aoeeptaaoe  of  the  eargo  by  the  shipper  at  an  intermediate 

port  would  haye  the  effect  to  ehaiige  him  with  a  ratable  portioa  of  the 

freight 
Bnt^  where  the  port  of  distress  and  of  acceptance  of  the  cargo  is  the  port  of 

shipment^  and  no  part  of  the  yoyage  has  been  performed,  the  diipper 

ought  not  to  pay  freight. 
Where  the  yoyage  is  broken  np^  no  more  for  the  benefit  of  the  caiigo  than  iSor 

the  benefit  of  the  ship  owner,  and  the  shipper  has  deriyed  no  benefit  under 

his  contract,  he  ought  not  to  pay  any  freight. 
ne  master  haying  failed  to  deliyer  the  cargo  according  to  the  bill  of  lading, 

and  there  haying  been  no  waiyer  of  performaaoe  by  the  shipper  at  the  port 

of  distress,  the  owner  of  the  yessel  is  not  entitled  to  freight,  notwithstandr 

ing  the  damaged  state  of  the  oaigo  justified  its  sale  by  the  master  at  the 

port  of  distress. 
The  agency  of  the  master  on  behalf  of  the  shipper  at  the  port  of  distress, 

arising  out  of  the  necessities  occasioned  by  the  disaster,  is  limited  to  the 

sale  of  the  carga 

Tbib  was  an  ac1i<«  to  recover  a  smu  of  money  in  the  defefr- 
cbmt'fl  hands,  under  the  following  cireomstanoeB.  The  plain- 
tiff shipped  a  cargo  of  flour,  wheat  and  com  in  bulk,  hides, 
Ac.,  from  New-York  to  Havre,  under  a  charter  party,  entered 
into  on  the  19th  of  December,  1846,  by  his  agents,  and  tibe 
defendant  as  agent  of  the  owners  of  tJie  barque  Dana,  the 
fieight  to  be  payable  on  the  arrival  and  dischai^  of  the  cargo 
at  tibe  port  of  delivery.  The  bills  of  lading  bore  date  the  16th 
«nd  23rd  of  Januaiy,  1847.  The  plaintiff  resided  in  France 
and  the  cai^  was  purchased  and  shipped  by  the  boose  of 
Marret  &  Bobert  of  Kew-York,  his  agents  for  that  purpose. 
Tlie  vessel  sailed  on  the  27th  of  Januaiy,  and,  after  beiog  out 
a  few  days,  was  overtaken  by  a  videant  st(»m,  which  crippled 
lier  and  caused  her  to  qpring  aleak,  ao  that,  notwitfaBtandiBg  a 
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portion  of  the  cargo  was  thrown  overboard,  the  damage  to  her 
was  so  serious  that  the  captain  was  obliged  to  put  back  to 
New-Tork,  where  he  arrived  on  the  10th  of  February.  It  be- 
came necessary  to  discharge  the  remaining  caigo  for  the  pur- 
pose of  repairing  the  vessel,  and,  on  a  survey,  the  cai^  was 
found  to  be  so  much  damaged  by  the  salt  water,  that  it  would 
not  bear  transportation,  nor,  in  its  condition,  would  the  ship- 
ment have  been  safe  for  the  vessel  or  crew.  The  shippers, 
Marret  &  Bobert,  refused  to  interfere,  having  no  authorily 
from  the  plaintiff  except  to  purchase  and  ship  the  goods;  and 
the  master,  under  the  circumstances,  deemed  it  best,  for  the 
interest  of  all  parties  concerned,  to  sell  the  cargo  at  public 
auction.  It  was  sold  accordingly,  the  nett  proceeds  amount- 
ing to  $15,Y89  12.  The  purchasers,  at  considerable  labor  and 
expense,  dried  portions  of  the  wheat,  so  that  it  was  afterwards 
sold  for  ftill  price.  The  greater  part,  however,  was  sold  as 
damaged  and  at  inferior  prices.  The  freight  upon  the  caigo, 
according  to  the  charter  party,  amounted  to  $6,344  50.  llie 
ship  was  repaired,  and  sailed  with  a  new  cargo  on  the  16th 
of  March,  on  a  voyage  to  Belfast,  Ireland ;  the  freight  far  ex- 
ceeding that  which  would  have  been  earned  under  the  charter 
to  Havre. 

The  defendant,  as  agent  of  the  ship  owners,  received  the 
nett  proceeds  of  the  sales  of  the  damaged  cargo,  to  recover 
which  this  action  was  brought.  The  defendant  claimed  a  de- 
duction of  the  whole  amount  of  the  freight  under  the  charter 
party.  A  verdict  was  taken  for  the  plaintiff,  for  the  AiU 
amount  of  the  nett  proceeds,  subject  to  the  opinion  of  the 
Court. 

JFranoia  B.  OuUing^  for  the  plaintiff. 

Damd  Lord^  for  the  defendant 

KsLSOK,  J.  I  have  looked  into  all  the  cases  in  the  books 
upon  this  question,  both  English  and  American,  and  am  sat- 
Med  that  the  weight  of  authorily  is  decidedly  against  the 
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allowance  of  any  freight,  under  the  circnmstances  of  this  case, 
98  between  the  owner  and  the  shipper.  Whether  the  Tuider« 
writers  would  be  liable  for  the  fireight  under  their  policy,  it 
is  not  necessary  to  determine. 

The  same  conclnsion  must  also  be  arrived  at  on  principle. 
By  the  contract  of  the  parties,  the  freight  was  not  to  be  paya- 
ble imtil  the  arriyal  and  discharge  of  the  cargo  at  the  port  of 
deliyery.  No  part  of  the  contract  has  been  performed.  There 
has  been  no  default  on  the  part  of  the  shipper,  nor  has  he 
done  any  act  dispensing  with  performance. 

Hiere  is  no  doubt,  that  where  the  cargo  is  so  much  dama- 
ged that  to  proceed  with  the  voyage  will  endanger  the  safety 
of  the  ship  or  render  the  cargo  worthless,  it  is  the  duty  of  the 
master  to  land  and  sell  it  at  the  port  of  necessity,  in  the  ab- 
s^ice  of  instructions  from  the  shipper,  even  though  it  may 
have  been  in  a  condition  to  be  carried  in  qpecie  to  the  port  of 
destination  and  there  landed.  In  cases  of  necessity  happen- 
ing during  the  voyage,  the  master  is,  by  law,  created  the  agent 
for  the  benefit  of  all  concerned,  and  his  acts  done  under  such 
circumstances,  in  the  exercise  of  a  sound  discretion,  are  bind- 
ing upon  all  parties  in  interest.  But  the  question  still  arises, 
whether,  in  such  cases,  the  shipper  is  to  be  subjected  to  the 
payment  of  freight. 

The  voluntary  acceptance  of  the  cargo  by  the  shipper  at  an 
intermediate  port,  will,  it  is  admitted,  have  the  effect  to  chaige 
him  with  a  ratable  portion  of  the  freight.  But  there  is  no 
authority  for  subjecting  him  to  freight,  where  the  port  of  dis- 
tress and  of  acceptance  of  the  caigo  is  the  port  of  shipment, 
and  where  no  part  of  the  voyage  has  been  performed.  In 
aeveral  such  cases,  freight  has  been  denied.  What  seems  de- 
cisive of  this  case,  and  of  the  class  of  cases  to  which  it  be- 
longs, is,  that  admitting  the  master  to  be  the  agent,  at  the  port 
of  distress,  of  all  parties  interested,  and  that  he  has  acted  iona 
fid^  and  for  the  benefit  of  all  concerned,  in  the  sale  of  the 
damaged  cai^,  yet,  inasmuch  as  the  goods  were  in  a  condition 
that  would  endanger  the  safety  of  the  ship  and  tjie  lives  of  tiie 
erew,  if  they  were  carried  forward,  it  cannot  be.  said  that  the 
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Toyage  was  broken  up  for  the  benefit  of  the  cargo  an  j  mord 
than  for  the  benefit  of  the  8hip*ownerB.  Independentlj  of  any 
duty  that  the  master  owed  to  the  cargo  wider  the  existing  ca- 
lamity, the  interest  of  his  owners  dictated  the  breaking  np  of 
the  Toyage;  and,  it  being  broken  up  under  those  circnmstan- 
ces  and  for  that  cause,  and  the  shipper  haying  derived  no  ben- 
efit nnder  his  contract,  it  is  difficult  to  find  any  principle,  kgal 
or  equitable,  that  would  subject  him  to  any  part  of  the  freight 

Judgment  for  plaintiff.* 


*Iii  the  ease  of  The  Ann  J>.  Htchtirdion,  on  appeal  from  the  Dirtriet  Court, 
in  Ootober,  1849,  this  ease  of  Ml$i&n  y.  Lord  was  oited  and  its  doctrine  ap> 
plied,  and  the  deeree  of  the  Diatriet  Gonrt  affirmed.  It  was  held  that  the 
maaterhaTing  failed  to  deliver  the  oargo  according  to  the  bill  of  lading,  and 
there  haying  been  no  waiver  of  performance,  either  express  or  implied,  bjthe 
shipper  or  his  agent  at  the  port  of  distress,  the  owner  of  the  yessel  was  nei 
entitled  to  freight,  notwithstanding  the  damaged  state  d  the  eeiigo  jostii- 
ed  its  sale  bj  the  master  at  the  port  of  distress;  that  the  ageney  of  tha 
master  on  behalf  of  the  shipper  at  the  port  of  distress  arising  out  of  the  ne- 
cessities occasioned  bj  the  disastw,  was  limited  to  the  sale  of  the  cargo ;  that 
no  case  had  yet  extended  it  further ;  and  that  sonnd  principles  forbade  snj 
farther  interference  with  the  rights  d  the  shipper. 


The  Mast  Asn  Guigbt. 

Goods  were  pnrchased  on  credit  and  shipped  by  the  yemdor  on  board  ef  a  ysi- 
eel  whose  master  gare  a  bin  of  lading  for  their  deliyery  to  tike  condgnee  or 
his  order.  Before  the  yessel  reached  her  port  the  biU  was  endorsed  to  A., 
who  advanced  cash  upon  it,  After  she  arrived,  and  before  A.  demanded 
the  goods^  they  were  replevied  by  the  vendor,  on  an  allegation  that  the 
vendee  had  agreed  to  pay  for  the  goods  on  deHvery,  bnt  had  become  insol- 
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T«iit,  and  had  not  paid  for  them :  HeU  that  A.  was  a  honajide  pnrehaser, 
ihMt  the  Beicore  of  the  gooda  by  yirtoa  of  the  writ  of  replevin  eonstituted 
no  bar  to  hia  right  to  the  delivery  of  the  goodfl^  and  that,  on  a  libel  in  rem, 
tka  remiA  waa  reepoasihle  to  Imn,  irrafpeotive  of  the  aait  between  vendor 
and  vendee. 

TmB  was  alibdmrem  filed  in  the  District  Ootut  by  Towns- 
end  UnderMQ  against  the  schoon^  Mary  Ann  Guest,  for  the 
BoiKleliyeiy  of  goods  shipped  by  that  Teasel  from  Philadelphia 
to  New-York.  The  goods  bad  been  purchased  on  credit  and 
ihipped  by  the  Tendor,  and  a  biU  of  lading  in  the  ordinary 
form  was  given  by  the  master  lor  the  deUrery  of  the  same  to 
tbe  consignee  or  his  order.  The  biU  of  lading  was  transmit- 
ted to  New-York  previous  to  the  arriTal  of  the  yessel,  and  en* 
d(»Bed  to  the  libellant,  who  adyanoed  on  it  $1,050  in  cash. 
After  the  vessel  arrived,  the  delivery  of  the  goods  was  de- 
maaded  of  the  master  in  pursuance  of  the  terms  of  the  bill 
of  lading,  but  they  were  not  delivered.  On  the  same  day  on 
which  the  vessel  arrived,  and  before  the  demand  was  made, 
the  goods  were  replevied  in  a  suit  brought  by  the  vendor 
against  the  vendee,  upon  an  allegation  that  the  latter  had 
agreed  to  pay  for  the  goods  on  their  delivery  at  New-York, 
but  had  become  insolvent,  and  had  not  paid  for  them.  The 
Court  below  decreed  in  &vor  of  the  libellant,  and  the  claim- 
ant  appealed  to  this  Court 

Thb  Coubt  held  that  the  libellant  was  to  be  regarded  in 
the  light  of  a  lanajide  purchase,  that  the  seizure  of  the  goods 
by  virtue  of  the  writ  of  replevin  constituted  no  bar  to  his 
li^t  to  have  them  delivered  by  the  master,  and  that  the  ves- 
sel was  responsible  to  him,  irrespective  of  the  suit  between 
the  vendor  and  the  vendee. 

Decree  affirmed. 
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The  Eu  WmnasT. 

Parol  endenee  U  inxiiBitaihla  to  onUrge  or  Taiy  the  terms  of  a  ehartor- 
party. 

In  the  case  of  a  oharter-partj,  a  suit  in  rem  against  the  yenel  is  not  main- 
tainable for  the  misrepresentation  or  coneealment  of  faets  by  her  master  or 
owner  in  respect  to  her  tonnage  or  capacity. 

Balohest  &  ScHXiDT,  of  Now- York,  filed  a  libel  in  rem  in 
the  DiBtrict  Court  against  the  ahip  Eli  Whitnej,  for  an  alleg- 
ed breach  of  a  charter-party  for  a  Toyage  from  New-York  to 
Bremen,  in  that  the  maflter  had  refhsed  to  receiye  on  board  the 
foil  amount  of  cargo  that  was  stipulated  for  according  to  tbe 
terms  of  the  charter-party.  The  decree  of  the  District  Oooit 
was  against  the  libellants,  and  they  appealed  to  this  C!oart 

The  Court  held  that  parol  evidence  was  inadmissible  to 
enlarge  or  vary  the  terms  of  the  charter-party,  there  being  no 
stipulation  in  it  as  to  the  precise  amount  of  cargo  to  be  car- 
ried, and  that,  in  the  case  of  a  charter-party,  a  suit  in  rem  was 
not  maintainable  for  the  misrepresentation  or  concealment  of 
&cts  by  the  master  or  owner  of  a  vessel  in  respect  to  her  ton- 
nage or  capacity. 

Decree  affirmed. 


The  Abebfotle. 

A  vessel  carrying  passengers  for  hire  stands  on  the  same  footing  of  respomi- 
bility  as  one  carrying  merchandize,  the  passage  money  in  the  fonner  eaie 
being  an  aqniyalent  for  the  fireight  in  the  latter. 

The  yessel,  as  weU  as  her  owner,  is  responsible  for  a  breach  of  a  contract  witb 
a  passenger  in  respect  to  his  passage,  and  for  the  damage  resnltisg  there- 
from. 
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PxTBB  Mo  Donald  and  others  filed  a  libel  m  rem,  in  the 
District  Oourt,  against  the  ship  Aberfoyle,  alleging  that  thej 
were  not  famished  with  provisions  and  water  on  their  passage 
from  Liverpool  to  Kew-York  in  that  vessel,  as  they  should 
have  been  according  to  the  terms  of  a  contract  entered  into  by 
them  with  the  agent  of  the  owner.  After  a  decree  by  the 
Court  below  in  &vor  of  the  libellants  the  claimant  appealed  to 
Hiis  Court. 

liiehard  S.  Emmet,  for  the  appellant. 

WiUiam  M.  Alien,  for  the  respondents. 

The  Coubt  held  that  a  vessel  canying  passengers  for  hire 
stands  on  the  same  footing  of  responsibility  as  one  carrying 
merchandize,  the  passage  money  in  the  former  case  being  the 
equivalent  for  the  freiglit  in  the  latter ;  that  the  vessel,  as  well 
as  her  owner,  is  responsible  for  a  breach  of  a  contract  with  a 
passenger  in  respect  to  his  passage  and  for  the  damage  result- 
ing therefrom ;  that  the  owner  is  clearly  liable ;  and  that,  in  an- 
alogy to  the  principles  which  make  the  vessel  liable  for  a  breach 
of  a  contract  of  afi&ei^tment  of  merchandize,  she  should  also 
be  held  liable  for  a  breach  of  a  passenger  contract. 

Decree  affirmed. 


The  Sea  Flowkb. 

A  TCiMl  was  wrecked  and  abandoned  to  the  underwriters,  thej  anthorized 
an  agent  to  draw  on  them  for  her  repairs.  He  did  so,  and  A.  adyanoed  the 
Bonej  on  the  draft.    The  underwriters  sold  the  Tessel,  when  repaired,  to 
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the  in«u«dl,  m  BttMfiMstiom  of  th«ir  polie j»  Md  alUrvud^ 
and  did  not  pay  the  draft,  which  they  had  aeeepted.  A.  hariag  filed  a 
libel  til  rem  againet  the  yesael  to  reeoTer  the  adranee :  Edd^  that  ezda- 
siye  credit  for  the  advance  was  given  to  the  underwriters  and  that  no  lien 
existed  on  the  ressel  for  its  repayment. 
EM  alao^  upeoiaUy,  that  the  lien  oonid  not,  under  the  ciMiiawtaM6%  be  set 
up  a^painst  the  title  of  a  bona  JUU  pnrohaaer. 

John  Daveitfobt  filed  a  libel  in,  rem  agamst  the  Brig  Sea 
Flower,  in  the  District  Court,  to  recover  the  Bnm  of  $1,381  45 
advanced  for  repairs  to  and  other  neoesaarieB  for  the  Brig  Sea 
Flower  in  the  Island  of  JBermuda.  The  vessel  had  been  wreck- 
ed and  abandoned  to  the  nnderwriters,  who  sent  an  agmt  from 
Kew-York  to  the  Island,  with  anthority  to  paj  the  salvage,  re- 
pair the  vessel,  and  bring  her  to  New-York.  For  the  purpose 
of  enabling  him  to  raise  the  necessary  means  they  gave  hima 
letter  of  credit,  authorizing  him  to  draw  on  them  for  tibe 
amount  at  thirly  days'  sight.  The  libellant  advanced  the 
above  amount,  on  a  draft  drawn  by  the  agent,  which  the  draw* 
ees  accepted.  On  the  arrival  of  the  vessel  at  New-Yoik  the 
underwriters  sold  her  to  the  insured  in  satisfaction  of  their 
policy,  and  soon  afterwards  failed  in  business,  and  the  draft 
was  not  paid.  The  District  C!ourt  decreed  in  fitvor  of  the 
claimant,  and  the  libellants  appealed  to  this  Court 


The  Coubt  held  that  exclusive  credit  for  the  advance 
given  to  the  underwriters,  that  no  lien  existed  on  the  vessel 
for  its  repayment,  and,  especially,  that  the  lien  could  not,  un- 
der the  circumstances,  be  set  up  against  the  title  of  a  bona  fids 
purchaser. 

Decree  affirmed. 
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The  Bhode  Islakd. 

Wli«re  oBe  T«flMl  attempted  to  pase  asotlittr  under  eirotimrtaneee  wbere  it 
«mld  not  be  done  without  imminent  duiger  of  a  eoUirioii,  and  there  was 
no  fanlt  in  the  latter  yeseel,  and  a  eoUision  ensued :  SM,  that  the  former 
Teasel  was  liable  for  the  damages  done  to  the  latter  by  the  collision. 

A  Teasel  that  attempts  to  pass  another  while  stmggling  in  ffell  OaU,  there 
being  BO  fault  on  the  part  of  the  latter,  will  be  responsible  if  a  collision 


Trae  NAUGATircK  TRAimpoBnrATioir  Oompant  filed  a  libel  m 
rem^  in  the  DiBtrict  Oomrt,  against  the  Steamboat  Ehode  Is- 
land, to  recover  for  damages  done  to  the  Propeller  Nangatack 
by  a  collision.  That  Court  decreed  in  favor  of  the  libellants, 
and  the  elaimanti  appealed  to  this  Conrt.  The  facts  are  soffi- 
dently  stated  in  the  opinion  of  the  Conrt. 

Waskinfftcn  Q.  Morton  and  Alexander  Samffton^  Jr.^  for 
the  claimants. 

KxLsosr,  J.  This  is  a  Ubel  against  the  Steamboat  Ehode 
bland  for  dami^es  done  to  the  Propeller  Nangatnck  bj  a  col- 
lision between  the  two  vessels,  which  occurred  in  Hell  Gtete 
on  the  28th  of  October,  1846,  between  four  and  five  o'clock 
P.  M. 

The  preponderance  of  the  testimony  is  that  the  Rhode  Island 
was  in  fault  in  attempting  to  pass  the  Kaugatuck  in  the  Gate, 
considering  the  position  of  the  latter  at  the  time  and  the  course 
she  was  pursuing  through  that  narrow  and  dangerous  passage. 
Notwithstanding  some  evidence  to  the  contrary,  the  weight  of 
it  is  not  to  be  mistaken,  that  the  Kaugatuck  was  in  her  usual 
coarse,  and  not  only  so,  but  as  nearly  as  practicable  in  the 
usual  course  taken  by  vessels  of  her  size  and  power  in 
passing  the  Gate,  that  is,  heading  towards  the  Pot  Some 
pass  south  of  it  and  some  north.    In  this  instance,  the  Kauga- 
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tuck  was  heading  a  little  to  the  south  of  it,  and  intended,  appa- 
rently, to  take  that  course.  But  it  makes  no  difference  which 
side  of  it  she  intended  to  pass.  She  had  just  straightened  np 
in  the  stream  after  a  rank  sheer  on  encountering  tiie  force  of 
the  ebb  tide  in  doubling  Hallet's  Point,  and  was  in  about  Hie 
middle  of  the  channel.  Under  the  circumstances,  the  Rhode 
Island  was  clearly  in  the  wrong  in  attempting  to  pass  her,  as, 
upon  all  the  evidence,  it  could  not  be  done  without  imminent 
danger  of  a  coUision.  The  proof  shows  that  the  Bhode  Island, 
in  doubling  Hallet's  Point  in  the  then  state  of  the  tide,  always 
sheers  to  about  the  middle  of  the  channel  between  that  Point 
and  the  Hog's  Back,  which  would,  of  necessity,  or  at  least  in 
all  probability,  produce  the  disaster  that  actually  happened. 

The  pretence  set  up  for  exposing  the  Naugatuckto  this  peril 
is,  that  to  have  slowed  or  stopped  the  Bhode  Island  after  she 
had  passed  Flood  Bock  would  have  greatly  endangered  her 
safety  and  the  lives  of  her  passengers.  K  this  be  admitted, 
the  answer  is,  that  she  was  brought  into  the  dilenmia  throiigh 
her  own  fault.  She  saw  the  Kaugatuck  in  season  to  have 
avoided  the  difficulty,  and,  not  having  avoided  it,  she  must  be 
subjected  to  all  the  consequences  that  followed. 

Indeed,  upon  the  evidence,  I  should  feel  bound  to  hold  any 
vessel  responsible  for  a  collision  that  occurs  in  her  attempt  to 
pass  another  while  stm^ling  in  that  dangerous  strait,  thoe 
being  no  fault  on  the  part  of  the  latter. 

Decree  affirmed. 
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The  Express. 

A  tteamboat  wm  towing  a  canal  boat  in  New-Tork  bajr,  the  latter  being  at« 
tached  to  the  former  hj  a  hawser  from  her  stern.  The  canal  boat  took  a 
sheer,  and  came  into  collision  with  and  damaged  a  third  vessel.  The  cap- 
tain of  the  tog  was  warned,  before  he  lashed  the  canal  boat  astern,  that 
ahe  steered  badly,  and  onght  to  be  taken  alongside.  The  tow  was  steered 
bj  her  obtain.  The  tug  was  nnder  the  command  of  her  own  captain,  and 
did  not  take  proper  measures  to  arrest  the  sheer  and  preyent  the  collision : 
Held,  that  the  tug  was  liable  for  the  damage  to  the  third  vessel. 

And  thiS)  although  the  master  of  the  tow  may  have  been  in  fault  in  not  ex- 
liibiting  proper  skill  or  attention  in  steering  his  vessel  and  was  therefore 
properly  responsible  for  the  collision. 

Tlie  tug  is  also  responsible,  if  the  damage  could  have  been  avoided  by  the 
exercise  of  reasonable  skill  and  attention  ou  her  part. 

Where  the  helm  of  the  tow  is  nnder  the  direction  of  her  captain,  but 
all  other  means  used  in  her  navigation  are  under  the  absolute  control  and 
direction  of  the  master  of  the  tug^  the  whole  duty  of  the  tng  is  not  dis- 
charged when  she  is  so  navigated  as  to  avoid  committing  an  injury  hersell 
She  must  guard,  so  far  as  fairly  lies  within  the  power  she  exercises  over 
the  tow,  against  the  danger  of  any  injury  being  committed  by  her. 

Appeal  from  the  District  Court,  where  Mortimer  Livingston 
filed  a  libel  in  rem  against  the  Steamboat  Express.  After  a 
decree  in  favor  of  the  claimants,  the  libellant  appealed  to  this 
Conrt.  New  proofs  were  produced  by  the  libellant  on  the  ap- 
peal, which  materially  changed  the  aspect  of  the  case  as  it  ap- 
peared in  the  Court  below.  The  facts  suflSciently  appear  by 
the  opinion  of  the  Court. 

Frwncis  B.  Chttmg  and  Theodore  Sedgvyich^  for  the  libel- 
lant. 

Washington  Q.  Morton  and  George  R.  J.  Bowdovn^  for 
the  claimants. 

Kblbo^,  J.  This  is  a  libel  filed  by  the  owner  of  the  yacht 
Misty  against  the  steamboat  Express,  for  damage  occasioned 
by  a  collision  occurring  in  the  port  of  Kew-York. 

The  Mist  was  lying  at  anchor  off  Whitehall  dock,  at  the 
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usual  anchorage  ground  for  vessels  of  that  description.  The 
steamboat  had  just  taken  in  tow,  at  one  of  the  North  riy^ 
piers,  a  canal  boat  heavily  laden  with  coal,  for  the  purpose  of 
canying  her  around  to  the  East  river,  there  to  be  taken,  with 
other  boats,  in  tow  to  Albany.  Hie  canal  boat  was  towed  by 
a  hawser  some  fifty  &thoms  in  length,  fastened  to  the  stem  of 
the  steamboat,  and,  in  coming  around  from  the  North  to  the 
East  river,  the  latter  passed  on  the  inside  of  the  Mist,  between 
her  and  the  Batteiy.  As  she  came  around  Castle  Garden,  the 
boat  in  tow  took  a  sheer  out  into  the  river,  which  the  cap- 
tain and  hand  on  board  of  her,  with  ill  their  exertions  at  the 
helm,  could  not  break,  by  reason  whereof  she  came  in  eontict 
with  the  Mist,  head  on,  abaft  the  forward  chains,  staving  in 
her  planks  and  timbers  and  doing  other  serious  injury.  The 
captain  of  the  tug  was  warned  by  the  master  of  the  tow,  at 
the  time  she  was  lashed  to  the  stem,  that  the  boat  sleersd 
badly,  especially  when  heavily  laden,  as  she  then  was,  and  a 
request  was  made  that  she  should  be  taken  alongside,  instead 
of  being  towed  at  the  stem;  but  this  was  refused,  and  a  haw- 
ser was  flung  to  the  master  of  the  tow  to  lash  her  astern.  The 
tug  was  not  under  the  command  or  direction  of  the  master  of 
the  tow,  but  under  the  command  and  direction  of  her  own  cap- 
tain and  hands.  The  tow  was  steered  under  the  direction  of 
her  captain.  The  collision  took  place  about  five  o'clock  F.  M. 
on  the  13th  of  October,  1845,  in  calm  and  pleasant  weather, 
the  tug  having  in  tow  no  other  vessel  than  the  canal  boat 
The  sheer  of  the  tow  commenced,  according  to  the  clear  weight 
of  the  evidence,  as  soon  as  the  tug  straightened  up  in  her 
course  fit>m  the  North  river  piers,  or  as  she  was  coming  around 
Castie  Garden,  and  it  continued  widening  fix>m  the  track  of 
the  tug,  notwithstanding  the  exartions  of  the  captain  and  hand 
on  board  of  the  tow,  until  the  collision  occurred. 

There  is  very  littie  doubt,  if  any,  that  this  sheer  was  seen  by 
tte  hands  on  board  of  the  tug,  soon  after  it  commenced,  and 
that  it  was  also  seen  that  it  was  not  in  the  power  of  the  mas- 
ter of  the  tow,  with  all  his  efibits,  to  hretk  it ;  and  yet  n> 
measures  were  taken  to  arrest  the  sheer,  <»  avoid  the  danger 
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which  must  have  been  apparent.  On  the  contrary,  the  tog 
cQntmned  her  conrse  at  a  speed  of  from  six  to  ei^t  milcB  an 
hour.  It  18  tme  the  hawser  was  paid  ont  from  tiie  tug  some 
ten  or  fifteen  fiithoms,  but  this  was  not  for  the  pnrpoee  of  ar- 
resting the  sheer,  bnt  of  increasing  it,  so  that  the  tow  might 
be  enabled  to  pass  tiie  Mist  on  the  opposite  side  from  the  tug. 
Under  these  cucmnstances,  though  the  master  of  the  tow  may 
hare  been  in  fismlt  in  not  «dubiting  proper  skill  and  attention 
m  steering  hie  vessel,  and  is,  therefinre,  properly  responsible 
tor  the  coUisim,  the  captain  of  the  tug  was  also  in  finilt  for 
not  taking  earlier  mearares  to  avoid  it  by  stoppiog  his  vessel. 
lliere  can  be  no  reasonable  doubt,  upon  the  evidence,  that  the 
collision  might  have  been  avoided,  if  proper  attention  had  been 
paid  to  the  navigation  of  tiie  tog ;  and,  after  her  captain  had 
been  warned  that  the  tow  steered  badly,  and  was  requested, 
for  that  reason,  to  take  her  alongside,  it  was  his  di^ty,  in  pas- 
ling  around  among  the  vessels  lying  at  anchor  in  the  bay,  to 
have  kept  the  strictest  watch  over  the  tow,  and  to  have  seised 
the  first  moment  of  i^Murent  danger  for  the  purpose  of  arrest- 
ing the  sheer  and  preventing  the  collision. 

An  idea  seems  to  have  been  entertained  on  board  of  the 
tog,  that  if  she  was  not  in  frralt  as  respected  her  own  naviga- 
tioQ,  that  is,  if  she  was  so  navigated  as  to  avoid  coming  in  oon* 
tact  heraelf  with  the  damaged  vessel,  no  responsibility  could 
be  properly  attadied  to  her;  but  that  it  must  rest  exclusively 
^pon  the  vessel  in  tow,  to  whose  bad  navigation  the  coUiaicMi 
was  immediately  attributable.  Tkds  is  a  mistaka  The  tug 
is  also  responsible,  if  the  damage  oo«dd  have  been  avoided  by 
the  CKeidse  of  reasonable  skill  and  attention  on  herpart  The 
navigation  of  a  tow  is  dependent  upon  and  controlled  by  the 
Bavigation  of  the  tug,  and  it  may  not  unfrequently  happen^ 
Oat  the  joint  action  of  the  hands  on  boavd  of  both  vessels  ii 
essential  to  prevent  the  haj^pening  of  a  collision  betiv^een  the 
fermer  and  a  diird  vessel,  in  all  sudi  cases,  at  least,  these 
exists  a  common  obligation  to  make  every  reasonaUe  effixt  te 
avoid  4he  danger,  and  a  eommon  nsponsibility  in  case  of  nsg^ 
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The  case  at  bar  is  one  of  this  descriptioiL  Whedier  the 
sheer  happ^ied,  at  first,  bj  the  fiinlt  of  the  master  of  the  tow, 
or  not,  it  is  quite  plain  that  he  and  the  hand  on  board  were 
unable  to  break  it,  and  bring  the  vessel  back  to  her  proper 
track,  without  the  aid  and  co-operation  of  the  tug.  Thej 
mi^t  have  been  rendered  in  season  to  have  avoided  the  dis* 
aster,  if  proper  attention  had  been  given  to  the  condition  of 
the  tow.  Such  attention  should  have  been  bestowed,  espe- 
cially after  the  warning  that  had  been  given  in  respect  to  the 
bad  navigable  qualities  of  the  tow.  By  consenting  to  take 
charge  of  her  under  these  circumstances,  and  particularly  by 
taking  her  in  tow  by  a  stem  hawser  after  the  admonition,  the 
captain  of  the  tug  became  measurably  responsible  for  her  nav- 
igation, or,  at  least,  for  extraordinary  care  and  attention  to 
her  navigation  in  the  passage  fit>m  river  to  river  among  the 
vessels  in  the  bay. 

The  business  of  towing  vessels  by  steamboats  is  compara- 
tively modem,  and  has  become  extensive  upon  all  the  naviga- 
ble rivers  of  the  country.  The  obligations  and  responsibilities 
arising  out  of  this  kind  of  navigation,  and  properly  resting 
upon  the  respective  vessels  concerned,  are  novel  and  peculiar, 
and  there  may  be  some  difficulty  in  assigning  to  each  vessel 
its  proper  measure  of  responsibility — a  difficulty  that  is  in- 
trinsic and  arises  out  of  the  peculiar  relations  which  the  re- 
spective vessels  bear  to  each  other  in  the  course  of  the  navi- 
gation. In  all  cases  where  the  tug  is  under  the  direction  and 
control  of  the  master  and  hands  on  board  of  the  tow,  there  is 
no  difficulty  in  assigning  to  the  latter  a  responsibility  for  all 
the  damage  that  may  happen  through  the  fault  of  either  ves- 
sel. The  converse  of  the  proposition  will  hold  equally  good, 
where  the  tow  is  under  the  exclusive  direction  and  control  of 
the  tog.  But,  where  there  is  a  divided  command  and  direc- 
tion in  the  navigaticMi  of  the  vessels,  there  must  necessarily 
be,  in  some  measure,  a  divided  and  several  responsibility  as- 
signed to  each.  What  that  measure  shall  be,  is  a  question  of 
some  difficulty.  In  the  case  before  us,  the  helm  of  the  tow 
was  under  the  direction  of  her  captain,  but  all  other  means 
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nsed  in  her  navigation  were  under  the  absolnte  control  and  di- 
rection of  the  master  of  the  tug.  Snch  is  understood  to  be 
the  common  relation  which  these  different  vessels  bear  to  each 
other  in  the  business  of  towing  up  and  down  the  North  river. 

Now,  although  the  tow  and  her  master  and  owners  are  prop- 
erly chargeable  for  any  injuries  that  may  happen  by  reason  of 
neglect  or  unskilfhlness  in  her  management  in  the  course  of 
the  voyage,  it  by  no  means  follows  that  the  tug  is  free  from 
&ult.  Her  power  over  the  navigation  of  the  tow  is  para- 
monnt  and  controlling,  and  a  corresponding  responsibility  ne- 
cessarily attaches.  Therefore,  in  all  cases  where  the  proper 
and  reasonable  exercise  of  that  power  can  be  interposed,  for 
the  purpose  of  arresting  and  avoiding  the  impending  injury, 
she  is  bound  to  exett  it  fiadthfolly,  and  should  be  held  answer* 
able  in  case  of  neglect  Her  whole  dnty  is  not  discharged 
when  she  is  so  navigated  as  to  avoid  committing  immediately 
the  injury  herself.  She  must  guard,  so  £»:  as  fairly  lies  within 
the  power  she  exercises  over  liie  colliding  vessel,  against  the 
danger  of  any  injury  being  committed  by  her. 

In  this  very  case,  if  the  master  of  the  tow  had  had  the  con- 
trol of  the  motive  power  himself,  he  might  have  avoided  the 
collision,  notwithstanding  the  sheer  of  his  vessel.  Seeing  and 
apprehending  the  danger,  he  wonld,  as  would  have  been  his 
dnty,  have  stopped  the  tug  at  once,  and  thus  have  arrested  the 
dangerous  consequences  of  the  sheer,  whether  it  arose  from 
the  &ult  of  the  helmsman  or  of  the  navigable  qualities  of  the 
canal  boat  The  motive  power  being  entirely  under  the  con- 
trol of  the  tug,  this  duty  devolved  upon  the  master  and  hands 
of  that  vessel,  and  the  neglect  to  discharge  it  pi'operly,  under 
the  circumstances  aud  in  the  emergency,  fairly  enough  sub- 
jeete  her  to  accountability  for  the  damage  that  happened. 

For  these  reasons,  the  decree  below  mnst  be  reversed,  and 
the  case  be  referred  to  the  clerk  to  ascertain  and  report  the 
amount  of  the  damage  sustained. 
25 
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When  a  collieioii  occurred  between  two  8te«m  yeiseU^  the  O.  and  the  &,  on 
the  Hudson  riycr,  the  former  going  tip  and  the  latter  down,  and  it  appear- 
ed that  the  0.  had  bat  one  light,  that  the  night  was  dark  and  the  weather 
thick  and  cloudy,  and  that»  under  those  circnmstances^  a  ressel  carrying 
but  one  light,  though  moTing,  appears  to  an  approaching  vessel  as  if  at  an- 
chor, and  her  course  can  be  determined  only  when  veiy  near :  Hdd^  that 
even  though  the  S.  mistook  the  position  of  the  0.,  yet  as  the  want  of  two 
lights  on  the  0.  was  calculated  to  and  probably  did  mislead,  the  S.  wss 
notwholfy  in  fault 

Oeosos  W.  Aspinwaii.  and  others,  owners  of  the  propel* 
ler  Ocean,  filed  a  libel  in  rem^  in  the  District  Court,  agsdnst 
the  steamboat  Santa  Clans,  to  recover  damages  caused  to  die 
former  vessel  by  a  collision  with  the  latter  in  the  night  time, 
on  the  Hudson  river,  just  above  Dunderbarrack  Point,  about 
42  miles  from  New-York,  the  propeller  being  bound  up  the 
river  and  the  steamboat  coming  down.  Both  vessels  were 
very  much  injured.  The  District  Court  decreed  in  fevor  of 
the  libellants,  and  the  claimants  appealed  to  this  Court.  Hie 
answer  was  amended  in  this  Court,  and  a  large  amount  of  ad- 
ditional evidence  was  taken,  which  varied  the  case  altogether 
from  that  presented  below.  The  fiswts  sufficiently  appear  from 
the  opinion  of  the  Court. 

Erastnia  C,  Benedict^  for  the  libellants. 
EdflJDwrd  Sandford^  for  the  claimants. 

Nee^on,  J.  The  proofs  in  the  Court  below  and  diose  on 
appeal  leave  no  doubt  whatever — first,  that  the  propeller  had 
but  one  light  on  board  at  and  for  some  time  before  the  hap- 
pening of  the  collision;  and  secondly,  that  in  a  ni^t  as  dark 
as  the  night  of  the  collision,  the  weather  being  thick  and 
doudy,  a  vessel  carrying  but  one  light,  although  moving,  ap- 
pears to  persons  on  board  an  approaching  vessel  as  if  she  were 
remaining  fieust  at  anchor,  and  that  it  is  very  difficulty  if  not 
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impossible,  for  the  latter  to  determine  the  com^e  of  the  former, 
imtil  near  enough  to  discern  the  situation  of  her  hull. 

Two  steamboats  that  met  the  propeller  the  same  night  be- 
low where  the  collision  occurred  came  near  running  afoul  of 
her  on  account  of  the  above  embarrassments,  and  only  avoid- 
ed the  disaster  by  a  rank  sheer  on  discovering  that  she  was  in 
motion.  They  happened  to  be  in  a  position  where  they  had 
room  enough  to  escape  by  this  manoeuvre.  This  seems  to 
have  been  the  impression  of  the  Court  below  on  the  proo&, 
but  the  fault  was  supposed  to  be  countervailed  and  overcome 
by  &e  answer,  which  was  considered  as  admitting  that  the  po- 
sition and  course  of  the  propeller  were  seen  by  the  steamboat 
in  season  to  have  avoided  her.  That  ground  is  now  removed 
by  an  amendment  of  the  answer,  and  the  decision  must  de- 
pend on  the  effect  of  the  evidence.  This  is  full  and  undenia- 
ble, both  upon  the  point  that  the  propeller  had  but  one  light,  and 
also  in  respect  to  the  effect  of  that  upon  a  vessel  approaching. 

Under  these  circumstances  it  is  impossible  to  hold  that  the 
steamboat  was  wholly  in  fauLL  Even  admitting  that  she  mis- 
apprehended the  position  of  the  propeUer  as  she  was  coming 
around  Dunderbarrack  Point,  as  held  by  the  Court  below, 
(and  in  which  view  I  am  inclined  to  concur,)  yet,  inasmuch  as 
the  want  of  a  second  light  on  the  propeller  was  calculated  to 
mislead  and  probably  did  mislead,  the  steamboat  ought  not  to 
be  held  exclusively  responsible  for  the  consequences. 

I  agree  that,  upon  the  evidence,  it  is  somewhat  difficult  to 
determine  which  of  the  vessels  was  in  fault,  the  hands  on  each 
maintaining  the  proper  navigation  of  their  own  vessel,  I  do 
not  think  the  steamboat  was  in  fault  in  taking  the  western  side 
of  the  channel.  K  she  was  in  fault  at  all  it  was  in  not  discov- 
ering that  the  propeller  was  hugging  or  intending  to  hug  the 
western  shore  and  in  not  passing  outside  of  her.  But  she  may 
have  been  misled  by  the  propeUer's  having  but  one  light,  til  1 
it  was  too  late  to  correct  the  mistake.  Although  I  would  not 
hold  the  plx)peller  responsible  for  the  damage  to  the  steamboat, 
I  do  not  think  the  latter  should,  under  the  circumstances,  be 
held  responsible  for  the  damage  to  the  former. 

Judgment  reversed,  without  costs. 
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Tbe  dtelArataoDB  and  admiBeioBB  of  an  Maignor  of  penonal  property,  mad* 
<JUr  he  has  parted  with  his  interest  in  it^  are  inadmissible  either  to  show 
a  want  of  title  in  him,  or  to  affect  the  quality  of  the  article^  or  to  impair 
the  right  of  the  purchaser  in  any  respect. 

la  aa  aotion  for  the  infringement  of  a  patent,  the  defendant  offered  to  show 
that  the  patentee,  after  he  had  assigned  all  his  interest  in  the  patent,  had 
declared  that  the  patented  article  had  been  abandoned  and  had  failed  and 
was  worthless:  Seldt  that  the  evidence  was  inadmissible. 

ne  patentee  having  been  previously  examined  as  a  witness  for  the  platntilt 
and  not  having  been  interrogated  as  to  any  snoh  declaration,  the  endease 
offered  was  not  admissible  by  way  of  oontradictiag  him. 

ITBder  §  16  of  the  Patent  act  of  July  4th,  1886,  (6  CT.  &  Stat  of  Larj^e,  128,) 
a  notice  of  defence  gave  the  name  of  B.  as  having  had  prior  knowledge  of 
the  invention.  On  the  trial,  F.  was  called  as  a  witness  to  prove  the  prior 
knowledge  by  B.,  the  notice,  however,  not  making  any  mention  of  F. :  BM, 
that  the  evidence  was  admissible. 

Vhere  the  claim  of  a  patent  was  "the  manner  of  constructing  wheebftr 
rail-road  cars,  with  double  convex  plates,  one  convex  outwards  and  the 
othsr  inwards,  and  an  undivided  hub,  the  whole  cast  in  one  piece,  as  herein 
felly  set  forth :"  Sieid,  that  the  claim  was  not  for  the  mode  of  constracting 
the  wheel,  as  distinct  from  the  wheel  itself  bat  was  for  the  ear  wheel  after 
it  wa9  eonslrneted. 

Msld  also,  that  the  claim  was  not  for  any  part  of  the  wheel  taken  separately^ 
as  the  plates  or  the  hub,  but  for  the  entire  wheel  as  constructed. 

Vhe  plates  being  described  in  the  specification  as  "parallel  or  nearly  per 
allei,"  and  as  being  "eonvez  on  one  side  and  oeneare  on  tlM  other,"  sad 
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the  tpeeifioaiion  also  setting  forth  that  in  consequence  of  the  eurratnre  of 
the  plates  they  contracted  in  cooling  without  danger  of  fracture:  H0H 
that  the  peculiar  form  of  the  plates  Vas  not  claimed  as  essential  ezaept  ia 
reepeeted  a  form  that  would  allow  of  their  contraction  in  cooling  without 
fracture. 

Tike  specification  held  sufficient  against  the  objection  that  it  did  not  describe 
the  old  article  on  which  the  improyement  was  made^  and  that  a  meehaaie 
eoold  not,  from  reading  it,  distinguish  between  the  old  thing  and  the  im- 
proyement 

To  maintain  a  patent^  as  regards  the  utility  of  the  thing  inyented,  it  is  not 
necc  ssary  that  it  should  be  the  yery  best  article  for  the  use  to  which  it  is 
applied,  but  if  it  be  at  all  yaluable,  if  its  use  for  the  purpose  for  which  it 
is  constructed  is  practicable^  that  is  sufficient  to  sustain  it  as  a  useful  in- 
yention. 

Where  a  prior  inyention  is  set  up  to  defeat  a  patent,  the  idea  of  it  must  not 
merelj  haye  been  conceiyed,  but  it  must  haye  been  reduced  to  praetical 
use. 

Nor  is  an  abortiye  or  abandoned  experiment  sufficient. 

Where  a  prior  inyention  was  claimed  to  be  the  same  in  substance  as  a  subse- 
quent one,  the  jury  were  instructed  to  take  into  consideration,  in  passing 
upon  the  question,  the  fact  that  the  prior  inyention  was  known  to  persona 
who  experimented  to  produce  the  subsequent  inyention  but  failed  to  do  so. 

The  question  as  to  the  identity-  or  difference  between  two  rail-road  car  wheels 
ifl^  whether  one  embodies  in  its  mechanical  construction,  mind  and  inga- 
Buitj  not  found  in  the  other,  by  which  the  result  is  produced. 

Thib  was  an  action  on  the  case,  tried  before  Mr.  Justice 
Nki^on  and  Judge  Conklino,  to  recover  damages  for  the 
infringement  of  Letters  Patent  issued  to  Samuel  Truscott, 
Geoi^  Wolf,  and  James  Dougherty,  of  Columbia,  Pennsyl- 
yania,  on  the  17th  of  March,  1838,  for  "  a  new  and  useful  im- 
provement in  the  mode  of  making  cast  iron  wheels  to  be  used 
on  rail-roads  and  applicable  to  other  purposes."  The  plain- 
tiff was  assignee  of  the  entire  interest  in  the  patent,  (which 
was  commonly  called  the  "Wolf  patent,)  for  the  whole  United 
States.  The  defendants  were  iron  founders  and  workers  in  iron 
at  Albany,  New-York,  and  the  infringement  alleged  was  the 
making  of  rail-road  car  wheels  substantially  like  the  patented 
wheel  in  principle.  The  defendants  claimed  on  the  trial  that 
the  wheel  for  making  which  they  were  sued  was  no  infringe- 
ment of  the  Wolf  patent,  but  was  an  entirely  different  wheel 
from  the  Wolf  wheel  in  principle,  and  was  an  invention  of 
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William  B.  Treadwell  one  of  the  defendants,  for  which  he  had 
applied  for  a  patent.  Thej  also  claimed  that  the  patentees  of 
the  Wolf  wheel  were  not  the  first  inventors  of  the  thing  pa- 
tented by  them,  and  that  the  patent  was  void  on  various  other 
grounds.  All  the  material  &jcta  are  stated  in  the  charge  of 
the  Court  to  the  jury. 
The  specification  annexed  to  the  patent  was  in  these  words : 

"  To  all  whom  it  may  concern :  Be  it  known,  that  we  Samnel  Trnscott, 
George  Wolf^  and  James  Dougherty,  of  the  Borough  of  Columbia,  in  the 
county  of  Lancaster,  and  State  of  Pennsylvania,  hare  inyented  a  new  and 
improved  mode  of  constructing  cast  iron  wheels  for  rail-road  cars  and  for 
other  purposes ;  and  we  do  hereby  declare,  that  the  following  is  a  fall  and 
exact  description  thereof: 

We  denominate  our  wheel  The  Double  Plate  Car  Wheels  becaose  we  use 
two  plates  instead  of  the  spokes  or  arms  usually  employed,  which  plates  are 
cast  with  the  rim,  and  form  one  substance  therewith.  We  give  to  the  rim  of 
our  wheels  the  same  form  in  all  respects  as  is  now  given  to  the  rims  of  car 
wheels ;  but,  instead  of  arms,  we  cast  our  wheels  with  two  parallel  or  nearly 
parallel  plates,  which  plates  are  convex  on  one  side  and  concave  on  the  other. 
The  hub  or  nave  which  is  to  receive  the  axle,  is  cast  in  the  centre  of  these 
plates,  extending  from  one  of  them  to  the  other.  The  accompanying  draw- 
ing gives  a  sectional  view  of  one  of  our  wheels ;  a  a  being  the  rim ;  h  b  the 
front  and  back  plates,  convex  on  one  side  and  concave  on  the  other ;  e  e  be- 
ing the  hollow  or  void  space  between  them ;  and  d  d  the  nave  or  hub.  The 
hoUow  c  e  between  the  two  plates,  is  formed  by  a  core  in  the  process  of  cast- 
ing, which  core  is  supported  in  the  flask  by  leaving  suitable  holes  in  the 
plates  for  that  purpose,  which  holes  serve  also  for  the  removal  of  the  sand 
of  which  the  core  is  formed.  We  cast  our  rim  in  a  chill,  in  the  usual  manner, 
and,  in  consequence  of  the  particular  form  given  to  the  plates^  they  contract 
in  cooling  without  danger  of  fracture,  and  without  it  being  necessary  to  di- 
vide the  hub^  as  is  done  when  car  wheels  are  cast  with  spokes  or  armsi  The 
only  effect  of  contraction  is  to  flatten  the  two  plates  in  a  slight  d^^ree^  <^>«r- 
ating  in  this  respect  like  the  curved  arms  of  many  cast  iron  wheela. 

We  are  aware  that  car  wheels  have  been  made  with  plates  as  a  substitute 
for  arms^  but  such  plates  have  been  made  separate  from  the  wheels  and  uni- 
ted together  by  screwed  bolts,  embracing  the  hub  in  a  distinct  piece  between 
them.  The  difference  between  such  wheels  and  those  oonstrueted  by  us  is 
•o  obvious  as  not  to  need  pointing  out. 

What  we  claim  as  our  invention  and  wish  to  seevre  by  Letters  Pateat»  is 
the  manner  of  constructing  wheels  for  rail-road  car^  or  for  other  purposes  to 
which  they  may  be  applied,  with  double  convex  plates,  one  convex  outwards 
and  the  other  inwards,  and  an  undivided  hub,  the  whole  east  in  one  jHcee 
as  herein  fully  set  forth.'' 
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The  wheel  made  by  the  defendants  was  cast  all  in  one  piece, 
and  had  a  rim  chilled  in  the  nsual  manner,  and  a  solid  hub 
constmcted  in  the  nsnal  manner.  'Next  inwards  from  the 
inner  circumference  of  the  chilled  rim,  and  starting  jQrom  its 
centre,  there  was  a  concentric  solid  ring  of  metal,  next  a  con- 
centric hollow  ring  of  metal,  next  another  concentric  solid 
ling  of  metal,  and  next  the  half  of  another  concentric  hollow 
ring  of  metal,  a  transverse  section  of  which  resembled  an 
acute  or  lancetnshaped  arch,  its  vertex  joining  the  last  named 
solid  ring,  and  its  abutments  resting  one  on  each  end  of  the 
hub  and  enclosing  an  annular  semi-cylindrical  space  around 
the  hub,  the  whole  so  arranged  that  a  plane  extending  from 
the  centre  of  the  hub  to  the  centre  of  the  inner  circumference 
of  the  rim  or  tread  of  the  wheel  divided  all  the  annular  parts 
and  the  enclosed  spaces  into  two  equal  parts. 

In  the  course  of  the  trial,  the  defendants  offered  evidence 
for  the  purpose  of  showing  that  the  Wolf  wheel  was  not  a  use- 
ful wheel,  and,  among  other  things,  they  offered  to  prove  by  a 
witness,  Elias  Johnson,  that  in  April,  1847,  he  went  to  Ckh 
lumbia,  to  negotiate  for  the  purchase  of  the  Wolf  patent,  and 
that  Truscott,  one  of  the  patentees,  then  told  him  that  the 
wheel  had  been  abandoned  and  had  failed  and  was  worthless. 
Truscott  had  assigned  all  his  interest  in  the  patent  to  Freder- 
ick Baugher  and  George  Wolf  on  the  3d  of  August,  1839,  re- 
serving to  himself,  however,  one  manufacturing  right  not  to 
be  located  within  one  hundred  miles  of  Columbia.  He  assign- 
ed his  reserved  right  on  the  26th  of  May,  1847.  The  plaintiff 
did  not  become  interested  in  the  patent  till  the  11th  of  June, 
1847.  Truscott  had  been  examined  by  deposition  as  a  wit- 
ness for  the  plaintiff  on  the  trial,  but  had  not  been  interroga- 
ted by  the  defendants  as  to  any  conversation  between  him  and 
the  witness  Johnson.  The  plaintiff's  counsel  objected  to  the 
evidence  offered  on  the  ground  that  it  was  hearsay  evidence ; 
that  at  the  time  specified  Truscott  had  no  interest  in  the  patent ; 
that  the  matter  sought  to  be  proved  could  only  be  proved  by 
Truscott  himself;  that  he  had  been  examined  as  a  witness  and 
should  have  been  enquired  about  then  as  to  the  matter ;  that 
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he  had  EBsigned  to  Baugher  and  Wolf  in  Apgost,  18S9,  and 
had  nothing  in  April,  1847,  but  a  reserved  shop-right  that 
wafi  nothing  till  located ;  that  he  could  not  be  called  to  im- 
peach the  patent  in  any  greater  proportion  than  he  was  tbe 
owner  of  it  at  the  time,  because  it  was  only  as  being  an  owner 
that  his  declaration  was  sought  to  be  proved ;  that  the  fact 
that  the  patent  was  not  profitable  or  useful  could  not  be  pro- 
ved by  hearsay ;  and  that  that  was  all  there  was  of  the  proof 
offered.  The  defendants'  counsel  urged  that  Tmscott  had  an 
interest  in  the  patent  in  April,  1847,  because  he  had  a  ri^t 
to  establish  a  foimdry  to  make  the  wheels  not  within  one 
hundred  miles  of  Columbia ;  that  the  amount  of  his  interest 
was  of  no  consequence ;  and  that  the  evidence  was  admissible 
aa  a  part  of  the  ree  gedos.  The  Court  held  the  evidence  to  be 
inadmissible,  and  remarked  that  the  declarations  and  admis- 
sions of  an  assignor  after  he  had  parted  with  his  interest  in 
personal  property  were  inadmissible  either  to  show  a  want  of 
title  in  him,  or  to  affect  the  quality  of  the  article,  or  to  impair 
the  right  of  the  purchaser  in  any  respect ;  that  this  case  came 
clearly  within  that  doctrine ;  and,  besides,  that  the  evidence 
was  not  offered  to  contradict  Truscott,  and,  if  it  was,  he  should 
have  been  first  interrogated  as  to  the  matter. 

During  the  trial,  the  defendants  called  as  a  witness  one  Bob- 
ert  T.  Fry,  and  proposed  to  prove  by  him  that  one  Matthias 
W.  Baldwin,  prior  to  the  invention  of  the  Wolf  wheel  by  the 
patentees,  invented  and  had  knowledge  of  a  wheel  identical 
with  the  Wolf  wheel.  The  defendants,  in  their  notice  of  spe- 
cial matter  under  §  15  of  the  Patent  act  of  July  4tii,  1836, 
(5  U.  S.  Stat,  at  Large^  123,)  had  given  notice  of  Baldwin  as 
having  had  such  prior  knowledge,  but  had  given  no  notice  of 
the  name  of  Fry.  The  plaintiff's  counsel  objected  that  the 
witness  could  not  show  that  Baldwin  knew  of  the  invention, 
because  that  would  be  showing  that  the  witness  knew  of  it 
himself,  and  that  the  witness  could  not  show  that  lie  knew  of 
it  himself  because  his  name  was  not  in  the  notice.  The  Court 
overruled  the  objection  and  admitted  the  evidence. 

In  charging  the  jury,  Nelson,  J.,  remarked  as  follows : 
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The  first  branch  of  the  case  which  it  is  necessaiy  to  exam- 
ine and  settle,  is  the  improvement  which  the  plaintiff  claims 
diat  his  patentees  have  discovered.  For  this  purpose  we  must 
call  yoor  attention  to  the  specification.  That  contains  a  de- 
scription of  the  invention  by  the  patentees  in  their  own  lan- 
guage, and  affords  the  highest  evidence  of  the  thing  or  instru- 
ment which  they  claim  to  have  discovered.  They  begin  by 
stating,  in  very  general  terms,  that  they  have  discovered  a  new 
and  improved  mode  of  constructing  cast  iron  wheels  for  rail- 
road cars.  They  denominate  the  wheel  they  have  discovered, 
the  double  plate  wheel,  because,  as  they  say,  they  use  two  plates 
instead  of  spokes  or  arms  as  usually  employed  before  in  con- 
structing the  rail-road  wheel,  the  two  plates  being  cast  with  the 
rim  and  hub  and  forming  one  piece  with  them.  The  patentees 
thai  describe  the  mode  of  constructing  their  wheel.  The  rim, 
they  say,  is  cast  as  usual.  They  daim  nothing  new  in  this 
respect,  but  that,  instead  of  spokes  or  arms,  they  cast  their 
wheel  with  parallel  plates,  which  are  convex  on  one  side  and 
concave  on  the  other.  The  hub  which  is  to  receive  the  axle  is 
east  in  the  centre  of  these  plates,  extending  from  one  plate  to 
the  other.  They  then  explain  the  reason  why  they  can  cast 
an  iron  rail-road  wheel  with  double  plates  and  a  solid  hub  and 
still  retain  the  chilled  rim.  This  is  owing  to  the  form  which 
they  give  to  the  plates,  which  allows  for  the  expansion  by  heat 
and  the  contraction  by  cooling  in  the  plates  in  chilling  the  rim. 
This  fietct  or  process  in  constructing  the  rail-road  wheel,  by 
which  they  avoid  this  effect  of  expansion  and  contraction,  and, 
of  course,  the  breaking  of  the  iron  by  the  contraction,  has  been 
explained,  illustrated  and  confirmed  by  all  the  witnesses  whose 
attention  has  been  called  to  the  subject.  There  is  no  pretence 
or  evidence  in  the  case  that  this  was  new.  On  the  contrary, 
it  is  admitted  by  the  patentees  in  their  specification,  that  this 
mode  of  avoiding  the  effect  of  the  contraction  of  iron  was 
known  before.  Curved  arms,  they  say,  were  used  in  casting 
the  spoke  wheel  with  a  chilled  rim. 

The  patentees  then  state,  that  they  are  aware  that  car  wheels 
had  been  made  with  plates  as  a  substitute  for  arms  before  their 
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discoveiy,  but  that  such  plates  were  made  separate  from  the 
rim  and  hub  and  united  together  with  screws  or  bolts,  embrsr 
cing  the  hub  between  them.  Then  thej  state  their  claim, 
which  is  the  most  material  part  of  the  specification.  The 
claim  is  the  attempt  on  the  part  of  an  inventor,  to  describe 
the  Terj  thing  which  he  supposes  he  has  invented  and  for 
which  he  asks  the  patent.  The  claim  of  the  patentees  here  is 
the  manner  of  constructing  a  wheel  for  rail-road  cars,  with 
double  convex  plates,  one  convex  outwards  and  the  other  in- 
wards, and  an  undivided  hub,  the  whole  cast  in  one  piece. 
That  is  the  claim ;  and  ,on  comparing  it  with  the  model  of  the 
wheel,  it  is  found  to  be  a  perfect  description  and  one  that  can* 
not  well  be  mistaken. 

It  was  supposed  by  one  of  the  counsel  for  the  defendants, 
that  the  claim  here  was  for  the  method  or  mode  of  construct- 
ing the  wheel,  as  distinct  from  the  instrument  itself;  not  for 
the  rail-road  wheel  as  constructed,  but  for  the  mode  or  process 
of  producing  it.  But,  on  examining  the  language  used,  it  will 
be  found  that  the  good  sense  of  the  claim  embraces  a  wheel 
constructed  in  the  manner  set  forth  in  the  specification.  That 
is  the  thing  which  the  patentees  were  aiming  at.  It  was  the 
car  wheel  for  practical  use  in  running  rdl-road  cars,  and  a  de- 
scription of  the  mode  or  process  of  constructing  the  wheel, 
was  essential  for  the  purpose  of  explaining  the  thing  which 
thej  believed  thej  had  invented.  It  was  die  instrument  after 
it  was  made  which  they  claimed  to  have  discovered,  and  which 
was  new  and  of  general  utility. 

We  do  not  understand,  either,  that  the  patentees  set  up  any 
claim  to  the  parts  of  this  wheel  taken  separately;  that  is,  the 
plates,  the  rim  or  the  hub,  when  regarded  separately  and  dis- 
tinct from  the  perfect  wheel.  But  we  understand  that  they 
claim  the  entire  wheel  as  they  have  constructed  it,  and  which 
embodies  the  new  idea  in  the  mind  of  the  inventor.  This  is 
claimed  as  a  new  manufacture,  and  as  the  subject  of  a  patent 

They  do  not  claim  the  solid  hub.  There  is  nothing  in  the 
specification  indicating  an  intention  to  claim  that  as  a  thing 
they  have  discovered  and  which  was  never  before  in  public 
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use.  Kor  do  tkej  claim  the  chilled  rim,  nor,  in  terms,  the 
plates  separately.  The  plates  taken  separately  are  as  old  al- 
most as  any  other  form  of  matter.  There  conld  be  no  novelty 
in  the  parts  when  taken  separately ;  indeed,  many  and  per- 
haps all  of  the  separate  parts  which  go  to  constitnte  this  new 
manufacture,  taken  detached  from  the  wheel  and  according  to 
the  names  given  to  them,  will  be  fonnd  to  have  existed  in 
most  of  the  wheels  theretofore  constructed.  A  rim  and  a  hub 
aie  probably  essential  to  constitute  a  wheel  of  any  description, 
and  the  use  of  plates,  as  a  substitute  for  spokes^  was  doubtless 
common  and  well  known,  particularly  in  the  construction  of 
wooden  wheels.  All  that  part  of  the  case  may  be  laid  entirely 
out  of  view,  for  the  patentees  claim  that  they  have  manufiao- 
tared  a  cast  iron  wheel,  with  double  plates,  a  solid  hub,  and 
a  chilled  rim,  all  cast  in  one  piece,  and  that  such  a  wheel  had 
never  before  been  produced.  For  that  instrument  they  asked 
a  patent,  and  for  that  the  patent  was  granted.  The  plates 
were  made  convex,  one  inward  and  one  outward,  but  this  pe- 
culiar form  given  we  do  not  understand  as  essential,  or  claimed 
to  be  essential,  any  further  than  as  respects  a  form  that  will 
allow  for  the  contraction  of  the  plates  in  cooling,  the  allowance 
being  made  for  the  purpose  of  procuring  a  chilled  rim.  This 
particular  form  is  given  as  one  which  affords  an  allowance  for 
that  particular  principle  in  iron.  Undoubtedly,  if  the  form  of 
the  plate  could  be  regarded  with  reference  simply  to  the  great 
desideratum — strength — in  the  construction  of  a  rail-road 
wheel,  it  would  be  made  on  a  plane.  The  plates  would  be. 
made  straight,  because  all  the  experts  who  have  been  exam- 
ined on  the  subject  say,  that  strength  is  the  quality  desirable 
in  a  rail-road  wheel,  and  that  the  plane  or  straight  plate  would 
afford  to  a  wheel  the  greatest  possible  strength.  That  form 
would  be  adopted  were  it  not  necessary  to  make  an  allowance 
for  contraction  in  cooling,  and  avoid  breaking  in  chilling  the 
rim ;  and  any  form  that  will  make  the  proper  allowance  for 
that  principle  of  iron,  is  all  that  is  essential,  so  far  as  regards 
the  form  of  the  plate,  except  that  it  is  essential  the  form 
should  approach  as  nearly  to  a  straight  plate  as  practicable, 
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and  allow,  at  the  same  time,  for  this  principle  of  expansion  and 
contraction. 

It  was  objected  by  one  of  the  counBel  for  the  def<»idantB  to 
the  description  of  the  plaintiff's  wheel  in  Hie  specification,  that 
it  is  not  sufficiently  particular  and  specific  to  distingnish  Ihe 
improved  wheel  from  the  old  article  on  which  it  is  claimed  the 
improyement  was  made ;  and  the  law  has  been  very  properly 
referred  to,  for  the  purpose  of  showing  that  it  is  necessary  thi^ 
the  patentee  should  so  describe  his  improvement  as  to  distin- 
guish it  firom  the  old  structure  on  which  it  is  claimed  to  be  an 
improyement.  We  tiiink  the  description  is  sufficiently  paiv 
ticular  and  specific.  Indeed,  so  &r  as  regarded  the  improve- 
ment itself,  the  objection  was  not  very  strongly  urged;  but 
the  principal  objection  was,  that  the  old  instrument  or  thing 
on  which  the  improvement  was  made  was  not  described,  and 
that  therefore  a  mechanic  would  not,  on  the  perusal  of  the 
description,  be  able  to  distinguish  between  the  old  thing  and 
the  improyement. 

But,  as  we  understand  this  part  of  the  specification,  this 
improvement  was  made  on  the  old  cast  iron  spoke  wheel,  aod 
when  the  patentees  refer  in  general  terms  to  this  old  instru- 
ment as  a  cast  iron  spoke  wheel,  that  affords  all  the  informa- 
tion which  is  necessary  to.  a  person  skilled  in  that  department 
They  say  they  have  substituted  the  double  plates  for  the  spokes. 
That  is  the  essence  of  their  improvem^it;  a  substitution,  in 
the  mode  they  have  pointed  out.  A  strong  illustration  of  the 
soundness  of  this  view  is  found  in  the  testimony  of  James 
Dou^erty,  who  states  that  the  first  wheel  the  patentees  cast 
wsa  cast  fi*om  a  pattern  that  had  been  made  for  casting  a  spoke 
wheel,  by  substituting  a  core  for  the  spokes. 

This  being  the  new  manu&cture  of  the  patentees,  the  next 
question  you  have  to  settle  is  as  to  its  originality,  and  whether 
they  were  the  first  inventors  of  the  article,  because  it  is  insist- 
ed on  the  part  of  the  defendants  that  they  were  not  The  pa- 
tent was  issued  on  the  17th  of  March,  1838.  The  application 
for  it  was  made  on  the  18th  of  January,  1838.  Tlie  fiist 
wheel  was  cast  at  Wolf's  foundry,  in  Columbia,  in  the  fall  of 
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1837,  from  the  pattern  of  a  spoke  wheel.  That  is  the  date  of 
the  inventioii.  The  idea  seems  to  have  occmred  to  the  patent- 
ees early  in  the  fall  of  1837,  and  late  in  the  fall  the  invention 
was  complete  by  the  casting  of  the  wheel.  These  wheels  went 
into  use  immediately  on  the  Philadelphia  and  Columbia  rail- 
road, and  on  the  Baltimore  and  Susquehanna  rail-road.  Many 
were  cast  in  1838, 1839,  and  1840,  also  in  1841, 1842,  and 
1843.  This  is  stated  by  Wolf,  who  was  the  owner  of  the 
foimdiy,  and  by  Smedly,  who  was  concerned  in  casting  the 
wheeb.  Smedly  says,  that  during  this  time,  from  eight  hun- 
died  to  one  thousand  of  these  wheels  were  put  into  use  on 
those  two  roads,  and  that  many  of  the  wheels  now  in  use  on 
the  Columbia  rail-road,  are  wheels  he  cast  in  that  foundry  in 
1838. 

A  point  is  made  on  the  part  of  the  defendants  that,  conce- 
ding this  wheel  to  have  been  an  original  production  of  the 
patentees,  there  is  no  utility  in  it.  But,  it  will  be  seen  that 
one  thousand  were  cast  and  went  into  general  use,  and  were 
yaluable  for  the  purposes  for  which  they  were  manufactured. 
It  is  not  necessaiy,  to  maintain  a  patent,  or  the  right  of  the  in- 
Tioitor,  that  the  thing  inyented  should  be  the  very  best  article 
for  the  use  to  which  it  can  be  applied.  Indeed,  the  objection 
generally  comes  with  bad  grace  from  a  person  charged  with 
an  infringement,  because,  if  the  inyention  is  of  no  utility, 
then  he  ought  not  to  use  it,  and  the  very  &ct  of  his  using  it, 
if  he  is  using  it,  shows  that  his  practice  and  his  professions, 
as  regards  the  utility  of  the  instrument,  are  very  much  at  va- 
riance. On  the  evidence  in  the  case,  although  die  jury  should 
find  that  the  plaintiff's  wheel  is  not  the  best  wheel,  yet  if  it  is 
at  all  valuable,  if  its  use  for  the  purpose  for  which  it  is  con- 
itracted  is  practicable,  that  is  sufficient  to  sustain  it  as  a  use- 
fiil  invention. 

It  is  said  that  three  wheels  had  been  constructed  and  were  in 
nse  prior  to  the  improvement  claimed  by  the  patentees ;  one  a 
wheel  of  Baldwin,  of  Philadelphia;  one  a  wheel  of  Tiers,  also 
of  Philadelphia;   and  one  a  wheel  of  James,  of  New-York. 
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It  is  claimed  that  each  of  these  wheels  was  stibetantially  idea- 
tical  with  the  plaintiff's. 

Bfddwin's  wheel,  the  only  one  of  his  wheels  relied  on  in  this 
branch  of  the  case,  is  a  cast  iron  rail-road  wheel,  from  a  pat- 
tern which  is  before  you.  That  pattern  was  made  and  the 
wheel  was  cast  fix)m  it  sometime  in  1835.  The  time  is  fixed  by 
Kobert  T.  Fry,  who  was  at  the  head  of  Baldwin's  establish* 
ment  at  the  time.  Baldwin  himself  is  unable  to  fix  the  time. 
He  says  that  it  was  before  1838,  as  nearly  as  he  can  define  it 
Fry  fixes  the  time.  He  says  the  pattern  was  made  and  the 
wheel  cast  in  the  old  shop,  and  that  they  moved  from  the  old 
shop  to  the  new  one  in  the  fall  of  1835.  This  was  before  the 
date  of  the  Wolf  patent.  Baldwin  is  unable  to  say  how  many 
were  cast.  Fry  is  unwilling  to  say  that  any  number  beyond 
four  were  cast.  The  pattern  of  this  wheel  of  Baldwin's  has 
been  critically  examined  by  the  experts  in  your  presence. 
Most  of  the  experts,  indeed  all  of  them,  concede  that  the  com- 
pensating principle  for  the  expansion  and  contraction  of  iron 
is  not  to  be  found  in  the  shape  there  given  to  the  plates  of  tiie 
wheel;  that  the  plate  is  not  a  curved  plate,  but  is  a  straight 
conical  plate,  and  is  not  better  than  if  it  had  been  a  horizon- 
tal plate  so  far  as  regards  the  principle  of  contraction. 

But  this  is  not  the  most  material  part  of  the  evidence.  It 
is  admitted  that  the  four  wheels  cast  were  cast  by  way  of  ex- 
periment, and  that  the  experiment  was  abandoned.  Bald- 
win's testimony  is  as  follows :  ^^That  none  of  the  wheels  cast 
fifom  the  pattern  are  extant;  that  he  cannot  tell  how  many  of 
them  he  cast;  that  he  has  no  data  by  which  he  can  tell  how 
many ;  that  he  cannot  tell  what  became  of  them ;  that  the  suc- 
cess of  that  experiment  was  like  the  others;  that  they  were  all 
very  much  alike  in  the  result;  that  that  result  was,"  and  this 
is  the  material  part,  *^  breaking  in  the  casting  and  soft  in  the 
tread ;  that  they  ascertained  these  defects  sometimes  on  break- 
ing them  up ;  that,  in  a  word,  they  were  deficient  in  strength." 
They  were  therefore  abandoned,  uatd  it  was  an  abortive  exp6^ 
iment  beyond  all  doubt 
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It  is  not  enough,  gentlemen,  to  conceive  the  idea  of  a  new 
mannfiGustore,  or  of  a  new  and  nseful  instmment.  That  alone 
is  of  no  benefit  to  mankind,  and  is  not  worthy  of  the  patron- 
age of  goyemment.  The  new  idea  must  be  reduced  to  some 
practical  use  before  it  can  become  the  subject  of  a  patent,  or 
be  set  up  and  relied  on  to  defeat  a  patent. 

It  here  appears  from  the  person  himself  who  is  set  up  as 
the  inventor,  Baldwin,  that  all  the  wheels  made  from  the  pat- 
tern failed  and  were  abandoned,  and  it  appears  from  the  evi- 
dence in  the  case  that  there  were  but  four  cast,  and  those  bj 
way  of  experiment.  We  shall  not  trouble  you  fmi;her  on  the 
Bubject  of  this  wheel  of  Baldwin's,  except  to  say  that  the  prac- 
tical result  in  casting  that  wheel  goes  to  confirm  the  opinion 
of  the  experts,  that  it  did  not  contain  the  principle  which  is  es- 
sential to  cast  the  double  plate  rail-road  wheel  with  a  sdid  hub 
sad  a  chilled  rim. 

The  next  wheel  is  the  TSers  wheel,  of  which  a  model  is  be- 
fore you.  It  has  double  plates  resting  on  spokes  or  arms,  both 
on  the  inner  and  the  outer  side.  The  same  objection,  founded 
on  the  testimony  of  the  experts,  is  made  to  this  wheel,  that 
was  made  to  the  wheel  of  Baldwin.  No  allowance  is  made 
for  the  expansion  and  contraction  of  the  plates.  The  expan- 
sion and  contraction  are  prevented  by  the  arms  on  which  the 
plates  rest,  and  the  wheel  is,  in  principle,  the  same  as  the  cast 
iron  wheel  with  straight  plates  or  straight  spokes.  This  wheel 
was  made  in  December,  1835,  or  in  the  spring  of  1886.  Tiers 
says,  that  he  took  out  a  patent  for  a  spoke  wheel  in  Decem- 
ber, 1835,  and  that  soon  after,  or  about  that  time,  he  made 
some  wheels  with  double  plates  and  spokes  inside.  But  it  was 
eariy  enough,  if  the  experiment  was  successfrd,  to  defeat  the 
invention  of  the  plaintiff's  patentees.  Tiers  says,  that  fi^m 
half  a  dozen  to  a  dozen  wheels  were  cast  after  the  pattern  of 
the  wheel  of  which  this  is  a  model ;  that  they  were  all  cast 
by  way  of  experiment,  that  the  experiment  was  not  satisfactory, 
lor  the  reason  that  they  cracked  around  the  rim,  and  that  they 
were  abandoned.  I  will  refer  you  to  his  testimony  in  regard 
to  this  wheel,  be  speaking  himself  as  the  inventor,  of  his  own 
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knowledge  and  with  the  beet  opportomtj  of  anj  witneae.  He 
says  on  his  cross-examination,  '^  that  all  the  wheels  that  depo- 
nent nuide,  ot  the  kind  not  patented,  were  made  with  arms  in 
the  uiildde,  like  the  modeLa  thereof  shown  him  on  his  direct 
examination ;  that  they  were  all  made  as  an  experiment ;  that 
he  relinquished  the  experiment  after  making  the  nmnber  men- 
tioned in  his  direct  examination;  that  thej  were  all  made 
about  the  same  time ;  that  they  were  not  satis&ctory  to  him, 
for  the  reason  that  they  appeared  to  be  cracked  aromid  the 
rim  in  a  few  days  after  they  were  made,  a  circnmstance  which 
often  happens  in  castings ;  that  the  castings,  when  thej  came 
out,  would  appear  all  right,  and,  after  a  short  time,  would  be 
cracked  for  want  of  the  proper  proportions."  This  is  the  ac- 
count he  gives  of  his  wheel  cast  in  the  spring  of  1886.  He 
abandoned  it  while  it  was  in  process  of  experiment,  because  it 
failed  and  cracked.  It  thus  stands  on  the  same  footing  as  the 
wheel  cast  shortly  before  by  Baldwin  in  the  same  city,  and  it 
failed  undoubtedly  for  want  of  the  compensating  principle,  if 
we  can  believe  the  testimony  of  the  experts.  'No  perfect  wheel, 
according  to  Tiers'  evidence,  was  cast  by  him.  He  does  not 
give  us  to  understand  that  he  succeeded  in  perfecting  his 
wheel  so  as  to  bring  it  into  any  public  use,  and  therefore  he 
abandoned  it. 

The  next  wheel  is  the  James  wheeL  These  two  models  rep- 
resent his  wheel.  It  is  a  single  plate  wheel,  with  a  solid  hub 
and  chilled  rim.  In  one  of  them  is  the  improvement  he  made 
of  strengthening  the  rim  by  a  ring  on  the  inside  of  the  wheeL 
This  wheel  was  cast  in  the  city  of  New- York,  in  1884,  at  Mr. 
James'  establishment,  in  Eldridge  street.  The  wheels  were 
iounediately  put  in  use  on  the  Kew-York  and  Harlem  rail- 
road, and  they  were  also  put  in  use  on  the  Kew-Jersey  ndl- 
road.  Mr.  James  says,  from  a  reference  to  his  books,  that  the 
idieel  was  cast  as  early  as  1834. 

It  is  insisted  that  this  whed  embodies  the  same  invention 
as  the  double  plate  wheel  of  the  plaintiff,  and  it  is  probably 
the  only  wheel  produced  on  the  part  of  the  defendants  thai 
Will  require  your  examination.    On  the  part  of  the  plaintiff 
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it  18  daimed  that  his  patentees  have  oonBtracted  an  entirely 
different  instrument,  not  only  different  in  form,  (which  of  it- 
self woold  in  general  amonnt  to  nothing,)  having  double  plates 
and  being  hollow,  but  a  wheel  of  greater  strength  and  secnri- 
ty,  embodying  in  its  production  mechanical  contrivance  and 
ingenuity  that  are  not  found  in  the  James  wheel,  and  involving 
a  new  invention  beyond  anything  to  be  found  in  that  wheel. 
It  is  alleged  that  the  plates  of  the  plaintiff's  wheel  sup- 
port both  ends  of  the  solid  hub,  one  plate  supporting  one  end 
of  it,  and  the  other  plate  the  other  end,  and  that  the  rim  is 
supported  by  the  two  plates,  one  on  either  edge  of  the  rim,  and 
that  in  this  respect  the  wheel  is  different  fix>m  the  James 
wheel,  not  only  in  mechanical  contrivance,  but  in  producing 
a  new  and  uscihl  result.  Mr.  Dunham,  an  exceedingly  intel- 
ligent mechanist,  said,  that  so  &r  as  regarded  the  effect  of  ver- 
tical pressure  on  the  two  wheels,  he  did  not  think  that  the 
plaintiff's  wheel  had  the  advantage,  but  he  admitted  that  as 
respected  lateral  pressure  its  construction  was  the  better  one. 
Es^perts  on  both  sides  have  been  examined  at  large,  and,  as 
usual,  they  differ  in  opinion.  Some  consider  the  James  wheel 
quite  as  good  as  the  plaintiff's  wheel.  Some  think  it  superi- 
or, and  say  that  it  embodies  every  thing  claimed  as  new  in  the 
plaintiff's  wheel.  Other  experts  take  a  different  view,  and 
give  reasons  in  detail  why  they  regard  the  plaintiff's  wheel 
not  only  as  a  different  manu£Etcture  from  the  James  wheel,  but 
as  a  better  article,  of  greater  strength  and  of  greater  practical 
utility. 

It  is  a  question  of  fact  which  the  jury  must  determine, 
whether  there  was  anything  substantially  new  in  the  mechan- 
ical ccmstruction  of  the  plaintiff^s  wheel.  But  there  is  one 
fret  to  which  we  will  call  your  attention,  that  is  entitled  to 
some  consideration  on  this  branch  of  the  case,  although  it  is 
not  decisive.  The  James  wheel  was  in  general  use  on  the 
Hariem  rail-road  in  1834,  and,  to  some  extent,  on  the  New- 
Jeney  ndl-road.  Baldwin,  in  Philadelphia,  in  1885,  and 
Hers  in  the  same  city,  in  1886,  one  of  them  a  year  after,  and 
the  other  a  year  and  a  half  after  the  James  wheel  was  in  com- 
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mon  use  on  those  two  roads,  made  trials  to  cast  the  doable 
plate  wheel,  and  we  think,  on  the  evidence  in  the  case,  it  is 
fiiir  to  infer  that  they  made  their  experiments  with  fnll  knowl- 
edge of  the  James  wheel.  That  wheel  was  in  use  the  year 
before  the  experiments  were  made,  in  an  adjoining  state,  on 
the  Kew-Jersey  rail-road,  and  pnblidy  on  the  Harlem  rail- 
road in  Kew-York,  and  it  is  natural  to  condude  that  persons 
bringing  their  minds  to  bear  on  the  production  of  a  valuable 
ndl-road  wheel,  would  take  an  interest  in  understanding  the 
character  of  the  wheels  at  that  time  and  before  in  general  use. 
If  this  inference  be  a  fair  one,  and  it  is  for  the  jury  to  say 
whether  it  is  or  not,  then,  with  the  James  wheel  before  them, 
Baldwin  and  Tiers  both  &iled  to  make  a  double  plate  whed. 
They  had  the  idea  of  such  a  wheel  in  their  minds,  but  were 
unable  to  perfect  it.  The  oondusion  would  seem  to  follow, 
that  the  James  wheel  and  the  double  plate  wheel  were  not 
necessarily  identical,  or  that  the  former  would  naturally  lead 
to  the  middng  of  the  latter,  without  any  ingenuity  oth^  than 
ordinary  medianical  skill. 

There  is  one  more  question  left.  It  is,  whether  the  defend- 
ants' whed  is  in  substance  identical  with  the  plaintiff's 
wheel.  The  question  is  one  of  feict  There  must  be  a  sub- 
stantial difference  between  the  two  wheels  in  their  mechanical 
construction ;  and  not  only  a  difference  in  that,  but  the  defend- 
ants' wheel  must  involve  something  that  required  mind  and 
ingenuity  over  and  beyond  that  of  the  plaintiff's  patentees. 
It  must  embody  a  different  principle  from  that  found  in  the 
plaintiff's  whed.  A  change  of  form  will  not  do,  inasmuch  as 
a  different  form  might  answer  all  the  purposes  of  the  first  in- 
vention. There  are  instruments  invented,  in  which  the  pa^ 
ticular  form  is  a  material  part  of  the  discovery,  and  then  a 
departure  fit)m  the  form  would  be  a  substantial  departure,  be- 
cause the  form  is  essential  to  the  invention.  But  there  are 
many  new  manufactures,  where  the  particular  form  of  the 
thing  is  not  essential  to  its  utility,  and  there  may  be  a  depa^ 
tnre  from  that  form  and  still  a  valuable  instrument  be  con- 
atrocted.    Take  the  plaintiff's  whed  for  an  illustration.    Thb 
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coired  form  ia  given  to  the  plates  to  allow  for  the  expansion 
and  contraction  of  the  plates  in  casting  the  chilled  rim.  Bat, 
for  the  pnrpose  of  making  allowance  for  contraction,  any  other 
form  involving  the  principle  of  that  allowance  may  be  used,  and 
there  wonld  obviously  be  no  substantial  change  in  the  thing 
mann&ctored,  because  the  particular  form  given  by  the  first 
inventors  is  not  essential  to  the  production  of  the  instrument. 
If  the  form  is  a  part  of  the  thing  invented  and  is  essential  to 
its  value,  then  a  change  from  the  form  is  a  substantial  change, 
and  may  be  the  means  of  producing  a  new  manufacture. 
Take  the  Blanchard  machine  as  an  illustration.  It  is  one  of 
the  most  ingenious  machines  of  the  day,  and  is  constructed 
to  turn  irregular  forms  alter  a  pattern,  such  as  gun-stocks, 
lasts,  and  spokes  for  carriage  wheels.  Blanchard,  in  his  ma- 
chine, cuts  the  block,  whether  for  a  last  or  a  gun-stock  or  a 
spoke,  after  a  pattern,  by  means  of  rotating  cutters.  A  modi- 
fication of  this  machine  was  made  and  set  up  as  a  new  ma- 
chine, and  claimed  not  to  be  an  infringement.  Instead  of 
rotating  cutters,  the  cutters  were  made  stationary,  and  the 
block  rotated.  It  was  claimed  that  this  was  an  entirely  dif- 
ferent principle  from  Blanchard's,  and  that  the  party  making 
the  change  had  not  violated  his  patent.  Now,  any  person  of 
common  understanding  would  see  that  the  thing  could  be  done 
in  that  way.  It  was  a  mere  difference  in  the  mechanical  con- 
trivance, and  a  change  of  form,  in  which  there  was  no  skill 
and  no  ingenuity.  This  illustrates  the  difference  between  a 
change  of  form,  and  a  substantial  change  involving  mind,  in- 
genuity and  invention. 

Applying  these  principles  to  the  two  wheeb,  you  are  to  say 
whether  the  defendants'  wheel  involves,  in  the  substantial  parts 
of  it,  anything  different  fit)m  the  double  plate  wheel  of  the 
plaintiff.  K  it  does,  then  it  is  not  an  infiingement  of  the 
plaintiff's  patent.  If  it  does  not,  then  it  is,  and  the  plaintiff 
is  entitled  to  recover  the  sum  of  $160,  the  amount  ilgreed  on. 

The  jury  were  dischaiged,  being  unable  to  agree  upon  a 
verdicL 


888  KORTHERir  DlfirTRICr  OF  ITSW-YORK, 

Gibtoa*.  Barnard. 

WiUiam  H.  Sevxvrd^  SamudBteoeM aad Samuud BUxtchr 
ford^  for  the  plaintifll 

8eth  P,  Staples,  JjsarTaber  and  JSodman  Z.  Jaice,  for  tiiie 
defendants* 


*  Hie  oonstmetion  giren  hj  the  Court  in  tide  ease  to  tlie  Fo/f  patent  irat 
Biibatantiallj  affirmed  by  the  Supreme  Court  in  the  ease  of  Suer  t.  JTany;  on 
writ  of  error  from  the  Circuit  Court  for  the  MaaaachuBetts  District^  decided 
at  the  December  Tenn,  1861.    (See  12  Howard,) 


Jobs  OiBsoBr 
Fbedebioe  J.  Babitabd  asd  othebs.    In  EQimr. 

W.,  the  patentee  of  a  patent  which  waa  about  to  expire,  being  about  to  apply 
for  an  extension,  agreed  with  R.  that  he  would  convej  to  him  a  certain 
right  under  the  extension,  on  certain  tenns.  R  paid  some  money  and  gave 
some  notes,  on  making  the  agreement.  After  the  extension  was  granted, 
W.  assigned  to  J.  all  his  interest  in  the  agreement  with  R.  and  in  theri^t 
ooyered  by  it  R.  refosed  to  fnlfil  his  part  of  the  agreement^  and,  haTing 
used  the  patented  thing  from  the  time  of  the  extension,  to  the  extent  of  the 
right  ooyered  by  the  agreement,  was  sued  by  J.  for  infringement  Doling 
the  pendency  of  the  suit,  J.  granted  to  B.  his  interest  in  the  right  eon- 
Tcyed  to  him  by  W.  The  decision  in  the  suit  was  that  R.  was  entitled, 
aside  fh>m  his  agreement  with  "W.,  to  a  portion  of  the  right  covered  by  it 
After  this  decision,  B.  went  on  to  use  the  patented  thing,  to  the  extent  of 
the  right  coyered  by  the  grant  from  J.,  and  R.  continued  to  use  it  to  the 
same  extent  G.,  being  the  owner  of  the  exclusive  right  to  the  extension 
for  the  territory  in  which  both  K  and  R.  were  using  the  patented  thongs 
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with  ihe  easeptMn  of  tlio  right  covered  by  the  agreement  between  Tf.  and 
R.,  by  the  assignment  from  W.  to  J.,  and  by  the  grant  from  J.  to  K,  filed 
a  bill  against  B.,  praying  for  a  perpetual  injnnction  against  him :  ffeld, 
that  the  &ilare  of  R.  to  fulfil  his  agreement  with  W.  did  not  of  itself  oper- 
ate to  annnl  and  cancel  the  agreement^  as  the  contract  was  partly  ezeen- 
ted  and  R.  was  in  the  nse  of  the  patented  thing. 

Edd  alto,  that  although  a  Court  of  equity  might  haye  decreed  a  surrender 
of  the  contract,  and  its  cancellation  on  terms^  yet,  until  then,  R.  must  be 
deemed  to  haye  been  in  the  lawful  use  and  enjoyment  of  the  right  under 
the  extension,  and  that  an  injunction  should  issue. 

Eyen  aiiiniming  the  contract  to  haye  been  annulled  and  the  parties  to  haye 
been  remitted  to  their  original  rights^  J.  had  power  to  grant  to  B.  but  a 
portion  of  the  right  he  assumed  to  grant,  as  a  part  was  awarded  to  R.  in 
the  suit  between  him  and  J. 

This  was  a  bill  in  equity  to  restrain  perpetually  the  use  of 
two  of  Woodworth's  planing  machines  in  the  town  of  Water* 
vliet  in  the  county  of  Albany  and  state  of  New- York. 

The  original  term  of  the  patent,  fourteen  years,  expired  on 
the  27th  of  December,  1842.  On  the  19th  of  May,  1842,  aa 
extension  of  the  patent  for  seven  years  by  the  Board  of  Com- 
missioners was  in  contemplation,  and  the  plaintiff,  John  Gib- 
son, became  possessed  of  and  then  owned  the  exclusiye  right 
under  such  extension,  if  granted,  for  the  city  and  county  of 
Albany,  with  the  exception  of  the  right  to  two  machines  for 
the  town  of  Watenrliet  in  said  cotmty.  The  right  thus  be> 
longing  to  Gibson  he  derived  fix)m  William  W.  Woodworth, 
the  administrator  of  William  Woodworth,  the  patentee,  who 
died  in  1829. 

The  two  excepted  machines  consisted,  ^st,  of  a  machine 
then  in  use  in  the  town  of  Watervliet  by  Louis  Bousseau  and 
Charles  Easton,  the  right  to  use  which  during  the  (mginal 
term  of  the  patent  had  been  conveyed  to  them  by  the  admin- 
istrator, and  the  right  to  continue  to  use  which  during  an  ex* 
tension  of  the  patent  they  claimed  they  would  possess  by  vir> 
tae  of  the  mere  extension,  and  second^  of  a  machine  the  right 
to  use  which  in  said  town  during  the  extension,  Gibson  con* 
veyed  to  the  administrator  on  the  19th  of  May,  1842. 

On  the  same  day,  the  administrator  agreed  with  Bousseau 
A  Easton,  that  in  case  the  patent  should  be  extended,  he 
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would  execute  to  them  an  assignment  by  which  they  would 
become  vested  more  fully  with  the  right  of  running  in  the 
town  of  Watervliet,  during  the  extension,  the  machine  they 
were  then  using,  and  also  conveying  to  them  the  right  for  the 
extension  to  the  machine  that  day  conveyed  to  him  by  Gibson. 
Rousseau  &  Kaston  paid  the  administrator  $200  down,  and 
agreed,  if  the  extension  should  be  obtained  and  the  assign- 
ment be  made  as  provided  for,  that  they  would  pay  him  the 
further  sum  of  $2000  in  four  equal  annual  installmentB. 

In  November,  1842,  an  extension  of  the  patent  was  grant- 
ed, to  run  for  seven  years  from  the  27th  of  December,  1842. 

On  the  26th  of  April,  1843,  the  agreement  between  the  ad- 
ministrator and  Rousseau  &  Easton,  of  the  19th  of  May,  1842, 
was  modified  by  a  mutual  stipulation,  which  recited  that  the 
latter  had  that  day  given  to  the  former  eight  promissory  notes, 
for  $250  each,  payable  at  different  periods,  the  last  one  July 
1st,  1846,  and  agreed  that  on  payment  of  the  notes  as  th^ 
became  due,  the  administrator  should  make  the  assignment 
provided  for  by  the  original  agreement. 

On  the  12th  of  August,  1844,  the  administrator  assigned 
to  James  G.  Wilson  all  lus  interest  in  said  agreement  with 
Rousseau  &  Easton  respecting  the  right  to  the  two  machines, 
and  all  his  right  and  tide  to  the  use  of  the  same. 

Rousseau  &  Easton  having  refused  to  fulfil  said  agreement 
on  their  part,  Gibson,  on  the  18th  of  November,  1844,  re- 
nounced and  released  to  Wilson  all  his  right  or  daim,  if  any 
he  had,  to  the  said  two  machines.  This  was  supposed  to  be 
necessary  to  enable  Wilson  to  sue  Rousseau  &  Eaaton  for  a 
breach  of  their  contract  or  for  an  infringement  of  the  patent 
as  extended,  they  continuing  to  use  the  machines  in  the  town 
of  Watervliet  during  the  extension,  although  they  did  not  fulfil 
their  agreement.  Gibson  claimed  no  right  to  the  use  of  the 
two  machines  in  Watervliet,  but  gave  the  release  for  abundant 
caution  and  the  better  to  secure  to  Wilson  the  rights  which  he 
acquired  under  the  assignment  from  the  administrator. 

On  the  5th  of  December,  1845,  Wilson  granted  to  the  de- 
fendants a  license  to  use  two  machines  in  the  town  of  Wate^ 
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vliet  dniing  the  extension,  for  which  he  was  to  receive  $4000' 
from  them,  but  it  was  frirther  agreed  that  if  the  decision  of  the 
Supreme  Court  of  the  United  States  in  a  suit  then  pending 
before  it,  between  Wilson  and  Bousseau  &  Easton,  and  involv- 
ing the  right  to  use  the  two  machines,  should  be  against  Wil- 
son, so  as  to  exclude  him  from  the  use  of  them,  then  he  was 
to  repay  to  the  defendants  $2000  that  day  paid  to  him  by 
them,  and  that  if  the  decision  should  be  in  favor  of  Wilson, 
and  the  defendants  should  be  put  in  possession  of  the  right  to 
use  the  two  machines  in  Watervliet,  then  they  were  to  pay 
Wilson  a  further  sum  of  $2000.  The  suit  here  referred  to  is 
the  case  of  Wilwn  v.  Bouaaeau^  ante  p,  8,  and  4  How,  646, 
where  many  facts  will  be  found,  important  to  the  more  Aill 
understanding  of  this  case. 

The  decision  of  the  Supreme  Oourt  was  made  in  March, 
1846,  and  gave  to  Bousseau  &  Easton  the  right  to  use  during 
the  extension,  and  by  virtue  of  it  alone,  the  one  machine  which 
they  had  in  use  at  the  time  of  the  expiration  of  the  original 
term  of  the  patent.  Bousseau  &  Easton  used  the  two  ma- 
chines constantly  from  the  commencement  of  the  extended 
term,  and  were  using  them  when  this  suit  was  commenced. 
Soon  after  the  decision  by  the  Supreme  Court,  the  defendants 
constructed  and  put  into  use  two  machines  in  Watervliet,  and 
Gibson  filed  this  bUl  to  restrain  such  use.  The  cause  was 
heard  on  pleadings  and  proofs. 

WSUam  H.  Seuxvrd^  for  the  plaintiff. 

Marcus  T.  JSeynaldsj  for  the  defendants. 

Nelson,  J.  It  is  quite  clear  that  down  to  the  time  of  the 
grant  by  Wilson  to  the  defendants  on  the  5th  of  December, 
1845,  the  plaintiff  possessed  the  exclusive  right  and  title  to  the 
patent  during  the  extension,  for  the  county  of  Albany,  with 
the  exception  of  the  two  rights  in  the  town  of  Watervliet, 
namely,  the  right  to  use  one  machine,  claimed  by  Eoussean  & 
Easton  as  accruing  to  them  by  virtue  of  the  extension  and 
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of  their  having  had  the  right  to  use  it  during  the  original 
term,  and  more  effectnallj  secured  to  them  bj  the  adminifh 
trator,  and  the  right  sold  and  assigned  bj  Gibson  to  the  ad- 
ministrator, and  by  him  to  Boussean  &  Easton.  It  is  clear, 
also,  that  Wilson  possessed  no  interest  in  the  extended  patent 
for  the  town  of  Watervliet,  except  as  respected  the  two  ma- 
chines and  the  interest  therein,  which  he  derived  by  the  assign- 
ment firom  the  administrator  of  the  12th  of  Angost,  1844, 
the  right  to  those  machines  having  before  been  sold  by  the  ad- 
ministrator to  Bonsseau  &  Easton,  and  they  being  in  the  act- 
ual use  and  enjoyment  of  them.  Wilson,  therefore,  could 
grant  his  interest  in  those  two  rights,  whatever  it  might  be, 
and  nothing  more,  and  this  was  all  that  conld  pass  to  the  de- 
fendants under  the  agreement  of  the  6th  of  December,  1845. 
The  terms  of  that  agreement  also  establish  the  fact  that  Wil- 
son intended  to  sell,  and  the  defendants  to  purchase,  his  inter- 
est in  those  two  rights. 

The  &ilure  of  Boiisseau  &  Easton  to  fulfil  their  agreement 
of  purchase  with  the  administrator,  the  interest  in  which  be- 
longed to  Wilson,  did  not  of  itself  operate  to  annul  and  canod 
the  agreement.  It  was  a  contract  partly  executed.  Two  hun- 
dred dollars  of  the  purchase  money  had  been  paid  and  prom- 
issory notes  given  for  the  residue.  The  machines  were  in  op- 
eration* And,  although  a  Court  of  equity  might  have  decreed 
a  surrender  of  the  contract,  and  its  cancellation  on  terms,  yet, 
until  then,  Bousseau  &  Easton  must  be  deemed  to  have  been 
in  the  lawful  use  and  enjoyment  of  the  two  rights  in  Water- 
vliet under  the  extended  patent. 

Even  assuming  the  contract  to  have  been  annulled  andtbe 
parties  to  have  been  remitted  to  their  original  rights,  it  is  dear 
^hat  Wilson  had  power  to  grant  to  the  defendants  but  one  of 
the  rights,  as  the  other  was  secured  to  Bousseau  &  Easton  by 
the  decision  of  the  Supreme  Court  in  the  suit  between  Wilacm 
and  them. 

I  am  of  opinion,  therefore,  that  the  defendants  have  fiuled 
to  establish  any  right  to  run  the  machines  in  question,  and  that 
the  plaintiff  is  entitled  to  a  decree  for  a  perpetual  injunction. 
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An  aetion  pending  in  this  Court  does  not  abate  by  the  death  of  the  plaintiff 
before  judgment,  bat  his  personal  representatiTe  may,  under  §  81  of  the 
Jodiciary  act  of  1789,  (1  U.  8.  Stat,  at  Large,  90,)  beeome  a  party  to  the 
snit,  and  prosecute  it  to  final  judgment,  in  case  the  cause  of  action  snr- 
Tives  to  him  by  the  local  law. 

By  the  law  of  Vermont^  an  aotion  of  ejectment  is  one  in  which  the  cause  of 
notion  does  so  surrive. 

Jurisdiction  of  such  an  action  having  once  vested  in  this  Court,  the  fact  that 
the  administrator  of  the  deceased  plaintiff  is  a  citizen  of  Vermont  and  re- 
sides in  the  same  state  with  the  defendant^  will  not  divest  the  Court  of  ju- 
riidietion,  in  ease  the  administrator  be  admitted  to  prosecute. 

This  was  an  action  of  ejectment  to  lecover  lands  claimed  by 
the  plaintifi^  an  alien  and  a  subject  of  Great  Britain.  The 
plaintiff  having  died  intestate  pending  the  action,  and  letters 
of  administration  on  his  estate  haying  been  granted  by  the 
Conrt  of  Probate  in  Vermont,  the  administrator,  a  resident 
citizen  of  Yermont,  appeared,  and,  the  death  being  sn^ested 
on  the  record,  moved  for  leave  to  enter  and  prosecute  the  ac- 
tion. The  defendant  objected  to  the  leave  being  granted,  and 
filed  a  motion  to  dismiss  the  action* 

Samuel  S.  Phdpa  and  O.  D.  Kassanj  for  the  administrator. 

Asahd  Pecky  for  the  defendant. 
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Prentibs,  J.  The  act  of  Congress  of  1789,  commonly  called 
the  Judiciary  act,  (1  U.  S.  Stat,  at  Lourge^  90,  §  31,)  provides : 
^  That  where  any  suit  shall  be  pending  in  any  conrt  of  the 
United  States,  and  either  of  the  parties  shall  die  before  final 
judgment,  the  executor  or  administrator  of  such  deceased  par- 
ty who  was  plaintiff,  petitioner,  or  defendant,  in  case  the  cause 
of  action  doth  by  law  survive,  shall  have  full  power  to  prose- 
cute or  defend  any  such  suit  or  action  until  final  judgment,  &c.'' 

The  act,  it  will  be  perceived,  extends  to  every  action,  and 
saves  it  from  abatement  by  the  death  of  the  parties,  where  the 
cause  of  action  survives,  whatever  may  be  the  nature  of  the 
action.  "Whether  or  not,  in  any  particular  case,  the  cause  of 
action  sxurives,  must  depend  altogether  upon  the  local  law. 
With  that  question  the  act  of  Congress  has  nothing  to  do.  It 
does  not  profess  to  say  what  causes  of  action,  nor,  of  course, 
what  particular  forms  of  action  shall  or  shall  not  survive,  but 
refers  this  to  the  laws  of  the  respective  States.  If,  in  the  pres- 
ent case,  the  cause  of  action,  by  the  law  of  Vermont,  survives 
to  the  personal  representative,  and  he  might  sue  originally 
upon  it,  the  action  does  not  abate  by  the  death  of  the  plaintiff, 
but  may  be  prosecuted  by  his  administrator. 

By  tlie  law  of  Vermont,  {Reo.  Stat.  chap.  48,  sees.  10, 12, 
17,)  actions  of  ejectment  to  recover  the  seisin  and  po88e8si0n 
of  lands,  as  well  as  many  other  actions  which  would  abate  by 
the  common  law,  and  the  causes  of  action,  survive ;  and  any 
such  action  may  be  commenced,  or,  when  commenced  in  the 
life  time  of  the  deceased  party,  may  be  prosecuted  by  the  ex- 
ecutor or  admimstrator.  The  lands  are  in  the  nature  of  assets 
for  the  payment  of  debts,  and,  for  that  reason*,  the  executor  or 
administrator  is  the  only  party  primaiily,  and  for  a  time,  at 
least,  entitled  to  maintain  an  action  to  recover  them.  Neither 
the  heir  nor  the  devisee  can  sue  until  the  lands  have  been  as- 
signed to  him  by  a  decree  of  the  Court  of  Probate,  or  the  time 
allowed  the  executor  or  administrator  for  the  payment  of  debts 
has  elapsed.  The  cause  of  action  in  this  case,  therefore,  survi- 
ving by  the  law  of  Vermont,  the  administrator,  under  the  act 
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of  Congress,  has  a  legal  right  to  become  a  party  to  the  suit  and 
proceed  in  it  to  jadgment. 

It  is  objected,  however,  that  the  administrator  is  a  citizen 
of  Vermont,  resident  in  the  same  State  with  the  defendant, 
and  that  the  C!onrt  cannot  exercise  jurisdiction  in'a  case  such 
as  this  will  be  if  the  administrator  become  a  party,  between 
dtboens  of  the  same  State.  But,  it  is  to  be  observed,  that  the 
administrator,  if  admitted,  is  not  to  be  considered  in  the  light 
of  an  original  party  to  the  action  for  the  purposes  of  this  or 
any  other  question.  The  action  was  commenced  and  regularly 
pending  in  the  lifetime  of  his  intestate,  who  was  the  original 
party ;  and  he  comes  in,  not  in  his  own  right,  but  in  the  right, 
and  merely  as  the  representative  of  such  original  party.  It  is 
in  this  special  character,  and  under  these  special  circumstan- 
ces, that  he  appears  and  prosecutes.  As  was  said  in  the  case 
of  Oreen  v.  Watkins,  (6  Wheat.  260,)  the  death  of  the  party 
neither  raises  any  new  cause  or  right  of  action,  nor  produces 
any  change  in  the  condition  of  the  cause  or  in  the  rights  of  the 
parties.  If  these  remain  the  same  as  before,  why  does  not  the 
jurisdiction  continue  the  same  as  before,  irrespective  of  the 
citizenship  of  the  personal  representative  2 

It  is  well  settled,  that  if  the  jurisdiction  of  the  Circuit  Court 
be  once  vested  in  a  suit  between  citizens  of  different  States,  a 
subsequent  change  of  domicil  of  the  parties,  pendente  lite^ 
either  by  the  defendant  removing  into  the  State  where  the 
plaintiff  resided,  or  by  the  plaintiff  removing  into  the  State 
where  the  defendant  resided  and  the  suit  was  brought,  will  not 
divest  the  jurisdiction.  {Marga/n^e  Hei^sY.  Mcrgim^^  Wheat. 
890;  CameranY.WRdberts^Z  Wheat.  691;  Zeeaee  of  Thomas 
V.  Newton^  1  Peters  0.  G.  R.  444.)  And,  where  a  judgment 
has  been  recovered  in  the  Circuit  Court,  in  a  suit  at  law  be- 
tween citizens  of  differ^it  States,  a  bill  in  equity  for  an 
injunction  to  stay  execution  on  the  judgment  may  be  enter- 
tained by  the  Court,  although  the  adverse  parties  to  the  judg- 
ment have,  subsequent  to  the  judgment,  become  citizens  of  the 
same  State.  {Ihmn  v.  Clarke^  8  Peters^  1.)  The  doctrine 
upon  which  these  cases  rest  is,  that  where  the  jurisdiction  has 
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once  attached,  no  Bubseqnent  change  in  the  relation  or  condi- 
tion of  the  parties,  in  the  progress  of  the  canse,  or  after  judg- 
ment, will  deprive  the  Court  of  jurisdiction  over  the  cause,  or 
over  any  proceeding  touching  the  execution  of  the  judgment 
On  this  doctrine,  an  executor  or  administarator  may  bring  a 
$ciref€tci(i9  in  the  Circuit  Court  to  revive  a  judgment  recov- 
ered therein  in  a  suit  brought  by  the  testator  or  intestate,  or  to 
have  execution  against  the  bail  in  the  suit,  or,  if  no  judgment 
be  recovered  in  the  suit  so  brought,  but  it  be  still  pending,  may 
of  course  become  a  party  to  and  prosecute  the  same,  althou^ 
he  may  be  a  citizen  of  tiie  same  State  with  the  adverse  party, 
and,  for  that  cause,  incompetent  to  bring  in  such  Court  an 
original  suit  against  him. 

The  deceased  plaintiff  was  an  alien,  and  the  Court  had  ju- 
risdiction of  the  action.  The  administrator  comes  in,  as  has 
been  already  said,  merely  as  the  representative  of  the  deceased 
plaintiff,  and  prosecutes  as  such.  Thus  coming  in  to  prose- 
cute to  judgment  a  suit  already  pending,  however  it  might  be 
in  a  suit  originally  conmienced  by  him,  his  residence  or  citi- 
zenship, whether  in  the  same  State  with  the  defendant  or  a 
different  one,  is  immaterial.  To  hold  otherwise  might  render 
the  provision  of  the  act  of  Congress  in  a  measure  nugatoiy. 
The  local  law  of  the  State  may  not  allow  the  appointment  of 
a  person  as  administrator  who  resides  out  of  the  State,  or,  if  it 
does,  the  Court  of  Probate  may  refuse  to  appoint  such  perB(m ; 
and  no  letters  of  administration  but  such  as  are  granted  in  this 
State  will  give  any  authority  to  sue  or  prosecute  here. 

Hie  sum  of  the  whole  matter  therefore  is,  that  an  action  of 
ejectment  pending  in  this  Court,  does  not  abate  by  the  death 
of  the  plaintiff  before  judgment,  but  his  administrator  may, 
under  the  provision  of  the  thirty-first  section  of  the  Judiciary 
act  of  1789,  become  a  party  to  the  suit  and  prosecute  the  same 
to  final  judgment,  the  cause  of  action,  by  the  local  law,8urfi- 
ving  to  the  personal  representative;  and,  jurisdiction  of  the 
action  having  once  vested,  it  continues  and  may  be  exercised, 
notwithstanding  the  administrator  may  be  a  citizen  of  Ver- 
mont, residing  in  the  same  State  with  the  defendant    How 
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£Eur  the  right  to  recover  may  be  affected,  if  at  all,  where  the 
adminifitrator  comes  in,  as  in  this  case,  in  right  of  aQ  alien,  a 
subject  of  Great  Britain,  whose. title  may  or  may  not  be  held 
under  the  ninth  article  of  the  treaty  of  1794,  is  a  matter  prop- 
er to  be  decided,  not  on  a  preliminary  motion,  but  on  the  trial 
of  the  merits.  The  motion  of  the  defendant  to  dismiss  the  ac- 
tion is  consequently  denied,  and  the  motion  of  the  administra- 
tor for  leave  to  enter  and  prosecute  allowed. 


omourr  court  of  the  united  states 

FOR  the  SEOOlfD  OIROUIT. 


NOBTHESN  DIBTBIOT  OF  NEW- YORK,  JUNB  TEBIC,   1849, 
AT   OANANDAIOUA. 


Dabius  BtroK  akd  othsbs  vs.  John  0.  Hebmance. 

Where,  in  a  patent  for  a  oooking-store,  the  -words  of  the  claim  were  "  the  ex- 
tending of  the  oven  under  the  apron  or  open  hearth  of  the  store,  and  in 
oombinstion  thereof  with  the  flues  couBtructed  as  above  Bpecified :"  Beid, 
that  the  claim  was  a  oambimUion  of  the  extension  of  the  oven  under  the 
hearth  of  the  stove  with  the  fines,  as  described. 

Where,  to  a  previously  existing  combination  of  an  oven  extending  under  the 
open  hearth  of  a  cooking-stove  with  reverberating  flues»  an  inventor  added 
a  flue  or  fire-chamber  in  front :  Seldj  that  he  had  made  a  new  and  patent- 
able combination.  • 

ffeid  further,  that  a  patent  claiming  the  new  combination  was  not  void,  m 
claiming  the  prior  combination  of  the  extended  oven  with  the  reverbera- 
ting flues. 

In  a  patent  for  a  combination,  where  the  novelty  consists  in  the  combination, 
it  u  immaterial  whether  the  elements  forming  the  combination  are  new 
or  old. 

In  order  to  render  a  new  combination  patentable,  the  change  from  any  for- 
mer combination  must  be  substantial,  not  formal,  and  must  involve  skill, 
ingenuity  and  mind.  The  new  article  must  be  different  from  the  old  one^ 
not  only  in  its  mechanical  contrivance  and  construction,  but  in  its  praeti* 
oal  operation  and  effect  in  producing  the  useful  result. 

And  the  same  test  is  a  proper  one  in  determining  the  question  of  an  infringe- 
ment on  the  patent. 

The  rule,  on  the  question  of  damages  for  infringing  a  patent^  is  to  give^  not 
vindictive  or  exemplary  damages^  but  the  actual  damages^  which  will  be 
the  ordinary  profit  derived  by  the  patentee  from  the  sale  of  the  article  eon- 
taining  the  invention  infringed  upon. 
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This  was  an  action,  tried  before  Mr.  Jostice  Nelsok  and 
Jndge  OoNKLiNo,  for  the  infringement  of  Letters  Patent  grant- 
ed to  Darius  Back  on  the  20th  of  May,  1839,  for  certain  im- 
proTements  in  the  construction  of  stoves  used  for  cooking.* 


*  The  specification  annexed  to  the  Patent  was  in  these  words :  "  Whereas 
diffienlties  occur  in  the  cook-Btoves  now  in  use,  in  carrying  on  at  the  same 
time  baking  and  boilin^^,  and  also  in  having  an  oven  of  such  uniform  temper- 
ature that  every  part  will  cook  or  bake  uniform ;  and  also  in  having  an  oven 
of  sufficient  size  so  as  to  do  away  with  the  occasional  use  of  the  brick  oven, 
even  in  laree  families,  without  anj  increase  of  fuel ;  and  also  in  having  an 
oven  around  which  there  is  a  certain  free  and  uniform  draft.  And  whereas 
my  invention  has  respect  to  the  aforesaid  difficulties:  Kow  therefore  be  it 
known.  That  I,  Darius  Buck,  of  the  city  and  countv  of  Albany,  and  State  of 
Kew-York,  have  invented  certain  improvements  in  tne  construction  of  stoves 
used  for  cooking ;  and  I  do  hereby  declare,  that  the  following  is  a  full  and  ex- 
act description  thereof,  reference  being  had  to  the  drawings  which  accompa- 
ny this  specification,  and  are  a  part  of  the  same:  I  build  my  stove  as  follows : 
riate  marked  E  P  £,  I  lay  down  first,  and  call  it  my  extreme  bottom ;  I  di- 
vide plate  £  P  E»  into  three  fines,  two  of  which  are  on  the  outside  of  the  sunk- 
bottom  part  of  the  plate,  and  are  used  for  passing  the  smoke  and  heat  for- 
ward under  the  oven.  The  other  flue,  marked  P,  I  use  as  the  return  fine  of 
the  smoke  and  heat  under  the  oven.  These  flues  are  constructed  by  two 
pieces  similar  to  the  piece  marked  Q,  being  cast  on  the  bottom ;  I  then  set  up 
the  plate  L,  which  is  the  back  of  the  stove ;  then  the  plates  marked  FTF, 
which  are  the  sides ,  I  then  put  in  the  plate  C,  which  is  the  oven  bottom, 
which  rests  on  plates  Q  Q;  I  then  put  in  the  plate  M,  which  is  the  bade  and 
front  oven  plate;  I  then  put  in  plate  K,  whicn  is  the  front  of  the  stove  under 
the  hearth ;  I  then  pass  two  plates  similar  to  plate  K  down  along  plate  L  till 
they  reach  plate  £P  £,  by  which  means  I  get  my  two  downward  flues  S  S; 
I  Uien  put  in  my  plate  B  D;  I  then  put  in  my  plate  IJ;  I  then  put  on  the 
top  plate  A,  which  completes  the  stove.  I  thus  place  my  oven  M  Ji  in  draw- 
ing Na  1,  in  sneh  manner  that  the  fire  is  made  on  plate  B,  drawing  No.  2» 
which  is  the  fire  bottom  and  top  plate  of  the  oven  and  hearth;  then  the  fire 
paasea  along  plate  B  down  plate  L,  in  the  downward  flues  marked  S  S  in 
drawinii^  No.  2 ;  thence  along  plate  E  E  in  drawing  No.  2 ;  then  back  through 
floe  P  in  drawing  No.  2 ;  then  up  the  upward  flue  in  plate  L^  drawing  No.  2» 
to  tke  outlet  R  in  plate  A,  drawing  Na  2 ;  the  oven  is  thus  made  to  extend 
from  the  back  part  of  the  stove  to  the  front  of  the  stove  under  the  open  hearth, 
m  that  the  bacK  plate  of  the  stove  is  a  flne  plate ;  as  is  also  the  iront  plate 
VBder  the  open  hearth  of  the  stove.  The  plates  that  form  the  outside  of  the 
fines  around  the  oven  under  the  hearth  are  so  constructed,  that  any  horizon* 
tal  divicion  of  the  fines  and  oven  under  the  hearth  is  similar  to  the  hearth,  or 
tlielast  mentioned  outside  flue  plate  may  be  made  straight  or  flaring;  but 
tliey  are  better  to  curve  according  to  the  shape  of  the  hearth  plate,  tor  by 
praserving  this  form,  the  flue  will  be  enlarged ;  the  heat  of  the  hearth,  the 
top  of  the  oven,  the  temperature  of  the  oven,  and  the  drafts  all  will  be  in- 


"  I  do  not  claim  as  my  invention  the  placing  of  the  oven  in  eooking-stoyes 
imder  the  fire  place  of  the  stove,  as  that  has  been  long  known  and  in  use ;  nor 
do  I  elaim  the  mvention  of  reverberating  flues  for  conducting  the  heat^  Ac, 
wider  the  oven,  as  they  have  also  been  for  a  long  time  known.  What  I  do 
elaim  aa  my  invention,  and  for  which  I  desire  to  secure  Letters  Patent^  is  the 
titaiidiiig  of  the  oven  under  the  apron  or  open  hearth  of  the  ftore^  and  in 
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The  inyention  of  Buck  oonBisted  in  taking  the  stove  known 
as  the  Hathaway  stove — ^in  which  the  oven  was  extended  under 
the  apron  or  open  hearth  of  the  stove,  and  which  had  what 
are  called  reverberating  fines,  that  is,  two  flues,  starting  from 
the  top  of  the  back  of  the  stove,  one  at  each  side,  running 
down  the  back  and  under  the  bottom  to  the  front,  and  there 
uniting  in  a  centre  flue  which  returned  under  the  bottom  and 
up  the  back  to  the  stove-pipe — and  adding  to  it  a  close  flue 
or  fire^hamber  in  front,  between  the  front  plate  of  the  stove 
and  the  front  plate  of  the  oven.  Into  this  fire-chamber,  whidi 
had  no  opening  except  into  the  fines  under  the  bottom  of  the 
oven,  the  smoke  and  gases  generated  by  combustion  entered, 
and  in  it  they  circulated  b^ore  returning  through  the  centre 
fine.  By  this  means,  the  front  part  of  the  oven  was  more  ef- 
fectually heated  and  a  more  uniform  baking  in  all  parts  of  it 
was  ensured.  In  the  Buck  stove,  the  dividing  strips  between 
the  side  fines  and  centre  fine  under  the  bottom  did  not  extend 
quite  to  the  front  plate  of  the  stove. 

The  defendant's  stove  had  the  extended  oven  and  reverber- 
ating fines,  and  a  hollow  space  between  the  front  plate  of  the 
stove  and  the  front  plate  of  the  oven,  closed  on  all  sides  except 
where  it  communicated  with  the  reverberating  fines ;  but  the 
dividing  strips  between  the  flues  extended  quite  to  the  front 
plate  of  the  stove,  and  upwards  into  the  space  in  front  He 
insisted  that  the  smoke  and  gases  in  his  stove  passed  immedi- 
ately from  the  side  flues  into  and  through  the  centre  flue,  with- 
out circulating  in  the  fire-chamber,  because  there  was  no  space 
for  them  to  circulate ;  and  that,  therefore,  he  had  no  fire- 
chamber  such  as  Buck  had,  but  only  reverberating  flues*  He 
therefore  claimed  that  he  did  not  infringe  Buck's  pat»it 

He  also  set  up  various  stoves  prior  to  Buck's  as  containing 
his  invention,  and  produced  evidence  for  the  purpose  of  show- 


eombinaiion  thereof  with  the  flnee  ooDBtrneted  as  above  specified,  hj  which 
means  I  am  enabled  to  obtain  j^ater  room  for  baking  and  other  eookisgpiir> 
po6e%  and  eflfect  a  greater  saving  of  opense  and  fael  than  in-oooking-stoni 
of  the  ordinary  oonstnietion.'' 
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iiig  thttt  Baek  had  frandnle&tly  obtahied  a  patent  for  the  lA- 
veQti<m  claimed,  and  that  it  was  in  ihet  the  invention  of  qm 
Solomon  Ciowell,  Jr.,  irom  whom  Book  obtained  a  knowledge 
of  it. 

In  changing  the  jmy,  Nklsok,  J.,  remarked  as  follows : 

Ihe  &8t  thing  which  it  is  necessary  to  tmderBtftnd,  and 
without  a  knowledge  of  which  we  can  make  no  advance 
towards  a  proper  settlement  of  the  conti^yeisy  between  thcf 
parties,  is  the  precise  improvement  which  the  patentee  claims 
he  has  discovered.  In  odier  words,  what  has  Buck  invented 
in  connection  with  the  cooking-stove,  as  it  existed  before  the 
date  of  his  patent! 

There  isaraiMcal  difference  of  opinion  On  this  branch  of  the 
case  between  the  connsel  who  are  engaged  in  the  trial,  and 
it  is  not  at  all  saiprising  that  there  should  be  such  difference, 
aa  Ae  description  given  hj  the  patentee  is  exceedingly  ob- 
score  and  difficult  to  comprehend.  The  question,  however,  is 
OQA  of  law,  and  one  that  the  Court  is  botind  to  determine,  in 
ddeir  to  give  to  the  jury  a  guide  by  which  to  apply  the  fincts 
in  the  case.  The  settlement  of  this  question  depends  on  a 
conatroction  of  the  language  of  the  poteliitee. 

It  will  be  seen,  on  reference  to  the  spedAcation,  that  th€» 
patentee  describes  particularly  a  cooking-stove,  which,  on  the 
evidence  in  the  case,  there  can  be  no  doubt  is  what  has  been 
called  throughout  the  trial  the  Hathaway  stove.  He  specifies 
the  flues  of  that  stove,  the  two  downward  flues  on  the  back 
at  each  comer,  the  side  flues  under  the  bottom  to  the  front, 
and  then  the  retom  flue  through  the  centre.  He  describes  also 
the  flue  or  chamber  in  ftt)nt  of  the  stove,  in  connection  witii 
the  side  and  centre  flues ;  also  the  er^tension  of  the  oven  undei* 
the  hearth ;  and  then  he  undertakes  to  separate  and  distinguish 
from  the  general  description  which  he  has  given  of  the  Hath- 
sway  stove,  the  flues  and  the  extended  ovetf,  A^.,  the  part 
winch  he  claims  he  has  discovered,  which  was  before  unknowti 
!  not  in  public!  Use.  He  nAmes  certain  parts  whidi  he  re- 
27 


402  NORTHERN  DIBTBIOr  OF  J^BW-YORK; 

BiMk«.  Herouuioai 

pndiates  as  not  being  within  his  invention,  and  then  specifies 
the  precise  thing  which  he  claims  to  have  discoyered  and  for 
which  he  applies  for  a  patent. 

The  construction  of  the  claim  on  which  the  CJonrt  have 
agreed  is  this,  that  the  inrention  of  the  patentee  is  a  combi- 
nation of  the  extension  of  the  oven  nnder  the  hearth  of  tiie 
stove,  and  the  flues  as  described  by  him,  with  the  flue  or  fire- 
chamber  in  front  of  the  stove,  formed  by  the  two  fix>nt  plates. 
I  am  free  to  say  that  my  own  individual  impressions  are,  thst 
the  patentee  intended  to  claim  the  extended  oven,  and  also  a 
combination  of  the  extended  oven  and  the  several  flues  he  has 
particularly  described,  with  the  flue  or  chamber  in  front  of  the 
stove.  But  I  have  concurred  with  my  learned  associate  in  the 
construction  which  we  have  adopted  for  the  purposes  of  this 
Ijial,  with  a  view  to  enable  the  jury  to  reach  the  questions  of 
&ct  involved  in  the  case,  intending,  if  the  construction  we 
have  agreed  on  is  erroneous,  to  give  the  defendant  the  benefit 
of  the  error. 

The  novelty,  therefore,  which  is  essential  to  sustain  the  pa- 
tent, consists  in  the  combination  of  which  we  have  spokeiL 
Our  construction  excludes  the  idea  altogether,  that  Suck  was 
the  inventor  of  the  extended  oven.  It  excludes  also  the  idea 
that  he  was  the  inventor  of  the  several  flues  which  he  has  de- 
scribed— ^the  side  flues,  the  return  flue,  and  the  flue  in  front 
Sut,  whether  the  extended  oven  or  the  flues  which  he  has 
described  are  new  or  old,  his  claim  is  for  the  combination  of 
the  extended  oven  and  the  several  flues  with  the  flue  or  firs- 
diamber  in  front  of  the  stove.  Without  going  into  the  evi- 
dence, we  may  say  in  general  terms,  that  the  extended  oven 
and  the  reverberating  flues  were  before  combined.  That  com- 
bination is  found  in  the  Hathaway  stove,  cast  in  Painesville, 
Ohio,  as  early  as  the  fiJl  of  1837,  and  again  cast  at  Lockpoit, 
N.  Y.,  in  the  spring  of  1838 ;  and,  in  the  summer  of  1838,  a 
stove  containing  that  combination  was  put  up  at  Palmyra, 
N.  Y.,  at  a  public  house.  We  may  say,  therefore,  that  a  com- 
bination of  the  extended  oven  with  the  reverberating  fluesi 
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\  diaoovered  before  the  inyention  of  Buck.  We  call  your 
attention  to  this  &ct  for  the  purpose  of  stripping  the  case  of 
irreleyant  matter. 

The  real  point  of  novelty  in  the  case,  on  the  constmction 
we  have  giv^i  to  the  patent  and  on  the  evidence  is,  if  any,  in 
bringing  together,  in  connection  with  this  previous  combina- 
tion of  the  extended  oven  and  reverberating  flues,  the  element 
ofaflneor  fire-chamber  in  front.  The  combination  of  the 
extended  oven  and  reverberating  flues,  meaning  the  side  flues 
and  the  centre  flue,  was  old ;  but  it  is  claimed  on  the  part  of 
the  patentee,  that  he  has  brought  into  connection  with  this  old 
combiuation,  another  element,  the  flue  in  front,  making,  as  he 
claims,  a  new  oombioation,  of  which  he  is  the  first  discoverer 
and  for  which  his  patent  has  been  issued.  If  that  element  was 
never  before  used  in  combination  with  the  extended  oven,  and 
the  patentee  was  the  original  inventor  of  it,  then  in  our  view 
it  is  a  new  combination,  and,  if  uselul,  patentable.  It  is  in* 
aisted  on  the  part  of  the  defendant,  that  the  patentee,  in  respect 
to  this  combination,  has  claimed  more  than  he  invented ;  that 
he  has  claimed  things  which  he  did  not  invent,  with  those 
which  he  did ;  that  the  old  cannot  be  separated  from  the  new, 
where  both  are  described  in  the  patent ;  and  that,  therefore, 
the  patent  is  void.  The  position  taken  by  the  defendant's 
counsel  is  this,  that  the  combination  of  the  side  and  centre 
flues  with  the  extension  of  the  oven  was  old,  being  found  in 
the  Hathaway  stoves  at  Painesville,  Lockport,  and  Palmyra, 
and  that  the  patentee  should  not  have  claimed  it  in  his  patent; 
that  he  should  have  confined  his  claim  to  the  combination  of 
tibe  fireKJiamber  with  the  extei^ded  oven ;  that  then  he  would 
have  set  up  a  claim  to  the  veiy  thing  which  he  insists  he  has 
discovered ;  that,  as  he  has  incorporated  in  his  claim  the  com- 
bination of  the  extended  oven  with  the  reverberating  flues,  he 
has  claimed  too  much ;  and  that,  therefore,  the  patent  is  void. 
We  are  inclined  to  think  that  this  view  is  not  well  founded, 
and  that,  if  the  combination  of  the  fire-chamber  in  fit>nt  with 
the  extended  oven  and  flues  is  new,  it  is  the  subject  of  a  pa- 
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tout  In  a  patent  for  a  eombinatioii,  where  the  norelty  of  tte 
inyoition  cooflistB  in  Hie  combmadon,  it  ia  altogedier  inmia- 
terial  whether  the  elements  fomung  the  combination  un  new 
«r  old.  All  may  be  old ;  bat,  if  they  are  bron^  together  in 
a  combination  which  was  never  before  known  and  practicall/ 
ptoduoea  a  new  and  nsefiil  result,  it  ia  a  patentable  snbjeot 
If  then,  looking  at  all  the  elements  of  which  the  combination 
oonsistB,  the  bringing  together  of  the  extended  oven^  the  sida 
and  centre  fines,  and  the  open  chamber,  for  the  pnrpoaa  of 
improving  the  stove  as  it  existed  at  the  time,  was  new  and 
produces  a  osefol  restdt,  it  is,  as  a  whole,  a  new  oomldnatioD, 
and  the  proper  subject  of  a  patent 

Assmning,  for  the  pnrposes  of  this  trial,  that  this  view  of 
the  clahn  is  the  sonnd  one,  the  next  qnestion,  and  one  of  &et 
bel<Miging  to  the  jwrj  to  determine,  is,  whether  or  not  Bade 
was  the  first  and  original  inventor  of  this  improvnnent.  It 
he  was,  then,  in  the  view  we  have  taken,  the  patent  is  vtUd^ 
and  secures  to  him  the  exclusive  right  to  the  beaefitofhia  im- 
provement. K  he  was  not,  then  the  patent  ia  void  and  nd 
right  can  be  set  np  nnder  it. 

It  is  insisted  on  the  part  of  the  defendant,  that  this  oomU^ 
nation  was  before  known  and  in  public  nee,  and  that  Buck  is 
not  entitled  to  the  merit  of  having  first  discovered  it  On  ths 
part  of  the  plaintift  it  is  claimed  that  he  was  the  first  disoov- 
erer,  and  that  he  is  entitled  to  the  enjoyment  of  the  finits  of 
it.  This  question  will  depend,  mainly,  if  not  alti^ethar,  on  a 
consideration  of  the  stoves  which  have  been  pvodnced  in  the 
course  of  the  trial,  and  of  which  descriptions  have  beengivM 
by  tiie  witnesses  on  the  part  of  the  defendant,  and  oi  the  tsi^ 
timony  of  the  experts  who  have  been  examined.  It  ia  cUm^ 
ed  by  the  defendant  that  the  Hathaway  stove  with  tiie  dooble 
oven  contained  an  open  fine  in  fifont  of  the  oven.  In  that 
stove,  however,  there  were  no  reverberating  flues.  It  is  daio^ 
ed,  also,  that  the  Bumell  stove  contained  the  eombiaation ; 
likewise  tlie  Stewart  stove;  and  the  Hosie  stove. 

It  is  also  insisted  by  the  defendant  ttml,  assaming  Hw  eoia' 
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biaatioii  cbiined  by  the  patentee  not  to  have  existed  in  nxxf 
store  in  public  use,  still  Back  was  not  the  inventor  of  the  comr 
bination,  bnt  that  itbdoi^ed  to  Crowell.  On  the  part  of  the 
plaintiA  it  is  insisted,  that  the  Hathaway  stove  with  the  double 
oven,  the  Bomdl  stove,  the  Stewart  stove,  and  the  Hoxie 
itove,  are  alt<^ether  diflGsrent  in  construction,  combination, 
operation,  and  effect,  fixmi  the  stove  or  the  improvement  ia- 
vented  by  the  patentee.  A  specunen  of  each  of  these  stoves, 
eitiier  a  atove  in  use  or  a  model  not  in  dispute,  has  been  ex- 
hibited in  Oourt  Ton  have  had  an  opportunity  to  examine 
them  fi>r  yourselves.  Yon  have  heard  the  testimony  of  the 
witneeses,  and  of  the  skilful  experts,  and,  on  i^  evidence  and 
your  own  examinati<m,  it  is  for  you  to  detennine,  whether  or 
not  this  c(nnbination  of  Buck's,  as  we  have  expounded  it  to 
yon,  was  new  or  not  It  is  a  question  of  fact  which  it  is  your 
piovinee  to  examine  and  settle.  There  are  some  general  pria* 
eiides,  howerer,  which  may  assist  in  guiding  your  ddibera* 
tions  on  the  evidence,  to  which  we  will  briefly  call  your  at- 
tention. 

A  f<Rinal  diffextence  between  the  combination  of  Buck  and 
fSkj  pfevious  combination  is  not  patoitable,  and  involves  no 
sUll,  ingenuity,  <»  mind.  It  is  simply  a  difference  in  m^ 
chanical  oonstruction*  In  order  to  be  patentable,  the  change 
nnist  be  substantial,  as  contradietinguiflhed  from  formal.  The 
new  article  must  be  different  from  the  article  on  which  it  is 
ritoimnd  to  be  aa  improvement,  not  only  it  its  mechanical  con- 
trivaaee  and  conslTiietion,  bnt  in  its  practical  operation  and 
flfieek  in  producing  the  useful  result  Then  it  is  not  formal. 
Then  it  requires  mind,  ingenuity,  lab<»r,  time,  and  expense. 
Keeping  in  view  this  distinction  between  a  £[)imal  change  and 
a  aahatantial  diange,  yon  will  take  up  the  evidence  on  both 
aidea,  tlie  stoves  claimed  to  eonlnia  the  improvement,  the  wife- 
Mosses,  the  experts,  tiiA  explanations  and  arguments  of  counsel, 
and  a  win  be  ftr  yon  to  determine  whetiier  the  combination 
sflitlmed  to  have  been  invented  by  the  patentee  was  new,  or 
wheOer  it  eodsted  befim.    If  it  was  new  and  is  usefiil,  tiien 
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it  is  a  patentable  subject,  and  the  patent  is  yalid.  If  it  was 
not  new,  bnt  old,  then  the  patent  is  void. 

If  yon  shall  come  to  the  ccmchision  tiiat  the  patent  is  Talid. 
as  embracing  a  new  combination,  then  the  next  qnestion  will 
be,  whether  or  not  tiie  defendant  has  appropriated  the  combi- 
nation of  the  patentee  to  his  own  nse  in  the  mannfiustm^  of 
his  stores.  Two  of  the  defendant's  stoves  hare  been  produced 
in  Court,  One  is  produced  by  himsdf,  and  is  conceded  to 
have  been  manufactured  by  him.  You  have  had  an  oppor- 
tunity to  examine  it  in  connection  with  the  Buck  stove.  The 
same  doctrine  tiiat  we  laid  down  on  the  first  question  of  fact, 
in  respect  to  distinguishing  the  combination  of  Buck  from  any 
previous  combination,  is  equally  applicable  to  this  branch  of 
the  case.  A  formal  diange  on  the  part  of  the  defendant  will 
not  distinguish  his  stove  from  the  Buck  stove.  Hat  would  be 
an  evasion.  The  change  must  be  substantial.  It  must  be  a 
difference  in  the  mechanical  structure,  in  the  physical  exists 
ence  of  the  thing,  and  also  in  its  practical  operation  and  ef- 
fect in  producing  the  result;  and  it  will  be  for  you,  on  exam- 
ining the  construction  of  the  two  stoves,  and  the  testimony  of 
the  experts  and  the  other  witnesses,  to  determine  whether  the 
stove  of  the  defendant  embraces  the  combination  of  the  pa- 
tentee or  not.  If  it  does,  then  it  is  made  in  violation  of  the  pa- 
tent. If  it  does  not,  then  it  is  no  violation,  and  the  defendant 
is  entitled  to  your  verdict. 

If  you  should  come  to  the  conclusion  that  the  patent  is  vaUd, 
and  that  the  defendant  is  guilty  of  violating  it,  the  next  ques- 
tion will  be  as  to  the  amount  of  damages.  On  this  branch  of 
the  case  there  is  no  contradiction.  It  is  admitted  by  the  de- 
fendant that  he  has  manufactured  one  hundred  of  his  stoves. 
It  appears  that  the  profits  derived  from  the  manu&ctnre  (ji 
the  Buck  stove  are  two  dollara  or  two  dollars  and  a  half  for 
each  stove.  The  rule  which  is  to  govern  on  tiie  question  of 
damages  is,  to  give  the  actual  damages;  not  vindictive  Cft  ex- 
emplary damages,  but  the  actual  loss  sustained,  which  will  be 
the  ordinary  profits  the  patentee  derives  from  the  sale  of  his 
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sloTes.    It  will  be  for  yon,  on  the  evidence  in  the  case,  to  say 
what  shall  be  the  amount  of  the  lecoyery. 

The  Jury  found  ayerdict  of  $200 for  the  plaintifb. 

WtUiam  H.  Seward^  Stephen  A.  Ooodm/n^  Hooper  C.  Van 
Vor9i  and  Samuel  JSlatckfordj  for  the  plainti£EB. 

Samuel  Stevens  and  Damd  Bud^  Jr.^  for  the  defendant* 


*  This  ease  wae  tried  foar  times.  On  each  of  the  first  two  trials  the  jury 
disagreed.  On  the  third  trial  the  defendant  had  a  yerdiot^  but  a  new  trial 
was  granted.    (&«  cmU^  p,  822.) 


Zebulon  Fabkeb  vs.  Jonathan  Febguson. 

Where  a  water  wheel  was  oonstmeted  for  a  person  who  lired  twelre  miles 
distant  from  the  place  of  construction,  and  was  taken  awaj  bj  him  to 
be  put  into  a  miU,  and  was  neyer  seen  afterwards  bj  the  witness  who  tes- 
tified to  and  assisted  in  its  construction,  the  wheel  having  been  a  perfect 
wheel,  and  constructed  before  the  plaintiff  *b^  and  identical  with  it :  Heldt 
that  the  eyidenoe  was  sufficient,  if  belieyed,  to  establish  the  want  of  noy- 
eltj  in  the  plaintiff's  wheel,  although  there  was  noeyidence  that  the  prior 
wheel  was  eyer  actually  used. 

This  was  an  action  for  the  infringement  of  Letters  Patent 
granted  to  Zebnlon  Parker  and  Austin  Parker,  October  19th, 
1829,  for  ^^an  improyement  in  the  application  of  hydraulic 
power,"  and  extended  by  the  Patent  OfSce  for  seven  yean 
fiom  October  19th,  1848. 
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On  the  trial,  befim  Nelcmw  J.,  tilie  deftncbutt  set  nptb^di- 
fence  of  a  want  of  novelly  in  the  inyention,  and  to  support  it 
introdnced  a  witness,  Hosea  W.  Holmes,  who  swore  that  in 
1819,  in  Stonington,  Oonneeticiit,  he  asmsted  in  oonstracting 
a  water  wheel  embracing  the  principle  of  the  patentees'  inven* 
tion;  that  it  was  constructed  for  a  man  who  lived  twelve  nules 
distant  from  Stonington,  and  was  carried  away  by  bim  to  he 
put  into  a  mill;  and  that  the  witness  never  saw  it  afterwards. 

In  charging  the  juiy,  Nelson,  J.,  remarked,  that  if  the 
wheel  spoken  of  by  the  witness.  Holmes,  was  constmcted  before 
flie  plaintiff's  wheel,  and  was  a  peifect  wheel,  and  was  tak^ 
away  to  be  nsed,  the  evidence,  if  believed,  was  sufficient  to 
establish  the  &ct  of  a  want  of  novelty  in  the  plaintiff's  wheel, 
although  there  was  no  evidence  that  the  prior  wheel  was  ever 
actually  used. 

The  juiy  found  a  verdict  for  the  defendant. 

WtHiam  H.  Sefuxxrd^  Ja9hua  A.  Spencer  and  Satmd 
BJ/OcKfiyrd^  for  the  plaintiff 

Samud  Stevens^  Charles  M.  KdUr  and  Henry  JB.  JSanimj 
for  the  defendant 
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ioHS  Mmaonfj  Jb.,  and  GtBOBOB  Dayibb  vs.  Jbssb  Hawiby. 

Wkare  ft  pfOBunary  note  was  «iidoned  hj  H.,  vithout  re«tiioUoii»  for  Umm* 
oonmodMioB  of  T.,  and  was  applied  hj  T.  to  the  payment  and  satisfiMtio* 
of  a  note  of  like  amoont  held  by  11  against  T^  then  due  and  unpaid :  H^ 
that  11  eould  recover  against  H.  on  the  note,  although  M.  when  he  receiv- 
ed the  note  knew  that  it  was  accommodation  paper. 

S^Meially  eould  11  recover,  where  the  prior  note  held  by  him  was  a  note  eii- 
doned  by  H.,  on  which  H.  stood  at  the  time  charged  as  endorser. 

Whore  a  note  was  endorsed  by  H.,  without  restriction,  for  the  accommodation 
of  T.,  and  was  applied  as  security  for  the  payment  of  a  subsisting  account 
dne  from  T.  to  M. :  ffdd,  that  M.  could  recover  against  H.  on  the  note^ 
whether  H  when  he  took  the  note  knew  or  did  not  know  that  it  was  ao- 
^aanoodatiott  pi^er. 

Jm  aiifih  caae^  the  anionnt  recoverable  on  the  note  is  primti  facie  the  amoont 
shown  to  have  been  due  on  the  account  at  the  time  the  note  was  taken 
by  H,  although  no  settlement  or  liquidatron  of  the  account  is  proved. 

Aad,  where  H's  agent»  prior  to  the  taking  of  the  note,  presented  to  T.  an  ao- 
«oqi»t  evrent  between  T.  and  11,  and  the  ageat  and  T.,  after  eiaminfng 
iht  aeooont^  eonelnded  upon  the  amount  then  due  to  11 :  E^  that  the 
testimony  of  the  agent  to  those  facts»  without  the  production  of  the  ae- 
eoont  current,  was  competent  and  prima  facie  sufficient  evidence,  to  show 
that  the  aaio«nt  so  eonelnded  upon  was  dne  on  the  aeeonnt  at  the  time  IL 
tflaktheiMifl, 

JUsmfnuT,  by  endcKBeea^  against  ondoiBer,  on  two  piomiieQ' 
ly  9^rte^  triad  b^ieOomwro,  J.,  ill  1936.   Tbenot^wmi 
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boHi  of  them  dated  Bocheeter,  June  10th,  1834,  made  by 
Thorn  &  Frink,  payable  at  the  TJnited  States  Branch  Bank, 
New-York,  to  the  order  of  Jeese  Hawley  and  endorsed  by  him, 
one  for  $2000,  payable  four  months  after  date,  and  the  other 
for  $1500,  payable  three  months  after  date.  The  notes  were 
endorsed  by  Hawley  for  the  accommodation  and  benefit  of  the 
makers,  without  restriction,  and  were  passed  by  them  into  the 
hands  of  an  agent  of  the  plaintiflGs.  At  the  time  the  defend- 
ant endorsed  the  $2000  note,  the  plaintifis  held  a  note  of  a 
like  amount  made  by  Thorn  &  Frink  and  endorsed  by  the  de- 
fendant, which  was  due  and  unpaid,  and  on  which  he  had  been 
duly  charged  as  endorser.  The  plaintiff  took  the  last  $2000 
note  in  payment  and  satisfaction  of  the  prior  one.  The  $1500 
note  was  taken  by  the  plaintiffs'  agent  as  security  for  the  pay- 
ment of  a  balance  of  account  due  from  Thorn  &  Frink  to  the 
plaintifib.  The  agent  received  the  notes  on  the  day  of  thdr 
date,  and  knew  at  the  time  that  Hawley's  endorsements  were 
for  the  accommodation  of  Thorn  &  Frink.  It  appeared,  on 
the  trial,  that  there  had  been  business  transactions  between  Ihe 
plaintiffi,  who  resided  at  Montreal,  and  Thorn  &  Frink,  from 
1831  to  1834,  the  latter  shipping  produce  to  the  former  fot 
sale ;  and  the  plaintifib  gave  evidence  to  show  that  a  balance 
greater  that  the  amount  of  the  notes  was  due  them  from  Thom 
&  Frink  at  the  time  their  agent  received  the  notes,  alAouj^ 
it  did  not  appear  that  there  had  been  any  settlement  or  liqui- 
dation of  the  account,  other  than  the  one  hereafter  mentioDed. 
The  plaintiff'  agent  testified  that  he  went  to  Bochester  in 
February,  1834,  to  obtain  property  or  security  from  Thorn  & 
Frink,  and  took  with  him  an  account  current  between  the  lat- 
ter and  the  plaintifi.  The  plaintiffi  then  proposed  to  give  in 
evidence  the  declaration  of  Thom  &  Frink  as  to  the  amount 
then  due  to  the  plaintiffi.  This  was  objected  to  on  the  ground 
that  Thom  &  Frink  were  competent  witnesses  and  should  be 
produced.  But  the  Court  decided  that  if  the  plaintifib'  agent 
went  into  an  accounting  with  Thom  &  Frink^  and  ascertained 
and  settled  any  balance  in  that  way,  it  was  competent  to  prove 
the  Act  by  the  agent    He  thm  testified  that  Thorn  &  Ynsk 
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and  himself  examined  the  accomit  and  came  to  the  conclusion 
that  about  the  sum  of  $8400  was  then  due  to  the  plaintiffs. 
The  defendant  objected  to  the  reception  of  the  testimony,  on 
the  gronnds  that  the  account  cnnent  alluded  to  should  be  produ- 
ced and  that  the  evidence  did  not  tend  to  prove  any  accounting. 
At  the  conclusion  of  the  evidence,  the  defendant's  counsel 
requested  the  C!ourt  to  charge  the  jury,  that  if  they  believed 
from  the  testimony  that  the  defendant  was  an  accommodation 
endorser  for  Thorn  &  Frink  of  the  notes  in  question,  and  that 
the  plaintifEb  took  the  notes  from  the  makers  either  in  payment 
of  or  as  security  for  a  pre-existing  debt,  the  plaintiffs  were  not 
entitled  to  recover.  Tlie  Court  refused  so  to  charge  and  the 
defendant's  counsel  excepted.  The  defendant's  counsel  also 
requested  the  Court  to  chaise  the  jury,  that  if  the  defendant 
was  an  accommodation  endorser  of  the  notes  for  the  benefit  of 
the  makers,  and  the  plaintiffs  received  the  notes  from  the  ma- 
kers as  security  for  any  balance  that  might  be  due  them  from  the 
makeis  upon  a  settlement  of  their  account,  then  the  plaintiffs 
were  not  entitled  to  recover  withput  showing  a  balance  due 
opon  a  legal  liquidation  or  settlement  of  such  account.  But 
the  Court  instructed  the  jury  that  if  they  should  be  of  opinion 
that  there  was  any  balance  due  from  Thorn  &  Frink  to  the 
plaintifb  at  the  time  the  agent  of  the  plaintifib  received  the 
notes,  the  plaintiffs  were  entitled  to  recover  such  balance 
against  the  defendant  upon  the  notes,  although  there  had  been 
no  settlement  or  liquidation  of  the  account  between  the  plain- 
tifb  and  Thorn  &  Frink ;  but  that  it  was  incumbent  on  the 
plaintifls  to  prove  that  such  a  balance  was  in  fact  due,  and 
that  their  right  of  recovery  was  limited  to  the  amount,  not  ex- 
ceeding the  amount  of  the  notes,  of  the  balance  so  proved.  To 
this  charge  the  defendant's  counsel  excepted.  The  jury  foimd 
a  verdict  for  the  plaintiffs,  and  the  defendant  now  moved  for 
a  new  trial,  on  a  bill  of  exceptions. 

Samfud  Stevens^  for  the  defendant. 

WUUam  Ourtia  Ncyes^  for  the  plaintiffii. 
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NsausoH,  J.  Inaamneh  as  the  $2000  note  was  emdotaed  by 
the  defendimt,  without  restrictioii,  for  the  benefit  of  die  m*- 
kera,  and  was  applied  by  them  to  the  payment  and  satisfiie- 
tion  of  a  note  of  similar  amount  held  by  the  plaintifib  against 
the  makers,  then  dne  and  unpaid,  it  was  available  in  the  pbiin- 
ti£b'  hands,  notwithstanding  it  was  accommodation  paper  and 
that  fiict  was  known  to  their  agent  at  the  time  he  thus  receiyed 
and  applied  it  Especially  was  that  note  available  in  the 
plaintiffs'  hands,  as  it  was  applied  to  the  payment  and  eafk* 
Action  of  a  like  note  of  the  makers  endorsed  by  the  defendant, 
and  upon  which  he  stood  at  the  time  ehaiged  as  endoner. 
For  aught  that  appears,  the  prior  note  was  a  valid  secnrily  in 
the  plaintiffi'  hands,  and  the  payment  of  it  obligatory  upon 
the  defendant  Its  application,  therefore,  was  but  the  pay- 
ment of  the  defendant's  own  note. 

The  $1500  note  was  available  in  the  pluntiiflb'  hands,  as  it 
was  endorsed  without  restriction,  and  applied  te  the  payment 
or  security  for  payment  of  a  subsisting  account  due  from  the 
makers  to  the  plaintiflb ;  and  this,  whether  the  plaintifb  or 
their  agent  knew  or  did  not  know  that  it  was  accommodation 
paper. 

The  proof  that  the  makers  were  indebted  to  the  plaintiffc  to 

the  amount  of  the  two  notes,  was  competent  Bsidjmmafaeie 

sufficient 

New  trial  denied. 


Lot  Pugh  ahd  others  vs.  PmLo  Dubf£b  ahd  Cax^vust  Bishop. 

IX  Moeptedl,  without  restrietioii,  for  the  aeoommodation  of  H.,  a  draft  drava 
byH.  infaywof  P.,  having  batn  indoMd  to  4o  lo  throfagh  tiba  frandaltat 
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TCfvcMiitatioiis  of  H.  The  draft  waa  taken  bj  P.  from  H.  in  satiafaetion 
and  diieharge  of  a  debt  due  from  H.  to  P.,  and  without  notice  to  P.  of  the 
fraud :  BeH  that  P.  was  a  banajide  holder  of  the  draft  for  yalue. 

Sren  if  P.  had  taken  the  draft  only  aa  security,  he  would  hare  b«0n  a  bwm 
JUt  holder  within  the  eommereial  role. 

AltlMNigJb  the  draft  was  in  fay<»>  of  P.:  EM,  that  the  rigbU  of  P.  were  the 
aasM  as  if  the  draft  had  been  drawn  in  favor  of  H.  and  endorsed  by  him 
to  P. 

AssrHPBiT  by  the  payees  against  the  acceptors  on  the  fol- 
lowing^ draft: 
«  DoUs.  1500,  March  4, 1846. 

"  At  one  day's  sight  pay  to  the  order  of  Lot  Fngh 
A  Co.  Fifteen  Hundred  Dollars,  yalae  receiyed,  and  ehai^ 
the  same  to  acconnt  of  Your  obt :  serrt : 

«To  Philo  Durfee  &  Oo:  "  J.  B.  Hart. 

*•  Buffalo,  New-York. 

(Written  across  the  fece :) 

^  Accepted  at  ninety  days  from  date, 

"Philo  Durfee  A  Oo.'' 

The  plaintiflh  were  commission  merchants  at  Gineinnati. 
Hart  owed  them  $1500  and  gave  them  this  draft,  which  was 
aent  by  them  to  the  defendants,  and  accepted  on  the  4th  of 
April,  1846,  and  returned.  They  received  the  draft  in  pay- 
ment and  satis&ction  of  Hart's  indebtedness.  The  defendants 
accepted  the  draft  on  the  security  of  a  warehouse  receipt  and 
storage  certificate  for  certain  property,  as  in  store  in  Ohio  on 
account  of  the  defendants  and  to  be  forwarded  to  them.  The 
receipt  and  certificate  accompanied  the  draft,  and  were  deliv- 
ered to  the  defendants  when  they  accepted  it  Soon  after  the 
acceptance,  the  property  was  sold  under  a  prior  chattel  mort- 
gage given  by  Hart.  The  plaintiffs  had  no  notice,  when  they 
received  the  acceptance,  of  the  fraud  committed  by  Hart  on 
tfae  defiMidants.  The  case  was  submitted  to  the  Court  on  the 
fiMts. 


Azar  Taber,  for  the  plaintifb. 
Jfiokolui  JaSa^Jr^  for  the  defiaadante. 
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Nblson,  J.  Tte  evidence  is  full  that  the  draft  in  qnestion 
was  taken  by  the  plamtifis  in  satisfaction  of  a  liability  of  Hart's 
to  them,  and  without  notice  on  their  part  of  the  fraudulent  cir- 
cumstances under  which  the  defendants  were  induced  to  ac- 
cept it ;  and  also,  that  it  was  accepted  for  the  aooommodation 
of  Hart,  and  for  the  purpose  of  being  applied  to  an  indebted- 
ness from  him  to  the  plaintiflEs.  The  plaintiffs,  therefore,  are 
bona  fde  holders  for  value,  and  entitled,  upon  established 
principles,  to  recover  upon  the  draft. 

Even  if  the  draft  had  not  been  taken  in  satisfaction  and  dis- 
charge of  an  existing  demand  against  Hart,  but  only  as  seciir 
rity  for  the  same.  Hart  would  have  had  a  right  thus  to  apply 
it,  inasmuch  as  it  was  accepted  without  restriction;  and  the 
party  receiving  it  would  have  been  deemed  a  honaficU  holder 
within  the  meaning  of  the  commercial  rule. 

Although  the  draft  was,  in  form,  in  j&vor  of  the  plaintift, 
yet,  upon  the  evidence,  the  case  stands  on  the  same  footing, 
in  contemplation  of  law,  as  if  the  draft  had  been  drawn  in  &- 
vor  of  Hart  and  endorsed  by  him  to  the  plwitifb. 

Judgment  for  plaintift. 


Thb  a,  D.  PATcmN. 

Where  a  vessel  was  stranded,  and  salvage  senrioes  were  rendered  by  another 
yessel  in  relieving  her,  in  punmanee  of  a  written  contract  between  the 
owner  of  the  latter  and  the  agent  of  the  master  of  the  former,  which  sUp 
xdated  the  per  diem  compensation  for  the  services :  HeU  that  the  Distriet 
Court  had  jorisdiotion  of  a  libel  in  rmn  for  the  salvage  aerviees^  notwith- 
standing the  written  agreement. 

The  contract  was  not  neceasarilj  binding  upon  the  vessel  in  peril,  or  upon 
her  owner,  and  it  would  be  the  datj  of  the  Court  to  disregard  i^  and  te 
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•ward  oompenflation  aooording  to  the  prineipUs  of  Admiraltj'  in  saWage 
eaaea,  if  any  adyantage  was  taken  by  the  libellant  in  the  agreement. 

Tlie  rate  fixed  by  the  contract  is  looked  at  in  determining  the  amount  proper 
to  be  awarded  for  the  saWage  services,  and  would  be  disregarded  if  dis- 
proportionate or  nnroasonable,  or  if  extorted  through  the  pressure  of  im- 
pending calamity. 

The  Admiralty  jurisdiction,  in  salyage  cases,  is  as  essential  to  the  protection 
of  the  vessel  subject  to  salvage,  as  it  is  to  the  indemnity  of  the  salvor,  and 
ean  scarcely  be  ousted  by  any  agreement  for  rendering  the  services. 

Amoimt  of  salvage  awarded 

Although  all  the  suitors  for  salvage  ought  to  join  in  the  suit  against  the 
property  saved,  yet  the  non-joinder  of  the  crew  of  the  salvor  vessel,  in  a 
suit  by  the  master  and  owner,  is  no  objection  to  the  maintenance  of  the 
suitk  in  a  ease  where  the  crew  were  exposed  to  no  extraordinary  hardships 
or  personal  danger.    {Per  GoNKLUca^  DiMtrict  Judge,) 

In  Admiraltf.  A  libel  m  rem  was  filed,  in  the  District 
Ck>iiit,  by  Charles  L.  Gager,  owner  and  master  of  the  Steam- 
boat Albanj,  against  the  Steamboat  A.  D.  Patchin,  to  recover 
for  salyage  services  rendered  to  that  vessel  by  the  Albany, 
under  the  following  circmustances.  The  Patchin  was  aground 
apon  a  ledge  of  rocks  at  Racine  Point,  Wisconsin,  and  a  con- 
tract in  writing  was  entered  into  between  the  libellant  in  per- 
son and  one  Higby,  who  professed  to  act  as  agent  for  Harry 
Whittaker,  the  master  and  sole  owner  of  the  Patchin.  The 
contract  was  as  follows :  ^^  This  article  of  agreement  made 
this  13th  day  of  Jnne,  1848,  between  the  steamer  Albany,  and 
the  steamer  Patchin,  Oapt  H.  Whittaker,  in  which  Capt.  Gager 
of  the  steamer  Albany  agrees  to  do  all  he  can  do  to  assist  said 
Patchin,  now  on  the  rocks  at  Bacine  Point,  Wisconsin,  and  to 
stay  with  her  nntil  discharged  by  said  Capt.  Whittaker,  and 
said  Albany  is  to  be  paid  four  hundred  and  fifty  dollars  per 
day,  and  time  to  commence  four  o'clock  to-day.  Said  Albar 
ny  to  have  Ae  privilege  to  make  harbor  in  case  of  storm. 
Milwaukee,  June  13, 1848.  H.  Whittaker,  per  L.  J.  Higby, 
Agent"  The  agreement  was  made  at  Milwaukee,  a  few  miles 
from  where  the  Patchin  lay,  and  was  assented  to  by  the 
claimant,  on  its  being  soon  afterwards  made  known  to  him. 
He  resided  in  BuiOGEdo,  N.  Y.  It  did  not  appear  that  the  li- 
beUant  had  any  knowledge,  at  the  time  the  ooatract  was  made, 
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that  Wbittaker  had  anjr  interest  in  the  Patehin  ae  owner.  The 
Patchin  wfus  in  no  danger  of  immediate  deetmction  when  the 
contract  was  made ;  the  weather  was  fair  and  calm ;  a  laige 
number  of  persons  were  already  engaged  in  endesToring  to 
get  her  off  the  rocks ;  steamers  were  frequently  passing  near 
to  the  spot  where  she  lay;  the  terms  of  the  agreement  were 
deliberately  settled;  and,  in  order  to  determine  the  jnst  meas- 
ure of  compensation,  the  books  of  the  Albany  were  resorted  to 
lor  the  purpose  of  ascertaining  her  ordinary  earnings,  and  the 
amount  to  be  paid  was  fixed  accordingly.  The  yessels  wears 
both  of  them  of  large  ralue.  The  Albany  transferred  her  pas- 
sengers, of  which  she  had  a  large  number  on  board  when  the 
contract  was  made,  to  another  steamer,  and  refunded  to  them 
their  passage  money.  She  was  then  constantly  employed 
during  four  successive  days  and  nights  in  rendering  assistance 
to  the  Patchin,  not  altogether  without  danger  to  herself  fixim 
hidden  rocks,  and,  during  a  portion  of  the  time,  in  strenuous 
efforts,  subjecting  her  to  heavy  strains,  to  jerk  or  drag  the 
Patchin  from  the  rocks.  The  crew  of  the  Albany  were  engaged 
in  assisting  the  Patchin,  but  did  not  join  as  Ubellants  in  Ae 
suit.  The  decree  of  the  District  Court  was  in  favor  of  the  li* 
bellants.  The  opinion  of  OoNKLrNO,  District  Judge,  was  as 
ibilows: 

^  One  of  the  objections  urged  against  the  Ubellants'  right  to 
maintain  this  action  is,  that  the  services  for  which  he  daims 
compensation,  having  been  performed  in  pursuance  of  an  ex* 
press  agreement  between  the  parties,  and  for  a  stiptdated  com- 
pcaasation,  this  is  not  a  ease  of  salvage,  but  a  case  of  contraet 
^  which  the  Court  has  no  jurisdiction.  In  support  of  ftis 
objection,  the  counsel  for  the  claimant  relies  upon  a  similar 
case  of  TAs  Mtdgramy  (2  Sagg.  7T,)  in  which  lord  Stowdl 
pronounced  against  the  action  on  tiiis  ground,  observing  that 
it  was  not  a  case  of  salvage  but  one  of  contract,  and  that  be 
eoald  not  entertain  the  question*  Lord  Stowell  did  not,  of 
oeurse,  intend  to  say  that  he  could  entertain  no  aetion  arisii^ 
4it  ^fontractu,  but  only,  that  the  case  before  him  not  bdng  a 
of  aalvageyhe  oouU  not  entertain  it  aai^cfliecf  Hdil^faiik 


OCTOBER  TERM,  1949.  417 

Tb«  ▲.  D.  Pst<slii]L 

acter,  aad  not  being  a  case  Mdng  within  either  of  the  descrip- 
tioDS  of  contracts  embraced  within  the  jurisdiction  of  the 
CSonrt,  he  could  not  entertain  it  as  snch.  It  is  well  known 
that  the  only  contracts  upon  which,  at  the  date  of  this  decis- 
ion, original  suits  were  in  fact  entertained  in  the  English  High 
Court  of  Admiraltj  were  those  for  seamens'  wages  and  bot- 
tonuy  bonds,  althot^h  it  has  always  been  conceded  that  the 
jurisdiction  of  the  Court  extended  to  all  such  contracts  as  were 
made  on  the  high  seas  and  were  to  be  there  executed.  But, 
by  a  long  series  of  American  decisions,  terminating  with  that 
of  The  Jfew-Jersey  Steam  Navigation  Company  y.  The  Mer- 
chaaM  JSank^  (6  Sow.  344,)  the  principle  is  now  firmly  estab- 
lished, that  the  jmrisdiction  of  the  American  Courts  of  Admi- 
ralty does  not  depend  on  the  decisions  of  the  English  common 
law  courts  relative  to  the  jurisdiction  of  the  High  Court  of 
Admiralty  in  England,  but  that  all  contracts  in  their  nature 
strictly  maritime,  are  cognizable  in  the  Admiralty.  Such,  cer- 
tainly, is  the  character  of  this  contract;  and  if  the  sidt  had 
been  in  personam,  the  jurisdiction  of  the  Court  would  have 
been  unquestionable. 

^^But,  whether  the  contract  created  a  lien  on  the  Patchin, 
and  may,  therefore,  also  be  enforced  in  a  suit  in  rem,  is  anoth- 
er question  not  devoid  of  difficulty.  That  a  suit  in  the  Admi- 
rally  for  salvage  may  be  maintained  in  either  form,  has  never 
been  doubted,  and  this  right  is,  moreover,  expressly  recogni- 
sed and  declared  by  one  of  the  late  rules  prescribed  by  the 
Supreme  Court.  {Btde  XIX,  Gonk.  Adm,  790.)  If,  there- 
fore, the  salvor's  title  to  remuneration  in  ordinary  cases  may 
be  considered  as  foimded  in  implied  contract,  it  might  with 
great  apparent  force  and  propriety  be  insisted,  that  the  remed- 
ial right  of  t^e  salvor  could  not  in  any  degree  be  impaired  by 
an  eiq>re68  contract  entered  into  befordiand  for  the  mere  pur- 
pose of  fixing  the  amount  of  compensation,  without  any  ex- 
presB  or  clearly  implied  intention  of  waiving  the  right  to  pros- 
ecute in  either  of  the  accustomed  forms.  But,  suits  for  sal- 
vage have  generally  been  considered — ^though  I  confess  it  has 
always  appeared  to  me  with  somewhat  questionable  propriety 
28 
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— as  casee  lathor  of  tort  than  of  contract  It  would  not  ne- 
oeasarily  follow,  therefore,  because  4ihe  maritune  law  giTee  a 
lien  in  &Yor  of  the  salTor  in  a  case  strictly  of  salvage,  that  it 
also  confers  one  for  services  of  the  like  nature  rendered  in 
pursuance  of  a  contract.  But  it  is  a  general  principle  <^  the 
maritime  law,  that  firom  contracts  made  by  the  master  which 
bind  the  owner,  as  all  authorized  contracts  entered  into  bj 
him  on  account  of  his  ship  do,  unless  otherwise  expreoBtj 
provided,  there  results  an  implied  hypothecation  of  the  ship. 
The  master,  undoubtedly,  has  authority  to  hire  the  servioeB  of 
others,  when  necessary  for  the  preservation  of  his  vessel^  and 
I  imagine  that  such  a  contract,  subject  to  the  revisoiy  power 
of  the  Oourt,  would  constitute  a  lien  on  the  vesseL 

^'  It  happens,  however,  in  the  present  instance,  that  the  mas- 
ter was  also  the  sole  owner  of  the  vessel  to  which  afiaistance 
was  rendered;  and  it  is  insisted  that  on  this  account  he  incur- 
red no  other  than  a  personal  responsibility.  Admitting  the 
general  principle  thus  asserted,  it  becomes  necessary,  neve^ 
tiieless,  to  inquire  whether  tlie  present  is  a  case  to  which  it  is 
properly  applicable.  The  contract  was  originally  esiterei  into 
between  the  libellant  in  person  and  Lewis  J.  Higby,  profes- 
siEig  to  act  as  agent  for  the  claimant  It  was  made  at  the 
place  where  it  bears  date,  a  few  miles  from  the  place  where 
the'Patchin  lay,  and,  on  being  soon  afterwards  made  known 
to  the  claimaint,  was  assented  to  by  him.  His  residence  was 
in  Buffido,  in  the  State  of  New-York.  The  claimant,  it  will 
be  observed,  is  described  simply  as  the  captain  of  the  Patdiin, 
and  there  is  no  allegation  in  the  pleadings,  nor  any  evidence, 
that  the  libellant  had  any  knowledge  of  his  proprietary  inter- 
est in  the  vessel.  In  the  case  of  The  St.  Jago  de  Ouba^  (9 
Wheat.  409,)  it  was  held  that  although,  for  materials  or  sup- 
plies furnished  in  a  home  port,  no  implied  lien  in  genml 
attaches  to  the  ship,  the  reasonable  presumption  being  that 
they  were  fumished  on  the  credit  of  the  owner,  yet  if  a 
vessel  comes  into  her  home  port  in  a  foreign  guise,  and  obtams 
supplies,  this  principle  is  applicable  to  the  case,  and  a  lien  in 
fitvor  of  material  men  arises,    ^^llie  question,"  say tiie Oonrt, 
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^^then  ariBeB,  on  what  does  the  privilage  of  material  men  de- 
pend? On  the  state  of  facts,  or  on  their  belief  of  &ct8  2" 
The  answ^  given  by  the  Court  is,  that  it  depends  on  the  lat- 
ter. Denon  okpparmtnbiM  etnon  exUten^ibus  eadem  est  nxtio. 
Applying  the  principle  decided  in  The  St.  Jago  de  Ouba  to  the 
present  case,  it  would  follow  that  the  contract  ought  to  be 
treated  as  haying  been  made  with  the  master  as  such,  unless 
the  libelant  was  bound  to  show  affirmatiyely  his  ignorance  of 
the  fietct  that  the  claimant  was  also  the  owner  of  the  Fatchin. 
But,  considering  that  the  contract  was  made  at  a  place  remote 
from  the  owner's  residence,  and  that  the  claimant  is  described 
in  it  only  as  master,  and  considering  also  that  his  ownership 
is  now  set  up  by  him  for  the  purpose  of  exempting  his  vessel 
by  way  of  exception  from  the  general  rule,  I  am  of  opinion 
that  the  emus  jprobandi  lies  upon  him  to  show  the  libellant's 
knowledge  of  such  ownership. 

«In  discussing  this  point,  I  have  thus  far  conceded  that  if 
the  libellant  had  known  that  the  claimant  was  the  owner,  and 
had  contracted  with  him  as  such,  no  lien  would  have  resulted 
from  the  contract  But,  I  infer  that  the  late  Mr.  Justice  Stoiy 
entertained  a  different  view  of  the  law,  and  that  he  supposed 
it  to  be  in  this  respect  immaterial  whether  the  contract  was 
made  with  the  master  or  owner.  In  The  Schooner  ErmjUUms^ 
(1  Sumn.  807,)  which  was  a  suit  in  rem^  the  vessel  was  owned 
in  Boston,  and,  having  struck  on  a  rock  within  the  waters  of 
that  State,  one  of  the  sets  of  salvors  contracted  to  tow  her  into 
part  for  a  specific  sxmi  agreed  upon.  The  contract,  it  is  true, 
was  made  with  the  master  of  the  schooner,  though,  as  abready 
observed,  in  the  State  to  which  she  belonged.  But  the  learn- 
ed Judge,  in  a  formal  exposition  of  what  he  understood  to  be 
the  law  applicable  to  cases  of  tliat  nature,  seems  not  to  have 
reoogniaed  any  distinction  between  contracts  of  this  descrip- 
tion entered  into  by  the  master,  and  those  made  by  the  owner 
in  person.  His  laugoage  is  as  follows :  ''The  Oourt  has  been 
asked,  upon  this  occasion,  to  lay  down  some  dear  and  definite 
mla,  as  to  what  shall  be  deemed  salvage  service,  and  what 
shall  be  deemed  a  mere  common  contraet  for  labor  and  servl- 
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oee.  I  take  it  to  be  yery  dear,  that  wherever  the  servioe  has 
been  rendered  in  saving  property  on  the  sea,  or  wrecked  on 
the  coast  of  the  sea,  the  service  is,  in  the  sense  of  the  mari- 
time law,  a  salvage  service.  If  it  has  been  rendered  under 
circmnstances  which  establish  that  the  parties  have  voluntarily, 
and  without  any  controlling  necessity  on  the  side  of  the  pro- 
prietc»!B  of  the  property  saved,  or  their  agents,  entered  into  a 
contract  for  a  fixed  compensation,  or  upon  the  ordinary  terms 
of  a  compensation  for  labor  and  services  quanhmh  memerunt; 
in  either  case,  it  does  not  alter  the  nature  of  the  service,  as  a 
salvage  service,  but  only  fixes  the  rule  by  which  the  Court  is 
to  be  governed  in  awarding  the  compensation.  It  is  still  a 
salvage  contract,  and  a  salvage  compensati<Hi.  It  is  true,  that 
contracts  made  for  salvage  services  are  not  ordinarily  held 
obligatory  by  the  Court  ol  Admiralty  upon  the  persons  whose 
property  is  saved,  unless  the  Court  can  clearly  see  that  no  ad- 
vantage is  taken  of  the  parties'  situation,  and  that  the  rate 
of  compensation  is  just  and  reasonable.  The  doctrine  is  found- 
ed upon  principles  of  public  policy,  as  well  as  upon  just  views 
of  moral  obligation.  No  system  of  jurisprudence,  purporting 
to  be  founded  upon  moral,  or  religious,  or  even  rational  prin- 
ciples, could  tolerate  for  a  moment  the  doctrine,  that  a  salvor 
might  avail  himself  of  the  calamities  of  others  to  force  upon 
them  a  contract,  unjust,  oppressive,  and  exorbitant;  that  he 
might  turn  the  price  of  safety  into  the  price  of  ruin;  ibaJt  he 
might  turn  an  act,  demanded  by  Christian  and  public  duty, 
into  a  traffic  of  profit,  which  would  outrage  human  feelings, 
and  disgrace  human  justice."  In  The  Cenhmarh^  (TTore, 
477,  482,)  the  learned  Judge  of  the  District  of  Maine  cites 
the  case  of  The  ErmiUms^  as  in  his  judgment  containing  a  just 
exposition  of  the  law  of  salvage.  It  is  quite  '4mmaterial,^'  he 
observes,  ^^  whether  the  salvors  accidentally  fall  in  with  the 
wreck  and  volunteer  their  services,  or  are  called  upon  by  the 
owners  or  persons  interested  in  the  wreck  to  aid  in  saving 
it.  It  is  the  place  where  the  property  is  situated,  and  the  cir- 
cumstances of  exposure  and  peril  in  which  it  is  found,  that 
determine  the  question  whether  it  is  a  case  of  salvage  or  not" 
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But,  in  a  later  case,  that  of  BecMrse  y.  840  Pigs  of  Coppery  (1 
Sbny^  314,)  which  arose  in  the  District  of  Massachusetts,  and 
was  finallj  decided  on  appeal  in  the  Circuit  Court,  the  objec- 
tion was  distinctij  taken,  that  the  services  having  been  per- 
formed in  pursuance  of  an  express  contract,  no  action  m  rem 
could  be  maintained  therefor.  The  contract  was  made  in  tha^ 
case  not  by  the  master,  but  bj  the  proprietors  in  person  of  the 
property  saved;  but  this  circumstance  does  not  seem  to  have 
been  considered  of  any  importance  even  by  the  counsel  for  the 
claimants.  The  objection  was  that  the  service,  though  of  a 
nature  which  would  otherwise  have  been  a  salvage  service, 
having  been  performed  by  contract,  no  right  accrued  from  it 
to  the  UbellantB  to  proceed  against  the  property.  The  Dis- 
trict Judge  ^'  held,  that  as  the  respondents  had  denied  in  their 
answer,  that  any  contract  subsisted  between  them  and  the  li- 
bellants,  at  the  time  the  property  was  recovered,  which  also 
appeared  upon  the  evidence,  the  libel  was  rightly  brought 
against  the  properly,  whether  the  principle  contended  for  by 
the  respondents  was  correct  or  not."  The  conclusion  of  Mr. 
Justice  Story  on  the  appeal  also  was,  that  the  particular  ser- 
vices in  question  were  not  embraced  within  the  contract  set 
up  by  the  claimants,  under  which  other  salvage  services  had 
been  previously  performed  by  the  libellants.  But,  he  adverts 
to  the  question  only  as  one  bearing  upon  the  amount  of  remu- 
neration to  be  awarded,  and  seems  not  to  have  considered  it 
as  at  all  affecting  the  right  of  the  libellant  to  maintain  his  ac- 
tion in  rem.  He  refers  also,  with  apparent  approbation,  to  his 
observations  above  cited  in  the  case  of  The  Emvloua.  The 
just  inference,  therefore,  appears  to  be  that  he  considered  all 
services,  which,  if  rendered  voluntarily  would  be  salvage  ser- 
vices, as  not  the  less  so  because  rendered  in  pursuance  of  an 
agreement  for  that  purpose;  and  as  entitling  the  salvor  to  the 
like  remedies,  whether  rendered  in  the  one  form  or  the  other. 
If  the  salvor,  especiaUy  after  the  performance  of  the  service, 
should  take  a  bond  or  receive  a  bill  of  exchange  or  a  nego- 
tiable promissory  note  in  payment,  it  may  be  conceded  that 
his  remedy  would  be  limited  to  a  personal  action  on  the  secu- 
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rity  80  taken.  But  there  does  not  appear  to  be  any  solid  reason 
for  denying  to  the  Balvor  a  lien  on  the  property  eaved,  merely 
because  the  salvage  service  was  performed  at  die  request  d- 
ther  of  the  master  or  the  owner,  and  under  a  promise  of  re- 
muneration, especially  as  a  Court  of  Admiralty  possesses  an 
\mquestionable  power  to  shield  the  owners  of  property  saved, 
against  extortionate  exactions,  by  reducing  an  exorbitant  re- 
ward promised  under  the  pressure  of  alarm  or  distress.  My 
opinion,  therefore,  is  that  this  objecdon  is  invalid. 

^^  It  was  insisted,  also,  by  the  counsel  for  the  claimant,  thai 
the  persons  composing  the  crew  of  the  Albany  ought  to  have 
been  parties  to  the  suit.  When,  as  is  commonly  the  case,  sal- 
vage is  claimed  by  the  crew,  as  well  as  by  the  master  and  own- 
ers of  the  salvor  vessel,  and  a  suit  is  to  be  instituted  in  the  Ad- 
miralty therefor,  it  is  certainly  proper  that  all  should  join  in 
such  suit ;  and  in  a  case  where  the  salvage  service  was  hi^y 
meritorious,  as  where  it  required  exhausting  labor,  or  was  at- 
tended by  great  danger,  if  the  master  should  designedly  insti- 
tute a  suit  in  behalf  of  himself,  or  of  himself  and  his  owner 
alone,  in  the  hope  that,  through  the  ignorance  of  the  crew,  he 
might  secure  a  large  reward  to  himself  at  their  expense,  he 
would  expose  himself  to  just  censure ;  and  there  may  be  cases 
in  which  it  would  be  the  duty  of  the  Court  to  enquire  into  the 
reason  of  the  non-joinder  of  the  seamen,  and  to  see  that  their 
rifjhts  were  maintained,  unless  they  chose  voluntarily  to  re- 
linquish them.  But,  in  the  present  case,  the  crew  of  the  sal- 
vor vessel  were  exposed  to  no  extraordinary  hardships  or  per 
sonal  danger.  Their  services  were  rendered  chiefly  on  board 
of  their  own  steamer,  and  were  substantially  such  as  they  had 
contracted  to  perform ;  and  they  probably,  and  perhaps  very 
properly,  deemed  their  stipulated  wages  a  sufficient  compen- 
sation therefor.  If  they  had  thought  otherwise,  it  may  be  sup- 
posed that  they  would  have  applied  to  the  Court  for  redress, 
and  it  is  a  mistake  to  suppose  that  the  right  of  the  libellant, 
as  owner  and  master  of  the  Albany,  to  prosecute  his  suit,  is 
prejudiced  by  their  non-joinder  in  the  action. 

^^  With  respect  to  the  amount  of  remuneration  to  be  awazd- 
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ed^  there  are  no  circumstances  attending  the  case,  which  de- 
mand the  jealous  scmtiny  of  the  Court  into  the  reasonableness 
of  the  stipulated  reward  There  was  scarcely  room  for  the  in- 
dulgence of  a  spirit  of  rapacity  by  the  libellant,  and  there  is 
no  evidence  to  show  that  he  was  actuated  by  any  sndi  spirit. 
I  cannot  say  that  the  stipulated  sum  of  $450  a  day  is  an  exor- 
bitant or  even  an  unreasonable  compensation  for  the  sacrifices 
and  services  of  the  Albany,  and  I  am  satisfied  that  the  duty  of 
the  Court  will  be  best  performed  by  simply  enforcing  the  vol- 
untaiy  agreement  of  the  parties.  I  accordingly  award  to  the 
libellant  the  sum  of  $1800." 

The  claimant  appealed  to  this  Court. 

EU  Cooh^  for  the  libellant.  L  The  Patchin  was  stranded 
on  the  rocks,  and  was  in  real  and  imminent  danger,  and  the 
libellant's  service  was  a  salvage  service.  {Tc^t  v.  Seemom^ 
1  OrofMh^  1 ;  ChnJcAdm.  279,  281.)  11.  Salvage  is  allowed 
to  the  owner  of  a  salving  vessel,  though  the  owner  of  the  ves- 
sel saved  be  not  present  and  in  command  of  her.  The  allow- 
ance is  made  for  the  risk  of  property,  &c.  {The  Hemy  Euh 
hanky  1  Sumn,  400,  424 ;  Mason  v.  TheBlmrewu^  2  Oranchy 
240.)  m.  It  is  equally  a  salvage  service,  whether  performed 
in  pursuance  of  an  express  contract,  or  not.  {The  Emvlcua^  1 
Sufnm.  207;  The  CefUmion,  Wareyini,  482 ;  Bearse  v.  340 
PiffS  df  Coppery  1  Stan/y  314.)  IV.  The  contract  was  a  feir 
one ;  no  advantage  was  taken  of  the  necessities  of  the  Patchin ; 
and  the  amount  of  compensation  agreed  upon  was  not  unrea- 
sonable. Y.  The  libellant  performed  the  services  required  by 
his  contract  YI.  The  salvor  has  his  election  to  proceed 
against  the  property  m  remy  or  agaiust  the  owner  or  contract- 
or in  pereanam.  {Bvle  XIX  of  U.  S.  CkmrU  in  Adm. 
Conk.  Adm.  790.)  VII.  The  amount  is  not  unreasonable, 
and  this  Court  will  not  encourage  appeals  by  a  reduction  of 
the  amount  allowed  by  the  District  Court    {The  EnvidcnSy  1 

WHUam  JET.  Setoardy  for  the  claimant    The  service  was 
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not  a  salvage  Bervice.  1.  It  was  not  volnntaiy,  but  was  ren- 
dered in  pursuance  of  a  pre-existing  contract  for  a  fixed  rate 
of  compensation.  {The  Neptune^  1  Hogg.  336,  387;  Eobairt 
r.  Drogcm^  10  Peters^  108, 131 ;  8  Eenffs  Cam.  Uhfid.  845; 
Conk.  Adm,  374.)  3.  It  was  not  efSdent,  nor  was  the  Patcb- 
in  in  impending  danger  of  shipwreck.  (8  KemJPs  Com.  4^  oi. 
345 ;  Manh  on  Ins.  488 ;  Emerigon^  Traite  des  Aw.  vol.  1,;. 
400.)  8.  The  libellant  could  have  recovered  against  WMtta- 
ker  personally  on  the  contract,  even  if  the  Patchin  had  been 
totally  lost.  4.  The  provision  in  the  contract,  that  the  Alba- 
ny might  make  harbor  in  case  of  stonn,  is  inconsistent  with  the 
idea  of  a  salvage  service. 

Nelson,  J.  I  am  of  opinion,  according  to  the  authorities 
referred  to  by  the  counsel  for  the  libellant,  and  by  the  Court  be- 
low, that  the  District  Court  had  jurisdiction  of  the  case,  not- 
withstanding the  special  agreement  in  respect  to  the  compen- 
sation to  be  received  for  the  service.  That  contract  was  not 
necessarily  binding  upon  the  vessel  in  peril,  or  upon  her  own- 
er, and  it  would  have  been  the  duty  of  the  Court  to  have  dis- 
regarded it  altogether,  and  to  have  awarded  a  rate  of  oomp^- 
sation  according  to  the  principles  of  Admiralty  in  salvage  ca- 
ses, if  any  advantage  had  been  taken  by  the  libellant  in  fixing 
the  rate  in  the  agreement.  The  rate  thus  fixed  is  looked  at  in 
determining  the  amount  proper  to  be  awarded  for  the  salvage 
service ;  but  would  be  disr^arded,  if  disproportionate  and  nn-  • 
reasonable,  or  if  extorted  through  the  pressure  of  impending 
calamity.  Under  these  circumstances,  any  agreement  that 
might  be  entered  into  could  hardly  be  regarded  as  ousting  the 
Admiralty  jurisdiction.  That  jurisdiction  is  as  essential  ta 
the  proper  protection  and  security  of  the  vessel  subject  to  sal- 
vage, as  it  is  to  the  indemnity  of  the  salvor. 

I  concur  with  the  Court  below,  that  the  amount  agreed  up- 
on affords  but  a  reasonable  compensation  for  the  afisistanoe 
rendered  by  the  vessel  and  crew  of  the  libellant,  and  that  the 
service  was  essentially  and  strictly  a  salvage  service. 

Decree  affiimed. 
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The  Gitt  Bask  of  Coltthbdb 

vs. 
William  Bbach  and  othsbs. 

Where  a  banking  corporation,  whoee  location  and  place  of  business  was  at 
GolnmbuS)  Ohio,  had  power  by  its  charter  to  deal  in  bills  of  exchange, 
without  restriction  as  to  place :  Held,  that  it  could  purchase  such  bills  at 
Cleyeland,  Ohio,  for  the  purpose  of  remitting  to  New-Tork  the  proceeds  of 
paper  belonging  to  the  bank,  collected  at  Cleveland. 

And  it  could  even  deal  generally  in  exchange  at  Gleveland,  through  an  agent 
there,  with  the  funds  thus  collected  and  remitted. 

The  cases  of  The  Bank  ofAu^iata  y,  EarU,  (18  PeterB,  519,)  and  of  The  Tern- 
highee  Rail  Road  Co,  y.  Kneeland,  (4  ffow.  Id,)  quoted  and  approyed. 

Hie  City  Bank  of  Columbus,  under  the  acts  of  Ohio  incorporating  it,  passed 
March  17th,  1888»  and  March  6th,  1845,  and  under  the  general  banking 
law  of  Ohio,  passed  February  24th,  1845,  is  restricted  to  Columbus  as  its 
location  and  place  of  business.    (Per  Covkuicg,  J.) 

AflBXTMFsrr,  tried  before  Mr.  Justice  Kelson  and  Judge 
GoKKLiNa,  in  October,  1847,  at  Albany.  The  action  was 
against  the  acceptors,  on  two  bills  of  exchange,  each  for  $1000, 
drawn  bj  one  Haskell,  at  Cleveland,  Ohio,  on  the  defendants, 
William  Beach  &  Co.,  at  Auburn,  New-York,  and  accepted 
by  them,  payable  at  the  office  of  H.  Dwight,  Jr.,  in  Kew^ 
IFork,  to  the  order  of  and  endorsed  by  Haskell ;  one  dated 
October  27th,  1846,  and  payable  63  days  after  date ;  the  other 
dated  November  12th,  1845,  and  payable  45  days  after  date. 
The  plainti£b  were  a  banking  corporation  incorporated  by  the 
State  of  Ohio,  and  having  their  banking-house  and  place  of 
business  at  Columbus  in  that  State.  They  became  a  corpora- 
tion under  three  several  acts  of  the  Legislature  of  Ohio :  Ist 
^^  An  act  to  incorporate  the  Mechanics'  Saving  Institution  of 
Columbus,  Ohio,"  passed  March  17th,  1838 ;  2d.  ^^  An  act 
to  incorporate  the  State  Bank  of  Ohio,  and  other  Banking 
Companies,"  passed  February  24th,  1845 ;  3d.  "  An  act  to 
amend  the  act  entitled  ^  An  act  to  incorporate  the  Mechanics' 
Saving  Institution  of  Columbus,  Ohio,'  passed  March  17th, 
1838,"  passed  March  6th,  1845.  The  first  act  contained  noth- 
ing ftdng,  in  t^ms,  the  location  of  the  corporation ;  but  the 
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first  section  of  it  incorporated  certain  persons  ^'  bj  the  name 
and  style  of  the  ^  Mechanics'  Saving  Institation  of  Colum- 
bus.' "  The  third  act  converted  the  "  Mechanics'  Saving  In- 
stitation of  Columbus,"  incorporated  by  the  first,  into  a 
banking  company,  under  the  name  of  the  "  City  Bank  of 
Columbus."  The  first  section  of  that  act  enacted :  "That 
the  Mechanics'  Saving  Institution  of  Columbus  shaU  be  held 
and  adjudged  a  banking  company  within  the  meaning  of  the 
act  entitled  ^  an  act  to  incorporate  the  State  Bank  of  Ohio  and 
other  Banking  Companies,'  passed  February  24,  A.  D.,  1845, 
and  88  such  shall  be  entitled  to  receive  from  the  Treasurer  of 
State  circulating  notes,  and  issue  the  same,  and  to  transact 
banking  business  during  the  term,  under  the  conditions,  and 
subject  to  the  limitations,  restrictionB  and  liabilities  prescribed 
by  said  act  relating  to  independent  banking  companies ;"  and, 
by  the  third  section,  the  governor,  upon  being  satisfied  that 
the  new  corporation  had  complied  with  certain  conditions, 
was,  by  proclamation,  to  declare  the  company  to  be  "  entitied 
to  receive  and  issue  notes  for  circulation,  and  to  transact  busi- 
ness as  an  independent  banking  company,  subject  in  all  re- 
spects to  the  provisions  of  the  act  incorporating  the  State 
Bank  of  Ohio  and  other  banking  companies."  The  capital 
of  the  new  bank  was  fixed  at  not  less  than  $75,000,  nor  mow 
than  $150,000.  Among  the  powers  granted  expressly  to  inde- 
pendent banking  companies  by  the  act  of  February  24th,  1846, 
was  the  power  to  "  buy,  sell  and  discount  bills  of  exchange." 
(  §  51.)  That  act  provided  prospectively  for  the  voluntary  for- 
mation of  banking  companies ;  divided  the  state,  by  counties, 
into  twelve  districts ;  limited  the  number  of  companies  that 
might  be  formed  in  each  district  and  in  each  county,  and  the 
aggregate  capital  of  those  formed  in  each  district;  prescribed 
the  maximum  capital  for  each  bank ;  and  fixed  the  aggregate 
capital  of  all  the  banks  authorized  by  the  act  to  be  formed,  at 
the  maximum  of  $6,150,000,  but  that  sum  was  not  to  be  "  con- 
strued to  include  the  capital  stock  of  such  companies  as,  by 
name,  shall  be  authorized  to  continue  or  to  resmne  the  busi- 
ness of  banking,  subject  to  the  provisions  of  this  act;"  all  which 
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pioviBions  were  to  apply  to  the  new  banks,  whether  oi^ganized 
as  independent  banking  oompaniee,  or  as  branches  of  the  State 
Bank  of  Ohio.  (§§  1,  2,  3,  amd  4.)  By  §§  68  and  69,  cei^ 
tain  banks  therein  named  were  authorized  to  re-commence 
and  continue  the  business  of  banking  subject  to  the  provisions 
of  the  act.  The  certificate  of  association  of  each  bank  was  to 
specify,  among  other  things,  ^^the  name  of  the  city,  village,  or 
town,  in  which  its  banking  operations  shaU  be  carried  on," 
and  the  companies  were  ^^  authorized  to  commence  and  carry 
on  the  business  of  banking  at  the  places  severally  designated 
in  their  certificates  of  association."    (§§7  and  11.) 

On  the  trial,  the  defendants  proved,  by  one  Morrison,  that 
he  received  the  two  bills  of  exchange  in  question  fix)m  Has- 
kell, the  drawer,  in  Cleveland,  about  the  times  they  respect- 
ively bore  date ;  that  he  discounted  them  both  as  the  agent  of 
and  for  the  plaintifis,  and  paid  the  proceeds  to  Haskell,  in 
Cleveland ;  that  the  proceeds  so  paid  were  funds  in  his  hands, 
belonging  to  the  plaintiff ;  that  he,  (the  witness,)  was  the 
agent  of  the  plaintiffs  in  Cleveland,  and  kept  an  office  in 
Cleveland  in  which  he  conducted  the  business  of  such  agency, 
for  the  purpose  of  collecting  bills ;  that  the  nature  of  that  busi- 
ness was,  that  the  plaintifis  sent  to  him,  for  collection,  their 
business  paper  discounted  by  them,  and  when  he  collected  it 
he  invested  the  proceeds,  as  their  agent,  in  bills  of  exchange 
on  New-York  and  elsewhere ;  that  he  bought  bills  to  remit 
the  funds ;  that  sometimes  the  plaintiffl  sent  him  mutilated 
circulating  notes  issued  by  other  banks,  for  him  to  procure 
their  redemption  by  those  banks,  and  to  invest  the  proceeds, 
as  their  agent,  in  the  purchase  of  bills  on  New-York,  which 
he  had  done ;  that  they  had  also  sent  him,  not  more  than 
once  or  twice,  their  own  circulating  notes,  with  which  he  had 
purchased  bills  of  exchauge  on  New-York;  that  he  also  sold, 
at  Cleveland,  as  the  plaintiffs'  agent,  bills  of  exchange  on 
New-York  and  elsewhere,  such  bills  being  drawn  by  him  as 
the  plaintifEb'  agent,  on  their  funds ;  that  he  did  anything 
with  the  funds  of  the  plaintifEs  in  his  hands  that  they  thought 
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proper;  that  he  sent  to  Kew-York  for  collection  the  bills  pur- 
chased  bj  him,  and  kept  an  account  in  New-York  as  such 
agent;  that,  when  he  sold  exchange  on  New-York,  he  re- 
invested the  proceeds  in  other  bills  payable  &ere;  that  he 
kept,  at  his  agency  in  Oleveland  and  as  such  agent,  separate 
books  of  account,  in  which  the  business  of  his  agency  was 
entered,  and  in  which  collections  made  and  monies  reoeived 
for  the  plaintifEs  were  entered ;  that  his  standing  orders  firom 
the  plaintiff'  cashier  were,  to  purchase  bills,  for  the  purpose 
of  remitting  to  New-York  all  the  fimds  he  had  of  theirs  in 
his  hands ;  that  he  would  not  say,  but  he  thought  he  paid 
Haskell  the  amount  of  the  proceeds  of  the  two  bills,  out  of  the 
proceeds  of  paper  collected  for  the  plaintiffi ;  that  he  did  not 
know  as  he  had,  at  the  time  he  purchased  the  two  bills,  any 
funds  of  the  plaintiff  in  his  hands,  other  than  the  proceeds  of 
collections ;  and  that  the  average  amount  of  funds  of  the  plain- 
tifb  in  his  hands,  to  be  employed  in  purchasing  exchange  on 
New-York,  was  about  $80,000.  It  also  appeared  that  Colum- 
bus was  in  Franklin  county,  in  the  5th  district  as  established 
by  the  act  of  February  24th,  1845,  and  that  Cleveland  was  in 
Cuyahoga  county,  in  the  12th  district. 

The  defendants'  counsel  requested  the  Court  to  chaige  the 
jury,  that  the  plaintifis  were  not  entitled  to  recover  on  the  two 
bills  so  purchased  by  them,  as  testified  to  by  Morrison,  in  the 
general  course  of  his  business  as  their  agent ;  that  the  plain- 
tifiEs  had  no  right,  under  the  laws  of  Ohio  before  recited,  to 
establish  an  agency  in  Cleveland,  and  to  carry  on,  through 
such  agency,  the  kind  of  business  conducted  by  Morrison  as 
their  agent,  and  that  the  purchase  by  Morrison  of  the  two 
bills,  with  the  funds  of  the  plaintifib,  and  for  them,  and  under 
the  circumstances  testified  to  by  him,  was  unlawful  and  in 
violation  of  the  said  laws  of  Ohio,  and  against  their  pohcy. 
The  Court  refused  so  to  charge,  but  charged  the  jury  that  the 
plaintiffl  had  acquired  a  valid  title  to  the  bills  in  question,  and 
had  not  in  such  acquisition  violated  any  public  law  of  Ohio, 
and  were  therefore  entitled  to  recover.    The  defendants'  coim- 
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sel  excepted  to  the  refusal  and  charge,  and  the  jury  found  for 
the  plaintiffi.  The  defendants  now  moved  for  a  new  trial,  on 
a  bill  of  exceptions. 

Alvah  Warden^  for  the  defendants.  I.  Under  the  act  cre- 
ating the  plaintiffs  a  banking  company,  and  the  act  incorpo- 
rating the  Mechanics'  Saving  Institntion,  the  plaintifis  are  a 
corporation  located,  for  the  purpose  of  doing  business,  in  the 
city  of  Columbus.  {Ang.  cfe  Ames  (m  Corp.  2d  ed.  ch.  13, 
868;  2  Inst  703,  index  ''Inhabitant  f  The  People  v.  The 
Trustees  of  Geneva  GoUege^  6  Wend.  219.)  11.  The  plaintiffs, 
being  a  banking  company  located  and  established  in  Colum- 
bus, within  the  5th  banking  district  of  Ohio,  could  not,  under 
the  laws  of  Ohio,  conduct  or  carry  on  any  kind  of  banking 
business  in  Cleveland,  in  the  12th  district.  {Pennington  v. 
Coxe^  2  Orofnch^  33 ;  Oriswold  v.  The  National  Ins.  Co.  8 
CovD.  96 ;  Crocker  v.  Crane^  21  Wend.  211.)  III.  If  theplain- 
tifib  had  no  power  to  discount  the  bills  in  Cleveland,  they  ac* 
quired  no  title  to  them  by  the  act  of  discounting  them  there. 
{The  State  v.  CfrarwUle  Alex.  Society^  11  Ohio,  1 ;  £a/nk  of 
Atigusta  v.  JSarle,  13  Peters,  587 ;  Munyan  v.  Lessee  of  Cos- 
ter, 14  Peters,  122 ;  Lessee  of  Knowles  v.  Beaty,  1  McLeam,, 
41 ;  N.  T.  Firemen  Ins.  Co.  v.  Ely,  2  Cow.  678  and  5  Con/n. 
660 ;  The  Life  <&  Mre  Ins.  Co.  v.  The  Mechanio  Fi/re  Ins. 
Co.  7  Wend.  31 ;  Perkins  v.  Savage,  15  Wend.  414 ;  The 
Neui  Hope  cfe  Dda/voare  Bridge  Co.  v.  The  Povghkeepsie  Silk 
Co.  26  Wend.  650 ;  The  North  Biver  Ins.  Co.  v.  La/u>renoe^ 
8  Wend.  482;  Head  v.  The  Providence  Ins.  Co.  2  Cranch, 
127 ;  Beaty  v.  Lessee  of  Ehowler,  4  Pders,  152;  Beatty  v. 
The  Ma/rine  Ins.  Co.  2  Johns.  109 ;  The  People  v.  Utiea  Ins. 
Co.  15  Johns.  358;  De  Oroot  v.  Y<m  Duzer,  17  Wend.  170, 
and  20  Wend.  390 ;  N.  T.  Firemens'  Ins.  Co.  v.  Slmges,  2 
Cow.  675;  Gosder  v.  The  Corp(yraMon  of  Georgetown,  6 
Whe(xt.  597;  Stark  v.  Sighgate  Archway  Co.  5  Tamit. 
792 ;  Broughton  v.  Salford  Water-  Works,  3  Ba/m.  db  Aid. 
1.)  IV.  Nor  did  they  acquire  any  title  to  the  bills,  if  by  the 
laws  of  Ohio  they  were  prohibited  from  establishing  an  agency 


480  KOBTHERN  DJBTBIGT  OF  NSW-TORE, 

TheatyBukofGoliiBibiisvt.  Be«ek  and  othcRu 

and  diflcountiiig  the  bills  at  CSeyelaad.  {HcHman  y.  Johnaon^ 
Oowp.  841 ;  Parwns  v.  ITumipaar^  1  Jff.  Bl.  322;  Armsbrang 
V.  Tder^  11  Wheat.  268 ;  LomgUm  v.  Hughes^  1  Jfowfo  cfe  & 
598 ;  Biggs  v.  La/wrence^  3  T.  ^.  454 ;  Pennington  v.  Tlmmr 
««nrf,  7  Wend.  281 ;  ^anJfe  ^  U.  S.  v.  OtoeiM,  2  Peters,  527  ; 
TAalimer  v.  Brinkef^hof,  20  t/i?;W.  897.)  V.  The  plaintiflb 
transferred  a  portion  of  their  capital  to  Cleveland,  and  em- 
ployed it  there  in  the  bosiness  of  banking.  Tbej  thus  Tiola- 
ted  the  laws  of  Ohio,  and  the  biUs  were  discounted  without 
authority.  {The  People  v.  Uiioa  Ins.  Co,  15  Johns.  386 ; 
TheEing  y.  MohoUwi,!  Stra.  299]  Sharpy.  J^r,  4 Silly 
88.)  VL  The  Court  erred  in  instructing  the  jury  that  the 
plainti&  were  entitled  to  recover,  and  had  not,  in  acquirija^ 
title  to  the  bills,  violated  the  law  of  Ohio.  VII.  Even  if  tiie 
case  did  not  authorize  the  Court  to  chaige  the  jury  as  requested 
by  the  defendants'  counsel,  it  presented  a  question  for  the  jury, 
and  it  should  have  been  left  to  them  to  say,  under  proper  m- 
structions,  whether  the  plaintiffi  had  transferred  their  capital 
or  any  portion  of  it  to  Cleveland,  to  be  employed  in  the  busi- 
ness of  banking,  and,  if  so,  whether,  in  the  prosecution  of  auch 
business,  they  had  discounted  the  paper  in  question. 

William  H.  S&mwrd^sA  Stephen  A.  Chodmm^  for  theplain- 
tiflb.  L  The  purchase  of  the  bills  in  question,  by  Morrison, 
as  the  plainti&'  agent,  and  at  Cleveland,  was  a  valid  and  le- 
gal transaction.  1.  No  place  of  business  or  location  was  pre- 
scribed for  the  plaintiff  by  the  laws  of  Ohio  which  have  be^i 
cited,  and  they  were  not  restricted  to  any  particular  place  for 
doing  their  business.  2.  Even  though  the  plaintiff  may  have 
been  required  to  keep  at  Columbus  th^ir  office  for  the  redemp- 
tion of  their  notes  and  the  transaction  of  their  ordinary  bank- 
ing business,  yet  they  had  a  right  to  purchaBe  bills  of  exchange, 
without  restriction  as  to  place,  and  to  employ  agents  for  the 
purpose.  8.  The  purchase  of  bills  of  exchange  was  no  part  of 
their  banking  business  strictly.  {Swcm?e  Stat,  of  Ohioy  136; 
B<mk  of  Augusta  v.  EoMfie,  18  Peters^  563.)  4.  The  transac- 
tion in  question  must  be  judged  by  itself,  as  an  individual  one^ 
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and,  in  this  yiew,  it  is  abundantly  sustained  upon  authority. 
{The  Bwnkof  Augusta  v.  JSarle^  18  Peters,  619 ;  The  Tomr 
hi^^  BaU  Road  Go.  v.  Kneela/nd,  4  How,  16 ;  Tlte  People 
V.  Brewster,  4  WendA9% ;  PoUerY.  The  Bank  of  Ithaca,  5 
.HH?,  490,  and  7jBKB,680;  SuydamY.  The  Morris  Canal  dk 
^afii^Cb.6J2?K,491,note(a&,and6JKi?,2170  n.  The  legal 
title  to  the  bills  is  in  the  plaintiflb,  and  they  show  a  legal  right 
to  recover  upon  them,  which  the  defendants  cannot  defeat  by 
showing  that  they  have  forfeited  their  charter,  even  if  that 
were  true.  1.  The  paper  is  on  its  face  business  paper,  ac- 
cepted by  the  defendants,  and,  by  legal  inference,  upon  fiinds 
of  the  dmwer  in  their  hands.  2.  The  defence  is  not  that  the 
paper  was  void  in  its  concoction,  and  the  defendants  being 
ea?  cBjttO  et  bono  liable  to  pay  it,  it  does  not  lie  in  their  mouths 
to  say  that  they  will  not  pay  their  just  debts  on  the  ground 
that  the  plaintiffi  had  no  power  to  buy  exchange  at  Cleveland. 
That  is  a  question  between  the  plaintifib  and  tide  government 
only.  {LitOe  v.  O'Brien,  9  Mass.  422.)  3.  The  paper  being 
negotiable  paper,  which  they  are  liable  to  pay  at  all  events  to 
some  one,  it  is  inmiaterial  who  sues  it.  {Mauran  v.  Zanib,  7 
Cow.  174;  Gage  v.  Kendall,  16  Wend.640',  The  WatervUet 
Bank  v.  White,  1  Benio,  613.)  HI.  The  defendants'  counsel, 
at  the  trial,  presented  tlie  whole  question  to  the  Court  as  a 
question  of  law,  and  did  not  ask  to  have  it  put  to  the  jury  as  a 
question  of  fisict,  whether  the  plaintifib  had  transferred  their 
capital  to  Cleveland. 

Kelson,  J.  The  acts  under  which  the  bank  became  a  cor- 
poration, conferred  upon  it  the  power  to  deal  in  exchange, 
without  restriction,  and  hence  the  pxuxdiase  of  bills  at  the  city 
of  Cleveland,  for  the  purpose  of  remitting  the  proceeds  of  par 
per  belonging  to  the  bank  collected  at  that  place,  or  even  the 
dealing  generally  in  exchange  at  that  place  by  an  agent,  with 
the  funds  thus  collected  and  remitted,  was  not  in  contraven- 
tion of  the  charter  of  the  bank,  or  of  any  law  of  the  State  of 
Ohio.  I  think  this  case  falls  within  the  principle  of  the  eases 
id  The  Bank  of  Augusta  v.  Ihrle,  (13  Peters,  619,)  and  of 
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ITie  Tombighee  Rail  Road  Co.  v.  Knedand,  (4  Eaw.  16,)  and 
that  a  new  trial  ought  not  to  be  granted. 

OoNEUNa,  J.  K,  according  to  the  tme  interpretation  of  the 
plaintiff'  charter,  it  in  fact  conferred  on  them  no  power  to  pur- 
chase bills  of  exchange  at  the  place  and  in  the  manner  stated 
in  the  bill  of  exceptions,  then  it  follows  that  no  title  was  in  tliifl 
instance  acquired  in  virtue  of  such  purpose,  which  can  be  eor 
forced  in  a  Court  of  justice.  It  was  from  their  charter  that 
the  plaintifb,  as  a  bodj  corporate,  derived  their  existence  and 
their  capacity  to  make  contracts  of  any  kind,  and  it  is  to  this, 
therefore,  that  recourse  must  be  had  to  asc^tain  the  limits  of 
their  capacity,  and  thus  to  determine  whether  or  not  it  exten- 
ded to  the  contracts  in  question. 

It  is  conceded  that  the  plaintifib  had  the  power,  granted  to 
them  by  their  charter,  of  buying  and  selling  bills  of  exchange. 
But  it  is  insisted  by  the  defendants'  counsel  that,  under  this 
general  grant  of  authority,  the  plaintiff  had  no  right  to  es- 
tablish an  agency  for  the  purpose  of  dealing  in  bills  of  ex- 
change, and  by  that  means  to  cany  on  that  business  elsewhere 
than  at  Columbus,  in  the  manner  they  are  described  by  the 
witness  Morrison  to  have  done  at  Cleveland. 

In  answer  to  this  objection  it  is  argued  in  behalf  of  the 
plaintijOTs,  in  the  first  place,  that  they  are  not  by  their  charter 
restricted  to  Columbus  as  the  place  at  which  their  fittnchise  is 
to  be  exercised ;  but  that  they  are  at  liberty  to  establish  thar 
bank  at  any  place  in  the  State  of  Ohio.  This  proposition,  I 
think,  cannot  be  maintained.  It  is  essential  to  the  conven- 
ience and  security  of  the  public  that  eveiy  bank  should  have 
a  fixed,  known  and  permanent  place  of  business,  where  it  is 
bound  to  fulfil  all  its  engagements,  and  where  those  who  have 
dealings  with  it  may  safely  resort  for  the  purpose  of  fulfilling 
theirs.  Bank  charters,  moreover,  are  not  granted  for  the  be- 
nefit of  stockholders,  but  for  the  sake  of  those  engaged  in  the 
productive  and  in  mercantile  pursuits ;  and,  though  a  bank 
may  be  wanted  at  one  place,  it  ntiay  be  unnecessary  at  an- 
other.   Persons  who  apply  to  the  legislature  for  a  bank- 
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log  chaiter  always  deem  it  neoeseaiy,  theiefore,  to  desig- 
Date  the  place  at  which  it  is  proposed  to  establish  their  bank, 
and  to  set  finrth  the  need  of  baokiiig  facilities  at  that  place ; 
and  a  charter  is  granted  or  withheld  according  to  the  opinion 
of  the  legislature,  respecting  the  tmlii  or  sufficiency  of  such 
representations.    It  may,  I  imagine,  be  safely  added  also,  that 
bank  chartera  are  never  intentionally  granted  with  power  to 
the  o(»poratorB  to  select,  ad  UbUwrn^  th^r  place  of  business. 
The  legislature  of  Ohio,  by  the  act  of  February  24th,  1845,  evin- 
ced a  strong  degreeof  solicitude  on  this  very  point.    The  design 
of  that  act  was  to  supersede  the  necessity  of  spedsl  legislation 
for  the  porpose  of  establishing  banks  from  time  to  time,  at 
places  where  they  mi^t  be  required,  by  providing  prospect- 
ively for  the  voluntaay  fonnaticHi  of  banking  associations.    But 
in  order,  as  &r  as  possible,  to  secure  a  proper  distribution  of 
^ese  institutions,  the  act  divides  the  State  into  twelve  districts, 
and  prescribes  the  maximum  amount  of  banking  capital  which 
may  be  employed  in  each,  and  the  maximum  number  of  banks 
wbibhmaybe  established,  not  only  in  each  of  these  districts, 
but  also  in  each  of  the  counties  of  which  they  are  composed. 
It  is  true  that  the  Oity  Bank  of  Columbus  was  not  formed  un- 
der this  act,  nor  did  the  act  restrain  the  le^lature  of  Ohio 
from  disregarding  its  policy,  by  incorporating  a  bank  ten  days 
afterwards  without  a  local  habitation.    But  it  is  very  improb- 
aUe  that  this  was  intended  to  be  done.    A  Saving  Lastitntion 
had  already  for  several  years  been  in  being,  canying  on  its 
buriness,  it  is  presumed,  as  its  name  indicates,  at  the  city  of 
Columbus.    This  institution,  by  the  ad;  of  March  6th,  1845, 
was  converted  into  a  bank,  under  the  name  of  The  City  Bank 
of  Oolnmbus,  and  unquestionably,  witibout  any  intention  of 
authorizing  a  change  of  location.    But,  in  reality,  this  question 
is  of  little  importance,  for  the  bank  was  in  &ct  established  at 
Oolnmbns,  and  it  would  be  idle  to  assert  that  the  corporation 
had  a  ri^t  at  tiie  same  time  to  set  up  another  bank  at  Cleve- 
land.   Itiseqnaily  dear,  also,  that  the  legislataie  intended  to 
plaee  Hus  bank,  when  oi^anized,  on  the  same  footing  in  all 
respects  as  the  <^  independent"  (in  eontnuliBtanctio&  to  the 
S9 
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"branch")  banks  to  be  found  under  the  act  of  February  24:th, 
1845.  This  design,  indeed,  appears  to  be  sufficiently  declared 
in  the  first  and  third  sections,  above  recited,  of  the  act  of 
March  6th,  1845.  It  is  very  unlikely,  moreover,  that  it  should 
have  been  intended  so  soon  to  innovate  upon  a  system  so  elab- 
orately devised  as  that  established  by  the  preceding  general 
act.  The  contrary  presumption  derives  additional  strength 
from  the  solicitude  manifested  in  the  68th  and  69th  sections, 
by  the  inducements  they  hold  out  to  bring  the  existing  bonks 
therein  named  under  the  provisions  of  the  act. 

It  follows,  therefore,  that  the  question  before  the  Court  de- 
pends upon  the  same  principles  that  would  govern  it,  if  it  con- 
cerned a  bank  formed  under  the  general  banking  act  of  Ohio, 
instead  of  one  owing  its  existence  to  a  separate  statute.    This 
point,  however,  appears  to  me  to  be  less  important  than  it 
seemed  to  be  considered  by  the  counsel  at  the  argument    It 
is  true,  the  act  of  February  24th,  1845,  evinces  an  anxious  de- 
sire to  secure  a  proper  distribution  of  banking  capital  among 
the  several  districts  and  coimties  of  the  State ;  and  it  requires 
the  several  associations  which  may  be  formed  under  it,  to  de- 
signate beforehand  the  particular  place  at  which  they  propoee 
to  establish  their  bank,  and,  having  done  so,  limits  them  thence- 
forth to  the  place  selected.    But,  it  is  to  be  recollected,  that 
the  act  provides  for  the  establishment  from  time  to  time  of  a 
great  number  of  banks,  without  any  Airther  exercise  of  l^is- 
lative  discretion;  and  I  am  unable  to  discern  in  the  scheme  of 
distribution  adopted,  anything  more  than  an  attempt  to  do  at 
once,  prospectively,  what  the  legislature  would  otherwise  have 
been  required  to  do  by  successive  acts — ^that  is  to  say,  to  adapt 
the  supply  of  bank  fJEU^Uities  in  different  parts  of  the  State,  to 
the  exigencies  of  each,  as  fiEir  as  they  could  be  fareseen. 
Viewed  in  this  light,  those  provisions  of  the  act  upon  which 
so  much  stress  was  laid,  ought  to  have  no  influence  on  the 
decision  of  the  question  before  the  Court ;  for  they  impose  no 
restrictions  with  respect  to  locality,  not  usually  imposed  by 
separate  acts  of  incorporation,  and  import  no  State  policy  af- 
fecting the  rights  of  the  plaintiffi. 
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The  question,  then,  is  resolved  into  the  simple  inqniry 
whether  a  State  bank,  having  power  by  its  charter  to  deal  in 
bills  of  exchange,  without  any  express  restriction  as  to  place, 
can  lawftilly  establish  an  agency,  for  the  purpose  of  bnying  and 
selling  bills  of  exchange,  in  a  part  of  the  State  other  than  that 
of  its  location.  It  was  argued,  indeed,  by  the  plaintiflfe'  coun- 
sel, that  the  purchases  of  these  two  bills  of  exchange,  coming  as 
they  do  separately  before  the  Court,  are  to  be  regarded  as  iso- 
lated acts,  and,  as  such,  free  from  objection,  whatever  might 
be  thought  of  the  right  of  plaintifis  to  establish  an  agency  at 
Cleveland  for  the  purpose  of  dealing  in  exchange.  But  these 
purchases  were  shown  by  the  witness  Morrison  to  constitute 
parts  of  a  series  of  similar  acts,  performed  by  him  as  the  agent 
of  the  plaintiffs,  by  them  constituted  for  this  express  purpose ; 
and  to  adjudge  all  these  acts  to  be  severally  lawfdl,  and  admit 
them  at  the  same  time  to  have  been  collectively  contrary  to 
law,  would  seem  to  be  inconsistent.  But,  whether  they  are  to 
be  considered  individually  or  collectively,  unless  it  can  be 
shown  that  a  bank  may  lawftdly  do  without,  what  it  cannot 
lawfully  do  within  the  limits  of  the  State  whence  it  derived 
its  ooiporate  existence,  the  question  before  the  Court  has  al- 
ready been  authoritatively  answered  by  the  Supreme  Court  of 
the  IJnited  States,  in  the  cases  of  The  Bamk  of  Augusta  v. 
EarU^  (13  Peters^  619,)  and  of  The  Tmhbighee  EaiZ  Road 
Co*  V.  KneeUmd^  (4  How,  16.)  In  the  first  of  these  cases  the 
question  was,  whether  a  bank  incorporated  by  the  legislature 
of  the  State  of  Georgia,  and  established  at  Augusta  in  that 
State,  having  power  conferred  upon  it  in  general  terms  by  its 
charter  to  deal  in  bills  of  exchange,  could  lawfully  buy  bills 
of  exchange  in  the  State  of  Alabama,  through  an  agent  em- 
ployed there  for  that  purpose.  The  Court  decided  that  it 
ootdd.  The  case  was  in  all  respects  essentially  like  the  pres- 
ent, except  that  in  that  case  the  bill  of  exchange  on  which  the 
suit  was  founded,  was  purchased  by  the  Georgia  bank  in  an- 
other State,  instead  of  a  different  place  in  the  same  State. 
The  case  decides,  therefore,  that  if  the  City  Bank  of  Columbus 
had  employed  its  agent  and  purchased  these  bills  at  Mobile, 
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instead  of  Oleyebad,  its  title  would  have  beea  indispidable. 
Is  its  title  thea  to  l^  held  invalid,  because  the  puichases  were 
made  within  the  limits  of  the  State  of  Ohio? 

A  corporation  is  a  legal  entity,  endowed  with  those  hcxl- 
ties  only  with  which  the  legislature  have  seen  fit  to  invest  it 
The  power  to  puxtdiaae  bills  of  exchange  is,  by  the  statutes  of 
Ohio,  conferred  on  the  plaintiffs,  as  it  was  by  the  statute  of 
Greorgia  on  the  Bank  of  Augusta,  in  general  terms,  without 
restriction  as  to  place.  K  this  grant  imports  a  capacity  to 
deal  in  exchange,  through  an  ag^at  appointed  for  that  pur- 
pose, in  other  States,  by  what  sound  principle  of  constnictioii 
can  it  be  maintained,  that  the  grant  confers  no  power  to  do 
the  same  thing  in  any  part  of  the  State  of  Ohio  ?  I^  indeed, 
the  statute,  while  conferring  the  power,  had  also,  in  terms,  foi^ 
bidden  its  exercise  within  the  State  of  Ohio,  elsewhere  than  at 
Columbus,  it  may  be  conceded  that  this  action  could  not  be 
maintained ;  and  it  would  then  be  impertinent  to  inquire,  wheth- 
er, notwithstanding  this  restriction,  the  plaintifis  mi^t  not,  ac- 
cording to  the  doctrine  of  the  case  of  The  Bank  of  Auguda 
▼.  EoffiCy  lawfully  send  an  agent  into  another  State  to  pur- 
chase bills  of  exchange.  But,  in  the  absence  of  any  snch  re- 
striction,  I  am  unable  to  distinguish  the  pres^it  case  from  that 
Indeed  the  principal  question  in  that  case  was,  not  whether 
the  bank  possessed  a  more  extensive  power  to  make  contrads 
out  of  the  State  of  Gooigia  than  within  it,  but  whether  it  had 
the  capacity  to  contract  beyond  the  limits  of  that  State  at  all. 
The  question  turned  upon  the  comity  of  nations,  supposed  to 
be  recognised  by  the  laws  of  the  several  States  with  respectto 
each  other,  and  upon  certain  provisions  contained  in  the  Con- 
stitution of  Alabama.  It  was,  however,  deemed  neoesaaiy, 
before  proceeding  to  the  consideration  of  these  points,  to  db- 
termine  first  the  extent  of  the  power  to  deal  in  bills  of  ex- 
change, con£arred  on  the  bank  by  its  charter;  for,  said  the 
Chief  Justice,  in  pronouncing  the  judgment  of  the  Coort,  ^it 
may  be  safely  assumed  that  a  corporation  can  nxake  no  ooo- 
tra^,  and  do  no  acts,  either  within  or  without  the  State  which 
create  it,  except  so^h  as  are  au&ori^  by  its  charts;  and 
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those  acts  must  also  be  done  by  such  ofScero  or  agents,  and  in 
Buch  manner  as  the  charter  authorizes.''    After  laTing  down 
this  fundamental  principle,  the  Court  proceeded  to  observe : 
^^The  charter  of  the  Bank  of  Augusta  authorizes  it,  in  general 
terms,  to  deal  in  bills  of  exchange,  and  consequentlj  gives  it 
the  power  to  purchase  foreign  bills  as  well  as  inland — in  other 
wcMrds  to  purchase  bills  payable  in  another  State ;  and  thegen- 
end  power  to  purchase  bills,  without  any  restriction  as  to 
place,  by  its  &ir  and  natural  import  authorized  the  bank  to 
make  such  purchases  wherever  it  was  found  most  convenient 
and  profitable  to  the  institution,  and  also  to  employ  suitable 
agents  for  that  purpose.    The  purchase  of  the  bill  in  question 
was,  therefore,  the  exerdse  of  one  of  the  powers  which  the 
bonk  possessed  under  its  charter,  and  was  sanctioned  by  the 
law  of  Georgia  creating  the  corporation,  so  far  as  that  State 
could  authorize  a  corporation  to  exercise  its  powers  beyond 
the  limits  of  its  own  jurisdiction."    Now,  it  seems  quite  dear 
from  this  language,  that  the  general  grant  of  power  to  deal  in 
exchange,  contained  in  the  charter  of  the  bank  of  Augusta, 
was  considered  by  the  Court  sufficient  to  warrant  the  exercise 
of  this  power  at  any  place  within  the  State  of  Georgia,  and 
that,  if  this  had  been  found  to  be  otherwise,  all  further  inqui- 
17  would  have  been  deemed  unnecessary.    But  it  is  needless 
to  dwell  longer  upon  this  point    All  that  was  urged  at  the  ar- 
gament,  to  proye  that  the  plaintifb  had  unlawfiiUy  assumed 
to  exercise  their  banking  firanchise  through  their  agency  at 
CleTefamd,  is  folly  answered  by  the  ease  of  The  Bank  of  Aur 
fffuta  Y.  jBarle^  and  the  other  cases  embraced  in  the  same  re- 
port ;  and  especially  by  the  subsequent  case  of  The  Tomibig^ 
bee  BaU  Road  Oo.y.  Knedcmd^m  which  the  doctrines  of  the 
fonner  case  were  re-asserted  and  more  strongly  applied. 

My  opinion,  therefore,  is,  that  the  motion  for  a  new  trial 
onght  to  be  denied. 
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Thb  Grrr  Bank  of  Oolttmbub  vs.  William  Beach. 

H.  drew  a  bill  of  exchange  on  "B  dk  Ga*',  which  B»,  one  of  the  firm,  aecept- 
ed,  for  the  accommodation  of  H.,  without  restriction,  and  without  the 
knowledge  or  consent  of  his  copartners,  and  not  in  the  course  of  the  partner- 
ship business.  The  acceptance  was  made  by  B's  writing  the  name  of  the  firm 
on  the  bill.  The  bill,  with  the  acceptance  upon  it»  was  discounted  by  the 
plaintiffs  for  H.,  and  the  proceeds  applied  in  payment  of  paper  then  held 
by  the  plaintiffs  on  which  H.  was  liable^  the  plaintiffs  knowing  at  the  time 
that  the  bill  was  accommodation  paper:  Held,  that  H.  had  a  right  to  use 
the  bill  in  payment  of  an  existing  indebtedness  of  his,  as  well  as  for  the 
purpose  of  raising  money,  and  that,  although  the  plainUfiswere  diargeaUe 
with  knowledge  of  the  character  of  the  bill,  they  were  bona  fide  holders  oC 
it  for  yalue. 

Held  further,  that  the  plaintiffs  were  entitled  to  recoyer  on  the  bill  against 
B.  as  sole  acceptor ;  and  that  such  recovery  could  be  had  under  a  eoont  in 
the  declaration  stating  the  bill  to  have  been  drawn  on  "B.  A  Co.,"  and  U> 
have  been  accepted  by  B.  by  the  name  and  style  of  '*B.  A  Co.,"  by  wri- 
ting the  name  of  "  B.  <&  Co."  thereon. 

Assumpsit,  tried  before  Mr.  Justice  ^N'eisok  and  Judge 
CoNKLiNa,  in  October,  1847,  at  Albany.  The  action  was  on 
two  biUs  of  exchange,  each  for  $1000,  drawn  by  one  Haskell, 
at  Cleveland,  Ohio,  on  "  Messrs.  Wm.  Beach  &  Co.,  Anbum, 
N.  T.,"  payable  at  the  Bank  of  Commerce  in  New-York,  tc> 
the  order  of  and  endorsed  by  Haskell;  one  dated  February 
2d,  1846,  and  payable  four  months  after  date,  and  the  other 
dated  Februaiy  10th,  1846,  and  payable  three  months  after 
date.  The  action  was  against  William  Beach  as  sole  acceptor 
of  the  bills.  In  the  first  four  special  counts  of  the  dedara- 
ration  the  bills  were  stated  to  have  been  drawn  on  the  defend- 
aut  by  the  style  and  description  of  "  Wm.  Beach  &  C-o.,"  Au- 
burn, N.  T.,  requesting  him  by  that  name  aud  style  to  pay 
the  sums  therein  specified,  and  it  was  averred  that  he  accept- 
ed the  bills  according  to  the  usage  and  custom  of  merchants. 
In  the  last  four  special  counts  the  bills  were  stated  to  have 
been  drawn  on  Wm.  Beach  &  Co.,  Auburn,  N.  Y.,  and  to 
have  been  accepted  by  the  defendant  by  the  name  and  style  of 
Wm.  Beach  &  Co.,  and  by  writing  tiie  name  of  "William 
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Beach.  &  Oo."  thereon.  At  the  trial,  the  corporate  existence 
of  the  plaintiffi,  (they  being  a  banking  corporation  at  Colum- 
bus, Ohio,)  and  the  endorsements  of  the  bills  by  Haskell,  were 
admitted,  and  it  was  also  admitted  that  the  signatures,  "Will- 
iam Beach  &  Co.,"  to  the  acceptances  of  the  bills  were  in  the 
hand-writing  of  the  defendant.  The  bills  having  been  read  in 
evidence,  the  plaintiff  claimed  a  verdict  on  them.  The  de- 
fendant insisted  that  the  evidence  did  not  support  any  one  of 
the  eight  special  counts,  as  the  bills  appeared  on  their  face  to 
have  been  drawn  on  the  firm  of  William  Beach  &  Co.,  and 
to  have  been  accepted  by  the  firm,  whereas  in  the  first  four 
counts  they  were  stated  to  have  been  drawn  on  the  defendant, 
and  in  all  the  counts  to  have  been  accepted  by  him.  On  this 
ground  the  defendant  moved  for  a  nonsuit,  but  the  Court  de- 
nied the  motion.  It  was  then  admitted  by  the  plaintiffi,  that 
there  was  a  firm  of  William  Beach  &  Co.,  consisting  of  the 
defendant,  of  John  C.  Beach,  and  of  Ebenezer  S.  Beach;  and 
by  the  defendant,  that  the  bills  in  question  were  accepted  by 
the  defendant  individually,  by  writing  thereon  the  name  "  Wil- 
liam Beach  &  Co.,"  andihat  such  acceptances  were  without  the 
knowledge  or  consent  of  the  other  members  of  said  firm,  for  the 
acoonmiodation  of  Haskell,  the  drawer,  and  not  in  the  course  of 
any  partnership  dealings  of  the  firm.  The  defendant  then  re- 
newed his  motion  for  a  nonsuit,  on  the  same  grounds  as  before, 
and  insisted  further,  that  the  plaintifis  could  not  recover  under 
the  common  counts  in  their  declaration,  because  the  acceptance 
of  a  firm  was  not  evidence,  under  the  common  counts,  against 
one  of  the  members  of  the  firm ;  while  the  plaintiff  contended 
that  the  objection  taken  by  the  defendant  should  have  been 
pleaded  in  abatement,  and  that,  under  the  proof,  the  accept- 
ances were  the  individual  acts  of  the  defendant.  The  Court 
again  overruled  the  motion.  The  defendant  then  proved  by 
one  Morrison,  that,  as  agent  for  the  plaintiff,  at  Cleveland  7 
Ohio,  he  discounted  the  bills  in  question,  receiving  them  from 
Haskell,  the  drawer,  and  crediting  him  with  the  proceeds  in 
payment  of  paper  then  held  by  the  plaintiffs  on  which  Has- 
kell was  liable;  that  Haskell  then  said  that  the  two  bills  in 
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qaeBtion  were  to  be  paid  bj  him ;  and  that  the  acoeptanoeB 
were  then  upon  the  bills.  On  this  evidence,  the  defeadant 
requested  the  Ooort  to  chaige  the  jmy,  that  if  tiie  bills  m 
question  were  accepted  withont  Talne  for  the  aeoommodatioii 
of  Haskell,  and  the  plaintiffi  or  their  agent  had  notice  thereof 
when  the  bills  were  received  from  Haskell,  the  plaintifis  conld 
not  recover  upon  the  proof  in  the  case,  although  they  paid  fiill 
value  for  the  bills.  The  CJourtrefiised  so  to  charge,  but  instruct- 
ed the  jury  that  it  appeared  from  the  evidence  that  the  plaiur 
tiSb  had  acqmred  a  vfdid  title  to  the  two  bills  in  suit,  to  which 
refusal  and  chaige  the  defendant  excepted.  The  jury  found 
for  the  plaintifiB,  and  the  defendant  now  moved  for  a  new  trial, 
on  a  case. 

J.2»aATron20f»  for  the  defendant  L  The  Court  should  have 
ordered  a  nonsuit  1.  The  averments  in  the  first  four  counts, 
that  the  bills  were  drawn  on  the  defendant  by  the  style  and 
description  of  Wm.  Beach  &  Co.,  requesting  him  by  that 
name  and  style  to  pay,  were  not  proved,  nor  was  it  proved 
that  the  defendant  accepted  the  bills.  They  were  drawn  upon 
and  accepted  by  the  firm.  iMUeheU  v.  Ostrom,  2  BiU,  520; 
Pops  V.  Barrett^  1  Mason^  117;  Peaae  v.  Jtbr^on,  7  JohM. 
468.)  2.  It  is  true,  as  stated  in  the  last  four  counts,  that  the 
bills  were  drawn  on  Wm.  Beach  &  Co.,  requesting  them  to 
pay,  but  it  was  not  proved,  as  alleged  in  those  counts,  that  the 
defendant,  by  the  name  and  style  of  Wm.  Beach  A  Co.,  ac- 
cepted the  bills.  {Mcuan  v.  Rwna^^  1  (hmp.  884;  WdU 
V.  Mcuterman^  2  Esp.  731;  Dolman  v.  Orohardy  2  (hrr.  dk 
P.  104;  OoOfer  on  PaH.la^ed.^UO.)  8.  There  was  no 
necessity  in  this  case,  of  pleading  in  abatement  the  non-join- 
der of  the  other  members  of  the  firm,  because  on  such  a  pka 
the  same  issue  would  havebeen  tendered  that  was  made  on  the 
dedanition.  {OoHyer  on  Part.  Icut  ed.  §  401,  noU;  Barry  v. 
Foyles,  1  Peters^  816;  OabeU  v.  VauffAan,  1  Scnmd.  291  i.) 
n.  Morrison,  as  the  agent  of  the  plaintiffs,  recdved  the  bills 
from  Haskell  vrith  full  notice  of  their  accommodation  dbanie- 
ter,  and  under  such  circumstances  as  to  take  away  from  the 
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transaction  the  character  of  a  bona  fide  transfer.  {Orcmt  t. 
EUd^xM.'l  Wmd.2Vl\  Smft\.Ty9(m,UP^  Chit' 
ty  on  BtOe^  ed.  qf  1S42^  80 ;  £roton  v.  Taber,  6  Wend.  666 ; 
Bani  r.  Irvine^  8  Pemieyl.  250 ;  Cfremdm  v.  Ze  Boy^  2 
Pai^^  510 ;  Griffith  Y.Beed, 21  Wmd. 605;  ChmlesT.Ma^e- 
denj  1  TamU.  224 ;  (7Ai%  (7n  BiOej  ed.  1842,  218,  note  r; 
Bayley  on  BUlSy  Sth  ed.  600,  note  17 ;  Martin  y.  Morgan^  1 
Brad,  dk  Bvng.  289,  and  3  Mbore^  636 ;  BUey  y.  Andereon^ 
8  Hamn.  626 ;  CarUde  v.  TTwAar^  11  <?Au?,  172 ;  Cone  t. 
Baldwin,  12  Ptoft.  646.) 

TFih0Mn7»  ^.  Seward  and  Stefphe/n  A.  Ooodmn^  for  the  plain- 
ttfEft.  L  The  defendant's  motions  for  a  nonsuit  were  correctiy 
refused.  1.  The  defence  that  there  were  other  joint  contract- 
on,  which  was  the  substance  of  the  objection,  could  only  be 
set  up  by  plea  in  abatement.  {Bvrgees  v.  Alii>ott^  6  Hill^  138; 
Oilman  v.  Bvoee,  10  Peters,  298 ;  Goid  on  Pa^rt.  180 ;  1 
ChiOnfe  PI.  62,  63.)  2.  The  defendant,  haying  accepted  the 
bills  as  accommodation  paper,  without  the  authority  of  his  co- 
partners, was  indiyidually  liable  on  them.  {I/werty  y.  Bvrr, 
1  Wend.  629 ;  Green  Y.Beals,  2  Ccrima,  264;  St.  John  y. 
Bohnee,  20  Wend.  609 ;  The  TombeMee  Ba/nk  v.  JDvmOL, 
5  Maeon,  66.)  3.  The  bills  were  eyidence  under  the  common 
counts.  {Pierce  y.  Crafts,  12  Johns.  90 ;  Cruger  y.  Arm- 
etrong,  3  Johns.  Cos.  6 ;  Mack  y.  Spencer,  4cWend.  412 ;  ^of^ 
ry  V.  FoyUs,  1  Peters,  311.)  11.  The  Court  was  correct  in  its 
refusal  to  charge  the  jury,  that  if  the  bills  were  accepted  with- 
out yalne,  for  the  accommodation  of  Haskell,  and  the  plain- 
tifEs  or  their  agent  had  notice  thereof  when  the  bills  were  re^ 
ceiyed  from  Haskell,  the  plaintifib  could  not  recoyer  upon  the 
proof  in  the  case,  although  they  paid  full  yalue  for  the  bills. 
A  contrary  rule  to  that  contended  for  by  the  defendant  has 
been  established  in  the  Courts  of  the  United  States.  {Towne- 
ley  Y.  SuTMraU,  iPet&rs,  170 ;  TheUnited  Slates  v.  TheBmh 
of  the Metropolis,15 Peters,  893;  Shffifty.  Tyson,  l^Petersf 
1.)  In  New-York.  {Brown  y.  Mott,  7  Johns.  361 ;  Grant 
y.  EUieoU,  7  Wend.  227.)    In  Massachusetts.    {C(Ae  y.  Oushr 
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ing^  8  Pick.  48 ;  M'wwroe  v.  Cooper^  6  Pic*.  412 ;  Fall  Rvner 
Union  Bank  v.  WiUard^  6  Mete.  221 ;  Chiekapee  Bmdc  v. 
Chopin^  8  Jf^.  42 ;  Paoifio  Bmk  v.  Mitchell,  9  Mete.  301.) 
In  Pennsylvania.  {Kntgkt  v.  Pt^A,  4  Watts  <k  S.  446; 
TF^ife  V.  Hopkins,  8  TTo^  dfe  8.  99.)  And  in  England. 
{Cha/rles  v.  Ma/rsden,  1  jTatm^.  224;  Collins  v.  Martin,  iBas. 
(kPul.  651,  j?^  Eyre,  Ch.  J.;  ^oti^  ^  IreUmd  v.  Beresfard,  6 
i>(>w?,  237,  ^p^  Lord  Eldon;  Fenton  v.  Pocock,  5  TIjwti^.  192 ; 
jG?aZ<3y  V.  Z«7i^,  2 -4^.  182;  MorrisY. Lee,  1  Ccmym,  43 ;  .fi^ 
wards  v.  i?ici,  4  5(i7Vi.  <£  J.Zrf.  212 ;  Bowyer  v.  Bwtnpton,  2 
/S^m.  1155  ;  O'KeefeY.Bimn,  6  Tbww^.  305;  ^  parte  Mar- 
shall,  1  Atk.  131 ;  J.r<im  v.  TTo^W,  3  JSkst,  325 ;  Darnell 
V.  Williams,  2  /SfarA.  166 ;  Atmod  v.  Crowdie,  1  /Siferri^  483 ; 
Bosanguet  v.  Dvdrrum,  1  xStori.  1 ;  TTcj^tw  v.  Mavle,  2Jae. 
i&  Walk.  237 ;  JftZfo  v.  ^^rJ^;-,  1  Jf^^.  dfe  IT.  425.)  And  the 
same  rule  is  laid  down  by  elementary  writers.  {Ohitty  on  Bills, 
9th  Am.  ed.  90,  245,  334 ;  Bayley  on  Bills,  6th  ed.  1830,  223 
n.  16, 523,  524 ;  3  Kenfs  Com.  86 ;  Story  on  Bills,  §  191  n.  3, 
§  253.) 

^N'elson,  J.  Inasmucli  as  the  acceptances  of  the  defendant 
were  without  restriction,  the  drawer  had  a  right  to  nse  them 
in  payment  of  an  existing  indebtedness,  as  well  as  for  the  pur- 
pose of  raising  money;  and,  although  the  plaintiflfe  were 
chargeable  with  knowledge  of  the  character  of  the  paper,  they 
were  bona  fide  holders  for  value,  and  entitled  to  recover  upon 
the  bills. 

The  acceptances  were  made  by  the  defendant  without  the 
privity  or  authority  of  the  other  members  of  the  firm  of  Wfl- 
liam  Beach  &  Co.,  and  the  plaintiffi  were,  therefore,  entitled  to 
recover  against  the  defendant  upon  the  bills,  notwithstanding 
they  were  drawn  upon  the  firm,  and  accepted  in  the  name  of 
the  firm.  There  was,  also,  no  variance,  in  contemplation  ot 
law,  between  the  declaration  and  the  proof,  especially  as  it  re- 
spected the  last  four  special  counts. 

OoiTELiNa,  J.    A  new  trial  is  asked  for  by  the  defendant, 
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on  account  of  the  refusal  of  the  Court,  fimt^  to  grant  a  non- 
suit, and  secondly^  to  instruct  the  jury  as  requested  by  the  de- 
fendant 

The  principles  of  law  which  are  to  govern  the  decision  of 
the  Court  upon  the  facts  of  this  case  as  they  appear  from  the 
eridence  and  the  admissions  of  the  parties,  are  well  established 
and  obvious.  The  bills  having  been  accepted  by  the  defend- 
ant in  the  name  of  the  firm  of  William  Beach  &  Co.,  which 
is  proved  to  have  consisted  of  three  persons,  of  whom  the  de- 
fendant was  one,  the  plaintiffs  had  a  ri^t  prima  fade  to  sue 
those  persons  jointly ;  but,  the  acceptance  having  been  given 
by  the  defendant  without  the  knowledge  and  consent  of  his 
copartners,  and  purely  for  the  accommodation  of  the  drawer, 
they  were  entitled  to  repudiate  the  act,  and  would  have  had 
it  in  their  power,  by  so  doing,  to  defend  themselves  success- 
fully against  a  joint  action,  unless  it  should  appear  that  the 
plamtiffi  took  the  bills  without  notice  of  the  defendant's  want 
of  authority  to  use  the  partnership  name.  On  the  other  hand, 
the  defendant  having,  by  his  own  act,  made  himself  absolutely 
liable,  the  plaintiffi  had  a  right  also  to  proceed  against  him 
individually,  at  the  hazard  only,  with  a  declaration  properly 
framed,  of  being  met  with  a  plea  in  abatement  of  the  non- 
joinder of  the  other  partners.  They  have  chosen  to  adopt  this 
latter  alternative,  and  no  plea  in  abatement  has  been  inter- 
posed. It  is  argued,  indeed,  that  when,  in  an  action  ex  con- 
trackLy  it  appears  on  the  &ce  of  the  declaration  that  there  were 
other  joint  contracting  parties  who  have  been  omitted,  a  plea 
in  abatement  is  unnecessaiy,  and  it  seems  to  be  assumed  by 
the  counsel  for  the  defendant  that  the  mere  form  of  the  ac- 
ceptance in  the  present  case  was  sufficient  to  bring  it  within 
the  operation  of  this  rule.  Conceding  both  the  assumption 
and  the  asserted  rule  of  pleading,  it  would  follow,  not  that  the 
defendant  can  avail  himself,  under  the  plea  of  the  general 
issue,  of  the  non-joinder  of  the  other  two  partners,  but  only 
that  it  furnishes  ground  for  a  demurrer,  or  may  be  made  the 
foundation  of  a  motion  in  arrest  of  judgment.  But  the 
assumption  cannot  be  admitted.    l^To  person  except  the  de- 
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fendant  being  named  ae  constitating  the  finn  of  William 
Beach  &  Co.,  for  aught  that  appears  on  the  fiaoe  of  the  declar- 
ation, the  defendant  alone  may  have  chosen  to  transact  his 
mercantile  business  nnder  that  name,  or  his  acceptance,  in 
point  of  law,  (as  in  reality  appears  to  have  been  the  case,) 
might  have  been  his  own  individual  act,  for  want  of  oathority 
to  bind  his  copartners* 

It  is,  however,  fiirther  argned,  that  there  is  a  fiital  variance 
between  the  declaration  and  the  proof.  Admitting  this  to  be 
so  with  respect  to  the  first  four  coonts,  in  which  the  bills  are 
represented  to  have  been  directed  to  the  defendant  nnder  the 
name  and  style  of  Wm.  Beach  &  C!o.,  I  think  it  is  otbo^ 
wise  with  respect  to  the  next  fbnr  succeeding  counts.  Hie 
averment  in  tliese  latter  counts,  that  the  bills  were  directed 
to  Wm.  Beach  dh  Co.^  and  were  accepted  by  the  defendant 
under  that  name,  is  according  both  to  the  facts,  and  to  the 
legal  effect  of  the  transacticm  as  disclosed  at  the  trial.  I  am 
unable,  therefore,  to  discern  any  variance  between  the  lour 
last  special  counto  and  the  evidence  adduced  to  support  them ; 
nor  have  I  been  able  to  find  any  precedent  for  a  form  of  plead- 
ing, better  adapted  to  the  case  than  that  which  the  plaintifb 
have  adopted. 

It  follows^  therefore,  to  say  nothing  of  the  indisputable  want 
of  power  in  the  Courts  of  the  United  States  to  grant  a  nonsuit 
in  any  case  against  the  will  of  the  plaintiff^  that  the  denial  oi 
the  motions  made  at  the  trial  for  a  nonsuit,  and  also  the  re- 
fusal of  the  Court  to  give  the  instruction  prayed  for,  were  pw- 
fectly  proper. 
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Elibha  Foote  vs.  Hobace  C.  Silsbt  and  others. 

Wliil«  the  plaintiff's  ooimsel  in  a  oiiril  action  was  opening  the  case  to  the 
jury,  one  of  the  jurymen  empannelled  was  taken  ill,  so  as  to  be  unable  to 
serf  e :  ffeidt  that  it  was  proper  for  the  Court  to  discharge  him,  and  to  di- 
rect another  juryman  to  be  drawn  frQm  the  panel  in  his  stead. 

On  the  trial  of  a  patent  suit,  the  patent  on  which  the  action  was  founded 
had  endorsed  upon  it  what  purported  to  be  a  disclaimer  under  §  7  of  the 
act  of  .March  Sd,  1887,  (5  U.  S.  Stat,  at  Large,  198.)  The  plaintiff  after 
patting  the  patent  in  evidence,  offered  a  certified  copy  of  the  disclaimer, 
which  was  excluded  on  the  ground  that  the  patentee  did  not  state  in  the 
disclaimer  the  extent  of  his  interest  in  the  patent,  as  required  by  §  1.  Af- 
terwards, the  defendant  offered  in  eyidence  the  disclaimer  endorsed  on  the 
patent,  (it  being;  however,  only  a  copy,  not  in  the  patentee's  hand-writing,) 
not  as  a  disclaimer,  but  as  a  confession  by  the  patentee,  of  the  want  of  nov- 
elty of  a  part  of  what  he  had  claimed :  Held,  that  the  paper  was  inadmissi- 
ble^ for  want  of  proof  that  it  had  been  executed  by  the  patentee,  and  that, 
if  admitted  at  all,  the  full  effect  of  a  disclaimer  must  be  given  to  it. 

Hie  sufficiency  of  the  disclaimer,  as  to  whether  or  not  the  patentee  stated  in 
it  "the  extent  of  his  interest"  in  the  patent,  as  required  by  §  7,  con- 
sidered. 

A  disclaimer  must  be  properly  proved,  before  it  can  be  admitted  in  evidence, 
either  as  an  original  paper  or  by  a  certified  copy. 

On  the  trial  of  a  cause  before  a  jury,  this  Ck)urt  has  no  power  to  grant  a  non- 
snit  against  the  will  of  the  plaintiff 

A  notice  of  defence  in  a  patent  suit,  under  §  16  of  the  act  of  July  4th,  1886, 
(5  U.  8,  8taL  ai  Large^  128,)  specified,  as  a  public  work  to  be  given  in  evi- 
dence^ *'Dr.  Ure's  Dictionary  of  Arts,  Manufactures^  and  Mines."  The 
book  contained  1884  pages^  and  its  subjects  were  arranged  alphabetically. 
The  notice  did  not  specify  any  particular  page  or  heading  in  the  work : 
HM,  that  no  part  of  the  book  could  be  read  in  evidence. 

9 or  is  the  book  admissible  under  a  notice  stating  that  the  patentee's  inven- 
tion was  previously  known  to  Dr.  Ure. 

In  the  case  of  such  a  defective  notice,  it  is  not  competent,  with  a  view  to 
r«ad  in  evidence  parts  of  the  "  Dictionary,"  to  prove  by  scientific  mechan- 
ics or  experts,  that  they  could  without  difficulty,  if  seeking  information 
concerning  the  subject  matter  of  the  plaintiff's  patent^  find  in  the  '*  Dic- 
tionary" named,  certain  parts  relating  to  that  subject  matter,  without  hav- 
ing any  specific  reference  to  them. 

A  ptoblie  work  cannot  be  read  in  evideaoe  on  the  trial  of  a  patent  suit,  with 

a  Tiew  of  showing  a  want  of  novelty  in  the  patentee's  invention,  where 

the  only  notice  given  of  it  was  in  a  special  plea,  which  had,  before  the 

trial,  baen  ttrioken  ont  by  the  Court 

Cm  tha  trial  «f  a  patent  aidtk  a  jvfor  will  not  ha  withdrawn  oa  the  Mmd- 
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aiit*8  motion,  on  the  ground  of  surprise,  arising  ont  of  the  exclusion  by  the 
Court  of  eyidenoe  offered  by  him  under  a  defective  notice  of  special  matter. 
The  granting  of  such  a  motion,  under  any  cxrcumfttances^  ia  a  matter  of 
discretion. 
The  application  of  a  well-known  principle  to  a  new  and  useful  purpose,  such 
as  the  application  of  the  principle  of  the  expansion  and  contraction  of  a 
metallic  rod  by  different  degrees  of  heat,  to  the  regulation  of  the  heat  of  a 
common  cast  or  sheet-iron  stoye,  is  the  subject  of  a  patent. 
Although  the  principle  has  before  been  applied  to  the  regulation  of  heat,  and 
although  the  idea  of  applying  it  to  the  regulation  of  the  heat  of  a  stove 
has  before  been  suggested,  the  person  who  first  practically  api^ies  it,  by 
mechanical  contrivancesy  to  that  purpose,  is  entitled  to  a  patent  for  the 
application. 
Where  the  question  as  to  what  constituted  a  combination  as  patented  wai^ 
at  the  trial,  treated  by  the  defendant  as  a  question  of  fact^  and  was  sub- 
mitted 8s  such  by  the  Court  to  the  jury,  the  defendant  cannot  afterwards 
insist  that  the  Court  should  have  determined  the  extent  of  the  combina- 
tion, as  matter  of  law,  upon  the  specification. 
When  the  effect  and  operation  of  mechanical  contrivances  enter  into  the 
question  of  the  extent  of  a  patented  combination,  it  is  a  mixed  question  of 
law  and  fact,  and,  therefore,  a  proper  one  for  the  jury  to  determine  under 
the  instruction  of  the  Court. 
Proper  instructions  to  the  jury  on  the  questions  of  infringement  and  of  dam- 
ages, considered. 
Reasons  for  denying  a  motion  for  a  new  trial  on  the  grounds  of  surprise  and 

newly  discovered  evidence. 
Facts  stated  which  warrant  a  jury  in  giving  liberal  damages  in  a  patent  snit^ 
within  the  rule  of  the  statute  as  to  actual  damages. 

This  was  an  action  on  the  case  for  the  infringement  of  a 
patent,  tried  before  Oonklixg,  J.,  at  Canandaigaa,  in  Jnne, 
1848.  The  Letters  Patent  were  granted  to  the  plaintiff,  May 
26th,  184:2,  for  an  improvement  in  regulating  the  draft  of 
stoves."* 


*  The  specification  was  as  follows : 

"To  all  whom  it  may  concern :  Be  it  known,  that  I,  Elisha  Foote,  Jun*r,  of 
Seneca  Falls,  in  the  county  of  Seneca,  and  State  of  New- York,  have  invented 
a  new  and  useful  mode  of  regulating  the  heat  of  stoves  and  other  structures 
for  fires,  and  I  do  hereby  declare  mat  the  following  ia  a  full  and  exact  de- 
scription. 

My  plan  makes  the  stove  or  other  structure  in  which  it  may  be  used,  reg- 
ulate its  own  heat,  and  this  is  effected  by  applying  the  expansive  and  con- 
tracting power  of  a  metallic  rod  by  different  aegreea  of  heat,  to  the  damp« 
of  a  8tov6^  by  which  the  admisdon  of  air  thereto  is  goTerned ;  so  that^  when 
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On  the  Letters  Patent  were  endorsed  what  puq)orted  to  be 
a  disclaimer  and  memorandum,  as  follows : 

"  To  the  Gommiflsioner  of  Patents :  The  petit '.on  of  Elisha  Foote,  of  Seneca 
Falls,  in  the  count j  of  Seneca,  and  State  of  New-York,  respectfully  repre , 
aents,  that  your  petitioner  obtained .  Letters  Patent  of  the  United  States  for 
aa  improvement  in  regulating  the  draft  of  stoves,  which  Letters  Patent  are 
dated  on  26th  day  of  May,  1842 ;  that  he  has  reason  to  believe  that,  through 


the  heat  shall  rise  above  any  required  degree,  the  expansion  shall  close  such 
damper,  and  when  it  shall  fall  below  such  degree  the  contraction  shall 
open  it,  and  thus  keep  a  uniform  heat  of  the  requisite  intensity. 

Considerable  variety  may  exist  in  the  mode  of  application,  and  it  may  be 
varied  to  suit  particular  circumstances.  I  have  constructed  two  stove^  and 
applied  the  regulator  as  follows. 

Figure  5  represents  a  common  box  stove,  the  front  side  of  which  is  supposed 
to  be  removed.  A  B  is  a  brass  rod,  attached  firmly,  at  A,  to  the  front  of  the 
stove  by  a  shoulder  on  the  inside,  and  a  nut  and  screw  on  the  outside.  It  is 
not  necessarily  of  bran,  but  the  use  of  that  metal  will  probably  he  found  the 
most  practicable.  It  is  best  made  by  rolling  sheet  brass  into  a  rod,  so  that 
it  shall  have  two  or  three  thicknesses,  and  be  from  one  to  three  inches  in  di- 
ameter. The  end  at  B  is  made  flat,  and  rivetted  to  the  short  arm  of  the  lever 
B  C,  so  as  to  make  a  close  joint  therewith.  B.  C.  is  made  of  iron,  and  of  suf- 
ficient strength  to  be  inflexible.  It  turns  on  its  fulcrum  at  I),  which  is  made 
fast  to  the  back  of  the  stove  by  a  nut  and  screw,  and  rivetted  to  B  C.  C  L  is 
another  brass  rod,  similar  in  its  construction  to  A  B,  and  attached  to  the  lon^ 
arm  of  B  0  in  the  same  manner.  The  end  at  L  projects  throagh  the  front  of 
the  stove,  and  is  attached  by  a  rivet  to  another  lever  E  F.  G  K  is  the  dam- 
per hj  which  the  admission  of  air  to  the  stove  is  governed.  It  is  bent  so  that 
the  hinge  at  6  may  stand  out  a  little  in  front  of  the  stove,  and  ^ive  room  for 
the  play  of  the  stem  F  G.  The  hinge  is  made  in  the  common  form,  and  the 
stem  is  merely  a  projection  or  extension  of  the  damper.  The  end  of  the  stem 
at  F  is  made  round,  and  fits  into  a  hole  made  in  the  lever  E  F,  so  as  to  move 
ensily  therein.  The  lever  E  F  should  be  of  sufficient  size  and  strength  to  be 
inflexible,  and  is  attached  to  its  fulcrum  at  E  by  a  rivet,  so  as  to  make  a  joint 
therewith.  H  E  is  an  iron  rod.  It  is  attachea  at  H  to  the  stove  in  any 
manner  that  will  make  it  firm,  and  should  either  have  a  joint  at  H,  or  should 
be  flexible  at  that  point,  so  that  the  end  E  which  constitutes  the  fulcrum  to 
£  F  may  be  raised  or  depressed.  At  I  is  a  screw,  the  head  of  which  is  made 
fast  to,  out  turns  in  the  front  plate  of  the  stove ;  the  thread  of  the  screw 
passes  through  the  rod  H  E,  and,  by  turninff  the  screw,  the  end  of  the  rod 
£  may  be  raised  or  depressed  at  pleasure.  It  is  manifest  that  the  expansion 
of  the  brass  rods^  pressing  against  the  lever  E  F,  will  close  the  damper,  and 
their  contraction  will  open  it.  If  the  fulcram  E  be  raised,  it  will  require  a 
greater  degree  of  expansion,  or  in  other  words  a  higher  degree  of  heat,  to 
close  the  damper.  If  it  be  depressed,  a  lower  degree  will  close  it.  A  pointer, 
I  O,  is  made  fast  to  the  head  of  the  screw,  so  as  to  turn  when  the  screw  turns, 
and  show  how  much  the  fulcrum  E  has  been  raised  or  depressed  in  a  half 
revolution  of  the  screw.  And,  it  having  been  found  by  experiment,  with  a 
eommon  thermometer,  how  much  the  heat  of  the  stove  is  raised  or  depressed 
by  moving  the  pointer  a  given  distance,  a  scale  is  made  and  marked  upon 
the  front  plate  of  the  stove,  as  at  X  0  Z^  with  as  many  different  degrees  of 
heat  as  it  may  be  desired  to  vary  the  temperature  of  the  stove,  and  the 
pointer  being  placed  at  any  particular  degree  of  heat,  the  stove  will  main- 
tain Uie  same  with  great  accuracy ;  for,  should  the  heat  rise  above  the  pointy 
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iBadvertence  and  mictake,  the  claim  made  in  the  speeifieation  of  said  Letters 
Patent,  in  the  following  word^  to  wit :  *  What  I  claim  as  my  invention  and 
desire  to  eecnre  bj  Letters  Patent,  is  the  application  of  the  expanare  and 
contracting  power  of  a  metallic  rod  hy  different  degrees  of  heat,  to  open  and 
close  a  damper  which  goyems  the  admission  of  air  into  a  store  or  other  strae- 
ture  in  which  it  may  be  used,  by  which  a  more  perfect  control  over  the  heat 
is  obtained  than  can  be  by  a  damper  in  the  fine,'  is  too  broad,  including  that 
of  which  yonr  petitioner  was  not  the  first  inyentor.    Your  petitioner,  there- 


the  ezpannon  of  the  brass  rods  will  close  the  damper  and  check  it,  or,  dumld 
it  fall  below  the  point,  their  contraction  will  open  the  damper  and  let  in  the 
full  draft  of  air.  It  is  desirable  to  make  the  stove  as  nearly  air-tight  as  pos- 
sible, and  the  door  and  damper  shoold  both  closely  fit  i  nsnally  put  into 
the  stove  more  fuel  than  would  be  necessary  in  an  open  stove,  and  have  the 
same  constantly  held  in  check  by  the  damper. 

The  other  and  more  perfect,  although  more  expensive  mode  of  applying  the 
regulator,  is  represented  by  figure  4,  which  is  an  external  view  or  the  stoTt, 
showing  the  face  or  scale  on  which  the  different  degrees  of  heat  are  marked, 
and  the  pointer  at  A,  and  the  damper  at  B^  and  the  door  at  G.  Figures  1,  S 
and  8  are  different  views  of  the  machinery,  in  which  the  same  1  etters  repre- 
sent the  same  parts  in  each.  Fig.  1  is  a  sectional  view,  made  throng  the 
front  of  the  stove.  Fig.  2  is  a  perspective  view  from  the  back,  and  no,  Z  a 
perspective  view  from  the  front  of  the  stove.  A  B  C  !>  E  is  a  frame  ofesst 
iron,  made  to  support  the  brass  rods  and  other  machinery,  and  to  whidi  they 
are  attached.  This  stove  is  made  of  sheet  iron,  and  a  more  substantial  sup- 
port than  that  would  make  for  the  rods  becomes  necessary.  In  a  cast  iron 
stove  the  frame  could  probably  be  dispensed  with,  suitable  prcjeetions  bcang 
cast  upon  the  plate  to  which  to  attach  the  machinery.  Ihe  frame  is  made 
fast  to  the  inside  of  the  top  of  the  stove,  by  screws  passing  throujgh  the  top 
of  the  stove  and  entering  the  frame.  The  part  A  B^  figs.  2  and  8,  is  attached 
to  the  back  part  of  the  stove,  immediately  under  the  fine,  B  C  at  one  of  the 
ends  and  C  D  at  the  front,  the  whole  of  sufficient  stren^h  to  be  inflexible. 
At  A  a  little  projection  or  extra  thickness  is  made,  to  which  the  brass  rod  F 
O  is  firmly  rivetted ;  at  K  another  projection  is  made,  which  constitutes  the 
folcrum  to  the  lever  OH.  A  hole  is  made  or  left  in  the  projection  throaoh 
which  the  lever  passes,  and  is  held  by  a  rivet  so  as  to  turn  easily  and  yet  Be 
perfectly  firm.  D  £,  figs.  1,  2  and  8,  is  a  projection  of  the  frame,  extending 
down  within  one  or  two  inches  of  the  front  of  the  stove.  It  is  bored  at  I/, 
and  holds  one  end  of  the  shaft  L  N^ ',  the  other  of  which  passes  through  and 
is  held  by  the  front  of  the  stove,  as  seen  in  fig.  1.  On  L  N,  and  at  about  the 
middle  of  it,  is  a  projection  I  P,  fig.  1,  from  one  to  three  inches  in  length, 
with  two  prongs  at  Uie  top,  within  which  the  brass  rod  I H  is  held  by  a  mvot 
so  aa  to  make  a  close  joint  with  it  The  brass  rods  and  the  lever  G  fa  are 
made  in  the  same  way,  and  are  attached  to  each  other  in  the  same  manner  as 
is  described  in  the  stove  first  mentioned.  The  effect  of  the  expansion  and 
contraction  of  the  brass  rods  is  to  move  the  shaft  L  N  back  and  foiiii,  by  opera- 
tins  on  the  projection  I  P,  and  the  ends  in  which  it  rests  in  the  frame  mod 
in  front  of  the  stove  are  turned,  so  as  to  permit  it  to  move  easily  therein. 
Attach  .'d  to  the  shaft  on  the  outside  of  the  stove  is  the  face  Q  R»  on  which 
the  different  decrees  of  heat  are  marked,  seen  also  in  fig.  4  at  A.  It  is  made 
solid  with  the  shaft,  or  is  firmly  attached  to  and  turns  with  it  Hie  shaft  is 
madfB  or  bored  hollow,  as  represented  in  fig.  1,  so  as  to  admit  to  paas  throi^ 
the  centre  of  it  the  pivot  0  %  which  is  turned  and  made  to  fit  and  move  ea- 
sily within  the  shaft  At  the  end  S  is  firmly  attached  the  pointer  T  U,  and 
at  the  end  0  is  firmly  attached  the  rod  O  a,  which,  paanng  down  the  front 
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foe,  hereby  enteiv  Mt  cKsdaiaMr  to  bo  mueh  of  sud  oUim  m  extends  the  ap« 
pUeatioii  «f  tlM  expanaire  and  oontrMting  power  of  a  metallie  rod  bj  differ* 
ent  degrees  of  heat,  to  any  other  use  or  purpose  than  that  ot  regulating  the 
heat  of  a  stoye^  in  whieh  suoh  rod  shall  be  aeted  upon  directly  bj  the  heat 
of  the  stoye  or  the  fire  which  it  contains ;  such  disol  aimer  is  to  operate  to  the 
extent  of  the  interest  in  said  letters  patent  yested  in  your  petitioner,  who  has 
paid  ten  dollars  into  the  treasury  of  the  United  States,  agreeably  to  the  re- 


side of  the  stoye  and  within  the  same,  moyes  the  damper  when  yariations  of 
heat  ehange  the  len^hs  of  the  brass  rods.  The  face  may  be  made  of  brass  or 
other  material  to  suit  the  taste  of  the  maker.  It  is  usually  made  eiroulai; 
haying  on  the  upper  side  the  different  degrees  of  heat  found  and  marked  as 
ftret  described;  and  on  the  lower,  corresponding  with  the  different  deffrees, 
small  holes,  into  which  a  pin  on  the  pointer  at  U  may  be  inserted  ana  con- 
nect the  twa  Th3  pointer  may  be  made  of  steel  and  polished.  Passing 
throun^  the  lower  end  is  a  screw  at  U  in  fig.  1,  on  the  end  of  which  is  the 
small  pin  fitted  to  enter  the  holes  on  the  face.  On  the  other  end  of  the  screw 
is  a  knob^  which  seryes  as  a  handle  to  turn  the  pointer  or  to  unscrew  and  de- 
taeh  the  pointer  firom  the  face.  If  attached,  the  brass  rods  affect  and  noye 
the  damper  below;  if  detached,  they  haye  no  effect  upon  it. 

The  damper  is  made  in  the  common  form  of  two  plates  moying  one  up- 
on the  other,  with  orifices  in  each,  so  that  in  one  position  both  shall  be 
elosed  and  in  another  both  opened.  The  inside  plate  is  represented  by  b  c, 
sacoa  wholly  in  ^,  2,  and  partly  in  fig.  8.  It  is  made  thicker  near  the  cen* 
tre,  and  is  bored  through,  as  is  represented  in  fie.  1,  to  admit  and  hold  the 
stem  to  the  outside  plate ;  d  e  represents  the  outsiae  plate,  seen  wholly  in  fiff. 
I;  partly  closed.  At  f  ff  is  its  stem,  attached  to  its  centre  and  passing  throu^ 
the  inside  plate.  The  faces  to  both  should  be  ground  or  turned,  as  well  as 
the  stem,  so  as  to  moye  easily  and  closely  one  on  the  other.  On  the  end  of  the 
stem,  at  g^  is  made  or  firmly  attached  the  projection  g  a,  which  ends  in  two 
pronsB^  as  is  shown  in  fig.  2.  The  end  of  the  rod  O  a  terminates,  as  is  seen  at 
a  in  figSL  1  and  2;  in  a  circular  plate  of  from  one  to  two  inches  in  diameter, 
and  fitted  to  moye  easily  and  closely  within  the  two  pron^  to  the  stem  of 
the  damper.  The  object  of  this  arrangement  is,  that  ii  for  instance  the  do- 
sing of  tne  damper  should  fail  to  check  the  heat,  the  rod  would  be  discon- 
nected from  the  damper  and  pass  on  without  ii^jury  to  the  machinery,  and 
whan  it  returns  it  would  eaten  the  upper  pronff,  and  connect  itself  again  with 
the  damper ;  or,  should  a  high  heat  be  desired,  the  damper  may  be  set  open, 
and  the  rod  at  some  distance  from  it,  so  that  it  shall  require  a  great  degree  of 
expansion  before  the  rod  would  reach  the  damper  to  close  it ;  or,  should  it  be 
dMired  to  change  from  a  high  to  a  low  degree  of  heat^  the  damper  may  be 
closed,  and  the  rod  set  so  Uiat  a  great  eontraction  will  haye  to  take  place 
before  it  will  reach  the  damper  to  open  it  The  rod  0  a  should  haye  sufii- 
eient  width  and  strength  to  be  iuflexible.  The  stoye  goyems  its  heat  the 
••me  as  the  one  first  described. 

THiat  I  claim  as  my  invention,  and  desire  to  secure  by  Letters  Patent,  is 
the  application  of  the  expansiye  and  contracting  power  of  a  metallic  rod  by 
different  degrees  of  heat,  to  open  and  close  a  damper  which  goyems  the  ad-  ' 
mission  of  air  into  a  stoye  or  other  structure  in  which  it  may  be  used,  by 
which  a  more  perfect  control  oyer  the  heat  is  obtained  than  oan  be  bj  a  dam- 
per in  the  flue. 

I  also  clafan  as  mj  inyention  the  mode  aboye  described  of  setting  the  heat 
of  a  stoye  at  any  requisite  degree,  by  whieh  different  degreee  of  expansion 
are  leqnisite  to  opea  or  close  the  damper. 

80 
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quirementB  of  tlie  Mi  of  Oongpreoi  in  that  ease  mado  aad  proTidod.  Elisha 
Foote.  WitnenoB^  Horns  Newton,  Edwin  Jj.  Bnttriek.  (Bndoned  on  baek 
of  FM^ent,  the  9th  Maroh,  IM.)" 

After  the  Letters  Patent  and  specification  had  been  read  in 
evidence,  the  plaintiff's  connsel  proposed  to  read  in  eyidenoe 
a  duly  certified  copy  from  the  Patent  Office,  of  the  alleged 
disclaimer  and  memorandom,  to  which  the  defendants'  conn- 
sel objected,  on  the  ground  that  the  disclaimer  was  void  as  a 
disclaimer,  because  the  patentee  did  not  state  in  it  the  extent 
of  his  interest  in  the  patent,  as  required  by  §  7  of  the  act  of 
March  8d,  1837,  (5  IT.  S.  Stat,  at  Zarge,  193.)  The  Oonit 
sustained  the  objection,  and  excluded  the  disclaimer.  After- 
wards, and  after  the  plaintiff  had  gone  through  with  his  evi- 
dence and  rested  his  case,  the  defendants  offered  to  read  in  ev- 
idence the  alleged  disclaimer  so  endorsed  on  the  patent,  not 
as  a  disclaimer,  but  as  a  confession  that  the  plaintiff's  inven- 
tion was  not  new,  and  that  he  was  not  the  original  inventor  of 
all  that  was  claimed  in  his  specification.  The  plaintiff's  coun- 
sel objected  to  this,  on  the  grounds  that  the  defendants  had 
caused  the  alleged  disclaimer  to  be  rejected  when  offered  as 
evidence  on  the  part  of  the  plaintiff^  that  it  must  be  read  as  a 
valid  disclaimer  if  read  at  all,  and  that  it  purported  to  be  only 
a  copy,  not  in  the  patentee's  handvmting,  and  was  not  proved 
to  have  been  executed  by  him.  The  Court  refused  to  admit 
the  paper  in  evidence. 

After  the  plaintiff  had  concluded  his  evidence,  the  defend- 
ants moved  for  a  nonsuit  on  various  grounds,  but,  the  plain- 
tiff not  consenting,  the  Court  overraled  the  motion. 

The  defendants  had  given  a  notice  of  special  matter  in  the 
action,  under  §16  of  the  act  of  July  4:th,  1836,  (5  U.  S.  Stat,  at 
Zarge^  123,)  the  material  parts  of  which  that  came  in  question 


I  also  claim  the  combination  above  described  by  which  the  regulation  of 
the  heat  of  a  stoye  or  other  structure  in  which  it  may  be  used  is  cSteoted. 

And  I  also  claim  as  mj  invention  the  mode  above  described  of  conneettng 
the  action  of  Uie  metallic  rods  with  the  damper,  so  that  the  same  may  be  dk- 
connected  when  the  damper  shaU  have  doBM  and  the  heat  shall  oontinne  to 
rise,4fcc." 
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on  the  trial  were  as  follows :  ^^That  the  patentee  was  not  the 
original  inventor  or  discoverer  of  the  thing  patented  ;  that  he; 
was  not  the  original  and  first  inventor  or  discoverer  of  a  sub- 
stantial and  material  part  thereof  claimed  as  new ;  that  it  had 
been  described  in  a  public  work  called  ^  Ure's  Dictionary  of 
Arts,  Manufactures  and  Mines,'  anterior  to  the  supposed  dis- 
covery thereof  by  the  patentee,  and  also  had  been  in  public 
use  and  known  before  that  time,  and  used  by  Andrew  Ure  of 
London.^  In  the  course  of  the  trial,  the  defendants  offered  to 
read  in  evidence  two  articles,  one  headed  "Heat-Eegulator,"* 
on  page  643,  and  the  other  headed  ^'  Thermostat,"*  on  page 


•Thew  Articles  were  as  follows: 

"  HKAT-RsorLATOB.  The  nftme  given  by  M.  Bonnemain  to  an  ingenious  ap- 
puratiis  for  regulating  the  temperature  of  his  inenbatinc  store  rooms.  (See 
iNOOBATiox,  ABTmcxAi^  for  the  manner  of  applying  the  Heat-Reffulator.) 

The  eonstntetion  of  the  reg^ator  is  founded  upon  the  unequal  dilatation  of 
different  metals  bj-  the  same  degree  of  heat  A  rod  of  iron  x,  fig.  649,  is  tap- 
ped at  its  lower  end  into  a  brass  nut  y,  enclosed  in  a  leaden  box  or  tube,  termi- 
nated aboye  by  a  brass  collet  c  This  tube  is  j>lun^d  into  the  water  of  the  boil- 
er, alongside  of  the  smokepipe.  (Fig.  549*  is  a  birdVeyo  view  of  the  dial,  Ac) 
The  expansion  of  the  lead  oeinff  more  than  the  iron  for  a  like  degree  of  tem- 
perature, and  the  rod  enclosed  within  the  tube  being  less  easilj  warmed, 
wheneyer  the  heat  rises  to  the  desired  pitch,  the  elongation  of  the  tube  puts 
the  eoUet  t,  in  contact  with  the  heel  a,  of  the  bent  lever  Oyh^  d;  thence  the 
eligbtest  increase  of  heat  lengthens  the  tube  anew,  and  the  collet  lifting  the 
heel  of  the  lever  depresses  its  other  end  d  through  a  much  greater  space,  on 
aeeonnt  of  the  relative  lenffth  of  its  legs.  Tliis  movement  operates  near  the 
aans  of  a  balance-bar  t^  sinks  one  end  of  this^  and  thereby  increases  the  ex- 
tent <A  the  movement  which  is  transmitted  directly  to  the  iron  skewer  v. 
ThisjKishing  down  a  swing  register  diminishes  or  cuts  off  the  access  of  air  to 
the  fire-place.  The  combustion  is  thereby  obstructed,  and  the  temperature 
faUing  by  degrees,  the  tube  shrinks  and  disengages  the  heel  of  the  lever.  The 
eonnterpoise  ^,  fixed  to  the  balanoe  beam  e,  raises  the  other  extremity  of 
this  beam,  by  raising  the  end  d  of  the  lever  as  much  as  is  necessary  to  make 
the  heel  bear  upon  tne  collet  of  the  tube.  The  swing  register  acted  upon  by 
thk  means^  presents  a  greater  section  to  the  PMsage  of  the  air;  whence  the 
eombnstion  is  increased.  To  counterbalance  the  effect  of  atmospheric  chan- 
ges^ the  iron  stem  which  supports  the  regulator  is  terminated  by  a  dial  disc, 
round  the  shaft  of  the  needle  above  A,  bg.  649*;  on  turning  this  needle  the 
stem  below  it  turns,  as  well  as  a  screw  at  its  under  end,  which  raises  or  low- 
ers the  leaden  tube.  In  the  first  case,  the  heel  falls,  and  onens  the  swing  re- 
gister, whence  a  higher  temperature  is  required  to  shut  it,  by  the  expansion 
of  the  tube.  We  may  thos  obtain  a  regularly  higher  temperature.  l(  on  the 
contrary,  we  raise  the  tube  by  turning  the  needle  in  the  other  direction,  the 
register  presents  a  smaller  opening,  and  shuts  at  a  lower  temperature ;  in  this 
case^  we  obtain  a  regularly  lower  temperature.  It  is  therefore  easy,  says  M. 
Bonnemain,  to  determine  a  priori  the  degree  of  temperature  to  be  given  to 
the  water  circulating  in  the  stove  pipes.  In  order  to  facilitate  the  regulation 
of  the  apparatus^  he  graduated  the  disc  dial,  and  inscribed  upon  its  top  and 
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1237)  from  a  public  work  entitled  ^^  A  Dictionary  of  Arts, 
Manufactures,  &c.,  by  Andrew  Ure,  M.  D,,  &c.,  London, 
&c.,  1840,"  and  labelled  on  the  back  "  Dr.  Ure's  Dicti<m- 
aiy  of  Arts,  Manufactures,  &c."  The  plaintiff  objected  to  the 
reading  of  any  part  of  the  volume,  on  the  ground  that  its  title 


bottom  the  words,  Strong  and  Weak  Heat    See  THEiiMoeTAT,  for  another  Hbat- 
Rkoulatoi."    Pages  648  and  644^ 
"TniRMoeTAT,  is  the  name  of  an  apparatus  for  regulating  temperature,  in  Ta- 

Sorization,  distillation,  heating  baths  or  hot-honses,  and  yentilating  apartments^ 
c.;  for  which  I  obtained  a  patent  in  the  jear  1831.  It  operates  upon  the 
physical  principle,  that  when  two  thin  metallic  bars  of  different  expansibili- 
ties are  nveted  or  soldered  facewise  t(wether,  any  change  of  temperature  in 
them  will  cause  a  sensible  movement  of  flexure  in  the  compound  oar,  to  one 
side  or  other;  whieh  movement  may  be  made  to  operate^  by  tne  intervention  of 
levers,  Ac,  in  any  desired  degree,  upon  valve^  stop-cocks,  stove-registers,  air- 
ventilators,  Ac;  so  as  to  regulate  tne  temperature  of  the  media  in  whi<^  the 
said  compound  bars  axe  placed.  Two  long  rulers^  one  of  steel,  and  one  of  hard 
hammered  brass,  rivetted  together,  answer  very  well ;  the  object  being  not 
simply  to  indicate^  but  to  control  or  modify  temperature  The  following  dia- 
grams will  illustrate  a  few  out  of  the  numerous  applieations  of  this  instrimient 

Fig.  1130,  a  6,' is  a  single  thermostatic  bar,  consisting  of  two  or  more  ban 
or  nuers  of  differently  expansible  solids  (of  which,  in  certain  cases*  wood  may 
be  one) :  these  bars  or  rulers  are  firmly  riveted  or  soldered  together,  face  to 
face.  One  end  of  the  compound  bar  is  fixed  by  bolts  at  a,  to  the  interior  of 
the  containing  cistern,  boiler,  or  apartment,  €^  l^  m,  b,  whereof  the  tempera- 
ture has  to  be  r^;idated,  and  the  other  end  of  the  compound  bar  at  6,  is  left 
firee  to  move  down  towards  e,  by  the  flexure  which  will  take  place  when  its 
temperature  is  raised. 

Tne  end  b,  is  connected  by  a  link,  5,  d,  with  a  lever  d,  e,  which  is  moved 
by  the  flexure  into  the  dotted  position  6^  g,  causing  the  turning-valve,  air- 
ventilator,  or  register,  o^  n,  to  revolve  with  a  corresponding  an^ar  motioD» 
whereby  the  lever  will  raise  the  equipoised  slide-damper  k,  i,  which  is  suspen- 
ded by  a  link  from  the  end  e,  of  the  lever  e,  d,  into  the  position  k,  Ju  Thna  a 
hot-house  or  a  water-bath  may  have  its  temperature  related  by  the  oon- 
temporaneous  admission  of  warm,  and  discharge  of  cold  air,  or  water. 

Fig.  1131,  a,  6,  c,  is  a  thermostatic  hoop,  immersed  horizontally  beneath  the 
surface  of  the  water-bath  of  a  still.  The  hoop  is  fixed  at  a,  and  the  two  ends 
6,  c,  are  connected  by  two  links  6,  d,c,df  with  a  straight  sliding  rod  d^  A,  to 
which  the  hoop  will  give  an  endwise  motion,  when  its  temperature  is  altered; 
e,  is  an  adjusting  screw-nut  on  the  rod  d^  h,  for  setting  the  lever/,  ff,  which  ii 
fixed  on  the  axis  of  the  turning-valve  or  cock  f,  at  any  desired  po«ita<Hi,  so 
that  the  valve  may  be  opened  or  shut  at  any  desired  temperature,  correspond- 
inff  to  the  widening  of  the  points  6,  c,  and  the  consentaneous  retraction  of  the 
point  df  towards  the  circumference  a,  h,  €,o(  the  hoop.  ^,  A,  is  an  are  gradu- 
ated by  a  thermometer,  after  the  screw  piece  e  has  been  adjusted.  Throng 
a  hole  at  h,  the  guide-rod  passes,  t,  is  the  cold-water  cistern ;  i,  /,  ib»  the  pipe 
to  admit  cold  water ;  I,  the  overflow  pipe,  at  which  the  exoeas  of  bot  water 
runs  off. 

Fig.  1132  shows  a  pair  of  thermoetatio  bars^  bolted  fast  together  at  the  ends 
<L  The  free  ends  6,  c^  are  of  unequal  length,  so  as  to  act  by  the  cron  links  d^ 
/,  on  the  stop-cock  e.  The  links  are  jointed  to  the  handle  of  the  turaii^  plw 
of  the  cock,  on  opposite  sides  of  its  centre ;  wherebv  that  plu^  will  be  toraea 
round  in  prop^ortioa  to  the  widening  of  the  points  o,  c;  h^g,  is  the  pipe  — 
municating  with  the  stop-cock. 
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was  not  correctly  indicated  in  the  notice  of  defence,  but  the 
Conrt  decided  that  die  notice  was  sufficient  in  that  respect. 
The  plaintiff  farther  objected  to  the  reading  of  any  part  of 
the  Tolnme,  because  the  notice  of  defence  did  not  speciiy  on 
what  page,  or  under  what  title  or  head  in  the  Dictionary,  the 


Sappoee  that,  for  certain  purposes  in  pharmaoy,  dyeii^^  or  any  other  chem- 
ical art^  a  water  bath  is  required  to  be  maintained  steaailj  at  a  temperature 
«f  160^  F.;  let  the  combined  thermostatic  ban  hinged  together  at  «  /  fig. 
IISS,  be  placed  in  the  bath,  between  the  outer  and  the  inner  yesselso,  o,  e,  c^ 
being  bolted  fast  to  the  inner  vessel  at  g,  and  haye  their  eliding  rod  k,  connect- 
ed by  a  link  with  a  leyer  fixed  upon  the  turning  plug  of  the  sto]>cock  t, 
which  introduces  cold  water  from  a  cistern  m,  through  a  pipe  min,  into  the 
bottom  part  of  the  bath.  The  length  of  the  link  must  oe  so  adjusted  that 
the  flexure  of  the  bars,  when  they  are  at  a  temperature  of  160®,  will  open 
the  said  stop-cocl^  and  admit  cold  water  to  pass  into  the  bottom  of  the  bath 
throuffh  the  pipe  i  n,  whereby  hot  water  will  be  displaced  at  the  top  of  the 
bath  Uirouffh  an  open  oyerflow  pipe  at  q.  An  oil  bath  may  be  regulated  om 
the  same  plan,  the  hot  oil  overflowing  from  q  into  a  refrigeratory  worm,  from 
which  it  may  be  restored  to  the  cistern  m.  When  a  water  bath  is  heated 
by  the  distnoution  of  a  tortuous  steam  pipe  through  it,  as  t  n  o  o,  it  will  be 
necessary  to  connect  the  link  of  the  thermostatic  bars  with  the  lever  of  the 
turning  plug  of  the  steam-cock  or  of  the  throttle  valve  i,  in  order  that  the 
bars  by  their  flexure  may  shut  or  open  the  steam  passage  more  or  less,  ac- 
eordin^  as  the  temperature  of  the  water  in  the  bath  shall  tend  more  or  less 
to  deviate  from  the  pitch  to  which  the  apparatus  has  been  a^usted.  The 
water  of  the  condensed  steam  will  pass  off  from  the  sloping  winding  pipe  t 
n  op,  through  the  sloping  orifice  p,  A  saline,  acid  or  alkaline  bath  nas  a 
boiling  temperature  proportional  to  its  degree  of  concentration,  and  may, 
therefore,  have  its  heat  regulated  by  immersing  a  thermostat  in  it,  and  con- 
necting the  working  part  of  the  instrument  tnth  a  stop-cock  i,  which  will 
admit  water  to  dilute  the  bath,  whenever  by  evaporation  it  has  become  con- 
eentrated  and  has  acqnired  a  higher  boiling  point  Tbe  space  for  the  bath 
between  the  outer  and  inner  pans  should  communicate  by  one  pipe  with  the 
water  eiatem  m,  and  by  another  pipe  with  a  safety  cistern  r,  into  which  the 
bath  may  be  allowed  to  overflow  during  any  sudden  excess  of  ebullition. 

Fig.  1 186  is  a  thermoetatio  apparatus^  composed  of  three  pairs  of  bars  ddd^ 
which  are  represented  in  a  state  of  flexure  by  heat,  but  they  become  nearly 
straight  and  parallel  when  cold ;  a  6  « is  a  gmde  rod,  fixed  at  one  end,  by  an 
•dJQsting  screw  s;  in  the  strong  frame/  s;  hiaving  deep  guide  grooves  at  the 
eides.  /^  is  the  working  rod,  which  moves  endways,  when  the  bars  ^  ^  <^  op- 
erate by  heat  cfr  cold.  A  square  register  plate  A  g,  may  be  affixed  to  the  rod 
/  y,  so  as  to  be  moved  backwards  and  forwards  thereby,  according  to  the  va- 
riations of  temperature;  or,  the  rod  /  g  may  cause  the  circular  turning  air 
register  t  to  revolve  by  rack  and  wheel-work,  or  bv  a  chain  and  pulley.  The 
register  plate  A  g,  or  turning  register  i,  is  situated  at  the  ceiling  or  upper 
pMt  of  tne  chamber,  and  serves  to  let  out  hot  air;  k  is  a  pulley,  over  wnich 
a  cord  runs^  to  raise  or  lower  a  hot  air  register  /,  which  may  be  situated  near 
the  floor  of  the  apartment  or  hot  house,  to  admit  hot  air  into  the  room ;  c  is 
a  milled  bead  for  adjusting  the  thermostat  by  means  of  the  screw  at  e,  in  or- 
der that  it  may  regulate  the  temperature  to  any  degree. 

Fi^.  1187  represents  a  chimney,  ftimished  with  a  pyrostat  a  be,  acting  by 
the  links  bd,  e  9^  outk  damper/  A  g.  The  more  ^pansible  metal  is  in  the 
present  example  supposed  to  l>e  on  the  outside.    Tne  plane  of  the  damper- 


454  NORTHERN  DISTRICT  OF  NEW-TORK, 

Foote  «.  Silsby. 

material  part  of  the  invention  was  described,  and  did  not  spe- 
cify what  part  was  described.  The  Court  decided  that  the  no- 
tice was  insufficient,  and  excluded  the  volume.  Thej  then  of- 
fered to  read  the  same  articles  in  evidence  from  the  same  book, 
under  that  part  of  the  notice  of  defence  which  stated  that  a 
material  part  of  the  invention  was  known  to  Andrew  lire,  of 
London,  but,  under  the  plaintiff's  objection,  the  Court  exclu- 
ded the  evidence.  They  then  offered  to  prove  by  scientific 
mechanics  and  by  experts  in  mechanical  science  and  art,  that 
they  knew  the  terms  "Heat-Eegulator,'' and  "Thermostat," 
that  they  were  terms  in  common  use  among  mechanics  and 
experts  in  mechanical  science  and  art,  and  that  they  could, 
without  difficulty,  if  seeking  information  concerning  heat-reg- 
ulators, find  in  the  said  Dictionary  the  portions  so  proposed  to 
be  read,  without  having  any  specific  reference  to  them.  This 
evidence  was  offered  by  the  defendants  for  the  purpose  of  re- 
newing their  motion  to  read  the  said  articles  in  evidence,  but 
the  Court  excluded  the  evidence.  The  defendants  then  offered 
to  read  in  evidence  several  articles  from  pages  93, 130,  283, 
and  406  of  "The  Journal  of  the  Franklin  Institute,  vol.  IX, 


plate  will  in  this  case  be  turned  more  directly  into  the  puBage  of  the  draught 
through  the  chimney  by  increase  of  temperature. 

Fig.  1136  represents  a  circular  turning  register,  such  as  is  used  for  a  store 
or  stoTe  grate,  or  for  Tcntilatinff  apartments;  it  is  furnished  with  a  series 
of  spiral  thermostatic  bars,  each  bar  being  fixed  fast  at  the  ehroomferenee  of 
the  circle  6  c  of  the  fixed  plate  of  the  air  register,  and  aU  the  bars  aet  in 
concert  at  the  centre  a  of  the  twining  part  of  the  reffister,  by  their  ends  be- 
ing inserted  between  the  teeth  of  a  small  pinion,  or  by  being  jointed  to  the 
centre  part  of  the  turning  plate  by  small  pins. 

Fi^.  1134  represents  another  arrangement  of  my  thermostatic  apparatui^ 
apphed  to  a  circular  turning  register,  like  the  preceding,  for  rentilating  apart- 
ments. Two  pairs  of  compound  bars  are  applied,  so  as  to  aet  in  ooneert^  by 
means  of  the  unke  ae^  6  e^  on  the  opposite  ends  of  a  short  leyer,  which  is  fix- 
ed in  the  central  part  of  the  turning  plate  of  the  air  register.  The  two  pain 
of  compound  bars  a»  h^  are  fastened  to  the  circumference  of  the  fixed  plate  of 
the  turning  register,  by  two  sliding  rods,  ad^he^  which  are  furnished  with  ad- 
justing screws.  Their  motion  or  flexure  is  transmitted  by  the  links  a  c  and  h  t 
to  the  turning  plate^  about  its  centre,  for  the  purpose  <h  Cutting  or  openh^ 
the  ventilating  sectorial  appertures  more  or  less,  according  to  the  tempert- 
ture  of  the  air  which  surrounds  the  thermostatic  turning  register.  By  ad- 
justing  the  screws  act  and  h  c,  the  turning  regiater  is  made  to  close  aU  its  ap- 
ertures at  any  desired  degree  of  temperature ;  but,  wheneyer  Uie  air  u 
aboye  that  temperature,  the  flexure  of  the  compound  bars  will  open  the  ap- 
ertures."   Pages  1287,  1288,  1289. 
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for  1832,"  inBiBting  that  thej  were  entitled  to  do  bo,  on  the 
'ground  that  notice  thereof  had  been  given  in  a  special  plea 
which  was  pnt  in  in  the  action,  but  had  been  stricken  out  by 
the  CSoTirt  on  the  plaintiff's  motion.  The  plea  averred,  that  the 
plaintiff's  invention  was  not  new  at  the  date  of  the  patent, 
but  *'  substantial  parts  thereof"  had  been  known  and  used  in 
divers  places,  naming  them,  ^^and  were  described  in  divers 
public  works,  to  wit,  ^The  Journal  of  the  Franklin  Institute,' 
&c«"  The  plaintiff  objected  to  the  evidence,  and  the  Court 
excluded  it,  on  the  ground  that  no  sufficient  legal  notice  of  it 
had  been  given. 

The  defendants  then  offered  to  read  in  evidence  an  affidavit, . 
to  be  made  by  themselves,  by  their  attorney,  and  by  the  only 
counsel  who  had  charge  of  their  case,  showing  that  they  had 
confidingly  relied  on  the  said  notice  of  matters  to  be  given  in 
evidence,  as  a  fulfilment  of  the  law,  and  sufficient  in  all  re- 
spects to  entitie  the  defendants  to  read  the  said  portions  of  said 
^^  Dictionary"  and  of  said  '^  Journal"  in  evidence,  that  they 
were  taken  by  surprise,  and  that  the  said  evidence  was  mate- 
rial to  their  defence,  and  without  it  they  could  not  safely  pro- 
ceed in  the  trial  of  the  cause;  and,  on  that  state  of  fitcts,  they 
moved  the  Court  to  withdraw  a  juror,  and  offered  to  pay  the 
costs  of  the  trial,  and  go  to  trial  at  the  next  term.  The  plain- 
tiff waived  the  necessity  of  the  affidavits,  but  insisted  that, 
assuming  them  to  be  made  to  the  extent  offered,  the  motion 
ought  not  to  be  granted.  It  being  consented  that  the  motion 
should  be  considered  as  if  the  affidavits  proposed  were  actu- 
ally  submitted,  the  Court  examined  the  portions  proposed  to 
be  read  from  the  volumes  in  question,  and  refused  to  grant 
the  motion,  on  the  grounds,  that  if  such  a  power  could  be  ex- 
ercised by  the  Court  at  all  at  the  instance  of  a  defendant,  it 
would  only  be  done  where  it  was  dear  that  he  must  otherwise 
«aSer  gross  injustice,  and  that,  even  if  the  portions  of  the  vol- 
umes offered  to  be  read  in  evidence  were  read,  it  was  by  no 
means  dear  they  would  constitute  a  defence. 

The  stove-regalator  manufactured  and  sold  by  the  defend- 
ants, and  daimed  to  be  an  infiingement,  was  known  as 
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^^  Bace's  Eegolstor/'  and  was  alleged  to  be  embraced  in  the 
claim  of  Letters  Patent  granted  to  Waahbum  Bace,  AfHil  4th, 
1846,  for  an  "  improyement  in  legifiteiB  for  atoves."  It  was 
attached,  in  a  perpendicular  position,  to  tiie  outside  of  the 
atove,  but  in  contact  with  it  or  so  near  to.it  as  to  be  readily 
affected  b j  its  heat.  An  iron  sustaining  plato,  in  length  equal 
to  the  height  of  the  stove,  was  enlarged  in  width  at  the  bot- 
tom, so  as  to  surround  the  air-hole  of  the  stove,  bj  a  curb, 
on  which  the  register,  when  closed,  rested.  This  plate  was 
about  an  inch  and  a  half  wide  and  a  quarter  of  an  inch  duck. 
In  the  side  of  this  plate  next  the  stove  was  a  longitudinal 
groove,  extending  down  from  within  about  a  quarter  of  an 
inch  from  the  top  of  the  sustaining  plato  to  the  upper  end  c£ 
a  vertical  lever.  In  this  groove  an  expansiim  slip  or  rod 
of  brass  was  suspended  by  a  regulating  scrow,  which  passed 
through  the  upper  end  of  Ihe  sustaining  plate  into  the  groove, 
and  was  tapped  into  the  upper  end  of  the  brass  rod,  the  head 
of  the  screwresting  on  the  top  of  the  sustaining  plate.  To  the 
lower  end  of  the  eicpansion  rod  was  firmly  fiutened  a  piece  of 
iron,  about  an  inch  and  a  half  long  and  half  an  inch  wide  and 
thick,  near  the  lower  end  of  which,  on  the  front  side,  a  sharp 
hook  or  barb  was  made,  pointing  outward  and  upward,  and 
fidling  into  the  bottom  of  a  niche  cut  in  the  upper  end  otm 
vertical  lever  about  two  inches  long,  the  bottom  of  the  niche 
being  about  one-eighth  of  an  inch  wide  from  the  Mcmm  of 
the  lever,  and  in  a  line  horizontal  with  the  fblcmm,  which  was 
a  small  pin  passing  through  the  lever  and  through  two  ears 
on  the  sustaining  plate.  The  lever  was  in  effect  a  lever  bent 
at  right  angles,  the  longer  end  being  vertical  and  the  shorter 
end  horisontal,  and  the  fhlcrum  being  in  the  an^.  The  lever 
moved  in  a  slot  made  through  the  sustaining  plate.  The  reg- 
ister was  apiece  of  metal  made  plane  and  smooth  on  its  lower 
surface,  and  when  closed  it  laid  at  an  angle  sufficiently  ii^ 
dined  to  make  it  dose  by  its  own  weight  From  the  apper 
part  of  the  register  a  tidl*piece  or  short  lever  projected  up- 
wards, and  behind  the  lower  end  of  the  vertical  lever.  In  the 
back  side  of  this  tail-piece,  anidie  was  cut,  which  fitted  on  an 
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edge  fonned  at  the  lower  end  of  the  slot  before  mentioiied^  8o 
that  the  register  wsus  sustained  by  the  edge,  and  tamed  on  it 
as  a  fiilcram.  A  small  projection  <hi  the  inner  side  of  the  ver- 
tical lerer,  near  its  lower  end,  stnick  the  tail-piece  about  one* 
eighth  of  an  inch  above  the  edge,  so  that  when  the  expansion 
rod  was  contracted  by  cooling,  the  vertical  lever  pressed  on  tibe 
tail-piece  of  the  register  and  opened  it,  and,  wfa^i  the  rod  be- 
came dilated  by  heat,  the  vertical  lever  pennitted  the  register 
to  dose  more  or  less  by  its  own  weight,  according  to  the  de- 
gree of  heat  To  .the  screw  in  the  upper  end  of  the  sustaining 
jdate  was  attached  an  index,  under  which,  and  attached  to  the 
stove,  was  a  drcular  plate,  marked  with  numbers,  so  that,  by 
taming  the  screw,  the  register  might  be  caused  to  open  and 
dose  at  any  desired  temperature.  The  sustaining  plate  had 
an  opening  in  it  along  nearly  the  whole  length  of  the  expan- 
sion rod,  thus  exposing  the  rod  to  the  air  in  the  room.  The 
whole  apparatus  was  fieistened  to  the  stove,  so  that  the  air-hole 
in  the  sustaining  plate  coincided  with  a  similar  hole  in  the 
atove. 

After  the  evidence  at  the  trial  had  closed,  the  defendants 
prayed  the  Oourt  to  chaige  the  jury :  (1.)  That  the  plain- 
tiff's patent  was  for  a  combination  only,  and  that,  if  the  de- 
fiandants  did  not  use  all  the  constituent  parts  of  the  combinar 
tion,  the  plaintiff  could  not  recover.  (2.)  That  it  was  erro- 
aeoos  to  consider  as  constitaent  parts  of  that  combination,  only 
those  parts  which  were  requisite  to  the  operation  of  opening 
cr  dosing  the  damper  of  a  stove,  but  that  the  jury  must  con- 
sider as  constituent  parts,  all  the  parts  of  the  machine,  as  de- 
flcribed  in  the  specificatioa,  by  which  the  regulation  of  the 
heat  of  a  stove  was  effected.  (8.)  That  the  index  was  a  con- 
stituent part  of  the  combination.  (4.)  That  the  mode  of  de- 
todiing  the  pendulum,  or  rod  0  a,  from  the  damper,  was  a 
^xmstitoent  part.  (5.)  That  the  pendulum  was  a  constitur 
«iit  part.  (6.)  That,  as  it  was  admitted  that  the  defend- 
ants did  not  use  the  index,  they  were  entitled  to  a  ver- 
dict (7.)  That,  as  it  was  admitted  they  did  not  use  the 
mode  of  detaching  the  pendulum  from  the  damper,  they  were 
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entiUed  to  a  verdict  (8.)  That  if  the  defendants'  apparatiiB 
was  different  in  its  mechanical  action,  producing  its  reanltB  in 
a  different  way  from  the  plaintiff's,  that  was  a  difiioence  in 
principle,  which  entitled  the  defendants  to  a  verdict.  (9.) 
That  the  nse  bj  them  of  self-detaching  levers,  instead  of  fixed 
levers,  was  a  difference  in  mechanical  principle.  (10.)  That 
the  nse  by  them  of  an  elastic  slip  of  brass,  whidi  operated 
npon  the  damper  only  by  contraction,  instead  of  a  rigid  rod 
of  brass,  which  operated  by  pushing  and  pnlling,  was  a  differ- 
ence in  mechanical  principle.  (11.)  That  the  difference  in 
the  modes  of  setting  the  two  regulators  was  a  diffCTenoe  in 
mechanical  principle.  (12.)  That  the  placing  by  the  defend- 
ants of  their  regulator,  and  especially  of  its  expanding  rod, 
outside  of  the  stove,  made  it  different  in  principle  from  the 
apparatus  of  the  plaintiff,  which  was  inside  of  the  stove.  (18.) 
That  the  damages  which  the  plaintiff  could  recover  were  only 
so  much  as  he  had  lost  by  the  action  of  the  defendants. 

The  Court  charged  the  jury,  that  the  claim  set  forth  by  Uie 
plaintiff  in  the  first  article  of  the  summary  at  the  dose  of  his 
specification,  being  for  the  applicaticoi  of  a  natural  propaty 
of  metals  to  the  purpose  therein  mentioned,  was  not  l^e  fit 
subject  of  a  patent  As  to  the  Ist,  2d,  3d,  4th,  and  5th  of  the 
instructions  prayed,  the  Court  charged  that  it  was  true  Hot 
the  third  article  of  the  summary  of  the  specification,  on  which 
alone  the  plaintiff  was  entitled  to  recover,  if  it  all,  was  for  a 
combination,  and  that,  unless  it  appeared  by  the  evidence  that 
the  defendants  had  used  all  the  parts  of  the  plaintiff's  stove 
embraced  in  such  combination,  he  was  not  entitled  to  recov^; 
that  the  combination  claimed  in  said  third  article  was  of  such 
parts  of  the  mechanism  described  in  the  specification  as  were 
necessary  to  i^egnlate  the  heat  of  the  stove,  and  that,  unless  it 
appeared  by  the  evidence  that  some  parts  of  the  mechanism 
not  shown  to  have  been  used  by  the  defendants  were  neces- 
sary to  perform  that  o£Q[ce,  or  that,  according  to  the  just  oon- 
struction  of  the  specification,  such  parts  were  intended  to  be 
claimed  by  the  plaintiff  as  a  part  of  such  combination,  they 
were  not  to  be  considered  as  embraced  witiiin  it ;  that,  inaa- 
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much  as,  by  the  fourth  article  of  the  plaintiff's  summary,  he 
made  a  distinct  and  separate  claim  to  what  had  been  ciJled 
the  detaching  apparatus,  there  seemed  to  be  good  reason  to 
infer  that  it  was  not  his  intention  to  claim  that  in  the  third 
article,  as  a  part  of  the  combination  therein  mentioned;  that 
the  question  relative  to  the  extent  of  that  combination  had 
been  treated  by  the  defendants  as  a  question  of  fact,  and  the 
Court  had  no  disposition  to  withdraw  it  from  the  considera- 
tion of  the  jury,  and  therefore  submitted  it  to  them  to  decide 
from  the  evidence,  whether  the  parts  of  the  mechanism  de- 
scribed in  the  specification,  which  were  not  shown  to  have 
been  used  by  the  defendants,  were  necessary  to  regulate  the 
heat  of  the  stove,  and  instructed  the  jury,  that  if  they  should 
so  find,  the  defendants  would  be  entitled  to  a  verdict.  As  to 
the  6th  and  7th  propositions  of  the  defendants,  the  Court  re- 
fused to  charge  any  otherwise  than  as  they  had  charged  in 
regard  to  the  1st  proposition.  As  to  the  8th,  9th,  10th,  11th, 
and  12th  of  the  instructions  prayed,  the  Court  charged,  that 
it  was  a  question  for  the  jury  to  decide  upon  the  evidence, 
whether  the  machinery  used  by  the  defendants  for  their  regu- 
lator was  the  same  in  principle  as  that  of  the  plaintiff;  that  a 
mere  difference  in  form  or  size  was  not  a  difference  in  princi- 
ple, but  that  a  new  application  of  known  mechanical  power 
was,  in  regard  to  invention,  a  new  principle.  As  to  the  18th 
of  the  instructions  prayed,  the  Court  charged  substantially  as 
therein  requested,  and  instructed  the  jury  that  the  question  of 
damages  was  exclusively  with  them,  and  that,  if  they  were  of 
opinion  that  the  defendants  had  unlawftdly  infringed  the  plain- 
tiff's patent,  they  ought  to  award  him  such  sum  as,  in  their 
judgment  founded  upon  the  evidence,  would  fully  indemnify 
him  for  the  actual  damages  he  had  suffered  by  reason  of  such 
infringement,  beyond  the  taxable  costs. 

The  jury  found  a  verdict  of  $1500  for  the  plaintiff,  and  the 
defendants  now  moved  for  a  new  trial,  on  a  case,  and  also  on 
affidavits,  on  the  grounds  of  surprise  and  newly  discovered 
evidence.  The  surprise  alleged  was  the  exclusion  of  the  said 
articles  in  ^^IJre's  Dictionary,"  when  so  offered  in  evidence. 
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The  newly  discovered  evidence  coDsiated  of  the  said  articles  in 
the  ^^  Journal  of  the  Franklin  Institute,"  (whose  existence  was 
stated  not  to  have  been  known  by  the  d^ndants  until  within 
thirty  days  prior  to  the  said  trial,  and  after  their  notice  of  special 
matter  in  this  action  was  given,)  and  of  articles  in  the 
London  Jonmal  of  Arts  and  Sciences  for  1832,  page  807,  and 
for  1837,  pages  94  and  133,  and  in  the  London  Bepertory  of 
Arts  for  1803,  page  279,  whose  existence  was  averred  to  have 
become  known  to  them  after  said  trial.  These  several  articles 
showed  the  application,  by  machinery,  of  the  principle  of  the 
unequal  expansion  and  contraction  of  two  different  metals  on* 
der  the  same  given  d^ree  of  heat,  to  various  purposes,  such 
as,  in  Dr.  Ure's  "  Thermostat,"  r^alating  the  temperature  of 
an  apartment,  or  of  a  hot-honse,  or  of  a  water,  oil,  acid  or  al- 
kaline bath,  by  the  contemporaneous  admission  of  wann  and 
discharge  of  cold  air  or  fluid,  effected  throngh  the  action  of 
the  regulator,  placed  in  the  medium  whose  temperature  was 
to  be  r^ulated ;  or  as,  in  Bonnemain's  ^^  Heat  Begulator,^ 
regulating  the  temperature  of  rooms  in  which  ^gs  were  arti- 
ficially hatched,  and  in  Cadwallader  Evans'  steam  boiler  ap- 
paratus, regulating  the  opening  of  the  safety  valve,  by  gov- 
erning the  admission  of  air  to  the  fire  which  heated  the  water 
of  the  boiler  in  which  the  regulating  apparatus  was  placed; 
or  as,  in  Ward's  ventilator,  regulatmg  the  ventilation  of  a  room, 
by  governing  the  admission  of  air  into  it 

William  H.  Semwtd  and  Samuel  Blatchford^  for  the  de- 
fendants. 

Safmbd  Stevens^  for  the  plaintiff. 

Kelsok,  J.  This  is  an  action  for  the  infringement  of  a  pa- 
tent for  an  improvement  in  regulating  the  draft  of  stoves,  in 
which  a  verdict  was  rendered  for  the  plaintiff  for  $1500.  A 
motion  is  now  made  by  the  defendants  for  a  new  trial. 

I.  One  of  the  jurymen  empannelled  was  taken  ill,  while  the 
counsel  for  the  plaintiff  was  opening  the  case,  so  as  to  be  una- 
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ble  farther  to  serve  upon  the  jtoy,  whereupon  the  Court  dis- 
charged him,  and  directed  another  juryman  to  be  drawn  from 
the  panel,  in  his  stead,  which  was  done.  This  direction  of  the 
Court  was  proper  and  unexceptionable.  The  propriety  of  it 
is  too  obvious  to  require  remark. 

n.  The  disclaimer  endorsed  on  the  back  of  the  patent  was 
properly  rejected,  when  offered  in  evidence  by  the  defendants, 
for  want  of  proof  that  it  had  been  executed  by  the  patentee. 
And  besides,  if  it  had  been  admitted,  the  Court  would  have 
been  bound  to  give  to  it  the  full  effect  of  a  disclaimer  under 
the  seventh  section  of  the  act  of  March  8d,  1837,  (5  TI.  S.  Stat. 
at  Large^  193 ;)  upon  which  view  ot  the  effect  of  the  instru- 
ment the  defendants  did  not  propose  or  desire  to  give  it  in  ev- 
idence. I  am  also  inclined  to  think  the  Court  erred  in  exclu- 
ding the  disclaimer  when  it  was  offered  in  evidence  by  the 
plaintiff,  as  it  fairly  enough  imported  on  its  face,  as  it  seems 
to  me,  that  the  patentee  was  the  owner  of  the  entire  interest 
in  the  patent,  and,  if  so,  there  was  a  substantial  compliance 
with  the  statute  in  this  respect.  This  error,  however,  being 
against  the  plaintiff,  is  of  no  importance  in  the  case.  The 
rejection  of  the  paper,  when  it  was  offered  by  the  defendants, 
raises  the  only  material  question,  and  as  to  that  I  think  the 
Court  was  correct  for  the  reason  stated.  The  disclaimer  should 
have  been  properly  proved  before  it  could  be  admitted  in  ev- 
idence either  as  an  original  paper  or  by  a  certified  copy. 

m.  It  is  a  sufficient  answer  to  the  objection  that  the  motion 
for  a  nonsuit  was  erroneously  refased,  that  the  Court  had  no 
power  to  grant  it.* 

rV.  Dr.  Ure's  Dictionary  of  Arts,  Manufactures,  &c.,  was 
properly  rejected  for  the  reasons  given  at  the  trial.  The  book 
contains  1334  pages,  and  treats  of  a  great  variety  of  subjects 
extending  through  the  alphabet.    The  reference  to  the  work, 


*11ie  ConrU  of  the  United  States  haye  no  anthority  to  order  apereraptory 
vonanit  againat  the  will  of  the  plaintiff  on  the  trial  of  a  eause  before  a  jury. 
(Do0T.  Gryme$,l  Petert,  469;  J)' Wolf  y.  JRabaud,  1  JPettrt^  HQ ;  Crane  y. 
LiMme  ofMwTtt,  6  PeUrt^  598.) 
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as  given  in  the  notice,  was  too  general  and  indefinite,  within 
a  reasonable  constrnction  of  the  act  of  Congress.  (5  U.  8. 
Stat,  at  Large^  128,  §  15.)  The  notice  should  hare  specified 
the  page  or  heading  in  the  public  work  in  which  the  inven- 
tion had  been  previously  described,  so  as  to  enable  the  pat^itee 
to  turn  to  the  article  without  searching  Enough  the  entire 
volume.  There  can  be  no  difficulty  in  giving  a  particular 
reference  to  the  part  of  the  book  intended  to  be  relied  on, 
as  the  defendant  is  presumed  to  have  examined  the  article, 
and  to  be  familiar  with  it  and  with  the  page  or  heading  where 
it  may  be  found.  A  general  reference  to  the  work  is  calcuhi- 
ted  to  mislead  and  embarrass  the  party,  and  ought  not  to  be 
sanctioned,  especially  as  there  can  be  no  difficulty  in  giving  a 
more  specific  one.  These  remarks  apply  also  to  the  ofier  to 
read  passages  in  the  work,  for  the  purpose  of  showing  that  the 
invention  was  previously  known  to  Dr.  Ure,  if  there  were  no 
other  ground  for  its  rejection.  The  offer  to  prove,  by  experts 
and  scientific  men,  that  the  terms  ^^  Thermostat"  and  ^^Heat- 
Segnlator"  were  well  known  in  mechanical  science,  vritfa  a 
view  to  show  that  the  notice  was  sufficientiy  explicit  and  spe- 
cific, was  properly  rejected.  The  question  was  one  for  the 
Oourt ;  and,  besides,  tiie  notice  should  have  pointed  to  the 
page  or  heading  of  the  article.  The  rejection  of  the  volume 
of  ^^  The  Journal  of  the  Franklin  Institute,"  which  was  oflfered 
in  evidence  under  the  idea  that  notice  of  it  was  contained  in 
a  special  plea  which  had  been  previously  stricken  out  by  the 
Oourt,  is  so  obviously  correct  as  to  require  no  remark. 

Y.  The  proposition  on  the  part  of  the  defendants  to  ¥ritb- 
draw  a  juror,  on  the  ground  of  surprise  arising  out  of  the  rul- 
ings of  the  Oourt  in  respect  to  the  notice  and  the  evidence 
offered  under  it,  was  properly  overruled.  The  defective  no- 
tice afforded  no  foundation  for  such  a  proceeding  on  the  part 
of  the  defendants ;  and,  under  any  circumstances,  it  was  a 
matter  resting  altogether  in  the  discretion  of  the  Oourt 

YI.  The  invention  of  the  plaintiff^  as  stated  in  his  patent,  is 
^'  a  nefiD  and  useful  improvement  in  reguLatmg  the  drceft  cf 
etaves;^^  and,  after  particularly  describing  in  his  specification 
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the  mechanical  contrivances,  and  the  application  of  the  same 
to  stoyes  in  common  nse,  he  sets  forth  what  is  dauned  as  his 
disooyeiy  and  not  before  known,  or  in  pnblic  use : 

(!•)  ^The  application  of  the  expansive  and  contracting 
power  of  a  metaUic  rod,  by  different  degrees  of  heat,  to  open 
and  doee  a  damper  which  governs  the  admission  of  air  into  a 
stove  or  other  stmctiire  in  which  it  may  be  nsed,  by  which  a 
more  perfect  control  over  the  heat  is  obtained  than  can  be  by 
a  damper  in  the  flue." 

(2.)  "  The  mode  above  described,"  (in  the  specification,)  "of 
setting  the  heat  of  a  stove  at  any  requisite  degree,  by  which 
different  degrees  of  expansion  are  requisite,  to  open  or  dose 
the  damper." 

(3.)  ^^The  combination  above  described,  by  which  the  regn- 
'  ]ation  of  the  heat  of  a  stove  or  other  structure  in  which  it  may 
be  used  is  effected." 

(4.)  ^'The  mode  above  described,  of  connecting  the  action 
of  the  metallic  rods  with  the  damper,  so  that  the  same  may  be 
disconnected  whan  the  damper  shall  have  closed,  and  the  heat 
shall  continue  to  rise,  &c." 

The  substance  of  the  discovery,  as  claimed  by  the  plaintiff 
and  secured  to  him  by  the  patent,  is  the  application  of  the 
prindple  of  the  contraction  and  expansion  of  a  metallic  rod, 
by  the  use  of  certain  mechanical  contrivances  particularly  de- 
scribed and  set  forth,  to  the  cast  or  sheet-iron  stove  in  common 
use,  by  which  means  he  produces  a  sdf-regnlating  power  over 
the  heat  of  the  same,  at  any  given  d^ree  of  heat  that  maybe 
desired  within  the  capadty  of  the  stove.  This  is  the  thing  in- 
vented. It  is,  in  a  word,  the  application  of  a  well  known 
prindple  to  a  new  and  useful  purpose,  and  the  question  is, 
whether  or  not  the  patentee  was  the  fiist  and  original  inven- 
tor, or  whether  it  was  before  known  and  in  public  use.  Now, 
although  it  is  shown,  (assuming  for  the  present  that  we  may 
look  into  the  books  not  in  evidence,)  that  the  principle  had 
before  been  applied  to  the  regulation  of  heat,  as  in  the  instance 
of  Dr.  Ure's  "Thennostat,"  and  Bonnemain's  "Heat  Begula- 
tor,"  and  some  others,  yet,  for  aught  that  appears  6om  the 
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testimony  or  from  aaj  book  that  has  been  produced,  the  plain- 
tiff was  the  first  person  who  applied  the  principle  to  the  regu- 
lation of  the  heat  of  stoves ;  and  for  this  he  was  entitled  to  a 
patent,  and  to  be  protected  in  its  enjoyment  {PkiUipi  on 
PatentSj  oh.  7,  sec.  %p.  101.)  It  is  not  a  new  nae  of  the  pim- 
eiple  as  previonsl j  applied  to  the  regulation  of  heat,  which 
would  not  be  patentable ;  but  a  new  application  of  it,  by  new 
mechanical  contrivances  and  apparatus,  by  means  of  which  a 
new  and  beneficial  result  is  produced  in  the  use  of  the  article  to 
which  it  has  been  thus  applied,  namely,  the  common  cast  or 
sheet-iron  stove.  It  is  true,  that  the  idea  of  an  application 
of  the  principle  to  the  regulation  of  stoves  had  been  before 
suggested,  but  no  such  application  had  ever  been  made  prior 
to  that  of  the  patentee ;  and  the  person  who  first  reduces  the 
idea  to  practical  application  and  use  is  entitied  to  the  patent  * 
Looking,  then,  at  the  claim  of  the  plaintiff  to  a  discovery  in 
the  regulation  of  the  heat  of  stoves,  in  the  Hght  of  the  views 
above  stated,  I  can  perceive  no  well  founded  objection  to  the 
charge  of  the  Court  under  which  the  verdict  was  given. 

The  charge  in  respect  to  the  first  claim  was  more  &voxabIe 
to  the  defendants  than  in  my  judgment  was  warranted.  The 
daim  is  not  for  a  discovery  of  a  natural  property  of  the  metal- 
lic rod,  which,  of  itself,  is  not  a  patentable  subject,  but  fmr  a 
new  application  of  it  by  means  of  mechanical  contrivaDces, 
which  is  one  of  the  commonest  subjects  of  a  patent  The  only 
criticism  to  which  the  claim  ia  liable  is  that  it  is  too  broad,  in- 
asmuch as  there  is  an  attempt  to  extend  the  improvement  lo 
other  structures  besides  stoves.  This  has  beoi  corrected  by  a 
disclaimer,  and  properly  so,  fix>m  abundant  caution,  thoo^  I 
entertain  no  doubt  that  the  claim  beyond  the  stove,  in  the  sunir 
mary,  is  too  general  and  indefinite  to  be  valid  or  efleetual,  and 
should  have  been  regarded  as  surplusage. 

The  Court  further  charged,  that  the  third  claim,  on  which 
flie  jdaintiff  was  entitied  to  recover,  if  at  all,  was  &r  a  eombt 
nation,  and  that  unless  it  appeared  by  the  evidence  that  the 
defendants  had  used  all  the  parts  of  the  plaintiff's  stove  em- 
l»aced  in  the  combination,  the  verdict  must  be  fiir  the  defoid* 
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ants.  This  inBtracstion  covered  a  great  many  points  made  by 
the  defendants  at  die  trial,  and  veiy  nnneoesBarilj  multiplied, 
by  breaking  a  sin^e  proposition,  embodying  a  general  princi- 
ple, into  nnmerons  snbdiviBions,  which  tended  only  to  embar- 
rassment and  oonfosion.  It  viitaally  covered  the  first  seven 
pcmits,  and  all  of  them,  so  far  as  any  principle  of  law  was  in- 
volved, were  mled  in  &vor  of  the  defendants.  As  to  the  facts, 
they  were  questions  for  the  joiy. 

The  Coort  also  chaiged,  tliat  unless  it  appeared  by  the  evi- 
dence that  some  parts  of  the  mechanism  not  shown  to  have 
been  used  by  the  defendants  were  necessary  to  perform  the  of- 
fice of  regolating  the  heat  of  the  stove,  or  that,  according  to 
liie  proper  consfraction  of  the  specification,  such  parts  were  in- 
tended to  be  claimed  by  the  plaintiff  as  a  part  of  the  combi- 
nation, they  were  not  to  be  considered  as  embraced  vrithin  it; 
and  the  Court  further  remarked,  that  the  question  as  to  the 
extent  of  the  combination  had  been  treated  by  the  counsel  for 
tile  defendants  as  a  question  of  fitct,  and  the  Court  had  no  dis- 
position to  withdraw  it  fbom  the  consideration  of  the  jury. 
If  the  Court  c<mceded  too  much  to  the  jury  in  the  view  thus 
submitted,  and  should  have  taken  upon  itself  to  determine  the 
comlnnation,  upon  an  interpretation  of  the  daim  in  the  sum- 
mary as  matter  of  law,  it  is  not  for  the  defendants  to  complain, 
as  ti^eir  counsel  chose  tocarry  the  question  to  the  jury.  They 
should  have  asked  the  Court  to  settie  the  combination  upon  a 
eonstniction  of  the  specification,  and  have  tried  their  case  upon 
that  assumption,  instead  ci  putting  the  question  to  the  jury. 
lliey  cannot  take  advantage  of  tiieir  own  error,  even  conce- 
ding that  the  Court  acquiesced  in  it  Besides,  the  extent  of 
the  combinati<m  was  perhaps,  in  one  aspect,  a  mixed  question 
of  law  and  fiust;  the  effect  and  operation  of  the  mechanical  con- 
trivances,  which  were  matters  of  skill,  and  to  be  determined 
by  experts,  entering  into  the  question.  It  does  not  follow  as 
matter  of  law,  that  every  part  of  the  machineiy  used  consti- 
tutes an  element  of  the  combination.  This  may  depend  on 
the  use  and  effisct  of  it,  and  the  purpose  for  which  it  is  em- 
ployed in  the  plan  devised  to  complete  the  improvement 
81 
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The  iiiBtraction  as  to  the  similflritj  or  eubetaiitial  identitjof 
the  two  oontrivanceB  or  machinery  for  regulating  the  heaty 
was  obviously  too  correct  to  reqiiire  any  obaervation,  and  so 
ynm  the  instmetion  in  reBpect  to  the  damagee.  If  the  d^eod- 
ants  desired  any  fnrtker  instruction  npon  the  latter  point,  they 
should  have  called  the  attention  of  the  Oonrt  to  the  subject 
Afl  &r  as  given,  the  ruling  was  unezoeptionable,  and  confom- 
ed  to  the  statnte. 

VJLl.  As  respects  the  motion  for  a  new  trial  on  the  groimdB 
of  surprise  and  newly  discovered  evidence,  the  views  already 
presented  concerning  the  improvement  and  discovery  of  the 
plaintiff,  afford  a  complete  answer.  If  all  the  evidence  had 
been  admitted,  that  was  offered  under  the  notice,  or  that  has 
since  been  discovered,  it  would  not,  in  my  judgment,  have 
constituted  a  defence  or  varied  the  result.  It  fell  entirely  short 
of  proof  that  the  plaintiff  was  not  the  first  and  original  inven- 
tor of  the  improvement  daimed  by  him,  or  that  it  was  before 
known  and  in  public  use.  Notwithstanding  all  the  evidence 
offered  at  the  trial,  and  aU  produced  before  me  on  this  motion, 
from  books  or  otiierwise,  the  plaintiff  was  the  first  penon 
who  applied  the  expanding  and  contracting  property  of  the 
metallic  rod  to  the  regulation  of  heat  in  the  use  of  the  stove, 
by  means  of  mechanical  contrivances.  It  was  his  inveption 
and  discovery,  and  was  first  brought  by  him  into  practical  use, 
jHToducing,  as  it  respects  the  stove,  a  new  and  useful  result 

The  jury  have  found  that  the  contrivances  of  the  defendantB 
in  the  construction  of  their  regulator,  are  substantially  the 
same  as  those  of  the  plaintiff,  and  that  they  have,  therefore, 
been  guilty  of  an  infringement.  I  am  not  sure  that  the  phun- 
tiff  was  bound  to  go  to  this  length  in  making  out  a  case  of  in* 
fringement.  There  is  some  ground  for  the  position  that  Uie 
new  application  of  the  principle,  by  means  of  mechanical  con- 
trivances,  constitutes,  of  itself,  a  part  of  his  invention ;  and 
that  any  different  or  improved  mode  of  application  is  but  an 
improvement  upon  his  discovery,  and  not  availaUe  wiliurat 
his  consent.  It  is  not,  however,  necessary  to  determine  tiib 
question,  as  it  is  not  material  to  the  decision  of  the  motion. 
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It  was  suggested  that  the  damages  in  the  case  were  exces- 
sive^  and  that  a  new  trial  should  be  granted  on  that  ground. 
I  think  not.  The  jniy  were  warranted  in  giving  liberal  dam- 
ages, within  the  limit  laid  down  by  the  Court.  The  defend- 
axkts  do  not  stand  in  a  position  to  ^ititle  themselyes  to  a  very 
fitvoiable  consideration,  as  they  entered  upon  the  violation  of 
the  plaintiff's  patent,  after  having  been  warned  of  the  conse- 
qaenoes,  and  went  on,  with  their  eyes  open,  disregarding  the 
daims  of  the  patoitee,  and  showing  a  willingness  to  avail 
themselves  of  the  profits  of  his  discovery,  and  to  deprive  him 
of  the  fruits  of  his  genius,  time,  and  expense,  in  striking  out 
and  bringing  to  perfection  a  new  and  most  valuable  improve- 
ment in  die  use  of  an  article  of  the  first  necessity  for  the  ordi- 
nary purposes  of  life.  In  my  judgment  the  damages  were  not 
excessive  or  unreasonable. 

New  trial  denied. 


The  Trot  Ibon  akd  Nail  Faotort 
Ebastub  CoBNoro  and  othebs.    In  EQurrr. 

Evid«iiee,  as  to  the  originality  of  an  invention,  examined  bj  the  Court,  on  a 
hearing  on  pleadings  and  proofs,  in  a  suit  in  equity  brought  for  an  injnnc- 
taon  and  aooouat  on  the  ground  of  an  infringement  of  the  patent,  and  dee- 
ded in  fiavorof  the  patentee^  he  haying  the  first  patent,  and  the  eTidenoe 
on  the  part  of  the  defendant  not  being  snffieiently  specific  and  decisive  on 
the  question  of  originality,  to  overthrow  it 

B.,  the  patentee,  in  1640,  of  *'  improvements  in  the  machinery  for  making 
Moak  or  hrad-ktaded^piku,**  elahned  that  GL  was  infringing  his  patent,  and 
brought  a  suit  in  equity  in  1844,  in  his  own  nams^  against  C,  for  its  viola- 
Uoa.  K  also  claimed  the  exclusive  right  to  make  patent  horse-shoes,  and 
CL  too  claimed  the  right  to  make  them,  B^  and  C.  having  each  a  patent 
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for  mMhinery  for  making  horso^hoM.  Tliere  had  been  mnek  oorre^ond- 
enoe  between  tbem  abont  (heir  differeneee,  partienlarlj  about  tfae  i^iveaa- 
troverej.  While  these  matters  were  still  in  dispute^  and  the  sut  was 
yet  pending,  a  written  agreement  was  made  between  B.  and  C,  in  1841, 
whieh  reeited  the  pendenej  of  the  snit^  and  that  both  parties  claimed 
the  right  to  make  the  hook-headed  spike,  and  then  provided,  that  the  aalt 
should  be  discontinued,  eaeh  party  paying  his  own  eoats,  *'and  that  the 
said  parties  may  each  hereafter  nunw/aeture  and  vend  tpike  of  mek  kimd 
and  character  a»  (key  §ee  JU,  noiwUhetanding  their  confiding  eUumt  to  thU 
time.**  Tlie  agreement  farther  recited,  that  G  claimed  the  right  to  make 
"the patent horse^oe,"  and  thatK  claimed  "such right  exdosiTely,"  and 
then  agreed  that  B.  might  make  "said  patent  horseshoes,"  and  that  a  woold 
not  make  them,  and  each  released  to  the  other  all  claims  and  caoses  of  ac- 
tion "by  reason  of  any  Tiolation  of  the  patent-rights  claimed  by  them 
as  aforesaid"  to  that  date :  ffeld,  that  the  agreement  contained  a  license 
to  a  to  make  the  hook-headed  epike  with  the  machinery  so  patented  to 

Oral  evidence,  in  explanation  of  the  agreement  and  of  the  intent  of  the  par- 
ties in  entering  into  it,  is  inadmissible.  It  must  be  interpreted  by  iia  Ian- 
gnage,  in  connection  with  the  subject  matters  which  led  to  the  compromise 
oontained  in  it. 

At  the  time  the  agreement  between  B.  and  G.  was  made,  B.  had  the  legsl 
title  to  his  hook-headed  spike  patent,  and  exerciBed  all  the  aets  of  owners 
ship  oyer  it  In  3848,  the  plaintiffs,  a  corporation,  acquired  the  legal  title 
to  B.'s  patent,  and  sued  C,  in  equity,  for  infringing  it,  claiming  that  they 
had  the  equitable  title  to  it  when  the  agreement  was  made:  ffeld,  that 
B.,  as  holder  of  the  legal  interest  in  the  patent,  was  competent  to  settle  the 
disputed  claims  in  respect  to  it,  and  that,  as  the  suit  between  R  and  (X, 
which  was  settled  by  the  agreement,  was  in  B.'s  name^  and  as  he  wai^  at 
the  time,  the  agent  of  the  plaintiffs^  and  the  principal  stockholder  in  their 
corporation,  and  as  his  acts  of  ownership  orer  the  patent  were  exercised 
with  their  knowledge  and  presumed  assent,  the  settlement  made  by  the 
agreement  was,  in  judgment  of  law,  with  their  privity  and  assent,  even 
conceding  that  they  had  the  equitable  title  to  the  patent  at  the  time. 

The  plaintiff  were  a  cotporation,  created  July  20tih,  18S5, 
under  the  act  of  the  Legislatore  of  the  State  of  Kew-York  rela- 
tiye  to  incorpoiatioDB  for  mano&ctaring  purposes,  passed 
March  22d,  1811,  and  the  acts  oontinning  and  amending  tiie 
same,  for  the  pnipose  of  xnannfiEustnring,  at  Troy,  !N.  Y.,  nail- 
rods,  cut-nails,  hoop-iron,  spikes,  &c.  On  the  2d  of  Decem- 
ber, 1836,  thej  became,  by  assignment  finom  one  Hemy  Bur- 
den, the  owners  of  Letters  Patent  granted  to  said  Burden  on 
the  2d  of  December,  1884,  for  an  ^^mproyement  in  the  m*- 
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clmierj  for  manufiictarmg  wrought  naik  and  spikes;"  and,  in 
the  aasigmnent,  Burden  agreed  with  them,  that  if  he  should 
thereafter  make  any  improvement  upon  his  said  invention,  he 
would  convey  it  to  them.  Chi  the  2d  of  September,  1840, 
Biirdffli  obtained  Letters  Patent  for  ^^  improvements  in  the 
machinery  for  making  hook  or  brad-headed  spikes."  The  bill 
claimed  that  the  plaintiffs,  by  virtue  of  the  agreement  of  De- 
cember 2d,  1836,  became  entitled  to  the  improvements  for 
which  the  patent  of  September  2d,  1840,  was  granted.  Bmv 
dexk  assigned  to  the  plainti£b  all  his  right,  title  and  interest  in 
and  to  that  patent,  on  the  19th  of  June,  1848.  The  defend- 
ants were  the  owners  of  "The  Albany  Iron  and  Nail  Woiks" 
at  Troy.  The  bill  charged  that  on  the  15th  of  October,  1845, 
the  defendants  erected  at  their  works  four  or  five  machines  for 
the  manufacture  of  hook  or  brad-headed  spikes,  containing  the 
improvements  patented  to  Burden  on  the  2d  of  September, 
1840,  and  had  been  since  and  were  still  engaged  in  making 
that  description  of  spikes  with  those  machines,  in  violation  of 
the  exclusive  rights  of  the  plaintiffs.  The  bill  also  set  forth, 
that  in  1842  Burden  commenced  an  action  at  law  in  this  Court 
against  the  defendants,  for  the  infringement  of  the  patent  of 
September  2d,  1840,  which  was  defended  and  tried,  and  result- 
ed in  a  verdict  of  $700  in  favor  of  Burden,  and  in  a  judgment 
in  his  favor  in  1843,  by  which  the  originality  of  the  inven- 
tion and  the  validity  of  the  patent  were  established.  The 
plaintiffs  prayed  for  an  account  and  an  injunction. 

The  defendants,  in  their  answer,  denied  that  Burden  was 
the  inventor  of  the  improvements  covered  by  the  patent  of 
1840,  and  set  up  that  they  were  invented  prior  to  Burden's 
application  for  the  patent,  by  several  persons  from  whom  Bur- 
den obtained  a  knowledge  of  them.  They  also  denied  that, 
mider  the  agreement  of  1836,  the  plaintiffs  became,  either  le- 
gally or  equitably,  entitled  to  the  improvements  for  which 
the  patent  of  1840  was  obtained,  and  insisted  that  the  de- 
vice of  the  bending  lever  for  the  manu&ctore  of  hook-head- 
ed spikes,  (which  was  the  gist  of  the  patent  of  1E40,)  was  a 
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difltinGt  and  indei>end6iit  myeiitiony  and  no  ^  impiovBfineDl^ 
upon  the  invention  patented  in  1834.  The  claim  of  the  pa- 
tent of  1840  was  for  the  bending  of  the  end  of  the  spike^od, 
from  which  the  head  of  a  hook  or  brad-beaded  spike  was  to  be 
fimned,  bj  means  of  a  bending  lever,  which  bent  down  the 
end  at  an  angle  with  the  shank,  bo  that  it  Bhonld  be  in  a  proper 
position  to  receive  the  blow  of  the  heading  die  and  be  formed 
mto  a  hook-head.  The  answer  further  insisted,  that  the  rights 
of  the  platntifis  to  the  pat^it  of  1840  were  subject  to  the 
rights  of  the  defendants  nnder  tiie  following  agreement  in  wri- 
ting, entered  into  between  the  defendants  and  Burd^i  on  the 
14thof  October,  1845: 

''Agreement  inftde  tbu  fourteenth  dmj  of  Oetober,  lSi6,  between  Henfy 
Bnrden  of  the  one  part,  and  Eraetiie  CormDg;  James  Homer,  and  John  F. 
Winalo w  of  the  other  part.  Whereaa  a  luit  is  now  pending  in  the  Ctrenit  Govt 
of  the  United  States  for  the  Northern  District  of  New- York,  in  fayor  of  the 
said  Henry-  Bnrden  against  the  said  Corning,  Homer,  and  Winalow,  arising  ont 
of  the  alleged  violation  and  infringement  of  a  patent  right  claimed  hy  aaid 
Borden  for  the  mahing  of  spike,  both  parties  claiming  the  right  to  make  said 
spike :  It  is  now  agreed  between  the  said  parties^  that  the  said  suit  shall  be 
and  is  hereby  disoontinned,  each  party  paying  their  own  costs ;  and  it  is  for^ 
ther  agreed,  that  the  said  parties  may  each  hereafter  manufaetare  and  rend 
spike  of  such  kind  and  character  as  they  see  fit»  notwithstanding  their  con.- 
flioting  claims  to  this  time;  and  the  said  John  F.  Winslow  claiming  as  pa- 
tentee to  have  the  right,  for  the  benefit  of  the  said  Coming  Homer,  and 
himself  to  manufacture  the  patent  horse-shoe,  and  the  said  Henry  Bnrden 
also  claiming  sneh  right  ezclnsiYely,  it  is  severally  agreed  by  said  Coming; 
Homer,  and  Winslow,  that  said  Burden  may  mannfactnre  said  patent  bone- 
shoes^  and  that  said  Corning;  Homer,  and  Winslow  will  not  maaiifactiire 
them ;  and  each  party,  in  consideration  of  the  premises,  hereby  releasee  to 
the  other  or  others  all  claim,  demand,  and  cause  of  action,  by  reason  of  any 
violation  of  the  patent  rights  claimed  by  them  as  aforesaid  to  the  date 
hersoC" 

The  answer  farther  averred,  that  this  agreement  was  made 
as  a  foil  settlement  and  compromise  of  differences  and  claims 
then  existing  between  Bmden  and  the  defendants,  in  r^aid 
to  the  mannfiictiire  of  horse-shoes  and  of  hook  or  brad-headed 
spikes,  and  as  a  discontinuance  and  settlement  of  a  suit  in 
eqnity  then  pending  in  this  Oonrt,  brought  bj  Bnrden  against 
the  defendants,  for  the  making  of  hook-headed  spikes  in  vio- 
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ktkm  of  the  patent  <^  1840*  The  use  of  the  patented  znur 
cfaineiy,  as  alleged  in  the  bill,  was  admitted  in  the  answer,  aa 
also  w&e  the  suit  at  law  and  the  verdict  and  judgment  in  &- 
ror  of  Bm-den;  but  the  defendants  denied  that  thereby  the 
erigtnality  of  Burden's  invention  or  the  validity  of  his  patent 
was  eatablished,  and  averred  that  the  bill  in  die  said  suit  in 
equil^^  was  filed  in  1844,  as  well  for  the  benefit  of  the  plain- 
tiffi  as  of  Burden,  that  the  suit  was  pending  when  the  agree- 
ment of  October,  1845,  was  made,  and  was  compromised  and 
settled  thereby,  and  that  all  benefit  from  the  judgment  was 
thus  wwved  as  against  the  defendimtB.  The  plaintifb  putin  a 
gsnerol  replication,  and  the  testimony  was  taken  by  a  special 
Commissioner,  without  written  interrogatories,  the  parties  hav* 
ing  stipulated  to  waive  them. . 

A  laige  mass  of  evidence  was  given  on  both  sides,  upon 
the  question  of  the  originality  of  the  invention  covered  by  the 
patent  of  1840;  and  as  to  transactions  and  oommunicationa 
between  the  parties  after  the  agreement  of  October,  1845,  was 
made,  with  a  view  to  explain  the  agreement,  and  to  show  the 
intent  of  the  parties  in  entering  into  it;  and  as  to  the  maVteni 
in  difibrence  between  the  parties  before  and  down  to  the  time 
of  the  making  of  the  agre^nent  A  voluminous  correspond 
dance  between  the  parties  prior  to  the  agreement  was  put  in 
evidence,  and  the  pendency,  at  the  time  the  agreement  was 
made,  of  the  equity  suit  before  referred  to  on  the  patent  of 
1840,  was  shown.  It  appeared,  also,  that  on  the  11th  of  Au- 
gust, 184S,  a  patent  for  an  ^^improvement  in  madUnes  for 
finrming  honae-shoes,  Ac,  was  granted  to  the  defendant  Wins^ 
low  and  one  Osgood;  and  that  Burden  had  two  patents,  each 
Ibr  an  ^^  improvement  in  die  machine  for  making  hoiae^hoes," 
one  granted  to  him  Kovember  23d,  1885,  and  the  other  Sep- 
tember 14th,  1848.  All  other  facts  necessary  to  an  undav 
standing  of  the  case  will  be  found  stated  in  the  ofMuion  of  the 
Court  The  canse  was  heard  bef(n:e  Nkuk)f,  J.,  on  pleadings 
aadproofe. 


AivhmI  iSiSdiMM,  fer  ttie  plahiti£k 
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WUUam  n,  Sewatrd^  David  L.  Seymour  and  Samud 
BlateJ^crdt  for  the  defendants. 

Kelson,  J.  L  Upon  a  foil  connderationof  tiie  pnx^ocm- 
oeming  the  originality  of  the  imi»oyemeiit  in  the  nmchineiy 
for  making  hook-headed  spikes,  for  which  a  patent  was  gnnt- 
ed  to  Henry  Burden  on  the  2d  of  September,  1840, 1  am  of 
opinion,  that  the  weight  of  it  is  in  fiiTor  of  the  claim  of  Bur- 
den, as  the  first  and  original  inventor;  and  that,  if  the  case 
tnnied  upon  this  question,  the  {daintiflb  would  be  entitled  to 
an  injunction.  The  proof  is  conflicting,  and  some  parts  of  it 
are  irreconcilable,  but  the  most  satis&ctoiy  conclusion,  in  mj 
judgment,  is  the  one  above  stated.  Burden  has  the  first  patent, 
and  the  evidence  on  the  part  of  the  defendants  is  not  snffidentlj 
specific  and  dedsive  upon  the  question  of  originality,  to  over- 
throw it;  on  the  contrary,  independently  of  the  patent,  the 
prep(mderBnce  of  proof  is  in  support  of  it. 

n.  In  respect  to  the  second  ground  of  defence,  I  have  not 
been  able  to  bring  my  mind  to  doubt,  that  the  agreement  en- 
tered into  by  Burden  and  the  defendants,  on  the  14th  of  Octo- 
ber, 1845,  in  pursuance  of  a  compromise  <^  existing  differesi- 
ces  and  disputes  concerning  patent  rights,  and,  among  othets, 
the  right  now  in  question,  contains  a  license  to  the  d^endants 
to  manu&ctnre  the  hook-headed  spike  upon  the  improved  ma- 
chine as  patented  to  Burden  on  the  2d  of  September,  1840. 

In  coming  to  this  conclusion,  I  lay  out  of  the  case  entirely 
the  oral  evidence  given  in  explanati(m  of  the  agreement,  and 
of  the  intent  of  the  parties  in  entering  into  it,  and  ccHifine 
myself  to  an  examination  of  the  language  of  the  parties  in 
the  instrument  itself,  in  connection  with  the  subject  matten 
that  led  to  the  compromise.  The  oral  evidence  of  the  inteut 
and  meaning  of  the  parties,  in  explanation  (^  the  agreement, 
is  wholly  ioadmissible,  and  ought  not  to  have  been  received. 
The  agreem^it,  being  in  writing,  must  speak  for  itselfl 

There  were  at  the  time  two  principal  matters  of  difference 
between  the  parties,  namely,  the  right  to  manu&cture  the 
hook-headed  spike  with  ttie  balding  lever,  and  tiie  rig^  to 
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make  the  patent  horBe-ehoe.  A  suit  was  pending  between 
them  in  respect  to  the  fonner  right,  which  was  deemed  the 
mofit  important  of  the  two  by  Burden.  Indeed,  the  corres^ 
pondenoe  between  the  parties  shows  that  this  was  the  chief 
matter  in  dispute,  the  one  in  which  the  parties  felt  the  deepest 
interest,  and  in  respect  to  which  a  settlement  was  deemed  most 
desirable.  Now,  reading  the  agreement  of  the  14th  of  Oc- 
tober, 1846,  with  these  fiicts  in  Tiew,  it  is  impossible  to  hesi- 
tate as  to  its  legal  import  and  effect  upon  the  matters  in  con- 
troversy. It  recites  the  suit  pending  in  favor  of  Burden  against 
tihe  defendantB,  for  an  infringement  of  the  patent  of  1840  by 
manufiietDiing  the  hook-headed  spike,  and  that  both  parties 
claimed  the  right  to  manufactore  the  article;  and  it  is  then 
agreed,  that  the  suit  shall  be  discontinued,  each  party  paying 
his  own  costs,  and  that  each  may  thereafter  manufacture  and 
vend  spike  of  such  kind  and  character  as  they  see  fit,  notwith- 
standing their  previous  conflicting  claims.  It  then  recites, 
that  each  claimed  the  right  to  manu&ctcire  the  patent  horse- 
shoe, and  that  Burden  claimed  the  exclusive  right,  and  it  is 
then  agreed,  that  the  defendants  shall  cease  the  manu&cture, 
and  that  Burden  may  continne  it;  and  then  follow  mutual 
releases  of  all  claims  and  demands  and  causes  of  action,  for 
alleged  previous  infringements  of  patent  rights  claimed  by  the 
respective  parties,  down  to  that  time.  Why  stipulate  that  the 
defendants  might  thereafter  manu£EU^ture  and  vend  spikes  of 
any  diaracter  and  description,  without  regard  to  previous 
claims  to  the  contrary,  if  it  was  not  intended  to  admit  or 
concede  the  right  to  manufacture  the  hook-headed  spike?  ^And 
how  can  we  say  that  this  particular  spike  is  not  embrac^  in 
the  stipulation?  What  is  meant  by  the  agreement,  that  the 
defendants  may  manu&cture  spikes  ^'qf  such  hind  amd  chan^ 
Oder  08  they  seefit^  notunthstmtding  their^^  ifJiepoHie^  ^^can- 
Rioting  dawM  to  this  time^^  if  it  was  intended  to  exclude  the 
hook-headed?  The  argument  is  quite  as  strong  and  well- 
founded  to  ezdude  spikes  of  any  other  description — indeed 
stronger,  if  it  were  possible,  as  this  particular  spike  was  the 
principal  item  in  controversy  at  the  time  of  the  compfomise 
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or  fletdementy  and  a  suit  was  pending  in  respect  to  it.  The 
language  of  the  instrument  is  certainly  most  lemarkaUe,  if  it 
was  intended  bj  the  parties  to  exclude  the  defimdants  from 
the  right  to  make  this  particnlar  spike;  as  there  are  not  only 
no  words  of  exdusion  or  prohibition,  but  an  express  admiBsian 
ci  the  right,  in  terms  so  full  and  specific  that  no  argnment 
can  make  it  clearer.  We  are  asked  to  interpret  a  stipulation  to 
make  any  kind  of  spikes  the  parties  see  fit,  to  mean  any  kind 
except  the  hook-headed ;  and  that,  too,  in  the  case  of  a  com- 
promise of  a  disputed  right  to  mannfiicture  spikes  of  this  char* 
acter  and  description,  among  other  matfcera,  this  being  regard* 
ed  as  the  principal  one.  I  think  it  impossible  to  come  to  any 
such  conclusion,  withonta  disregard  of  the  dear  importof tin 
agreement 

DX  13ie  compromise  and  agreement  of  Burden  bind  tlie 
plaintifib.  He  was  possessed,  at  the  time,  of  the  legal  title  to 
the  patent  of  1840,  and  exercised  all  the  acts  of  owneiship 
over  it,  with  their  knowledge  and  presumed  ass^it  The  suit 
for  the  infringement  was  in  his  name,  and  was  one  of  the  sob- 
jects  of  the  settlement ;  and,  besides,  he  was  the  agent  of  the 
plaintifis  at  the  time,  and  the  principal  stockholder  in  their 
company.  Bemg  the  holder  of  the  legal  interest  in  die  pa- 
tent, he  was  competent  to  settle  the  disputed  claims  in  raspeet 
to  the  improvement,  and,  conceding  that  the  plaintiffii  pos- 
sessed the  equitable  title,  the  settlement,  under  die  circom- 
stances  stated,  was,  in  judgment  of  law,  with  their  privity  and 
assent 

The  bill  must  be  dismissed,  with  costs.* 


*  Decree.  This  eaxiBe  haying  heretofore  been  brought  to  a  hearing  upon 
tiie  pleadinn  and  proofs,  and  counsel  for  the  respeetiTe  parties  having  mcb 
heard,  and  due  deliberation  thereupon  had,  and  it  appearing  to  the  said  Ooori 
that  the  said  Henrj  Burden  was  the  first  and  original  inrentor  of  the  im- 
proyement  in  the  spike  machine  in  the  bill  of  oom^aint  mentioned,  and  fior 
which  a  patent  was  issued  to  the  said  Henry  Burden,  bearing  date  on  the 
Snd  of  Beptember,  1840,  as  in  said  bill  of  complaint  set  forth,  and  that  tlie 
•aid  eomplainants  haye  a  full  and  perfect  title  to  the  said  patent  for  said  in- 
proyement,  b^  assignment  from  the  said  Henry  Burden,  as  is  stated  and  set 
forth  in  the  bill  of  eomplaint ;  but  it  also  furtber  appearing  to  the  Oour^  en 
the  pleadings  and  proofs,  that  the  instrument  in  writing  bearing  date  the 
14th  of  October,  184^  stated  and  set  forth  in  said  bill  of  complain^  and  alia 
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teitli«.MdM. 


Fbakob  O.  J.  Smith  ve.  Hbnby  B.  Seldsn  and  otheba. 

Hm  tenns  of  ft  oontraet  ezammed,  with  a  yiew  to  its  proper  eoaiinietioii,  on 
ft  motion  for  ft  proidsionftl  injoiiotioii. 

The  words  of  ft  grsnting  elftuse  in  the  eontnust  interpreted,  both  by  them- 
selves ftnd  with  reference  to  their  subject  mfttter. 

Hie  question  of  assigning  ft  limit  to  the  extent  of  the  grant,  disenssed. 

The  affeet  of  ft  reserration  in  the  grant  considered,  as  bearing  upon  the  extent 
of  the  rights  granted. 

Syen  in  a  case  of  wdl-fonnded  doubt  as  to  the  extent  of  the  grant,  perhaps 
the  conclusion  should  be  against  the  grantor,  as  being  chargeable  with 
any  obscurity  in  that  respect  in  the  contract 

Thib  waa  an  application  for  a  proviBional  injunction.  The 
bill  was  filed  to  restrain  the  defendants  from  the  use  of  Morse's 
Electro  Magnetic  Telegraph,  as  secured  by  two  patents  granted 
to  Samuel  F.  B.  Morse,  and  to  compel  an  account  of  profits 
derived  from  the  use  of  the  same,  in  violation,  as  was  allied, 
of  tiie  patents,  on  a  line  of  telegraph  constructed  and  operated 
by  the  defendants,  extending  from  Buffido,  N.  T.,  to  Erie,  Pa. 
Hie  plaintiff  claimed  to  be  the  assignee  of  tlie  exclusive  right 
to  use  Morse's  patents  on  a  line  of  telegraph  between  those 
two  places.  The  defendants  resisted  the  application,  on  affi- 
davits. They  admitted  the  construction  by  them  of  the  line 
from  Buffido  to  Erie,  and  that  they  were  working  it  by  means 
of  Morse's  inventions  as  patented ;  but  they  insisted  upon  their 
right  to  do  so  under  and  by  virtue  of  a  contract  entered  into 


in  tha  answer  of  the  said  defendants  thereto^  entered  into  upon  a  settlement 
and  eompromise  of  certain  confliotinff  claims,  between  the  said  j^rUesi  and, 
amonji^  others,  of  mutual  conflicting  claims  to  the  improvements  in  the  snike 
■Mchine  in  said  bUl  mentioned,  and  which  said  instrument  was  exeeuted  by 
the  said  Henry  Burden  of  the  one  part,  and  the  said  defendants  of  the  other, 
the  said  Henry  Burden  at  the  time  being  the  patentee  and  legal  owner  of 
the  saidimprorement^  and  fully  authorixiBd  to  settle  and  adjust  the  said  eon* 
ilicting  claims,  did,  in  legal  effect  and  by  just  oonstraction,  impart  and  au- 
thoriaeand  eonyey  aright  to  the  defendants  to  use  the  said  improTCinents  in 
the  manufaeture  of  the  hook-headed  spike,  without  limitation  as  to  the  num- 
ber of  machines  so  by  them  to  be  used,  or  ss  to  the  place  or  district  in  which 
to  be  used:  Therefore,  it  is  ordered  a^iudged  and  aeoreed,  that  the  said  biU 
of  complaint  be  and  the  same  is  hereby  dismissed,  with  costs  to  be  taxed, 
and  that  the  defendants  have  execution  therefor. 
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on  the  13th  of  June,  1845,  between  Heniy  O'Reilly,  (one  of 
the  defendants,)  and  Morse,  (the  patentee,)  Leonard  D.  Ghle, 
Alfred  Tail,  and  Smith,  (the  plaintiff;)  the  last  four  being 
then  the  proprietors  of  Horse's  patents.  The  only  material 
parts  of  the  contract  are  quoted  in  the  opinion  of  the  Court. 

WiUiam  H.  Seward  and  Samud  Blatol^crd^  for  the 
plaintiflf. 

Henry  R.  Sddeny  for  the  defendants. 

Nelson,  J.  The  material  question  in  this  case,  so  far  as  the 
motion  for  a  preliminary  injunction  is  conc^ned,  is,  as  to  the 
effect  of  the  contract  of  the  13th  of  June,  1845,  and  whether, 
upon  a  proper  construction,  it  embraces  the  line  in  disputa 

There  are  several  other  questions  presented  in  the  bill,  and 
in  the  affidavits  read  in  opposition  to  the  motion ;  but  thej 
are  not  subjects  of  examination  or  settlement  at  this  time,  and 
will  therefore  not  now  be  noticed.  They  can  be  fitly  disposed 
o^  only  after  the  proo&  shall  have  been  tak^i,  and  on  the 
final  hearing.  They  involve  the  performance  of  the  contract 
generally,  and  the  consequences  attending  a  partial  failure ; 
also,  the  validity  of  the  patents  under  which  the  pluntiff 
claims  an  exclusive  right  to  construct  telegraphic  lines ;  and 
whether  or  not  the  defendants  are  estopped^  by  reason  of  the 
contract,  from  disputing  the  plaintiff's  title. 

The  contract  provides,  among  other  things,  that  O'Reillj 
shall,  at  his  own  expense,  ^^  use  his  best  endeavors  to  raise 
capital  for  the  construction  of  a  line  of  Morse's  Electro  Mag^ 
netic  Telegraph,  to  connect  the  great  searboard  line  at  PUIsr 
delphia,  or  at  such  other  convenient  point  on  said  line  as  mtj 
approach  nearest  to  Harrisburgh,  in  Pennsylvania,  and  fipom 
thence,  through  Harrisburgh  and  other  intermediate  towns,  to 
Pittsbui^h,  and  thence,  through  Wheeling  and  CindnDati, 
and  such  other  towns  and  cities  as  the  said  O'Beilly  and  his 
associates  may  elect,  to  St  Louis,  emd  also  to  the  princifA 
tawne  on  the  lakee.^ 
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Another  proYiflion  bearing  npon  the  qnestion  is  aa  follows : 
*^  Ko  preference  is  to  be  given  to  the  part j  of  the  first  part," 
O^Beillj,  ^^  and  his  associates,  in  the  constmction  of  connect- 
ing lines,  nor  shall  any  thing  herein  be  construed  to  prevent 
an  extension  by  the  parties  of  the  second  part,''  who  are  repre- 
salted  by  the  plaintiff  ^^  of  a  line  fix>m  Buffido  to  connect  with 
the  lake  towns  at  Erie ;  nor  to  prevent  the  constmction  of  a 
line  from  New-Orleans  to  connect  the  Western  towns  directly 
with  that  city ;  bnt  such  lines  shall  not  be  used  to  connect 
any  Western  cities  or  towns  with  each  other,  which  may  have 
been  already  connected  by  said  O'Beilly." 

It  is  not  to  be  denied,  ^t  the  territorial  extent  of  line  in- 
tended to  be  granted  to  O'Beilly  and  his  associates  under  this 
contract,  is  somewhat  indefinite  and  doubtful,  in  consequence 
of  ihe  veiy  general  terms  used  in  the  description.  There  are 
bnt  five  towns  or  cities  specifically  named,  to  or  through  which 
the  line  may  be  run,  namely,  Harrisbuigh,  Pittsburgh,  Wheel** 
ing,  Cincinnati,  and  St.  Louis.  This  may  be  called,  not  inap- 
propriately, the  base  line,  extending  from  the  point  of  starting, 
through  tiiese  several  towns  to  St  Louis,  and  thence  to  the 
principal  towns  on  the  lakes.  Whether  it  was  intended  by 
this  last  clause  to  grant  the  privilege  of  connecting  these  towns 
on  the  lakes  with  any  of  the  points  on  the  base  line,  or  only 
with  St.  Louis,  the  last  place  designated,  is  matter  of  doubt 
My  impression  is  rather  in  &vor  of  the  former  construction ; 
and  that  the  parties  intended  to  embrace  within  the  grant  the 
whole  of  the  territory  north  of  this  line,  extending  to  the  lakes. 
Indeed,  in  any  aspect,  this  would  seem  to  be  the  efiect  of  the 
grant;  for,  by  connecting  the  lake  towns  with  any  point  npon 
the  line,  specifically  named,  a  telegraphic  conununication 
would  be  secured  between  evezy  part  of  it  and  the  lake  towns. 
This  would  be  true,  whether  the  connection  was  at  St  Louis, 
Oincinnati,  Pittsburgh,  or  Harrisburgh;  and  would  be  as 
efiectual  as  if  made  with  each  of  those  places  directiy.  The 
eommunication  would  be  more  circuitous  in  the  one  instance 
than  in  the  other,  but  practically  about  the  same.  The  only 
or  chief  object  of  a  direct  communication  between  the  lake 
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towns  aad  the  Beveral  points  on  the  main  line,  woiild  be  to 
reach  intermediate  places,  if  there  were  anj  such  to  justify 
die  expense. 

Mj  impression,  therefore,  is,  that  the  whole  of  the  territoiy 
nordi  of  the  line  given,  extending  to  the  towns  on  tiie  lakes, 
was  intended  to  be  included  in  the  grant,  and  that,  nnder  the 
circnmstances,  it  cannot  be  implied  that  any  part  of  it  was  in- 
tended to  be  reserved.  I  am  now  speaking  of  the  granting 
daase  in  the  contract. 

What  lakes  then  were  in  tiie  contemplation  of  the  parties? 
Erie?  Huron?  Michigan?  or  lake  Superior?  or  each  and  all 
of  them?  It  seems  to  me,  looking  opon  the  map,  and  at  the 
line  given  from  which  a  telegraplnc  ccnnmanicaticMi  was  to  be 
extended  to  the  towns  upon  the  lakes,  that  it  is  qnito  difficult, 
in  view  of  the  tonus  used,  to  assign  any  satis&ctoEry  reason  &r 
excluding  either  of  those  lakes,  or  any  one  of  &em  rath^  than 
another.  And,  if  we  look  out  of  the  contract,  and  oonstnie  it 
with  reference  to  the  subject  matter,  the  conduffl.<Mi  will  be  the 
same.  The  value  of  the  main  trunk  or  line,  it  was  doabtlees 
known,  would  be  much  enhanced  by  connecting  it  with  the 
principal  business  towns  ux>on  these  lakes,  all  of  whidi  are 
more  or  less  engaged  in  the  vast  commerce  of  the  West 

That  Erie  is  one  of  the  lakes  referred  to,  was  not  denied  on 
the  aigument ;  and,  if  so,  I  do  not  see  where  the  limit  is  to  be 
drawn,  or  what  towns  shall  be  embraced  within  the  words  of 
the  grant  and  what  excluded.  Any  such  limit,  for  au^  to 
be  found  in  the  agreement,  would  be  sdtogether  arbitrary  and 
oonjectural.  It  was  said  on  the  argument,  that  nnless  some 
limit  was  found  in  the  construction  of  this  clause,  it  mi^ 
comprehend  lake  Ontario.  The  answer,  I  think,  is,  that  the 
line  specifically  named,  and  the  lakes  in  connection  therewith, 
fiurly  enough  exclude  it.  The  difficulty  lies  in  exduding 
towns  lying  upon  a  lake  which  it  is  conceded  is  embraced 
within  tilie  grant. 

The  only  doubt  I  entertain  upon  the  case  arises  out  of  the 
other  clause  in  the  contract,  before  r^Eerred  to  as  bearii^upoiB 
tile  question.    Looking  at  the  reservation  in  that  dauae  as  to 
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a  Une  from  Baffido  to  Erie,  in  connection  with  the  reservation 
relating  to  the  line  from  New-Orleans  to  connect  the  Western 
towns  with  that  city,  there  is  some  gronnd  for  supposing  that 
the  parties  contemplated  Erie  as  being  the  easternmost  town 
upon  the  lakes,  within  the  grant.     And  yet  there  is  nothing 
in  the  terms  themselves  of  the  reservation,  necessarily  or  by 
fiur  implication  leading  to  that  oondosion.     Indeed,  those 
terms  seem  to  lead  to  a  contrary  result ;  for,  why  reserve  a 
right  to  the  grantors  to  extend  a  line  from  Buffalo  to  Erie,  if 
such  a  right  was  not  embraced  in  the  grant  to  O'Beilly  {    It 
may  be  said,  that  assuming  the  town  of  Erie  to  have  been  the 
most  easterly  town  embraced  witiiin  the  contract,  it  might  be 
neoessary  to  reserve  to  the  grantors  the  right  specified,  in  or- 
der to  connect  the  town  of  Erie  with  their  eastern  line,  as 
otherwise  it  would  have  been  in  the  power  of  O'Eeilly  to  pro- 
hibit their  doing  so.    But,  if  this  had  been  the  only  object, 
why  not  have  expressed  it  in  a  way  not  to  be  misunderstood? 
The  reservation  is,  simply,  of  a  right  by  the  parties  of  the  sec- 
ond part,  to  extend  a  line  from  Buffalo  to  connect  with  the 
lake  towns  at  Erie — ^not  an  exclusive  right ;  and,  is  therefore, 
entirely  consistent  with  a  grant  to  O'Eeilly,  embracing  the 
several  towns  upon  the  lakes,  provided  such  be  the  true  con- 
fltmction  of  the  agreement.    I  do  not  say  that  this  reserving 
clause  is  not  calculated  to  raise  some  doubt  as  to  the  right 
daimed  by  the  defendants ;  but,  from  aU  the  consideration 
I  have  been  able  to  give  to  the  case,  I  am  best  satisfied,  as  at 
present  advised,  with  the  conclusion  that  they  possess  it,  upon 
a  fjEur  interpretation  of  the  words  used  by  the  parties  to  ex- 
press their  intent  and  meaning.    Even  in  a  ease  of  well  founded 
doubt,  perhaps  the  conclusion  should  be  against  the  parties 
who  have  made  the  grant,  as  they  are  chargeable  with  any  ob- 
scurity in  this  respect  in  the  agreement.    But,  independently 
of  that  consideration,  this  case  is  one  in  which  it  would  not  be 
proper  to  grant  a  preliminary  injunction. 

Motion  denied* 


CIROTTIT  OOTTRT  OF  THE  UNITED  STATES 
FOR  THE  SECOND  CIRCUIT. 


SOUTHSaZN    DlSTBiar  OF    KEW-YOSK,  OGTOBBB   TEBUy   1849, 
AT    2nEW-T0RK. 

Ethan  Allen  vs.  Obison  BLiJirr. 

In  ietions  ariibg  under  the  Patent  Uw«,  the  jnriidietion  <if  the  Ciremt  Oonrts 
of  the  United  State*  does  not  depend  upon  the  eitiwnriiip  of  the  periie% 
bat  upon  the  snl^eet  matter. 

The  11th  section  of  the  Jadiciaiy  act  of  September  24th,  1789,  (1  U.  &  Sut, 
at  Large,  79,)  does  not  make  it  necessary,  in  snch  actions^  that  either  the 
defendant  or  the  plaintiff  shonld  be  an  inhabitant  of  the  State  whae  the 
■nit  IB  brought. 

It  is  Bn£5cient  to  gire  Jnriediotion,  in  snch  oaaes,  that  the  writ  ia  serred  pe^ 
Bonallj  upon  the  defendant  in  the  district  in  which  the  soit  ie  brought 

On  an  injunction  bill  to  restrain  the  infringement  of  a  patent,  where  there  is 
BO  dispute  as  to  the  title,  the  Circuit  Courts  of  the  United  States  have  ju- 
risdietion,  under  §  17  of  the  Patent  act  of  Julj  4th,  1886»  (6  U,  &  SitL  at 
Large,  124^)  to  refer  the  ease  to  a  Hester,  to  tshe  an  account  of  the  profitsof 
which  the  plaintiff  hss  been  deprtyed  bj  reason  of  the  infringement 

A.  filed  a  bill  in  equity  against  B.,  in  the  CSreuit  Court  of  the  United  Stsies 
in  Massachusetts  for  the  infringement  of  a  patent;  the  bill  was  taken ^ 
coi^euo,  and  a  deeree  rendered  against  K  for  a  large  amount^  he  not  ap- 
pearing in  the  ease.  Afterwards^  A.  brought  an  action  of  debt  in  this 
Court  against  B.,  on  the  decree :  Held,  that  A.  could  not  reeoTer,  beeaoss 
it  did  not  appear  a£Srmat  iy  ely  on  the  face  of  the  Massachusetts  record,  that 
B.  was  personally  seryed  with  process  in  that  district 

This  was  an  action  of  debt,  brought  upon  a  final  de<9^  of 
the  Giicnit  Oonrt  of  the  United  States  for  the  District  of  Mas- 
sachusetts, made  in  a  suit  in  eqnity  in  that  Conrt  founded  npoa 
Letters  Patent  granted  to  the  plaintiff  on  the  3d  of  Angarti 
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1844)  for  an  "  improyement  in  the  method  of  constracting 
locks  for  fire-arms."  The  bill  was  filed  by  Allen,  on  the  24th 
of  Jnne,  1846,  against  the  defendant  and  one  William  L 
Syms,  for  an  injunction,  and  for  an  account  of  the  profits  de- 
rived from  an  dleged  infringement  of  the  patent  It  was  te^ 
ken  J7n>  eonfeaso  against  Blunt,  and  a  reference  had  before  a 
Master  to  take  and  state  an  account  of  the  profits  of  which  the 
plaintifiT  had  been  deprived  bj  the  infringement.  The  report 
of  the  Master  was  confirmed,  and  a  final  decree  entered  fbr  the 
sum  of  $11,700,  being  the  amount  of  the  profits  reported,  and 
for  $897  84,  the  taxed  costs. 

On  the  trial  here,  before  Mr.  Justice  Nsuioif ,  in  November, 
1848,  a  certified  copy  of  the  record  of  the  proceedings  and  de- 
cree in  the  suit  in  Massachusetts  was  produced  on  the  part  of 
the  plaintiff,  proving  the  above  facts.  But,  it  appeared  from 
recitals  in  the  record,  that  Allen  was  a  citizen  and  resident  of 
Norwich  in  the  State  of  Oonnecticut,  at  the  time  the  bill  in 
equity  was  filed,  and  that  Blunt  and  Sjms  were  then  citizens 
and  residents  of  the  city  and  State  of  New-York  The  sub- 
poena to  appear  and  answer,  which  was  set  forth  in  the  record, 
was  directed  to  the  defendants,  and  to  it  was  subjoined  the 
memorandum  required  by  the  twelfth  rule  in  Equity.  The 
ntom  by  the  marshal  of  the  service  of  the  subpoena  was  also 
set  forth,  in  these  words:  ^^  United  States  of  America,  Mass. 
Dist,  ss:  Boston,  June  24, 1846.  On  this  twenty-fourth  day 
of  June,  1846, 1  gave  to  the  within  named  Orison  Blunt,  in 
hand,  a  true  and  attested  copy  of  the  within  notice.  I  have 
made  diligent  search  for  the  within  named  William  I.  Syms, 
and  cannot  find  him  within  my  district,  so  that  I  can  notify 
him  of  the  within  process.    Isaac  O.  Barnes,  Marshal." 

The  plaintiff  rested  his  case  on  the  record,  and  the  defen- 
dant objected  to  a  recovery  on  the  grounds :  1.  That  the 
Ouurt  in  Massachusetts  had  no  jurisdiction  of  the  suit  in  equity 
tliere,  inasmuch  as  it  appeared  on  the  face  of  the  record  that 
neitiier  Allen  nor  Blunt  were  citizens  or  inhabitants  of  Mas- 
sachusetts when  that  suit  was  commenced.  3.  That  the  dam- 
ages in  the  srdt  in  equity  were  assessed  by  a  Master  of  the 
83 
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Oonrty  and  not  by  a  jniy.  The  Go«ut  oyermled  tbe  objeetioiis, 
aad  tbe  jury  found  a  yerdict  for  the  plaintiff,  for  $12,097  84 
debt,  and  $786  25,  interest  thereon  at  %vLper  cmL,  by  way  (tf 
damages.  The  defendant  now  moved  for  a  new  trial,  on  a  bill 
of  exceptions. 

Beth  P.  Staples  and  John  B.  Staples^  for  the  defendant 
L  Tbe  acts  of  Oongress,  in  rrfereoce  to  the  jurisdiction  of  the 
Circuit  Courts,  give  them  no  jurisdiction  in  equity,  except 
where  a  plain,  adequate  and  complete  remedy  cannot  be  had 
at  law.    {7th  AH.  of  Amdis.  to  Oonat.  U.  8.;  OonsL  XT.  & 
AH.  3, 9ec.2;  8  SUny's  Comm. en  the  Const  §§  1757  to  1763, 
for  the  history  of  this  Art  and  of  the  amdt;  Jvdioiaaryact^if 
September  24^A,  1789,  §§  9, 12, 13, 16, 1  U.  S.Stat.  at  Large, 
76,  79,  80,  82.)    The  general  jurisdiction  clause  of  the  11th 
section  of  the  act  of  1789  is  controlled  and  restricted  by  the 
other  sections  above  cited.    IL  In  this  case  there  was  such 
remedy  at  law.   The  complaint  was  for  a  tort,  and  for  damages, 
which  belong  to  a  jury  exclusively.    UL  If  the  jurisdiction 
in  equity  attaches  for  any  purpose,  the  extent  and  nature  of 
its  exercise  depend  on  the  character  and  object  of  the  suit    K 
the  aid  of  Equity  be  required  only  as  preliminaiy  or  auxiliaiy, 
its  power  ceases  when  that  object  is  effected.    (Baker  v.  Bid- 
die,  1  Baldw.  894.)    IV.  The  Patent  act  of  July  4th,  1836, 
(5  U.  8.  8tat.  at  Zarge,  117,)  does  not  confer  jurisdiction  to 
assess  damages  in  equity  without  a  jury.    Sections  14  and  17 
of  that  act  restrict  the  jurisdiction  in  equity  to  the  injunction, 
and  the  remedy  stops  there.    Y.  The  remedy  and  the  wrong, 
in  this  case,  being  both  creatures  of  the  statute,  must  follow 
the  statute,  and  cannot  be  extended  by  the  rules  applicable  to 
Courts  of  Chancery  in  England  and  in  this  countxy.    (iZtiu- 
dale  y.  Zamed,  16  Mass.. 66;  Oityqf  Boston  y.  Shaw,  1  Mete 
130;  Monorief  y.  JEly,  19  Wend.  MS;  2  Sound.  PI.  and Et. 
829;  Baker  v.  Biddle,  before  cited.)    YI.  There  was  a  fiEdal 
defect  of  jurisdiction  in  the  suit  in  Massachusetts,  by  reascm  of 
a  want  of  citizenship ;  neither  the  plaintiff  nor  the  defendant 
being  a  citiaen  of  the  State  where  the  suit  was  brought 
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(iHteAw  V.  StrcMlyridge,  *  WobK.  0.  C.  5. 84;  ShuU  r.  Dor 
tM,  1  Ptitefn  G.  G.  B,  481,  and  note  a;  Jvdkia/ry  act  of 
1789,  §11.) 

jPhifi<^u?.(7u«^,fortheplamtifil  L  TheOircnitOoortB 
of  the  United  States  have  original  jurisdiction  of  all  suits  ari- 
sing under  the  Patent  laws,  as  weU  in  equity  as  at  law,  with 
authority  to  grant  injunctions  according  to  the  course  of  courts 
of  equity,  and  with  capacity  to  compel  an  account  and  to  grant 
aay  ancillary  relief  necessary  for  the  full  protection  of  a 
plaintiff's  rights.  {Act of  Jvly  4^A,  1836,  %Vl\  Actof  Felh 
ruary  16th,  1819, 8  U.  S.  Stat,  at  large,  481 ;  Gonk.  Tr.  65.) 
n.  The  jurisdiction  of  those  courts  in  Patent  cases  does  not 
depend  upon  and  is  not  affected  by  the  citizenship  or  charao- 
ter  of  the  parties  to  or  the  amount  inyolved  in  the  controyer- 
sy.  {Oonk.  Tr.  61 ;  Osbom  v.  Bmk  of  the  United  Spates,  9 
Wheat.78Si  Bank  of  the  United  States  v.  The  Planters^ 
Bank,  9  Wheat.  904.)  And  there  are  other  instances  of  ju- 
risdiction irrespectiye  of  the  character  of  the  parties.  {Jtidi- 
eiarifactqf  1789,  §12;  Act  of  March  2d,  1833,  §3,  4  U.  S. 
Stat,  at  Large,  688.)  m.  The  proyision  contained  in  the  7th 
amendment  to  the  Constitution,  that  in  suits  at  common  law, 
where  the  yalue  in  controyersy  shall  exceed  twenty  dollars,  the 
right  of  trial  by  jury  shall  be  preseryed,  has  no  application  to 
soitsin equity.  (8  Stores  Gomm.  §  1762;  Pareons  y.  Bedford, 
3  Peters,  446.)  The  phrase  ^'common  law"  is  used  in  con- 
tradistinction  to  ^^  equity,  and  admiralty,  and  maritime  juris- 
prudence." 

NixaoK,  J.  1.  Article  one,  section  eight,  of  the  Constitu- 
tion of  the  United  States  proyides,  among  other  things,  that 
Congress  shall  haye  power  ^'to  i^omote  the  progress  of  sci- 
ence and  useful  arts,  by  securing,  for  limited  times,  to  authors 
and  inyentors,  t^e  exdusiye  right  to  their  respectiye  writings 
and  discoyeries" — and  ^^  to  make  all  laws  which  shall  be  necesssp 
ry  and  proper  for  canying  into  execution  the  foregoingpowers." 

The  first  act  of  Congress  carrying  into  execution  the  aboye 
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power  WBB  passed  on  the  lOdi  of  April,  1790,  (1  U.  S.  8m. 
at  ZarffSj  109,)  the  fourth  secticm  of  which  proyided,  that  if 
any  person  should  make  or  vend  within  the  United  Statea  an  j 
art,  mannfactore,  4&c.,  the  exclnsive  right  of  which  should  have 
been  granted  by  patent  to  any  person,  every  person  so  <rfknd- 
ing  shoold  forfeit  and  pay  to  the  patentee  soch  damages  at 
should  be  assessed  by  a  jnry  in  an  action  on  the  case.  This 
act  was  repealed  by  the  act  of  Febmaxy  21st,  179S,  (1  U.  & 
8M.  at  larye^  818,)  the  fifth  section  of  which  enacted,  that 
ih%  party  infringing  should  forfeit  and  pay  three  times  the 
prioe  for  which  the  patentee  had  nsnally  sc4d  the  article, 
which  might  be  recovered  ^inthe  Circuit  Cawrt  of  the  United 
States^  or  Ofwy  ciher  C&urt  hamng  competent  jwri9dietio9iP 
The  act  of  tiie  17th  of  Ai»il,  1800,  (3  U.  &  Stat,  at  Zarge, 
87,)  repealed  the  fifth  section  of  the  act  ctf  1798,  and  provided, 
that  the  party  infringing  should  pay  to  the  patentee  a  sum 
equal  to  three  times  the  actual  damage  sustained  by  him, 
which  should  be  reoorered  in  an  action  on  the  case,  ^  in  the 
Circuit  Court  of  the  United  Statee  havinff  juriediMon 
thereof  The  prasrat  act,  passed  July  4th,  1836,  (5  U  3. 
Stat,  at  Zarye,  128,  §  14,)  provides,  that  the  Court  may  in- 
crease the  damages,  not  exceeding  three  times  the  amount  of 
tiie  v^ict,  and  that  such  damages  may  be  recovered  by  ac- 
tion on  the  case,  ^^in  any  Court  of  competent  juriedietion.^ 
Section  seventeen  of  that  act  provides,  that  all  actions,  smts, 
Ac.,  in  cases  arising  under  the  Patent  laws,  shall  be  original- 
ly cogniable  ^^hy  the  Circuit  Covrte  (f  the  United  States^  or 
any  IHetrict  Court  hanmig  the  powere  and  juriedicUon  of  a 
Circuit  Court.^ 

It  will  be  seen,  by  this  brief  reference  to  the  acts  of  Con- 
gress, that  the  remedy  prescribed  in  behalf  of  the  patentee,  to 
enable  him  to  recover  damages  for  the  violation  of  his  right, 
is  limited  to  a  Circuit  Cowt  of  the  United  Statee  hamnff  Ju- 
riediction  of  the  oaee,  leavingthe  question  as  to  the  appropri* 
ate  Circuit  in  which  to  bring  the  action  in  any  given  case,  to 
be  determined  by  the  existing  provisions  on  that  subject  But 
the  rsmedy  is  given  to  any  patentee,  against  any  peraon  who 
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hsB  been  guilty  of  an  infringement,  wiliiont  any  restriction  as 
to  the  parties. 

By  the  deyeath  section  of  the  Jndieiaiy  act  of  1789,  (1  U. 
&  Stat,  at  Large^  78,)  it  is  provided,  that  the  Oinmit  Conrts  shall 
have  original  cognizance,  ooncnrrent  with  the  Oourts  of  the  sev- 
end  States,  of  all  snitsof  a  civil  natore  at  common  lawor  in  equi- 
ty, where  the  matter  in  dispute  exceeds,  exclusive  of  costs,  the 
mm  or  value  of  five  hundred  dollars,  and  "  (1.)  ^^  the  United 
States  are  plainti£Es  or  petitioners ;  or  ^  (2.)  ^^  an  alien  is  a  par^ 
ty ;  or"  (8.)  ^^  the  suit  is  between  a  citizen  of  the  State  where 
tiie  suit  is  brought,  and  a  citizen  of  another  State." — ^But  no 
penon  shall  be  anested  in  one  district  for  trial  in  another,  in 
any  dvil  action  before  a  Oircuit  or  District  Court.  And  no 
civil  suit  shall  be  brought  before  either  of  said  Oourts  against 
an  inhabitant  of  the  United  States,  by  any  original  process  in 
any  other  district  than  that  whereof  he  is  an  inhabitant,  or  m 
vihich  he  %haU  he  f<yumd  ai  the  time  of  eervinff  the  vsritP  In 
actions  commenced  under  the  first  branch  of  this  section, 
where  the  jurisdiction  of  the  Court  depends  upon  the  citizen- 
ship of  the  parties,  it  has  been  held,  that  the  suit  must  be 
brou^t  in  the  State  in  which  the  party  plaintiff  or  defendant 
was  at  the  time  a  resident  or  inhabitant.  {^EUohen  v.  8tn»uh 
Mdffe,  4  Wash.  C.  C.  JR.  84;  8kute  v.  Davisy  1  Petere  O.  O. 
R.  481,  and  note)  And  the  citizenship  must  appear  upon  the 
Ihoe  of  the  record.  {Bingham  v.  Cdbot^  8  DM.  382 ;  Aher- 
crambie  v.  Dtipuie^  1  Oraneh^  348 ;  Wood  v.  Wagnon,  3 
Oranchj  9.) 

Upon  this  clause  of  the  section,  and  the  authorities,  it  is  con- 
tended on  the  part  of  the  defendant,  that  the  Circuit  Court  in 
Massachusetts  had  no  jurisdiction  over  the  suit  in  equity,  in* 
asmuch  as  it  did  not  appear  upon  the  record  that  either  of  the 
parties  was  at  the  time  a  citizen  or  resident  of  the  State  of 
Massachusetts,  but  the  contrary;  the  one  being  a  citizen  and 
resident  of  Connecticut,  and  the  other  of  New-York.  But  we 
think  the  objection  not  well  founded.  The  object  of  the  clause 
is  an  enumeration  of  the  classes  of  cases  in  which  the  jurisdic- 
tion of  the  Court  is  made  to  depend  upon  the  character  of  the 
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parties ;  and  it  is  founded  upon  section  two  of  article  three  of 
the  Constitution.  It  has  no  bearing  upon  cases  arising  under 
the  Patent  laws,  where  jurisdiction  rests  upon  the  subject 
matter,  irrespectiye  of  parties  or  amount.  The  parties  maj 
be  citizens  of  the  same  State,  and  the  amount  maj  be  laige  or 
small. 

The  latter  clause  of  the  section  referred  to  is  general,  and 
applies  to  all  suits  commenced  in  the  Circuit  or  District  Courts. 
A  defendant  cannot  be  arrested  in  a  district  other  than  that 
in  which  the  suit  is  brought,  nor  can  the  suit  be  commenced 
against  an  inhabitant  of  the  United  States,  by  original  process, 
in  any  other  district  than  that  of  which  he  is  an  inhabitant,  or 
in  which  he  is  foumd  cut  the  time  of  s&nmg  the  wrU.  These 
are  the  only  restrictions  that  apply  to  the  power  or  right  of  the 
Court  to  exercise  jurisdiction  over  the  person,  in  the  present 
case. 

2.  The  seventeenth  section  of  the  act  of  July  4tli,  1836, 
gives  jurisdiction  to  the  Circuit  Courts  of  the  United  States, 
in  all  cases  arising  under  any  law  of  the  United  States  grant- 
ing or  confirming  to  inventors  the  exclusive  right  to  their  in- 
ventions or  discoveries,  ^^aa  v>ell  in  equity  aeat  law ;"  "which 
Courts  shall  have  power,  upon  bill  in  equity  filed  by  any  par^ 
tj  aggrieved,  in  any  such  case,  to  grant  injmictions,  &c."  The 
jurisdiction  thus  conferred  upon  the  Circuit  Courts  in  Patent 
cases  in  equity,  is  as  broad  and  general  in  the  terms  of  the 
grant,  as  is  found  in  respect  to  the  particular  cases  of  juris- 
diction enumerated  in  the  eleventh  section  of  the  Judiciaiy 
act  of  1789,  and  in  reference  to  which  it  has  been  repeatedly 
held,  that  jurisdiction  exists  independently  of  the  local  laws 
of  the  States;  and  is  the  same,  in  its  nature  and  extent,  as  the 
Equity  jurisdiction  in  England,  from  which  it  was  derived. 
{Bobineon  v.  GcmypbeU,  3  Wheat.  212, 221 ;  United  States  v. 
JSawland^  4  Wheat.  108 ;  PwtsoM  v.  Bedford^  3  P^itets^  433, 
447 ;  Oordan  v.  H(^>afft^  2  Smrm.  401.)  The  following  cases 
will  show  that  it  is  the  settled  practice  of  the  English  Chan* 
ceiy,  on  injunction  bills  filed  by  the  patentee,  when  there  is 
no  dispute  about  the  title,  to  refer  the  case  to  a  Master,  to  take 
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and  state  an  aooount  of  the  profits  which  the  defendant  has 
made  by  the  use  of  plaintiff's  invention,  instead  of  sending  it 
lo  a  court  of  law  to  assess  the  damages.  The  defendant  is  se- 
gaided  as  having  been  in  the  nse  and  enjoyment  of  propeity 
tiiat  belonged  exelnsively  to  the  patentee,  and  as  being  bonnd 
in  eqnity  to  account  for  the  profits.  {Orosdey  v.  Derby  Oa9 
Light  Co.  Wd^.P.  C.  119,  and  8  Myl.  ib  0.428;  Mndm. 
on  Pat.  354,  355,  361,  363 ;  Baeon  v.  Jones^  4  Myl.  dk  dr. 
488^486 ;  Pierpontr.  Fowle,  2  Woodb.  S  M.  33 ;  Ouffis  on 
Pa^.  §8  846,  848;  Ogle  y.  Fge,  4:  Wash.  O.  O.  H.  684.) 

Ibe  question  before*  us  is  one  of  power,  not  whether  the  case 
was  one  fit  and  proper  to  be  sent  to  the  Master,  nor  whether 
his  report  was  properly  confirmed.  K  the  CSircnit  Court  in 
Massachusetts  had  jurisdiction  over  the  subject  matter  and 
parties,  the  correctness  of  the  decree  cannot  be  called  in  ques- 
tion collaterally. 

8.  But,  on  looking  into  the  record,  we  find  a  defect,  not  no- 
ticed on  the  argument.  That  is,  the  omission  to  set  forth,  with 
reasonable  certainty,  the  service  of  the  subpoena  upon  the  de^ 
fendant  in  the  district  of  Massachusetts.  As  the  subpoena 
was  doubtless  thus  served,  and  as  that  fact  is  also  strongly  in- 
ferable fit>m  the  record,  it  was  assumed  both  at  the  trial  and 
argument.  But,  as  the  fact  is  vital  to  the  jurisdictional  ques- 
tion, it  should  have  been  stated  upon  the  record  made  up  and 
now  before  us,  with  strict  certainty,  and  not  have  been  left  to 
implication  or  intendment.  There  is  no  averment  whatever 
to  be  found  in  it,  of  service  of  the  writ  of  subpoena.  The  only 
evidence  of  the  &ct  is  the  return  of  the  marshal  upon  the  writ, 
which  is  set  out ;  but  that  does  not  state  where  the  service 
took  place.  There  is,  indeed,  a  strong  implication  arising  out 
of  the  return  as  to  Syms,  namely,  that  he  could  not  be  found 
to  be  personaOy  served  in  the  district.  But  it  does  not  neces- 
sarily follow  from,  this,  that  the  service  upon  Blunt  was  there. 
As  the  jurisdiction  of  the  Court  ovw  him  rests  altogether  upon 
this  fiict,  it  should  not,  as  before  stated,  have  been  left  to 
doubtful  implication. 

The  fiict  of  the  service  upon  the  defendant  in  the  district  of 
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set  forth,  they  are  alflosabjeet  to  remariL  Tliewritof  snbpcena 
lA  not  directed  tx>  the  tnarahal,  for  anyddng  that  ai^wars  in 
the  reoord ;  and  the  return  speaks  oi  ike  service  of  a  notios 
upon  Blunt,  which  might  verj  well  refer  to  the  memoraadam 
aooompanying  the  subpoena,  directing  that  the  appearance  ct 
the  defendants  must  be  entered  on  or  brfore  die  return  day  of 
the  writ,  or  the  bill  would  be  taken  j^ro  ixmfesto.  The  return 
is  vague,  even  as  it  respects  the  proper  service  of  the  writ; 
but  the  insuperable  objedion  is,  fliat  it  does  not  show  affirma- 
tively, that  the  service  was  made  in  the  district  of  Massachu- 

For  this  reason,  a  new  trial  must  be  granted,  with  coats  to 
Abide  the  event 


Stephen  B.  Pasxhitbst 

ISBAEL  EiNBMAV  AND  OTHEBS.      In  EgmiT. 

It  18  not  enough,  to  defeat  a  patent  already  issaed,  that  anotlier  eoneeiTedtlie 
poMibility  of  effeeting  wliat  the  patentee  aeeomplkhed. 

To  ooDftitute  a  priw  inrention,  the  partj  alleged  to  hare  prodnaad  it  nan 
hare  prooeeded  so  far  aa  to  hare  redoeed  his  idea  topraeUe^  and  cmhodied 
it  in  some  distinct  form, 

K.,  owning  one  undivided  third  of  a  patent,  of  which  P.  the  patentee  owned 
the  reat»  agreed  with  P.  to  beoome  Jointly  intereeted  with  him  in  the  hiai- 
Beee  of  making  and  selling  madunes  onder  the  patent^  K.  alipviIatiBig  todt- 
Tote  his  peraonal  attention  thereto,  and  the  profits  to  be  divided  aoeord- 
ing  to  their  respeotire  interests.  Afterwards^  by  a  further  agreement,  K. 
agreed  to  disoontinue  the  making  of  machinesi  as  soon  as  he  ahonld  reim- 
burse himeeif  for  his  adrance^  and  P.  was  then  to  hare  the  aele  right  to 
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■«ke  aod  mU»  t]i«  piMtfits  to  be  divided  u  before^  aid  adther  party  to  uttil 
tor  laM  than  $100  profit  on.  each  miohine.  In  a  suit  in  equity  brought  by 
P.  for  an  injunction,  on  the  ground  that  E.  had  more  than  reimbursed  him- 
self and  was  still  making  machines,  and  for  an  account  of  the  profits  of 
the  maehinee  made  and  sold  under  the  agreement^  E.  set  up  that  one  8. 
WM  the  fint  inyentor  of  what  was  patented  by  P.,  and  that  P.  obtained 
his  patent  surreptitiously,  and  with  a  knowledge  of  S.'8  improvement^  and 
while  S.  was  engaged  in  perfecting  his  machine  with  due  diligence :  Heldf 
that  as  the  second  agreement  was  made  by  K  widi  a  full  knowledge  of 
Hie  elaim  of  S.,  and  after  an  opportunity  to  ascertain  all  the  faots  in  re- 
tpaet  to  its  merita^  K.  was  eatopped  from  setting  up  saeh  a  defenee. 

Mtid  further,  that  the  second  agreement  was  not  void  as  being  in  restraint 
of  trade,  or  against  public  policy. 

AU  further,  that  an  assignment  by  P.  of  all  his  interest  in  the  patent  work- 
ad  a  dissolution  of  the  partnership  between  him  and  E. 

A  JoiBt  intensi  in  a  patent  does  not  make  those  interested,  partners. 

An  improvement  in  a  burring  machine^  as  patented,  consisted  of  hooked  teeth, 
ent  upon  rings  or  platen  and  those  so  arranged  upon  a  cylinder,  that  the 
wool  or  cotton,  when  taken  up  by  the  teeth,  would  be  drawn  into  the  slots 
between  the  teeth,  leaving  the  burrs  and  foreign  matter  on  the  surface,  to 
be  knocked  off  by  a  baater :  EeH  that  a  change  in  the  form  of  the  teeth, 
from  the  gullet  form  to  that  of  the  letter  V,  so  as  to  make  the  slots  smaller 
at  the  bottom,  and  thus  operate  better  on  cotton,  was  not  a  substantial 
ahange  in  the  construction,  but  one  in  degree,  which  naturally  resulted 
from  the  working  of  the  machine. 

Tba  right  of  an  inventor  does  not  depend  upon  the  qneetions  whether  his 
maehiAe  is  more  or  less  perfect^  or  whether  slight  modifications  in  the  ar* 
langement  of  the  machinery  or  in  the  finish  of  the  parts^  may  or  may  not 
better  accomplish  the  end,  but  upon  the  question  whether  the  machinery 
aoaatmeted  as  described  in  the  patent  will  or  will  not  accomplish  the  end 
pnatiaallyand  nsefolly. 

Pafiseting  the  maehinery  by  superior  skill  in  the  mechanical  arrangement 
and  constroction  of  the  parts,  is  but  the  skill  of  the  mechanic,  not  the  gen- 
ius of  the  inventor. 

Form  of  the  decree  in  the  ease,  referring  it  to  a  Master  to  take  and  state  the 


Thx  liill  in  this  case  was  filed  on  the  9tb  of  February,  1847, 
and  set  forth,  that  the  plaintiff  was  the  original  and  first  in- 
ventor of  a  new  and  nsefiil  ^^  improvement  in  the  machine  for 
picking,  ginning  and  carding  wool,  hemp,  and  cotton,"  and 
that  he  obtained  Letters  Patent  therefor  on  the  1st  of  May, 
1845;  that,  on  the  33d  of  May,  1845,  he  assigned  to  Hie  de^ 
findant  Tfinsman  one  nndivided  third  part  of  the  patent,  in 
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oonsideration  for  which  Kinsman  agreed  to  pay  $9000  in  cash, 
and  to  give  his  note  for  $1000  at  90  days,  and  to  loan  to  the 
joint  business  not  exceeding  $1000,  to  purchase  machinery, 
stock,  4&C.,  which  was  to  be  repaid  out  of  the  first  profits  real- 
ized from  sales  of  the  machines ;  that  Kinsman  further  agreed 
to  give  his  personal  attention  to  the  manu&cturing  of  ma- 
chines under  the  patent,  the  expenses  of  making  the  machinea 
to  be  first  paid  out  of  the  proceeds  of  sales,  and  the  balance, 
over  and  above  what  might  be  necessary  to  carry  on  the  busi- 
ness, to  be  paid  over  from  time  to  time  to  the  parties,  one- 
third  to  Kinsman  and  two-thirds  to  Parkhurst ;  that,  on  the 
9th  of  February,  1846,  a  second  agreement,  under  seal,  was 
entered  into,  whereby  Kinsman  agreed  to  discontinue  the 
manufacture  of  machines  aa  soon  as  he  had  made  and  sold  so 
many  that  the  profits  of  them,  with  what  moneys  had  been 
already  received,  would  amount  to  a  sum  equal  to  his  ad- 
vances, and  thereafter  the  plaintiff  was  to  possess  the  sole 
right  to  manufacture  and  sell  the  machines,  and  neither  party 
should  sell  for  less  than  $100  profit  on  each  machine  manu- 
factured ;  that  the  plaintiff  agreed  that  he  would  go  on  and 
manufiu^ture  the  machines  as  soon  as  Kinsman  should  diaooo- 
tinue,  and  would  not  sell  for  a  less  profit  than  $100  on  eadi 
machine,  and  would  pay  over  to  Kinsman  one-third  of  the 
profits,  and  the  like  restriction  was  to  apply  to  any  machines 
made  by  the  plaintiff  before  Kinsman  discontinued  the  manu- 
facture. The  bill  further  stated,  that  Kinsman  had  made  and 
sold  a  large  number  of  machines  under  the  contract  of  the 
22d  of  May,  1845,  and  had  realized  large  profits  on  the  same 
prior  to  the  9th  of  February,  1846 ;  that,  after  the  agieemwt 
of  that  date,  he  had  made  and  sold  lai^  numbers,  for  at  least 
$100  profit  on  each,  amounting  in  all  to  the  sum  of  $11,650; 
that  Kinsman  had  applied  the  whole  of  the  profits  to  his  own 
use,  and  had  refused  to  account  for  them ;  that  the  amount 
remaining  due  of  Kinsman's  advances,  rrferred  to  in  tiie  last 
agreement,  did  not,  at  the  time,  exceed  the  sum  of  $3000; 
that  the  plaintiff  had  been  at  all  times  ready  to  fulfil  his  part 
of  the  agreement;  thatalargesumof  money  had  beccnne  due 
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fix>in  Kinsman  to  the  plaintiff,  for  machines  manuftctnred  and 
sold,  which  he  refused  to  account  for  or  pay  over ;  that  he  had 
made  and  sold  great  numbers  of  the  machines,  and  at  large 
profits,  since  he  had  realized  more  moneys  than  sufficient  to 
repay  all  his  advances,  and  was  continuing  to  manu&cture 
and  sell  the  machines  in  violation  of  his  agreement  and  of  the 
patent;  and  that  he  had  been  repeatedly  applied  to  for  an  ac- 
ootmt,  &c.,  which  he  had  refused.  On  this  bill  an  injunction 
was  granted,  on  the  8d  of  July,  1847. 

Afterwards,  a  supplemental  bill  was  filed,  setting  forth  that 
Kinsman,  after  the  filing  of  the  original  bill  and  before  the 
granting  of  the  injunction,  had  manufactured  and  sold  large 
nnmbeis  of  machines,  and  reali2sed  large  sums  of  money  there- 
for, and  that  laige  sums  were  still  due  from  purchasers ;  that 
all  the  said  moneys  had  been  withheld  from  the  plaintiff,  and 
an  account  refused ;  that  Kinsman  had  assigned  all  his  inter 
eat  in  the  concern  to  the  defendant  Calvin  0.  Goddard,  his 
elerk,  who  claimed  Kinsman's  interest  by  virtue  of  such 
assignment ;  that  the  assignment  was  with  notice  and  fraudu* 
lent ;  and  that  Goddard  was  manu&cturing  and  selling  ma- 
chines in  collusion  with  Kinsman,  and  was  insolvent.  An 
account  was  prayed  for.  An  injunction  was  issued  on  the 
supplemental  bill,  on  the  11th  of  March,  1848. 

The  answer  of  Kinsman  admitted  the  issuing  of  the  patent 
to  the  plaintiff^  but  insisted  that  it  was  void.  It  averred  that 
a  machine  constructed  according  to  the  specification  and 
drawings  was  useless,  in  consequence  of  a  defect  in  the  form 
of  its  teeth,  in  having  slots  large  at  the  bottom — ^gullet  teeth, 
instead  of  teeth  in  the  form  of  the  letter  Y ;  that  he,  Kinsman , 
was  manufacturing  machines  diffeient  from  the  patented  ma- 
chine, and  with  teeth  of  the  form  above  mentioned ;  that  the 
machines  of  the  plaintiff  would  only  gin  wool,  and  failed  to 
gin  cotton ;  that  the  plaintiff  was  not  the  first  and  original 
inventor  of  the  thing  patented  by  him,  but  that  Charles  G. 
Saigent  of  Lowell,  Mass.,  was,  and  that  his  machine  was  in- 
vented on  or  about  the  1st  of  January,  1843;  and  that  the 
plaintiff  obtained  his  patent  surreptitiously,  while  Sai^nt  was 
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engaged  in  p^ecting  hig  machine  with  due  diUgenoe,  and 
after  the  plaintiff  had  obtained  a  knowledge  of  the  improTe- 
m^it  of  Saigent.  The  answer  of  Kinsman  admitted  ib% 
agreements  set  forth  in  the  bill,  but  insisted  that  the  second 
<me  was  void,  as  being  in  restraint  of  trade  and  against  pnUie 
policy.  It  ftirther  averred,  that  on  the  32d  of  Maj,  1845,  he, 
Kinsman,  assigned  one-half  of  his  interest  in  the  pat^it  to 
James  W.  Hale ;  and  that,  from  the  22d  of  Maj,  1845,  to  the 
9th  of  Februarj,  1846,  he  was  engaged  in  mann&ctoring  and 
selling  the  machines  jointly  with  the  plaintiff  and  Hale.  It 
set  forth  an  account  of  the  money  expended  by  him  in  Uie  busi- 
ness prior  to  the  9th  of  February,  1846,  and  an  account  of  tiie 
machines  made  prior  to  that  time,  but  claimed  that  there  was 
no  profit  in  the  business,  that  the  amount  paid,  over  receipts, 
was  $7,671  76,  and  that  the  sum  due  him,  Kinsman,  under 
the  agreement  of  the  9th  of  February,  1846,  was  $7,571  61. 
It  also  ay^ured,  that  the  plaintiff  had,  down  to  the  latter  part 
of  the  year  1847,  &iled  to  make  a  good  machine;  that  the  ma- 
chine as  patented  would  not  gin  cotton,  and  he,  Kinsman,  had 
spent  much  time  and  money  to  make  it  useful  for  that  purpose; 
that  he  made  the  proper  form  of  teeth  for  cleaning  wo(d,  and 
that  that  form  was  vital  to  the  successful  operation  of  the  ma- 
chine ;  that  the  plan  of  Kinsman  required  62,208  teeth  on  a 
cylinder,  while  the  plaintiff's  required  only  31,104  upon  one 
of  the  same  size ;  and  that  the  value  of  the  machine  was  in 
the  number,  but  more  especially  in  the  form  of  Ihe  teeth. 
The  answer  denied  that  the  plaintiff  had  been  ready  to  ac- 
count for  and  pay  over  one-third  of  the  profits  of  the  machines 
built  by  him,  or  to  fulfil  the  agreements  in  other  respects,  and 
averred  that  the  plaintiff  had  assigned  his  interest  in  the  mat- 
ter. It  also  denied  that  anything  was  due  to  the  plaintiff  for 
profits  for  making  the  machines,  or  that  he.  Kinsman,  had 
made  any  machines  since  the  profits  were  sufficient  to  repay  his 
disbursements,  but  admitted  that  if  all  the  moneys  due  (or 
machines  had  been  received  he  would  have  been  repaid.  It 
averred  that  the  machines  made  by  him  since  the  9th  of  Feb- 
mary,  1846,  were  made  under  the  invention  of  Saigent,  and 
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that  he  was  not  bound  to  acconnt  to  the  plaintiff  for  them ; 
that  he  manafactnred  machineB  down  to  the  39th  of  June, 
1847,  but  had  made  none  since ;  that  on  that  day  he  assigned 
all  his  interest  in  the  establislmient  to  Ooddard,  for  the  con- 
sideration of  $15,401  99,  bnt  did  not  include  his  interest  in 
the  plaintiff's  patent ;  and  that  at  that  time  he  had  taken  steps 
to  get  the  patent  for  Sargent's  invention. 

Hale,  who  was  made  a  defendant,  answered,  and  admitted 
the  patent,  and  the  assignment  of  one-third  of  it  to  Kinsman, 
and  that  the  plaintiff  was  the  first  and  (»iginal  inventor  of 
the  machine.  He  averred  the  assignment  to  him  by  Kinsman 
of  one-sixth  of  the  patent ;  that  he  paid  to  Kinsman  $8500  for 
it;  that  all  the  profits  he  had  received  was  $100 ;  that  he  had 
repeatedly  applied  to  Kinsman  for  an  account  of  the  profits 
of  the  manufacture  and  sale  of  the  machines,  and  had  been 
refused ;  and  he  claimed  that,  on  an  adjustment,  one-sixth  of 
the  profits  should  be  paid  over  to  him. 

It  is  not  material  to  set  forth  the  answer  of  Goddard  at 
large,  as  it  was  admitted  on  the  argument  that  his  position  in 
the  case,  in  relation  to  the  plaintiff,  could  not  be  distinguished 
fifom  that  of  Kinsman.  His  answer  admitted  that  he  was  en- 
gaged in  manufiicturing  and  selling  the  machines  down  to  the 
issuing  of  the  injunction  on  the  supplemental  bill. 

Hie  case  was  heard  on  pleadings  and  proofs.  All  the  ma- 
terial fiMsts,  as  they  appeared  by  the  evidence,  are  stated  in 
the  opinion  of  the  Court 

8eth  P.  StapUa  and  O^yrge  Oifford^  for  the  plaintiff! 

James  W.  6ferard  and  Afnbroae  Z.  Jordan,  for  the  defend^ 
ants  Kinsman  and  Goddard. 

Kblbok,  J.  Hie  prooft  in  this  case  are  exceedin^y  vdn- 
minous,  embracing  the  testimony  of  some  fifty  witnesses,  ma- 
ny of  whom  were  examined  at  great  length  upon  the  several 
qveations  presented  or  supposed  to  be  presented  in  the  plead<> 


484  SOUTHEBH  DIBTRICT  OF  IfKW-TORK, 

Pflrtknnt  9*  Klmimn. 

ingB,  and  upon  the  final  decision  of  which  the  Talnable  intov 
esta  involved  in  the  sabject  matter  in  dispute  most  depend.  I 
have  examined  them  with  all  the  care  and  attention  which  the 
complicated  nature  of  the  evidence  necessaril  j  requires,  and 
the  importance  of  the  rights  concerned  demands,  and  shall 
proceed  at  once  to  state  briefly  mj  conclusions  upon  the  facts 
and  the  law,  so  &r  as  thej  may  be  material  to  a  final  dispoa- 
tion  of  the  case. 

1.  I  am  satisfied  that  the  proo&  establish,  beyond  all  rea- 
sonable  doubt,  that  Parkhurst,  the  plaintifiT  in  the  bill,  was  the 
first  and  original  inventor  of  the  improvement  in  the  burring 
machine,  tor  which  Letters  Patent  were  granted  to  him  on  the 
1st  of  May,  1845;  that  the  improvement  of  Sargent,  mainly 
relied  on  as  anterior  in  time,  was  neither  so  fiu:  perfected  by 
experiment,  or  by  a  reduction  to  {vactical  operation,  as  to  en- 
title it,  in  judgment  of  law,  to  the  character  or  attribute  of  an 
invention;  and  also,  that  the  imperfect  and  misatiafiK^ry  na- 
ture of  the  experiments  made  by  Sargent,  and  his  subsequent 
conduct  in  throwing  aside  his  temporary  model,  and  wholly 
neglecting  for  years  to  follow  up  his  experiments,  so  as  to  pro- 
duce a  perfect  machine,  afford  strong  and  decisive  evidence  of 
an  abandonment  of  the  thing  as  a  failure. 

It  is  not  enough,  to  defeat  a  patent  already  issued,  that  an- 
other conceived  the  possibility  of  effecting  what  the  patentee 
aocompUshed.  To  constitute  a  prior  invention,  the  party  al- 
leged to  have  produced  it,  must  have  proceeded  so  fiir  as  to 
have  reduced  his  idea  to  practice,  and  embodied  it  in  some 
distinct  form.  It  must  have  been  carried  into  practical  ope- 
ration ;  for  he  is  entitied  to  a  patent,  who,  being  an  original 
inventor,  has  first  perfected  the  invention  and  adapted  it  to 
practical  use.  Crude  and  imperfect  experiments,  equivocal  in 
their  results,  and  then  given  up  for  years,  cannot  be  permitted 
to  prevail  against  an  original  inventor,  who  has  perfected  his 
improvement  and  obtained  his  patent  {Cftbsan  v.  Brandy 
WAit.  P.  a  628;  The  SausehiU  Co.  v.  Jfeihon,  Id.  708, 718; 
Janes  v.  JPearoej  Id.  134 ;  GaOoway  v.  Bleaden^  Id.  526, 52^, 
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C&mishr.JSieney  Id.  608 'y  Emdm.  an  Pat.  ^^^  4A9  \  Bed- 
ford V.  HmU,  1  J/iww,  302 ;  Beed  v.  Gutter,  1  /S&^ry,  690; 
ChirtUonP<U.%%^  ^49.) 

S.  Bat,  if  otherwise,  and  the  jdaintiff  was  not  the  first  and 
original  inventor,  I  am  of  opinion  that  Kinsman  is  estopped 
from  setting  up  that  fact,  by  force  of  his  agreement  of  the  9th 
of  Febmarj,  1846,  whereby  he  modified  and  confirmed  the 
preyioQS  one  of  the  22d  of  May,  1845. 

By  the  first  agreement,  he  acquired  an  undivided  third  part 
of  the  interest  in  the  patent,  and  stipulated  to  become  jointly 
interested  with  the  plaintiff  in  the  business  of  manufacturing 
and  vending  the  improved  machines,  and  to  furnish  a  certain 
amount  of  capital  for  that  purpose,  the  profits  to  be  divi- 
ded according  to  their  respective  interests.  After  carrying 
Ofi  the  business  under  this  agreement  for  some  nine  months,  it 
was  modified  by  the  second  one,  by  which  Kinsman  agreed  to 
diflocmtinue  the  manufiftcture  of  the  machines  upon  the  terms 
and  conditions  therein  stipulated,  and  to  leave  to  the  plaintiff 
the  sole  right  to  conduct  the  business  of  the  partnership  in  fh- 
tore,  he  agreeing  to  pay  over  to  Kinsman  one  third  of  the 
profits.  Hiis  agreement  was  entered  into  with  a  full  knowl- 
edge on  the  part  of  Kinsman  of  the  claim  of  Saigent  as  the 
original  inventor  of  the  burring  machine,  and  after  an  oppor- 
tunity to  enquire  into  and  ascertain  all  the  &cts  and  circum- 
stances in  respect  to  the  merits  of  such  claim. 

8.  I  am  further  of  opinion,  that  the  objections  taken  to  the 
agreement  of  the  9th  of  Febmary,  1846,  that  it  was  void,  as 
being  in  restraint  of  trade,  and  against  the  principles  of  pub- 
lic policy,  are  not  well  founded. 

The  parties  were  jointly  interested  in  the  patent  right,  in  the 
proportions  of  one-third  and  two-thirds  thereof  and  had,  by 
the  agreement  of  the  22d  of  May,  1845,  become  bound  to 
cany  on  the  business  of  manufisLcturing  the  patented  article 
fi>r  the  benefit  of  the  joint  concern.  Kinsman  stipulating  to 
devote  his  personal  attention  thereto.  This  was  modified  by 
the  arrangement  of  the  9th  of  February  following,  whereby 
the  establishment  was  put  under  the  sole  change  and  direction 
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of  the  plaintiff,  Bubject  to  certain  restrictionB  as  to  price,  Ae^ 
the  |HXifitB  to  be  paid  over  according  to  the  respective  intereelB 
of  the  parties.  This  arrangement  contained  no  stipnlatioiiB 
in  restraint  of  trade,  m  the  sense  of  the  rule  upon  which  the 
objection  is  founded.  It  simply  prescribed  the  mode  of  con- 
ducting the  affiiirs  of  the  partnership,  and  was  no  more  or  less 
than  an  ordinary  partnership  business  arrangement,  such  aa 
was  deemed  best  for  the  interest  of  all  concerned.  Whether 
the  a&iiB  of  the  company  should  be  conducted  by  the  advice 
and  personal  services  of  both  the  partoers,  or  by  tiie  one  or 
the  other  of  them,  depended  upon  their  own  views  as  to  which 
arrangement  would  be  the  most  beneficial  for  their  common 
interests.  It  was  a  question  they  had  a  rightto  determine  ftr 
themselves,  and,  in  whichever  way  it  might  be  determined,  it 
coidd  in  no  manner  operate  in  restraint  of  trade  in  g^ieral,  or 
as  respected  either  of  the  parties.  A  joint  interest  in  the  pa- 
tent did  not  make  the  parties  partners,  and  some  agreemeBt^ 
therefore,  became  necessary,  to  enable  them  to  woric  tiie  in- 
vention at  their  joint  expense  and  for  their  joi^t  benefit 
{Bindm.  on  Pat.  67,  286.)  They  then  became  partners  in  the 
business  of  manu&cturing  and  vending  the  patented  article, 
subject  to  the  rales  of  law  governing  parties  standing  in  that 
relation  to  each  other,  except  as  those  rales  were  modified  and 
limited  by  the  articles  of  partnership.  While  the  partnerahip 
continued,  it  was  an  obvious  dictate  of  wisdom  to  make  it  a 
condition,  that  one  of  the  partners  should  not  be  permitted  to 
engage  in  the  same  brandi  of  business,  to  the  prejudice  of  the 
interest  of  the  common  concern.  Such  a  restraint  is  neither 
ill^al  nor  unusual  in  articles  ai  partnership. 

4.  I  am  also  of  opinion,  that  the  change  in  the  form  of  the 
slots  or  teeth  cut  on  the  rings  or  plates  which  compoeed  the 
burring  cylinder,  and  which,  it  is  claimed,  were  made  by 
Kinsman  or  others  subsequent  to  the  date  of  the  patent,  and 
in  the  course  of  the  manufibctnring  of  the  article,  was  net  a 
substantial  change  in  the  construction  firom  that  deswibed  in 
tkepat^it 

The  improvement  consisted  of  hooked  teeth,  cut  vfett  the 
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rings  or  plates,  and  these  so  arranged  upon  the  cylinder, 
that  the  wool  or  cotton,  when  taken  np  by  the  teeth,  would  be 
drawn  into  the  slots  or  interstices  between  the  teeth,  leaving 
the  bnrrs  and  other  foreign  substances  on  the  surface,  to  be 
knocked  off  by  the  beater.  The  form  of  the  teeth  that  would 
produce  this  result,  embodied,  to  this  extent,  the  principle  of 
the  improvement  Practice  and  experience  in  the  working  of 
the  machine  doubtless  led  to  modifications  of  the  form,  highly 
beneficial,  as  respected  both  the  quantity  and  the  quality  of 
the  article  cleaned.  This  is  the  natural  and  usual  result  in  the 
operation  of  machinery  newly  invented  and  oonstracted.  It 
requires  time  and  experience  to  bring  it  to  complete  perfec- 
tion. But,  the  right  of  the  inventor  does  not  depend  upon  the 
questions  whether  the  machine  is  more  or  less  perfect,  or 
whether  slight  modifications  in  the  arrangement  of  the  ma- 
diinery  or  in  the  finish  of  the  parts  composing  it,  may  or  may 
not  better  accomplish  the  end  sought  to  be  attained ;  but  upon 
Ifae  question  whether  the  machinery  constructed  as  described 
in  the  patent  will  or  will  not  accomplish  the  end  practically 
and  usefully  in  the  way  pointed  out.  If  it  will,  the  inventor 
IB  entitied  to  the  protection  which  the  government  has  granted 
him  ;  and  any  one  using  the  principle  thus  embodied  is  guilty 
«f  an  infiringement,  however  he  may  have  perfected  the  ma- 
chinery by  superior  skill  in  the  mechanical  arrangement  and 
oonstruction  of  the  parts.  Such  perfecting  is  but  the  skill  of 
the  mechanic,  not  the  genius  of  the  inventor. 

Hie  proof  is  full  to  show,  that  several  of  the  machines 
ooDBtructed  in  strict  conformity  to  the  description  in  the  par 
tent,  and  immediately  after  it  was  granted,  operated  well,  and 
are  still  in  use  by  the  purchasers.  The  shape  of  the  teeth, 
and  of  the  space  between  them,  best  adapted  to  use  in  clean- 
ing wool  or  cotton,  is  a  matter  of  nice  calculation,  depending 
upon  various  considerations,  such  as  the  character  and  condi- 
tion of  the  article,  whether  coarse  or  fine,  very  foul  or  other- 
wise, and  also  the  nature  of  the  foreign  substances,  and  neces- 
sarily, somewhat  upon  practice  and  experience  in  the  busi- 
ness. If  the  space  is  too  laige  at  the  pcdnt  of  the  teeth,  the 
88 
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dirt  will  be  drawn  into  them  with  the  wool  or  cotton;  if  it  is 
too  small  at  the  point,  and  too  wide  at  the  bottom,  the  space 
will  clog,  and  embarrass  the  operation.  For  this  reason,  there 
might  well  be  different  opinions  as  to  the  precise  shape  and 
stmctnre,  as  there  have  been,  according  to  some  of  the  wit- 
nesses. The  teeth  mnst,  however,  be  hooked,  so  as  to  catch 
the  wool  or  cotton  and  draw  it  between  them  and  below  the 
sor&ce  of  the  cylinder. 

Upon  the  whole,  without  pursuing  the  examination  of  the 
case  further  in  detail,  I  am  satisfied  that  the  plaintiff  is  enti- 
tled to  an  account  of  the  partnership  transactions  from  the  29d 
of  May,  1845,  down  to  the  time  when  he  assigned  and  trans- 
ferred all  his  interest  in  the  patent  to  William  L.  King,  on  the 
80th  of  March,  1848.  Haying  then  parted  with  the  whole  of 
his  interest,  he  was  no  longer  concerned  in  the  partn^ship 
business.  The  assignment  woiked  a  dissolution,  and  left  the 
parties  interested  in  the  patent  simply  to  their  rights  under  it 
Periiaps  Kinsman  might  have  insisted  upon  a  dissolution  from 
the  time  of  the  assignment  to  King  of  a  part  of  Hie  plaintiff^B 
interest  in  the  patent,  on  the  2d  of  September,  1847,  and  a 
closing  up  of  the  partnership  afEisdrs  as  they  stood  at  that  pe> 
riod ;  but,  as  no  such  step  was  taken  by  Goddard,  who  thai 
represented  the  interest  of  Kinsman,  the  partnership  must  be 
regarded  as  having  continued  down  to  the  30th  of  March, 
1848,  and  the  account  is  to  be  taken  down  to  that  period. 
And,  as  it  appears  that  the  plaintiff  is  no  longer  interested  in 
the  patent,  die  injunctions  heretofore  granted  in  his  behalf^  in 
pursuance  of  the  prayers  in  the  original  and  supplemental 
bills,  must  be  dissolved,  except  so  fisur  as  they  restrain  Kins- 
man and  Goddard  from  collecting  the  partneiship  debts.* 


*The  decree  was  as  foUowB:  Ordered  and  deoreed,  that  the  plaintiff  it 
the  first  and  original  inventor  of  the  improyement  in  the  burring  machine, 
for  which  letters  patent  were  granted  to  him  May  l8t»  1S45»  as  aet  forth  is 
the  bill  of  eomplamt ;  that»  if  otherwise,  the  defendants  ITinamAn  and  God- 
dard are  estopped  from  denying  the  fact,  by  yirtne  of  the  agreements  of  the 
2%d  of  Hay,  1845,  and  the  (Mh  of  Febroary,  1S46»  also  set  forth  in  said  liili; 
that  the  said  agreements  are  legal  and  valid,  and  binding  upon  the  partiet 
Kinsman  and  Goddard ;  that  the  assignmant  <tf  the  whole  or  the  intersst  ef 
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Under  robd.  2  of  §  2  of  the  tariff  act  of  July  14th,  1882,  (4  U,  S,  Stat  at  Large, 
584,)  fow^ted  carpet  hinding%  are  not  chargeable  with  a  duty -of  25/)0r  cent 

The  olanse  in  ^at  enbdiTision,  relating  to  bindinge,  refers  exclusively  to  ar- 
ticles of  that  description  when  composed  wholly  or  in  part  of  wool. 

Whether  an  action  to  recover  back  duties  paid  under  protest  after  the  act  of 
March  8d,  1889,  (6  U,  8,  Stat,  at  Large,  848,)  and  before  the  act  of  Febru- 
ary 26th,  1845,  (5  U,  S,  Stat  at  Large,  727,)  can  be  maintained  against  a 
collector,  is  not  decided  in  this  case.  An  objection  on  that  ground  was 
raised  on  a  motion  for  a  new  trial,  but  was  not  taken  at  the  trial ;  if  it  had 
been  taken,  evidence  might  have  been  given  to  obviate  it. 

This  was  an  action  commenced  in  1847,  to  recover  b.ack  du- 
ties paid  under  protest,  in  1841,  to  the  defendant,  as  collector 
of  the  port  of  New- York,  on  worsted  ca/rpet  Mndings.  A  duty 
of  twenty-five  j?^  cent,  was  chained  on  them,  as  falling  under 


the  plaintiff  in  the  patent,  on  the  80th  of  March,  1848,  to  William  L.  King, 
worked  a  dissolution  of  the  partnership  which  existed  between  him  and 
Kinsman  under  the  aforesaid  agreements ;  that  the  burring  machines  manu- 
£actured  and  sold  by  Kinsman  and  Goddard  between  the  22d  of  May,  1846, 
and  the  30th  of  March,  1848,  the  time  of  the  dissolution,  are  to  be  deemed  to 
have  been  made  and  sold  under  the  said  agreements ;  that  the  cause  be  re- 
ferred to  Charles  W.  Newton,  Esquire,  one  of  the  Masters  of  this  Court,  to 
take  and  state  the  partnership  accounts  which  accrued  between  the  parties 
within  the  periods  above  mentioned,  under  the  said  a^eements ;  that,  in  ta- 
king and  stating  the  said  accounts,  the  Master  ascertam  and  state  the  num- 
ber of  machines  made  and  sold  within  the  said  time  by  Kinsman  and  God- 
dard, or  either  of  them,  and  the  prices  for  which  they  were  sold,  also  the 
amount  of  monies  advanced  by  the  said  Kinsman  and  Goddard,  or  either  of 
them,  in  procuring  machinery,  tools^  <&c,  for  the  manufacture  of  the  said  ma- 
chines^ and  for  labor,  materials,  expenses^  &c.,  in  the  mnnufacture  and  sale 
of  the  same ;  and  that,  in  stating  tne  accounts,  the  Master  charge  said  Kins- 
man and  Gcfddard  with  at  least  $100  profit  on  each  and  every  machine  made 
and  sold  by  them,  or  either  of  them,  since  the  9th  of  February,  1846;  that 
the  Master  take  and  state  an  account  with  the  plaintiff,  including  monies  ad- 
▼aaeed  by  him,  if  any,  in  proeuring  machinery,  tools,  Ao.,  for  tne  manufac- 
ture of  machines,  and  for  labor,  materials,  expenses,  Ac,  in  the  manufacture 
and  sale  of  machines,  and  the  number  made  and  sold  by  him  between  the 
times  aforesaid ;  that,  in  stating  such  account,  the  plaintiff  be  charged  with 
at  least  |100  profit  on  each  and  every  machine  mad!e  by  him  siuce  the  9th  of 
February,  1846 ;  that  the  Master  be  authorized  to  re<}uire  the  production  of 
the  account  books  of  the  parties  before  him  for  examination,  and  the  parties 
to  be  at  liberty  to  furnish  such  further  evidence  in  the  premises  as  they  may 
see  fit  and  proper ;  that  the  Master  report  to  the  Court  his  doines  in  pursu- 
ance of  the  above  directions ;  that  all  other  questions  in  the  case  be  reserved 
till  the  coming  in  of  said  report;  and  that  the  injunctions  heretofore  granted 
be  dissolved,  except  so  far  as  to  restrain  Kinsman  and  Goddard  from  collect- 
ing outstanding  d«bts  for  vending  maahines  prior  to  the  80th  of  March,  1848. 
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Bubdivision  two  of  section  two  of  the  act  of  July  14th,  1832, 
(4  JJ.  S.  Stat,  at  Zarge^  684,)  which  imposed  a  duty  of  tweu- 
ty-fivej>^  cent,  on  "mils,  gloves,  bindings^  blankets,  hosiery, 
and  carpets  and  carpeting."  It  was  admitted  that,  unless  the 
articles  were  properly  chargeable  with  the  duty  imposed,  they 
were  entitled  to  come  in  free  of  duty,  under  the  third  section 
of  the  act.  At  the  trial,  before  Mr.  Justice  Nelson,  in  No- 
vember, 1848,  he  charged  the  jury  that  the  articles  were  enti- 
tled to  entry  free  of  duty,  and  a  verdict  was  found  for  the 
plaintifis.  The  defendant  now  moved  for  a  new  trial,  on  a 
case. 

JSer^amm  F.  Bv^tter^  for  the  defendant,  besides  arguing  the 
question  of  the  construction  of  the  statute,  contended  that  the 
action  could  in  no  event  be  maintained,  the  defendant  having 
been  required,  by  section  two  of  the  act  of  March  3d,  1839, 
(5  U.  8.  Stat,  at  Lwrge^  348,)  to  pay  the  duties  into  the  Treas- 
ury, although  they  were  paid  under  protest;  and  that  the  act 
of  February  26th,  1845,  (6  U.  S.  Stat,  at  large,  727,)  repeal- 
ing the  act  of  1839,  coidd  not  operate  retrospectively  to  sub- 
ject the  defendant  to  an  action  to  which  he  was  not  liable  when 
the  duties  were  received. 

Danid  Lord,  for  the  plaintiffs.  1.  The  objection  to  the  re- 
covery, founded  on  the  act  of  1839,  was  not  raised  at  the  trial. 
2.  The  act  of  1845  restores  the  action  of  assumpsit,  if  it  was 
taken  away  by  the  act  of  1839.  3.  The  act  of  1845  restores 
merely  a  remedy,  not  a  right  of  action. 

Kei^on,  J.  It  is  insisted  on  the  part  of  the  plaintiffs,  tiiat 
the  term  hmdmgs,  in  the  connection  in  which  it  is  used  in  the 
clause  of  the  act  of  1832  which  is  in  question,  is  to  be  limited 
to  the  article  when  composed  wholly  or  in  part  of  wool,  and 
does  not  include  it  when  composed  wholly  of  worsted ;  and 
the  case  of  Bend  v.  Boyt,  (13  Peters,  263,)  is  referred  to  as 
a  decision  to  that  effect.  The  article  in  question  there  was 
eSk  hose^  and  the  duty  was  imposed  upon  it,  under  the  im- 
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preflsion  that  the  articles  enumerated  in  the  clatiBe  embraced 
all  articles  of  the  kind,  of  whatever  materials  composed,  and 
that  sUk  hoae^  therefore,  fell  within  the  term  hosiery  there  enu- 
merated. But  it  was  held,  that  the  clause  applied  to  articles 
of  the  description  enumerated,  composed  wholly  or  in  part  of 
wool,  and,  therefore,  did  not  embrace  the  article  of  hosiery  if 
composed  of  silk.  The  argument  is  somewhat  stronger  in  fla- 
vor of  such  a  construction  in  respect  to  the  article  of  silk  hose, 
on  account  of  other  provisions  in  the  act,  than  it  is  in  regard 
to  the  article  in  question  here.  But,  as  I  understand  the  de- 
cision, the  Court  intended  to  hold  and  did  hold,  that  the  clause 
related  exclusively  to  articles  of  the  description  specified,  com- 
posed wholly  or  in  part  of  wooL  That  decision  covers  and 
disposes  of  the  question  in  this  case. 

The  objection  that  the  suit  cannot  be  maintained  against 
the  defendant  since  the  act  of  1839,  and  the  decision  under  it 
in  Cary  v.  Curtis^  (3  Sow.  236,)  notwithstanding  the  repeal  of 
that  act  by  the  act  of  1845,  does  not  arise,  as  the  point  was 
not  taken  at  the  trial.  If  it  had  been,  evidence  might  have 
been  given  to  obviate  it 

New  trial  denied. 


Thomas  Eichabdson  and  William  "Watoon 

CORNEUUB  W.  LawBKNOE.  . 

Under  the  tariff  act  of  Augnst  80th,  1S42,  (5  U.  &  BUU.  at  Zatfe,  M0»)  Hnm 
pocket  handkerehieftf  hmutitehsdor  hemmed^  were  not  chargeable  with  a  du- 
ty of  40  percent,,  under  Bubd.  0  of  §  1,  as  ''articles  100m  by  men,  women 
or  children,  made  up  wholly  or  in  part  by  hand/'  but  with  a  duty  of  25 
per  cent,  under  rabd.  8  of  §  8,  as  "linens^  «p  a  maaufaeture  of  flax." 
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It  seeou^  that  a  distinctioa  has  always  been  recognixed  and  acted  upon  in  the 
eoUection  of  the  rerenae,  between  artioles  100m  upon  the  person,  and  arti- 
cles carried  about  the  person. 

This  was  an  action  against  the  collector  of  the  port  of  New- 
York,  to  recover  back  an  excess  of  duties  upon  linen  podcet 
ha/ndkerchiefsy  hemstUohed  or  hemrned.  The  duty  charged 
was  fovij  per  cent.^  under  the  ninth  subdivision  of  section  one 
of  the  tariff  act  of  August  30th,  1842,  (5  U.  S.  Stat,  at  Large, 
549,)  which  imposes  that  duty  "on  all  articles  worn  by  men, 
women  or  children,  other  than  as  above  specified  or  excepted, 
of  whatever  materials  composed,  made  up  wholly  or  in  part 
by  hand.*'  It  was  insisted  by  the  plaintiffs  that  only  twenty- 
five^)^  cent.,  duty  should  have  been  imposed  on  the  handker- 
chiefs, as  being  "  linens,  or  a  manu&cture  of  flax,  or  of  which 
flax  is  a  component  part,*'  under  subdivision  three  of  section 
three  of  the  same  act.  {Id.  550.)  A  verdict  was  taken  for 
the  plaintiffs,  for  the  difference  between  twenty-five  ^wr  cent, 
and  forty  per  cent,  subject  to  the  opinion  of  the  Court,  on  a 
case  to  be  made. 

Francis  B.  Outtmg,  for  the  plaintiffl. 
Benjamin  F.  BiiUer,  for  the  defendant. 

Kelson,  J.  The  evidence  in  this  case  shows  that  a  distinc- 
tion has  always  been  recognized  and  acted  upon  in  the  collec- 
tion of  the  revenue,  between  articles  worn  by  men,  women 
and  children,  and  those  carried.  An  article  worn  appears  to 
have  been  understood,  as  the  term  properly  imports  in  a  strict 
philological  sense,  as  intended  to  designate  some  article  of  clo- 
thing or  raiment — some  garment  Used  or  worn  upon  the  per- 
son, as  distinguished  from  an  article  carried  or  used  about  the 
person  for  convenience  or  ornament  A  hat,  coat,  or  shoe,  is 
an  article  worn,  in  the  proper  sense  of  the  word ;  but  a  cane, 
snuff-box,  or  lady's  &n,  is,  properly  speaking,  an  article  not 
worn  but  carried. 

The  connection,  also,  in  which  the  words  in  question  are 
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found  in  the  Btatnte,  confirms  this  view.  A  duty  of  fifty  per 
eerU.  is  imposed  by  the  preceding  clause  ^^on  ready-made  clo- 
thing, Ac,  worn  by  men,  women  or  children,  except  gloves, 
mits,  stockings,  socks,  wove  shirts  and  drawers,  and  all  other 
similar  mannfactores  made  on  frames,  hats,  bonnets,  shoes, 
boots,  and  bootees,  &c.;"  and  then  follows  the  clause  in  ques- 
tion :  "on  aU  artides  worn  by  men,  women,  or  children,  other 
than  08  (Aove  9fpeeified  or  excepted^  of  whatever  materials 
comx)Osed,  &cP  Each  of  the  articles  thus  excepted  is  an  ar- 
ticle of  clothing  or  raiment  wom^  in  the  proper  sense  of  the 
tern),  upon  the  person;  and  a  sort  of  legislative  definition  is 
thus  given  of  the  meaning  of  the  term  in  question.  The  same 
phraseology  is  used  in  Schedule  0  to  the  act  of  July  80th, 
1846,  (9  U.  S.  Stat.  atZarge^  44,)  under  which  an  interpreta- 
tion has  been  given  to  the  clause  by  the  Treasury  Department  in 
conformity  with  the  above  view.  And  the  same  view  is  taken 
of  the  article  "  purses.'*  It  is  considered  as  an  article  not  worn 
but  carried.* 

It  is  admitted  that  the  article  in  question  properly  &lls  un- 
der the  head  of  "  linens  or  a  manufacture  of  flax,''  provided 
for  in  the  third  section  of  the  act,  and  chargeable  with  a  duty 
of  only  twenty-five  per  cent^  unless  it  is  embraced  within  the 
clause  referred  to  in  the  ninth  subdivision  of  the  first  section ; 
and,  as  we  are  of  opinion  it  cannot  be  brought  within  it,  with- 
out a  very  strained  and  unusual  interpretation,  judgment  must 
be  given  tor  the  plaintifis. 


•  By  tlie  Mt  of  July  80th,  1S44^  Schedule  C,  a  duty  of  80  per  cent  advaio- 
rem  hi  imposed  **  on  aiiielet  worn  by  men,  women,  or  children,  of  whaieyer 
material  composed,  made  np^  or  made  wholly  or  in  part,  by  hand.''  The 
Treaanry  drcnlar  of  January  7  th,  1847,  says:  "Pursee^  when  wholly  of  cotton, 
and  linen  cambric  pocket  handkerchiefs^  hemmed  or  not  hemmed,  being  arti- 
elea  carried,  bnt  not  worn  on  the  person  as  dress  or  apparel,  are  entitled  to 
entry,  (when  not  embroidered  or  tamboured,)  the  former  under  Schedule  D, 
at  a  duty  of  26 per  cent,  and  the  latter  under  Schedule  E^  at  a  duty  of  20  per 
tent  advalcrem,*' 
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BbawU  or  •otaek,  munnfiwtared  on  looia^  and  in  stripe  or  pieces  eomUiniif 
seyeral,  the  piece  of  separation  indicated  hy  tlireads  which  form,  when 
ent,  the  fring<^  and  the  articles  being  actually  separated  before  importar 
tion,  and  being,  in  the  state  in  which  thej  are  imported,  suitable  and  adapt- 
ed to  be  worn  hj  women  and  children  as  articles  of  dreai^  and,  at  the  time 
•f  importation,  usually  so  worn,  and  imported  for  that  purpose,  come  within 
the  deseription  of  wearing  apparel,  under  Schedule  G  of  the  tariff  aet  of 
July  80th,  1846^  (9  U.  8,  StaL  at  Large,  46,)  and  are  chargeable  with  a  duty 
of  90pereenL 

By  the  use  of  the  words  "wearing  apparel"  in  the  act  of  1846,  Congress  in- 
tended to  make  the  purpose,  adaptation,  and  nee  of  an  article^  and  not  its 
eommerdal  desigaatioa>  the  test  of  its  dutiable  description. 

This  was  an  action  against  the  coUector  of  the  port  of  Kew- 
York,  to  recover  back  an  excess  of  duties  paid  upon  shawls 
and  scarfe,  composed  some  of  worsted  alone,  some  of  silk 
alone,  some  of  silk  and  worsted,  and  some  of  worsted  and  cot- 
ton. It  was  tried  before  Mr.  Justice  Nelbok,  in  April,  1848. 
A  duty  of  thirty  per  oenL  was  charged  upon  the  articles,  as 
^^  wearing  apparel  of  every  description,  of  whatever  material 
composed,  made  up  or  manufactured  wholly  or  in  part  by  the 
tailor,  sempstress,  or  manufacturer,"  under  Schedule  C  of  the 
act  of  July  30th,  1846.  (9  U.  S.  Stat.  aJt  Lcurge,  45.)  The 
plaintiff  claimed  that  a  duty  of  only  twenty-five  p&r  cmL 
should  have  been  charged  on  the  articles,  as  ^^manu&ctoresof 
silk,  or  of  which  silk  shall  be  a  component  material,  not  oth- 
erwise provided  for,"  and  "manufactures  of  worsted,  or  of 
which  worsted  shall  be  a  component  material,  not  otherwise 
provided  for,"  under  schedule  D  of  the  same  act.    {Id.  46.) 

It  appeared  in  evidence  that  the  shawls  and  scarfe  were 
mafiu&ctured  on  looms,  and  in  strips  or  pieces  containing  sev- 
eral shawls  or  scarfe,  the  place  of  separation  being  indicated 
by  threads,  which  formed,  when  ciit,  the  fringe,  and  the  arti- 
cles being  actually  separated  before  importation,  and  b^g,  in 
the  state  in  which  they  were  imported,  suitable  and  adapted 
to  be  worn  on  the  person  by  women  and  children,  as  articles 
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of  droflB,  and,  at  the  time  of  importation,  usually  so  worn,  and 
imported  for  that  purpose.  There  was  much  eyidence  giyen 
for  the  purpose  of  showing  that  the  articles  were  not  known 
in  trade  and  commerce  as  ^^  wearing  apparel."  The  Oourt 
charged  the  jury  that  the  articles  in  question  were  not  '^  wear- 
ing apparel"  under  Schedule  0  of  the  act,  but  were  manufac- 
tures of  worsted,  cotton,  and  silk  under  Schedule  D  of  the 
act,  and  were,  therefore,  chargeable  with  a  duty  of  only  twen- 
ty-five jper  cent,  A  verdict  was  found  for  the  plaintiffi,  and 
l^e  defendant  now  moved  for  a  new  trial,  on  a  bill  of  excep- 
tions. 

Benjamin  F.  Buder^  for  the  defendant. 

Franoia  B.  CxMmgt  for  the  plaintiffs. 

Nelson,  J.  We  are  of  opinion  that  the  shawls  and  scarfs 
in  question  come  within  the  description  of  "  wearing  appa- 
rel" under  Schedule  0  of  the  tariff  act  of  July  30th,  1846, 
and  were  properly  charged  with  a  duty  of  thirty  per  cent. 
This  phraseology  for  the  purpose  of  describing  a  dutiable  ar- 
ticle, was  used  for  the  first  time  in  the  act  of  1846,  and  was 
introduced  for  the  purpose  of  describing  a  class  of  articles,  not 
as  known  in  trade  and  commence  by  any  particular  appella- 
tion, but  by  the  actual  use  for  which  they  were  designed,  and 
to  which  they  were  adapted,  taken  in  connection  wiUi  the  fact 
that  they  were  made  up  or  manufactured  wholly  or  in  part  by 
the  tailor,  sempstress,  or  manufacturer.  Congress  intended  to 
depart  from  the  commercial  designation  as  the  test  to  deter- 
mine the  description  within  which  the  duty  should  or  should 
not  be  charged,  and  to  leave  such  determination  to  the  testof 
the  actual  use  of  the  article.  Hence,  the  purpose  for  which  it  • 
was  made,  its  fitness  and  adaptation  as  an  article  of  dress,  and 
the  actual  use  of  it,  are  the  proper  subjects  of  inquiry  in  de- 
termining whether  it  comes  within  the  clause  in  question ;  not 
the  name  or  description  by  which  it  may  be  known  to  the 
manufacturer,  or  importer,  ix  others  dealing  in  the  article. 
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Tb  the  article  wearing  apparel  in  point  of  jfoct,  made  up  or 
manufactured  by  the  tailor,  sempstreee,  or  manu&ctnrert 
That  is  the  question  to  be  determined  for  the  purpose  of  ascer- 
taining the  rate  of  duty.  The  words  are  used  in  their  natural 
and  ordinary  sense,  and  are  to  be  so  interpreted  by  the  Court 
A  new  trial  must  be  granted,  with  costs  to  abide  the  event 


Feedkbick  a.  Gay  vs.  Samuel  G.  Cornell.    In  Equtty. 

An  aasignmeat  of  an  inyention  before  the  issuing  of  *  patent)  is  valid  vnder 
§  6  of  the  act  of  Mareh  8d,  1887,  (5  IT,  8.  Stat  at  Large,  193,)  although  it 
IB  made  after  the  rejection  by  the  CommiBsioner  of  Patents  of  the  aasignoT^s 
application  for  a  patent,  and  after  an  appeal  thereon  to  the  Chief  Justice 
of  the  District  of  Columbia. 

The  assignee  under  such  an  assignment  may  file  a  bill  in  his  own  name,  under 
g  16  of  the  act  of  July  4th,  1886,  (5  U,  8.  StaL  at  Large,  128.)  and  §  10  of 
the  act  of  March  8d,  1889,  {Id  854,)  against  the  patentee  to  whom  the  pat- 
ent was  issued  on  the  rejection  of  the  assignor's  application,  for  the  pur- 
pose of  annulling  the  patent  issued,  and  haying  one  granted  to  him  as  as- 
signee. 

And  it  is  not  necessary  that  the  assignment  should  be  recorded  in  the  Patent 
Office  before  the  filing  of  the  bilL  It  is  enough,  if  it  be  recorded  at  any 
time  before  the  issuing  of  the  patent 

The  bill  in  this  case  was  filed  nnder  the  tenth  section  of 
the  act  of  March  8d,  1839,  (6  U/S.  Stat,  at  Large,  354,) 
which  amended  and  enlarged  the  sixteenth  section  of  the  act 
of  July  4th,  1836,  {Id.  128.)  It  prayed,  that  certain  Letfcere 
Patent  granted  to  the  defendant,  on  the  2lBt  of  Angnst,  1847, 
for  an  improvement  in  machinery  for  making  lead  pipe  by 
piessore,  might  be  annnlled  and  canceUed,  and  that  one  Alon- 
SK>  D.  Perry  might  be  declared  to  be  the  first  discoyerer  of 
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the  improvement  and  entitled  to  a  patent  for  it,  and  that  a 
patent  for  it  might  be  ordered  to  be  granted  to  the  plaintiff  as 
assignee  of  Perry. 

The  bill  set  forth,  that  Perry  was  the  original  and  first  in- 
ventor of  the  improvement  and  made  application  to  the  Com- 
missioner of  Patents  in  dne  form  for  a  patent  for  it  on  the  6th 
of  October,  1846 ;  that  the  application  was  denied  on  the  24th 
of  March,  1847,  on  an  interference  declared  by  the  Patent 
Office,  between  Perry,  and  the  defendant,  and  two  other  ap- 
plicants, testimony  having  been  taken  on  the  interference, 
and  a  hearing  had  on  the  Ist  of  March,  1847,  and  the  Com- 
missioner holding  that  the  defendant  was  entitled  to  the  pa^ 
tent ;  that  thereupon  Perry  appealed  from  the  decision  of  the 
Commissioner  to  the  Chief  Justice  of  the  District  Court  of  the 
United  States  for  the  District  of  Columbia,  who  affirmed  the 
decision  ;  that  the  patent  was  then  issued  to  the  defendant ; 
and  that,  on  the  6th  of  April,  1847,  Perry  assigned  to  the 
plaintiff,  by  an  instrument  in  writing  under  his  hand  and  seal, 
and  for  a  valuable  consideration,  all  his  right  to  the  improve- 
ment as  set  forth  in  the  specification  filed  by  him,  and  author** 
ized  the  Conmiissioner  of  Patents  to  issue  the  patent  for  it  to 
the  plaintiff.  There  was  no  averment  of  the  recording  of  the 
assignment  in  the  Patent  Office.  The  bill  also  set  forth  vari- 
ous facts  as  going  to  show  Perry's  title  to  the  patent. 

The  defendant  demun*ed  to  the  bill,  and  the  principal  ques- 
tion raised  was,  whether  the  assignment,  under  the  circum- 
stances stated,  was  valid,  and  passed  the  interest  in  the  inven- 
tion, so  as  to  enable  the  plaintiff  to  sustain  the  suit  in  his  own 
name. 

Edwin  W.  Staughton^  for  the  defendant.  I.  The  assign- 
ment from  Perry  to  the  plaintiff,  being  designed  to  transfer  a 
mere  title  in  litigation,  and  thereby  to  give  the  plaintiff  only 
the  right  to  stand  as  a  hostile  party  in  a  legal  proceeding,  is 
sbeolutely  void.  {Prober  v.  Edmonds^  1  T(yimge  cfe  CkU. 
491 ;  Wood  v.  Botones^  18  Vmy^  120 ;  2  Stan/^s  Ej.  Juris. 
§  1040  etseq.;  Gardner  v.  Adamd^  12  Wend.  2d7.)    11.  As- 
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Boming,  however,  that  the  aflsigament  is  valid,  it  most  be  re- 
corded, as  a  condition  precedent  to  issuing  the  patent  to  the 
plaintiff  as  assignee.  {Act  of  March  8d,  1837,  §  6,  5  U.  S. 
Stat,  at  Zarge^  193.)  The  plaintiff  is  bound  to  show  a  title  to 
the  patent  at  the  time  of  jGiling  the  bill,  and,  to  do  this,  he 
must  aver  in  the  bill  the  recording  of  the  assignment.  {Ddh 
son  V.  Gampbdiy  1  Smm.  819 ;  Wyeth  v.  Stone^  1  iSSfi&ry,278; 
Nevmith  v.  CaJmrt,  1  Woo^.  cfe  M.  34.)  IIL  The  act  of 
1839  authorizes  the  applicant  for  a  patent,  and  him  only,  to  in- 
stitute proceedings  in  equity  after  a  dedsion  against  him  bj 
the  Commissioner  or  on  appeaL  Even  though  the  assigmn^it 
from  Peny  to  the  plaintiff  may  be  valid,  Perry  should  have 
been  the  plaintiff  in  this  action. 

CJuirlea  B.  Moore^  for  the  plaintiff.  L  The  application 
for  the  patent  having  been  made  by  Perry  in  October  1846, 
testimony  taken,  and  the  applicants  heard  in  March,  1847, 
Perry's  right  to  a  patent  became  and  was  a  valuable  vested 
right,  which  could  be  assigned,  and  the  assignment  of  it  will 
be  protected.  {Curtis  on  Pat.  %  189 ;  WiUon  v.  Souss&au^  4 
How.  674.)  n.  ISo  record  of  the  assignment  i9  necessary  as 
a  condition  to  any  relief.  If  necessary,  it  will  be  sufficient  to 
record  it  before  a  decree.  {Dixon  v.  Meyer ^  4  Wash.  C.  (7. 
i?.71;  Brooks Y.Byam,2St(nTf,h'^6\  Pittsv.  Whitmar^i 
Story  J  609.)  lEL  A  court  of  equity  always  recognizes  an  as- 
signee, and  requires  the  real  party  in  interest  to  sue.  {Offle  v. 
-^^,4  Wash.  C.  C.E.  684;  FiddY.  Maghee,  5  Paige,  639; 
Rogers  v.  The  Trader^  Ins.  Co.  6  Paige,  583;  Sedgvnds  v. 
Cleveland,  7  Paige,  287;  Van  Hook  v.  Throckmorton,  8 
Paige,  33.) 

Nelson,  J.  The  sixteenth  section  of  the  act  of  July  4tii, 
1836,  speaks  of  the  party  making  the  application  for  the  pa- 
tent, as  the  proper  person  to  file  a  bill  in  case  of  a  refusal  by 
the  Board  of  examiners  to  grant  the  patent,  (the  Chief  Justice 
of  the  District  of  Columbia  was  afterwards  substituted  in  their 
place,)  and,  doubtless,  referred  to  the  inventor,  as  no  provision 
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tlien  existed  authorizing  him  to  assign  his  interest  before  the 
issuing  of  the  patent.  But,  the  sixth  section  of  the  act  of 
March  8d,  1887,  (5  U.  8.  Stat,  at  Large^  198,)  provides,  that 
anj  patent  thereafter  to  be  issued,  may  be  issued  to  the 
assignee  of  the  inventor,  the  assignment  being  first  entered  of 
record ;  the  application  still  to  be  made  in  the  name  of  the 
inventor,  and  the  specification  to  be  sworn  to  by  him.  After 
the  assignment  of  the  invention,  under  this  section,  by  which 
the  inventor  divests  himself  of  all  interest  therein,  and  trans- 
fers it  to  the  assignee,  although  the  application  for  the  patent 
must  be  made  in  his  name,  in  conformity  with  the  statute, 
Btill,  for  all  substantial  purposes,  and  in  judgment  of  law,  the 
assignee  is  the  party  making  the  application,  and,  we  think, 
comes,  if  not  within  the  letter,  at  least  within  the  spirit  of  the 
provisions  of  the  sixteenth  section  of  the  act  of  1886,  and  of 
the  tenth  section  of  the  act  of  March  8d,  1889.  He  would, 
no  doubt,  be  held  liable  as  such  for  the  expenses  mentioned 
in  the  latter  part  of  the  sixteenth  section,  and  for  any  other  to 
which  the  applicant  might  become  subject. 

We  are  also  inclined  to  think,  that  the  assignment  in  the 
present  case  is  valid,  notwithstanding  it  was  made  after  the 
rejection  of  Perry's  application  by  the  Commissioner,  and  his 
»pX)eal  to  the  Chief  Justice  fix>m  that  decision ;  and  that  the 
objection,  on  the  ground  that  the  invention  was  the  subject  of 
doubt  and  dispute,  and  had  even  been  set  aside  by  the  Com- 
missioner, is  not  well  founded.  Most  of  such  applications  are 
resisted,  and  become  the  subjects  of  discussion  before  the  Com- 
missioner, and  frequently  without  any  person  objecting  ex- 
cept the  Conmiissioner  himself.  The  case  does  not  stand  on 
the  footing  of  a  right  or  claim  in  litigation  in  a  Court  of  jus- 
tice. The  hearing  before  the  Commissioner  is  informal  and 
summary,  and  not  final.  The  application  may  be  renewed 
from  time  to  time,  on  the  same  or  additional  evidence,  the 
previous  hearings  and  decisions  creating  no  bar  to  a  further 
investigation.  The  chief  object  of  the  provision  authorizing 
a  sale  of  the  whole  or  of  any  part  of  the  invention  before  the 
issuing  of  the  patent,  was,  doubtless,  to  enable  the  inventor  to 
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obtain  means  to  purene  his  application  before  the  proper  au- 
thorities, until  it  was  allowed  or  reftised ;  and  the  more  obsti- 
nate the  resistance,  the  greater  the  necessity  for  the  provision. 
We  are  not  aware  that  it  has  ever  been  doubted,  that  an 
assignment  of  the  whole  or  of  any  part  of  the  interest  in  a  pa- 
tent^ after  it  was  granted,  would  be  valid,  notwithstanding  it 
was  at  the  time  the-  subject  of  litigation ;  and  yet,  the  aign- 
ment  would  be  as  strong,  if  not  stronger,  in  favor  of  the  inva- 
lidity in  such  a  case,  as  it  is  in  the  present  one.  This  case  is 
distinguishable  from  that  of  Prosper  v.  Edmonds^  (1  Yaunge 
ib  CM.  491,)  referred  to  on  the  aigument,  in  two  particn- 
lars :  first,  an  invention  is,  within  the  contemplation  of  the 
Pateut  laws,  a  species  of  property ;  and  secondly,  the  assign- 
ment is  made  in  pursuance  of  express  enactment.  (2  8tanf$ 
Eq.  Jwris.  §§1039  to  1048,  and  cases  there  referred  to.) 

As  it  respects  the  recording  of  the  assignment  in  the  Patent 
Office,  it  is  enough,  within  the  terms  of  the  sixth  section  of 
the  act  of  1837,  if  it  be  recorded  at  any  time  before  the  issu- 
ing of  the  patent.  (See,  also,  in  this  connection,  the  latter 
part  of  §  16  of  the  act  ot  1836.) 

On  looking  into  the  bill,  we  are  of  opinion  that  there  is  a 
sufficient  averment  that  Perry  was  the  first  and  original  in- 
ventor of  the  improvement,  and  the  facts  and  circmnstancee 
detailed  go  to  support,  rather  than  weaken,  as  has  been 
insisted,  the  general  allegation. 

Upon  the  whole,  we  think  the  assignment  is  valid,  and  the 
bill  properly  filed  in  the  name  of  the  assignee,  he  being  the 
only  real  party  in  interest,  and  that  the  averments  and  &ct8 
set  forth  therein  show  a  sufficient  tide  prima  fausie  in  him  ta 
the  patent,  on  the  ground  that  Perry  vras  the  first  and  original 
inv^tor. 

Demurrer  overmled. 
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Benjamin  G*  Wilder 
Ghables  J.  Gailek  and  Leonabd  Beown-    In  Eqctty* 

An  order  in  a  Patent  suit  m  equity^  requiring  the  defontlant  to  file  a  inoulLlf 
•^uoiint,  on  oath,  of  all  "irou  eu/es  hereafter  maanfactured  or  sold  by 
him,"  will  be  sufficientlj  complied  with,  by  giting  Ihe  inside  diuieuBiona 
of  the  «afef^,  without  Btatin^r  the  i>rieeH  at  which  tliey  were  aold,  or  the 
Ustnee  of  the  purehi^eris^ 

A  knowledge  of  the  uames>  in  sueh  o  case,  is  not  essential  to  an  aaecrtaiii- 
nicnt  of  the  amount  of  business  douo  in  the  article,  <jr  of  the  profitSu 

It  is  soffieient  to  describe  the  articles  in  the  account,  so  that  pewtona  in  the 
trade  can  determine  their  value  in  the  market,  with  a  view  to  the  amount 
(vf  profits. 

Ik  this  case,  a  bill  was  filed  for  an  account  and  an  injunc- 
tion^ for  an  infringement  of  a  patent  granted  to  Daniel  Fitz- 
gerald, June  Ist,  1843,  for  an  "improvement  in  fire-pTOof 
ehesta  and  eafes."  On  an  application  by  the  plaintiff  for  a 
provisional  injimetion,  tlie  Court  made  an  order,  that  the  de- 
fendant Gajler  ''  render  and  file  in  the  office  of  the  clerk  of 
thifl  Court.,  monthly  from  the  date  of  this  order^  a  just,  fidl  and 
true  account  in  writing  of  all  iron  eales  made  with  plaster  of 
Parifi  in  whole  or  in  part,  hereafter  manufactured  or  sold  by 
Mm  or  his  agents,  the  said  account  in  writing  to  be  Terified 
by  the  oath  of  said  Gayler^  and  that,  hi  delault  thereof,  an 
injunction  issue  pui'suant  to  the  pmyer  of  the  biU/'  The 
plaintiff  now  applied  again  for  an  injimction,  on  Tarioiis 
grounds,  and,  among  others,  that  the  defendant  Gayler  had 
faUed  to  comply  with  the  order.  The  points  raised  BufficientJy 
appear  from  the  opinion  of  the  Cooi't. 

Kel&oNj  J.  I  am  inclined  to  think  that  the  accounts  ren- 
dered monthly  of  the  safes  manufactured  and  sold  by  the 
defendant  Gayler,  afford  a  reasonable  compliance  with  the 
terms  of  tlie  order^  although  they  give  no  description  of  the 
safes  except  their  inside  dimensions,  and  do  not  state  the 
prices  at  which  they  were  sold  or  the  names  of  the  pnrchajsers. 
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The  only  doubt  is,  whether  the  names  of  the  pturchasers  of  the 
safes  should  not  be  given.  But  the  order  does  not,  in  terms, 
require  it,  and  perhaps  should  not,  as  a  knowledge  of  the 
names  is  not  essential  to  an  ascertainment  of  the  amount  of 
business  done  in  the  manufacture  and  sale  of  the  article,  or  of 
the  profits  arising  therefrom.  It  seems,  also,  that,  according 
to  the  course  of  the  trade,  the  description  of  the  safes  by  their 
inside  dimensions,  as  given  in  the  accounts,  is  sufficient  to 
enable  persons  in  the  trade  to  determine  the  value  or  price  of 
them  in  the  market,  with  a  view  to  the  amount  of  profits. 

Motion  denied. 


Albert  G.  Sloo  vs.  Oborqe  Law  and  otbebs.    In  Equmr. 

Where,  by  a  contract  between  several  parties,  a  tmet  was  created  and  tnt> 
tees  were  appointed,  the  trust  not  to  take  effect,  howeyer,  till  the  happen- 
ing of  a  certain  event:   Seld,  that  nntil  the  happening  of  the  event  the 

'  trust  was  passive,  and  that  before  that  time  the  Court  would  not,  at  the 
instance  of  one  of  the  parties,  interfere  to  remove  the  trustees  for  aUegsd 
misfeasance. 

Where  the  joint  interest  of  the  parties  to  a  contract  in  its  subject  matter  hss 
not  commenced,  the  Court  will  not,  on  the  allegation  of  one  party  that  be 
is  injured  by  the  acts  of  the  others^  interfere  by  injunction  against  the 
latter. 

Where  one  party  to  a  contract  assents  to  and  acquiesces  in  a  delay  by  the 
other  party  in  fulfilling  the  contract^  such  delay  affords  no  ground  for  the 
interference  of  the  Court  to  relieve  the  former  from  the  consequences  of  the 
delay. 

Teob  was  a  motion  for  a  receiver  and  an  injunction.    Hie 
bill  was  filed  on  the  Sd  day  of  November,  1849,  for  the  pur- 
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pose  of  rescinding  a  contract  entered  into  between  the  plain- 
tiff and  Gteoi^  Law,  Marshall  O.  Eoberts,  Prosper  M.  Wet- 
more,  and  Edwin  Oroswell,  four  of  the  defendants,  on  the  17th 
day  of  Angnst,  1847,  by  which  the  latter  agreed  to  bnild  the 
steam-ships  provided  for  in  the  fourth  section  of  the  act  of 
Congress,  entitled  "  an  act  providing  for  the  building  and 
equipment  of  four  naval  steam-ships,''  passed  March  3d,  1847, 
(9  27".  S.  Stat.  €Bt  La/rge^  187 ;)  or,  in  case  the  Court  should  re- 
fuse to  rescind  the  contract,  ijiat  then  a  specific  performance 
might  be  decreed,  according  to  the  terms  and  conditions  therein 
stipulated ;  and  it  prayed  an  account  between  the  parties,  &c. 

The  fourth  section  of  the  act  in  question  authorized  the  Sec- 
retary of  the  Navy,  on  behalf  of  the  government,  to  contract 
with  the  plaintiff  for  the  transportation  of  the  United  States 
mail  from  New-York  to  New-Orleans,  twice  a  month  and 
back,  touching  at  Havana  and  other  intermediate  ports,  and 
fiom  Havana  to  Chagres  and  back,  twice  a  month ;  the  mail 
to  be  transported  in  at  least  five  steam-ships  of  not  less  than 
fifteen  hundred  tons  burden,  and  propelled  by  engiiles  of  not 
less  than  one  thousand  horse  power  each,  to  be  constructed 
under  the  superintendence  and  direction  of  a  naval  construct- 
or in  the  employ  of  the  Navy  Department,  and  to  be  so  con- 
structed as  to  render  them  convertible,  at  the  least  possible  ex- 
pense, into  war  steamers  of  the  first  class.  The  section  con- 
tained a  proviso  that  the  Secretary,  at  his  discretion,  might 
permit  a  steamer  of  not  less  than  six  hundred  tons  burden,  and 
engines  in  proportion,  to  be  employed  in  the  mail  service  be- 
tween Havana  and  Chagres.  It  also  provided,  that  the  com- 
pensation for  the  service  should  not  exceed  the  sum  of  $290,- 
000  annually. 

On  the  20th  of  April,  1847,  the  plaintiff  entered  into  aeon- 
tract  with  the  Secretary  of  the  Navy  under  this  act,  for  the 
construction  of  these  ships,  by  which  he  bound  himself  to  con- 
struct and  complete  them  upon  a  plan  and  after  a  model  par- 
ticularly set  forth  and  described  in  the  agreement.  It  provi- 
ded, that  if  tiie  Secretary  should  determine  to  employ  a  steam- 
84 


514  SOUTHERN  DISTBICr  OF  NEW-YORK, 

Sloo  V.  Lftv. 

erof  not  leeB  than  six  hundred  tons  burden  for  the  eenrioe 
between  Havana  and  ChagreB,  in  lieu  of  one  of  the  five  shipa 
of  fifteen  hundred  tons  burden,  the  plaintijQT  should  build  one 
of  that  description.  The  first  two  ships  were  to  be  completed 
and  in  readiness  for  the  service  on  or  before  the  Ist  of  Octob^, 
1848 ;  and  the  remaining  two  of  fifteen  hundred  tons  burden, 
on  or  before  the  1st  of  October,  1849,  with  such  improy^nents 
in  model,  engines,  boilers,  and  finish,  as  should  be  agreed  upon 
by  the  parties  to  the  contract.  There  was  no  limitation  as  to 
the  time  within  which  the  fiftii  steam-^ahip,  in  respect  to  which 
the  Secretary  reserved  the  right  to  reduce  the  size,  should  be 
completed  and  ready  for  service.  The  Secretary,  on  behalf  of 
the  government,  in  consideration  of  the  premises,  agreed  to 
pay  to  the  plaintiff,  as  a  compensation  for  the  ftdl  perform- 
ance of  the  service  in  carrying  the  mail,  the  $290,000  jp«r  on- 
mim^  payable  quarterly.  It  was  ftirther  provided,  inasmuch 
as  the  ships  would  be  completed  at  different  periods  within 
the  time  limited,  that  each  of  them  should  commence  the  ser- 
vice as  soon  as  ^e  should  be  in  all  respects  ready  therefor  ac- 
cording to  the  terms  of  the  contract ;  that  a  proportionate  part 
of  the  compensation  stipulated  for  the  whole  service,  should 
be  paid  for  the  partial  service  thus  rendered ;  and  finally,  that 
the  contract  should  continue  in  force  for  the  period  of  ten 
years,  the  term  to  commence  from  the  actual  commencement 
of  the  service  as  specified. 

On  the  17th  of  August,  1847,  the  plaintiff  entered  into  an 
agreement  with  the  defendants  Law,  Boberts,  Wetmore,  and 
Groswell,  by  which,  in  consideration  of  an  assignment  of  his 
contract  with  the  government  to  three  trustees,  of  whom  Law 
and  Boberts  were  two,  and  the  defendant  Bowes  B.  Mcllvaine 
the  third,  they  covenanted  and  agreed  to  construct,  finish  and 
completely  equip  the  five  steam-ships,  in  such  manner  and  at 
such  times  as  were  or  might  be  required  by  the  Kavy  De- 
partment, and  to  provide  and  pay  all  moneys  necessary  there- 
for, and  in  all  things  to  fiilfil  and  perform  all  the  duties  and 
services  which  the  plaintiff  had  agreed  should  be  done  and  per- 
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Ibnned,  in  his  contract  with  the  government;  the  ships  and 
their  machinery  to  be  bnilt,  and  the  vessels  equipped,  nnder  the 
superintendence  and  control  of  Law. 

It  was  also  covenanted  and  agreed,  that  the  assignment  of 
the  plaintifi's  contract  to  the  three  trostees  should  be  upon  the 
following  trusts :  1.  That  the  trustees  should  cause  the  steam- 
ships, as  they  should  from  time  to  time  be  built,  to  be  rois- 
tered in  their  names,  and  should  have  the  sole  management 
and  direction  of  the  ships,  and  of  each  of  them,  and  of  their 
employment ;  should  appoint  and  pay  all  such  officera,  agents, 
and  otiier  persons,  as  should  be  deemed  necessary  and  proper, 
either  for  the  sailing  or  navigating  of  the  vessels,  or  for  the 
management  of  the  business  thereof  at  the  various  ports  and 
places  at  which  they  might  trade  or  stop,  on  such  terms,  for 
such  times,  and  with  such  powers  and  duties,  as  to  them 
might  seem  fit  and  proper ;  should  make  all  necessary  con* 
tracts  and  agreements  for  the  employment  of  the  vessels ;  and 
should  exercise  and  perform  all  such  powers  and  duties  in  the 
premises,  as  might  be  necessary  for  performing  the  duties  and 
services  required  by  the  Navy  Department,  or  for  the  advan- 
tage and  profit  of  the  parties  concerned.  2.  That  the  tmstees 
should  collect  and  receive  all  the  freights  and  earnings  of  the 
vessels,  and  all  sums  to  be  paid  by  the  government  for  trans- 
porting the  mail,  or  which  might  become  due  or  payable  on 
account  thereof,  and  make  all  disbursements  of  every  kind  in- 
enned  in  the  employment  of  the  vessels.  8.  That  the  trus- 
tees should  render  to  the  parties  to  the  contract  respectively, 
quarter  yearly,  an  account  in  writing  of  all  their  receipts  and 
expenditures  in  the  discharge  of  their  trust,  the  first  account 
to  be  rendered  at  the  expiration  of  three  months  from  the 
commencement  of  the  service  by  the  steam*  ships  or  any  of 
tiiem ;  and  should  apply  the  nett  earnings  which  should  re- 
main at  the  expiration  of  every  quarter,  after  paying  all  dis- 
bursements of  the  vessels,  chaises,  and  expenses  of  every  kind 
to  which  the  trustees  might  be  subjected,  in  the  first  place  to 
the  payment  of  |12,500  quarterly,  one  half  to  the  plaintiff, 
and  the  other  half  to  the  other  contracting  parties,  and  the 
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naidae  to  the  repajment  of  all  oHier  adyanoes  made  by  tiie 
latter,  ratably,  in  proportion  to  the  amonntB  adyaoced  bj  them 
reepectively  ia  building,  equipping,  and  finiBhing  the  ships, 
together  with  l^gal  interest,  and  a  commiseion  of  Usaper  oeni. 
on  all  snmfl  so  advanced.  4.  That  when  all  the  monejs  so 
advanced  pnisnant  to  the  agreement,  in  bidlding  and  comple- 
ting the  ships,  with  interest,  and  commissions,  and  all  expenses 
and  responsibilities  incurred  by  the  defendants,  parties  to  the 
contract,  or  by  the  trustees,  should  be  satisfied  and  paid,  tlien 
the  trustees  should  divide  the  nett  earnings,  induding  tkoee 
from  the  mail  service,  quarterly,  into  two  equal  parts,  whereof 
one  should  be  paid  to  the  plaintiff  and  the  other  to  the  other 
contracting  parties;  and  then  the  vessels  to  be  held  by  the 
trustees,  in  trust  for  the  plaintiff  and  those  parties  in  equal 
shares.  It  was  further  provided,  that  the  trustees  might  con- 
sent to  any  modification  of  the  contract  which  the  Navy  De- 
partment should  require,  and  which,  in  thdr  opinion,  might 
be  for  the  advantage  of  the  parties ;  and  that  any  modification, 
renewal,  or  continuance  of  the  mail  contract,  at  any  time  ob- 
tained from  Congress  or  the  Navy  Department  by  either  of 
the  parties,  should  enure  to  their  joint  benefit. 

The  bill  of  complaint,  whi(di  was  founded  upon  these  sev- 
eral agreements,  and  particularly  upon  that  of  the  ITth  of  Au- 
gust, 1847,  chaiged,that  the  contractmg  defendants  undertook 
the  construction  of  two  steam-ships,  in  pursuance  of  tiieir 
contract,  to  be  called  the  Ohio  and  the  Georgia,  but,  in  the 
summer  of  1848,  became  unable  to  proceed  to  the  completion 
of  the  same  for  want  of  funds ;  that  thereupon  the  trustees,  to 
prevent  the  entire  suspension  of  the  work,  and  the  forfeitors 
of  the  plaintiff's  contract  with  the  government,  assumed  upon 
themselves  the  building  and  completion  of  the  two  ships,  in 
their  character  as  trustees,  and  for  that  purpose  procured  a 
modification  of  the  contract,  and  an  advance  of  money  fi^om 
the  government,  in  pursuance  of  &e  act  of  Oongress  of  the  8d 
of  August,  1848,  (9  U.  S.Stat,  at  Large^  267,)  to  wit,  the  sum 
of  $290,000;  and  that,  in  order  to  secure  the  repayment  of 
the  moneys  so  advanced,  and  in  conformity  with  the  provis- 
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ions  of  the  act,  tlie  trustees,  on  the  9th  of  September,  1848, 
executed  a  mortgage  of  the  two  ships  to  the  defendant  Wet- 
more,  as  trustee  for  the  government.  The  bill  further  charged, 
that  the  trustees  procured  a  farther  modification  of  the  con. 
tract,  whereby  it  was  agreed,  that  the  steam-ship  Falcon  should 
be  received  in  lieu  of  the  smaller  ship  contracted  to  be  built ; 
that  said  ship  had  been  employed  in  carrying  the  mails  between 
New-York  and  Kew-Orleans,  and  Havana  and  Chagres,  since 
the  month  of  December,  1848,  and  also  freight  and  passen- 
gers, under  the  direction  of  the  trustees ;  that  they  had  been 
receiving  from  the  government  a  compensation  under  the  con. 
tract  at  the  rate  of  $5000  per  month,  and  for  freight  and  pas- 
sengers at  the  rate  of  $10,000  per  month ;  that  the  trustees, 
by  the  aid  of  these  fands,  and  the  advance  from  the  govern, 
ment,  had  completed  the  steam-ship  Ohio,  with  the  exception 
of  coppering  her,  and  were  proceeding  to  finish  the  Georgia ; 
that  Law,  Boberts,  and  Wetmore,  for  the  purpose  of  defraud* 
ing  the  plaintiff,  and  depriving  him  of  his  interest  in  the  Ohio 
and  the  benefit  of  his  contract,  did,  on  the  19th  of  Septemb^, 
1849,  register  the  Ohio  in  their  names  as  individual  owners, 
against  the  remonstrance  of  the  plaintiff;  that  the  Ohio  was 
so  Hblt  completed  that  she  had  been  put  upon  the  line,  and  was 
employed  in  the  service  of  carrying  the  mail  from  Kew-York 
to  Kew-Orleans,  but  that  the  contracting  defendants  denied 
that  she  had  been  accepted  by  the  government,  or  was  em- 
ployed in  that  service  under  the  trust;  that  Law  and  Eoberts 
refused  to  co-operate  with  the  other  trustee,  McIlvRine,  in 
managing  the  afiSurs  of  the  ship,  or  to  permit  Mcllvaine  to* 
participate  in  their  management,  according  to  the  express 
terms  and  conditions  of  the  agreement ;  that  Law,  who  had 
the  management  of  the  construction  of  the  steam-ships,  neg^ 
lected  and  refused  to  copper  the  Ohio,  though  often  requested, 
by  reason  whereof  the  plaintiff  was  in  danger  of  having  his 
contract  with  the  government  declared  to  be  broken  and  for- 
feited, and  of  suffering  irreparable  loss  and  damage ;  that  the 
contracting  defendants  had  broken  their  contract  with  the 
][^intiff,  had  &iled  to  construct  and  finish  the  two  ships  ready 
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for  service  by  the  1st  of  October,  1848,  had  put  but  one  into 
the  service,  and  that  not  till  the  month  of  September,  1849, 
and  th^i  nnfinished  for  want  of  coppering,  and  had  adTanced 
for  the  constraction  of  the  two  ships,  the  Ohio  and  Oeoigia, 
not  to  exceed  $190,000,  though  the  constraction  mnst  have 
cost  over  $400,000;  that  the  balance  required  to  be  advanced 
had  been  realized  £rom  the  government  and  the  earnings  of  the 
Falcon ;  that  the  two  ships  which  were  to  have  been  bnilt  by 
the  1st  of  October,  1849,  had  not  jet  been  commenced ;  that 
the  plaintiff  was  in  danger  of  having  his  contract  forfeited,  by 
the  neglect  and  refusal  of  those  defendants  to  proceed  and 
construct  those  ships  according  to  the  requirements  of  the 
Navy  Department ;  and  that,  by  reason  of  the  fraudulent  con- 
duct of  Law  and  Boberts,  two  of  the  trustees,  as  well  as  of  the 
other  contracting  defendants,  the  property  of  the  plaintiff  in 
the  ships  constructed,  as  well  as  the  benefits  and  advantages 
of  his  contract  with  the  government,  were  in  danger  of  being 
lost  and  destroyed,  to  his  great  and  irreparable  damage,  xmless 
a  receiver  should  be  appointed  to  take  charge  of  the  ships, 
their  freight,  mail  pay,  and  other  earnings,  and  to  copper  the 
Ohio,  and  comply  in  all  other  respects  with  the  conditions  of 
the  plaintiff's  contract  with  the  government 

The  bill  then  prayed  for  an  account ;  that  Law  and  Boberts, 
two  of  the  trustees,  be  removed  from  their  trust;  that  it  be 
referred  to  a  Master  to  appoint  two  other  fit  persons  as  Ine- 
tees ;  that,  in  the  meantime,  a  receiver  be  appointed  to  take 
charge  of  the  contract  vnth  the  government,  to  take  possesdon  of 
'  the  ships  Ohio  and  Geoigia,  and  to  finish  them  under  the  direo- 
tion  of  the  Court,  to  take  charge  of  the  Falcon  until  her  place 
could  be  supplied  by  another  vessel  to  be  built,  and  to  recdve 
the  earnings  of  these  ships,  and  appropriate  the  same  as  the 
Court  might  direct;  that  the  registry  of  the  Ohio  might  be  set 
aside,  and  the  ship  be  registered  in  the  name  of  the  receiver, 
or  of  the  trustees  when  appointed;  that  the  contract  of  the 
17th  of  August,  1847,  be  annulled,  and  an  account  taken  of 
the  advances  made  by  the  contracting  defendants  towards  the 
construction  of  the  ships,  and,  on  those  advances  being  re- 
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fimded  bj  the  plaintiff,  the  property  of  said  shipe  be  transfer- 
red to  him,  subject  only  to  the  mortgage  to  the  goyemment ; 
or,  that  a  specific  performance  of  the  contract  be  decreed  by 
the  Court,  and  if  the  contracting  defendants  should  n^lect  or 
refuse  to  proceed  and  forthwith  construct  said  ships,  then  the 
plaintiff  be  permitted  to  construct  and  complete  them  at  his 
own  expense,  and  to  stand  in  the  place  of  the  contracting  de- 
fendants, in  respect  to  the  benefits  and  advantages  of  the  con- 
tract; that  an  injunction  issue  against  the  contracting  defend- 
ants, to  restrain  them  from  conveying  away  the  Falcon,  and 
from  interfering  with  the  Ohio  and  Geor^a,  and  from  convey- 
ing away  the  Ohio  under  the  fi:audulent  registry,  and  from  pre- 
venting the  return  of  the  Ohio  and  Falcon  to  the  port  of  New- 
Tork ;  that  the  receiver  to  be  appointed  be  directed  to  pro- 
ceed forthwith  and  construct  and  complete  the  ships  in  fulfil- 
ment of  the  contract  with  the  government,  at  the  cost  and  ex- 
pense of  the  plaintiff,  and  out  of  the  funds  to  be  furnished 
by  him  for  that  purpose,  and  out  of  the  earnings  to  be  received 
fit>m  the  employment  of  the  ships ;  and  that  Law,  Soberts, 
and  Wetmore,  the  defendants  in  whose  names  the  Ohio  was 
registered,  be  restrained  from  conveying  her  away  or  prevent- 
ing her  return  to  the  port  of  New-York,  and  from  interfering 
with  the  receiver  to  be  appointed  to  take  charge  of  her. 

Damd  Lord^  for  the  plaintiff 

Oeorge  TF<mm2,  for  Law. 

FtwumB.  OutUnff^foT  Roberts. 

Ohades  (yOonor^  tor  Wetmore. 

Jamea  JR.  Whitinff,  for  Oroswell. 

NxLSOK,  J.  The  grounds  of  complaint  in  this  case  arise 
out  of  allied  infi«ctions  of  the  contract  of  the  17th  of  Au- 
gust, 1847,  by  which  the  defendants  Law,  Roberts,  Wetmore, 
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and  Oroswell  bound  themsdvee,  for  oonsiderations  dierein  sta- 
ted, to  constract  and  complete  the  fivesteam-ahips,  and  topa«- 
form  in  all  other  respects  the  duties  and  obligations  of  the 
plaintiff  under  his  contract  with  the  govemment  of  the  20di 
of  April  in  the  same  year.  There  are  also  diaiges  and 
grounds  of  complaint  against  the  trustees  of  that  contract,  and 
of  the  ships  to  be  constructed  and  completed  ready  for  service ; 
all  of  which  is  put  forth  as  the  foundation  for  Uie  summary 
interposition  of  the  Court,  to  prevent  great  and  irreparable 
loss  and  damage  to  the  plaintiff.    To  this  end  we  are  asked : 

1.  To  remove  two  of  the  trustees,  and,  in  the  meantime,  until 
others  are  appointed  in  their  places  according  to  the  ordixuuy 
course  of  the  Court,  to  appoint  a  receiver  to  take  charge  of 
the  contracts  with  the  govemment  and  with  the  defendants, 
and  to  take  possession  and  chaige  of  the  ships  constructed  or 
in  the  process  of  construction,  and  to  complete  the  same,  and 
to  proceed  in  all  other  respects  under  the  direction  (^  tiie 
Court  and  carry  into  complete  execution  the  terms  and  condi- 
tions of  the  aforesaid  contracts.  2.  To  enjoin  the  def^mdants 
from  interfering  with  the  receiver  tiius  appointed,  or  with  the 
ships  or  their  earnings,  and  from  conveying  away  either  of 
them  so  as  to  prevent  the  receiver  from  taking  them  into  his 
possession. 

The  grounds  upon  which  we  are  asked  to  remove  the  trus- 
tees are :  1.  That  two  of  them,  Law  and  Soberts,  who  are 
also  parties  in  interest  in  the  construction  of  the  ships  and  in 
the  fulfilment  in  all  other  respects  of  the  plaintiff's  oontiiict 
with  the  government,  have  excluded  their  co-trustee  Mc  II- 
vaine,  who  represents  the  plaintiff's  interest  in  the  skipe  and 
their  earnings,  and  in  the  proper  management  of  the  joint 
concern,  from  any  participation  in  the  same;  that  they  have 
denied  the  plaintiff's  interest,  and  the  right  of  his  trustee  to 
act  in  the  premises,  and  are  collecting  and  appropriating  to 
their  own  use  and  benefit  the  earnings  of  the  ships,  and  the 
moneys  received  from  the  govemment  for  the  mail  service. 

2.  That  they  have  repudiated  the  trust,  by  fraudulently  pro- 
curing the  ship  Ohio  to  be  registered  in  their  own  names  indi- 
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Tidually,  and  not  as  trnsteeB,  excluding  the  name  of  the  other 
trustee,  Mc  IlYaine.  3.  That  they  have  neglected  and  refoBed 
to  render  to  the  plaintiff  an  account  of  the  moneys  received 
fix>m  the  earnings  of  the  Falcon  and  Ohio,  including  compen- 
sation for  the  mail  service,  and  are  appropriating  the  same  to 
their  own  benefit,  in  disregard  of  the  trust. 

These  are  the  grounds  mainly  relied  on  in  support  of  this 
preliminazy  motion  to  remove  the  two  trustees  and  appoint  a 
receiver;  and  it  is  apparent  that,  in  order  to  comprehend  the 
force  and  effect  of  them  for  the  purposes  claimed,  we  must 
first  ascertain  the  precise  powers  and  duties  belonging  to  the 
trustees  under  the  contract,  and  whether  it  confers  upon  them 
tiiose  in  respect  to  which  a  breach  and  misfeasance  have  been 
charged.  Their  powers  and  duties  are  prescribed  in  the  con- 
tract of  the  17th  of  August,  and  to  that,  therefore,  we  must 
apply  ourselves  in  endeavoring  to  ascertain  their  character  and 
the  extent  of  them. 

Upon  a  careful  examination  of  this  contract  it  will  be  seen, 
that  the  trustees  have  nothing  to  do  with  the  construction  of 
the  ships,  either  in  respect  to  the  contracts  for  building,  the 
funds  to  be  provided,  or  the  superintendence  and  direction  in 
the  process  of  construction  and  equipment.  These  are  obliga- 
tions and  responsibilities  resting  exclusively  upon  the  other  de- 
fendants, which  they  assumed  upon  themselves  and  are  boimd  to 
discharge ;  and  the  principal  consideration  for  which  is  their  in- 
terest, as  stipulated,  in  the  assigned  contract  with  the  govern- 
ment, and  in  the  other  earnings  of  the  ships  while  engaged  in 
the  mail  service.  There  are  other  advantages  provided  for, 
which  doubtless  had  their  influence ;  but  these  are  the  main 
considerations  for  the  undertaking.  Those  defendants  took 
the  place  of  the  plaintiff  as  the  contractor  with  the  govern- 
ment, so  fSeur  as  related  to  the  construction  and  equipment  of 
the  five  ships,  and  were  subject  only  to  the  superintendence 
and  direction  of  the  naval  constructor  in  the  employment  of 
the  Navy  Department — a  power  reserved  by  the  Secretary. 
The  trust  remains  entirely  passive  until  the  ships  or  some  one 
of  them  are  constructed  and  ready  to  enter  upon  the  mailser* 
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vice ;  and  it  is  provided  that  then  the  trnsteeB,  to  whom  die 
government  contract  had  already  been  assigned,  shall  cause 
them  to  be  i^^istered  in  their  names,  and  shall  thereafter  have 
the  sole  management  and  direction  of  the  ships  and  of  th^ 
employment  in  the  mail  service  and  in  carrying  freight  and 
passengers,  of  the  collection  and  receipt  of  the  earnings,  in- 
dading  the  moneys  received  from  the  government,  and  of  Ihe 
disbursement  of  the  expenses,  and  shaU  accomit  and  pay  over 
the  nett  earnings,  according  to  the  directions  and  in  the  pro- 
portions specially  pointed  out  in  the  trust 

Now,  in  view  of  the  provisions  thus  referred  to,  and  some 
others  which  we  shall  hereafter  consider,  we  have  been  unable 
to  resist  the  conclusion,  that,  according  to  the  plain  and  obvi- 
ous import  of  the  contract  of  the  17th  of  August,  the  trust 
therein  created  does  not  begin  to  operate  or  become  active, 
until  the  ships  or  some  one  of  them  have  been  built  and  com- 
pletely equipped,  ready  for  the  mail  service,  and  have  been  ac- 
cepted by  the  Navy  Department ;  and  that,  down  to  that 
time,  it  is  passive  and  inoperative,  as  no  power  is  conferred,  or 
duty  enjoined,  upon  the  trustees  in  respect  to  the  ships,  until 
they  are  accepted  and  prepared  to  commence  the  mail  service. 

There  is  another  view  arising  out  of  the  provisions  of  the 
contract,  and  bearing  upon  this  construction,  which  seems  to 
be  equally  decisive.  The  joint  interest  in  the  ships  between 
the  parties  does  not  arise  until  they  are  accepted  under  the 
government  contract  There  is  no  stipulation  or  arrangement 
for  the  employment  of  the  ships  out  of  that  service  ;  on  the 
contrary,  the  whole  agreement  is  based  upon  it  If  tiie 
vessels  are  not  accepted,  they  are  thrown  back  upon  the  hands 
of  the  defendants,  and  remain  Iheir  property,  subject  to  the 
mortgage.  The  ships  are  the  only  security  they  have  for 
their  outlays  in  the  construction.  K  a  loss  is  sustained  in 
the  building,  they  al<me  must  bear  it  Neither  the  plaintiff 
nor  the  trustees  are  at  all  concerned. 

It  was  supposed  on  the  argument,  that  the  advance  of  money 
by  the  government,  under  the  act  of  the  8d  of  August,  1848, 
Operated  to  vest  an  interest  in  the  ships  in  the  plaintiff.    But 
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thia  is  an  obvious  nusapprehension.  The  only  security  for  the 
lepayment  of  that  advance  is  the  ships ;  and,  in  the  event  of 
their  not  being  aocepted  by  the  government,  the  defendants 
stand  alone  responsible.  The  money  advanced  mnst  be  re- 
paid by  them,  or  be  realized,  if  it  all,  out  of  the  ships,  which 
are  their  property. 

Again.  The  interest  of  the  plaintiff  in  the  earnings  of  the 
vessels,  and  which  it  is  admitted  creates  an  equitable  right  in 
the  ships  themselves  and  a  direct  interest  in  their  proper 
management,  does  not  begin  until  they  are  accepted  and  have 
entered  upon  the  performance  of  the  mail  service.  Till  then, 
by  an  express  provision  in  the  government  contract,  no  com- 
pensation is  to  be  paid ;  and  the  provisions  in  the  contract 
with  the  defendants,  r^olating  the  receipts  and  disbursements 
of  the  earnings,  and  the  duty  of  the  trustees  to  account  there- 
for, are  all  based  upon  the  employment  of  the  vessels  in  that 
service*  There  are  no  joint  accounts  or  joint  interest  spoken 
of  or  provided  for,  until  that  begins ;  then  the  partnership  iur 
terest  commences,  and  is  placed  under  the  active  management 
and  control  of  the  trustees. 

This  conclusion  is  also  supported  by  the  general  structure 
and  arrangement  of  the  articles  of  agreement.  The  plaintiff 
brings  into  the  common  stock  the  government  contract,  which 
was  and  is,  doubtless,  regarded  as  very  valuable ;  the  defend- 
ants, the  steam  ships;  and,  when  the  ships  are  accepted  in 
fulfilment  of  the  contract,  the  common  interest  commences, 
and  the  whole  of  the  capital — ^the  government  contract,  the 
ships,  and  their  management — ^is  placed  in  chaige  of  the  trus- 
tees. This  is  the  foundation  of  the  arrangement  between  the 
parties.  The  additional  provisions  relate  chiefly  to  the  man- 
ner of  carrying  on  the  enterprise,  for  the  common  benefit,  of 
disposing  of  the  profits,  and  of  winding  up  the  concern  at  the 
end  of  the  partnership. 

The  plaintiff  might  have  provided  for  an  accruing  interest 
in  the  ships,  and  also  for  the  vesting  of  the  title  to  the  same 
in  the  trustees,  while  they  were  in  the  process  of  construction ; 
thereby  acquiring  additional  security  for  the  fulfilment  of  the 
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contract  on  the  part  of  the  defendants.  But  no  soch  proyision 
has  been  made.  He  choee  to  take  their  personal  responsibil- 
ity ;  and  very  naturall  j,  as  they  had  become  his  security  to 
the  government  for  the  performance  of  this  very  service.  It 
is  bat  jnst  to  add  that,  for  anything  appearing  in  the  case  or 
disclosed  on  the  hearing,  they  are  quite  competent  and  able 
to  perform  their  engagements. 

The  act  of  the  parties,  in  securing  the  advance  made  by  the 
government  towards  the  construction  of  the  two  ships,  by  a 
mortgage  upon  them,  was  very  strongly  urged,  on  the  argu- 
ment, against  this  construction.  The  mortgage  was  executed 
in  the  name  of  the  three  trustees.  The  act  of  Oongress  pro- 
vided that  the  advance  should  be  secured  by  a  lien  on  the 
ships,  in  such  manner  as  the  Secretary  of  the  Navy  should 
require.  With  all  our  respect  for  the  judgment  and  intelli- 
gence of  that  officer,  we  must  still  construe  the  contract  and 
give  effect  to  it  according  to  die  convictions  of  our  own  judg- 
ments. No  doubt  all  parties,  as  it  respects  the  government, 
are  estopped  from  controverting  the  validity  of  the  lien.  If 
the  ships  should  never  be  accepted,  and  the  advance  not  be 
refunded  by  the  discount  of  the  mail  compensation,  the  ships 
would  remain  in  the  hands  of  the  defendants  subject  to  the 
lien,  and  to  a  sale  under  the  mortgage,  unless  they  should  dis- 
ohaige  it  by  payment.  Neither  the  mode  of  executing  the 
mortgage,  nor  the  mortgage  itself,  can  in  any  respect,  or  on 
any  principle  or  rule  of  construction,  vaxy  or  modify  the  con- 
tract of  the  17th  of  August.  That  is  between  different  parties, 
and  involves  different  interests  and  rights. 

The  conclusion  at  which  we  have  arrived  upon  this  branch 
of  the  case,  disposes  of  the  question  as  to  the  removal  of  the 
trustees,  and,  as  a  necessary  consequence,  of  the  application 
for  the  appointment  of  a  receiver,  and  the  granting  of  an  in- 
junction. It  also  disposes  of  the  question  arising  upon  the 
registry  of  the  Ohio.  As  that  vessel  has  not  yet  come  under 
the  trust,  the  registry  was  properly  entered  in  the  names  of 
her  builders  and  owners. 

In  respect  to  the  delay  in  the  construction  and  equipment 
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of  the  Bteam-ships,  and  the  action  of  the  Conrt  prayed  for  in 
this  preliminary  proceeding  to  be  fonnded  thereon,  it  is  a  suf- 
ficient answer  to  say,  that,  fix>m  the  affidavits  read  npon  the 
hearing,  it  appears  that  the  delay  has  been  assented  to  and 
acquiesced  in  by  all  the  parties  concerned,  and  has  been  occa- 
sioned by  the  very  great  enlargement  of  the  tonnage  and 
capacity  of  the  ships.    This  has  not  only  been  assented  to  by 
the  plaintiff,  but  was  adopted  by  the  defendants  upon  his  ur- 
gent solicitation.    Four  of  the  ships  provided  for  in  the  con- 
tract were  to  be  of  fifteen  hundred  tons  burden,  and  to  have 
machinery  in  proportion.    The  two  nearly  completed,  the 
Georgia  and  Ohio — 'the  latter  entirely,  with  the  exception  of 
coppering — are  almost  equal  in  tonnage  to  the  four,  with  ma- 
chinery in  proportion,  and,  as  stated  in  the  opposing  affidavits, 
will  cost  an  amount  nearly  equal  to  the  cost  of  the  four. 
Some  indulgence  on  the  part  of  the  government  might  there- 
fore be  naturally  expected.    The  plaintiff  is  as  deeply  inter- 
ested in  the  enlargement  of  the  capacity  of  the  ships,  as  the 
defendants.    The  government  is  also  interested,  as  one  of 
the  objects  of  the  act  of  Oongress  providing  for  their  construc- 
tion, was  an  eventual  employment  of  them  in  the  naval  service 
of  the  country.    For  this  reason,  the  act  provides  that  they 
shall  ^^  be  so  constructed  as  to  render  them  convertible,  at  the 
least  possible  expense,  into  war  steamers  of  the  first  dass.'^ 
The  contract  contains  a  similar  provision,  and  also  one  for  ta- 
king them  into  the  exclusive  service  of  the  government. 

In  respect  to  the  preliminary  arrangement  with  the  govern- 
ment, by  which  the  Ohio  and  Falcon  are  employed  in  the 
mail  service  between  New-York  and  Kew-Orleans,  and  Ha- 
vana and  Chagres,  and  the  equitable  interest  of  the  plaintiff  in 
the  earnings  of  those  vessels,  no  questions  arising  out  of  those 
matters  are  enquiraUe  into  in  this  stage  of  the  proceedings. 
They  will  properly  come  up  when  the  case  is  ready  for  a  final 
hearing  on  pleadings  and  proofr. 

The  motion  for  a  receiver  and  an  injunction  must  be  de- 
nied. 
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Sylvbbtee  Baxter  akb  others 
Horace  LiEland  and  others. 

Where  an  established  and  well  known  nsage  exbts  in  a  partienlar  trader  in 
regard  to  the  stowage  of  a  general  ship,  both  as  to  the  manner  of  stowing 
and  as  to  the  different  articles  to  be  stowed  together,  one  who  ships  goods 
hj  such  a  yessel  is  chargeable  with  notice  of  the  nsage  and  must  giye  spe- 
cial instructions  if  he  desires  a  change  in  the  mode  of  stowage. 

Where  such  nsage  exists,  a  shipper  who  is  chargeable  with  notice  of  it,  and 
giyes  no  special  instmetionsy  and  whose  goods  are  stowed  in  accordance 
with  the  usage,  is  deemed  to  hare  assented  to  the  mode  of  stowage^  and 
cannot,  in  case  his  goods  are  injured  on  the  Tojage  in  consequence  of  the 
mode  of  stowage,  set  that  up  as  a  ground  of  complaint,  or  as  a  foxmdatioa 
for  depriving  the  owners  of  the  yessel  of  their  freight. 

This  was  an  appeal  from  the  District  Oonrt,  where  S jlves- 
ter  Baxter  and  others,  owners  of  the  ship  Cleone,  filed  a  libel 
inj>&r8(mam  against  Leland,  Adams  &  Co.,  to  recover  the  freight 
and  primage  on  a  quantify  of  flonr  transported  for  the  respon* 
dents  from  New-Orleans  to  New-York  in  that  yessel.  The  prin- 
cipal ground  of  defence  was,  that  the  cargo  of  the  ship  was  im- 
properly stowed,  and  that  the  flonr  was  damaged  during  the  voy- 
age, in  consequence  of  its  being  placed  in  the  hold  of  the  ship  on 
the  top  of  hogsheads  of  new  sugar,  and  under  sacks  or  bags  of  in- 
dian  com.  In  reply,  the  libellants  uiiged  that  the  storage  of 
the  cargo  was  in  consonance  with  the  common  and  well  known 
usage  in  the  case  of  general  ships  engaged  in  freighting  from 
New-Orleans  to  the  Northern  Atlantic  ports.  The  District 
Court  pronounced  in  favor  of  the  libellants,  and  the  respon- 
dents appealed  to  this  Court. 

Etcutfua  C,  Benedict^  for  the  libellants. 

AlJbon  P,  Mcm^  for  the  respondents. 

Nelson,  J.  The  evidence  is  conclusive  in  &vor  of  the  libel- 
lants,  that  the  stowage  of  the  cargo  was  acoordiug  to  the  well 
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known  and  well  established  cnBtom  and  usage  in  the  case  of 
a  general  ship  in  the  trade  from  New-Orleans  to  New-York, 
carrying  the  products  of  the  eonntrj  which  are  nsnallj  shipped 
firom  that  port;  and  this,  in  respect  not  only  to  the  manner 
of  stowage,  but  also  to  the  different  articles  and  products  stow- 
ed together  in  the  hold  of  the  vessel — such  as  the  stowage  of 
barrels  of  flour  and  bags  of  com  upon  the  top  of  hogsheads  of 
sugar.  The  most  experienced  merchants,  surveyors,  and  steve- 
dores in  the  trade,  with  scarcely  an  exception,  affirm  the  usage. 
The  respondents  are  chargeable  with  notice  of  this  usage  and 
custom,  and  consequently  must  have  known  that  their  flour 
would  be  thus  stowed  in  the  absence  of  instructions  to  the 
contrary. 

But,  besides  being  thus  chargeable  with  notice,  it  appears 
that  the  respondents  were  in  &ct  aware  of  the  usage,  and  had 
sent  orders  to  their  agents  not  to  ship  flour  stowed  upon 
hogsheads  of  sugar,  thereby,  impliedly  at  least,  conceding  the 
usage ;  and  also,  that  instructions  to  the  ship-owner  were  ne- 
cessary, to  ensure  a  change  in  the  practice  of  lading.  Several 
witnesses,  who  state  that  experience  has  shown  that  flour 
when  stowed  with  sugar  is  subject  to  particular  damage  firom 
heat  and  vapor  arising  fit>m  fermentation  occasioned  by  the 
mixing  of  the  drainings  of  the  sugar  with  water  in  the  hold  of 
the  vessel,  add,  that  they  have  given  standing  instructions  to 
their  agents  at  Kew-Orleans,  not  to  ship  their  flour  with  hogs- 
heads of  sugar. 

It  further  appears,  fix>m  some  of  the  witnesses,  that  it  is 
within  the  past  year  the  discovery  has  been  made,  that  flour 
stowed  in  the  way  complained  of  is  subject  to  special  damage 
fix)m  the  drainings  and  vapor  of  the  sugar;  and  that  it  is  only 
within  this  period  that  orders  have  been  given  by  some  of  the 
houses  in  the  trade  to  change  the  mode  of  shipment.  Mr. 
Sherwood,  of  the  house  of  Suydam,  Sage  &  Co.,  largely  en- 
gaged in  this  trade,  says,  that  a  great  deal  of  the  flour  receiv- 
ed from  Kew-Orleans  previous  to  the  last  year  arrived  in  a 
damaged  state ;  but  that^  since  ordering  it  not  to  be  shipped 
with  sugar  or  com,  it  has  arrived  in  better  order.    It  appeara 
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to  me,  therefore,  that  under  the  strong  and  yeiy  decided  evi- 
dence that  this  cargo  was  stowed  as  eveiy  other  caigo  of  the 
kind  is  stowed  in  a  general  ship  in  this  trade,  and  it  bdng,  of 
course,  well  known  and  understood  by  the  respondents  that 
their  flour  would  be  thus  shipped  unless  thej  gave  instroo- 
tions  to  the  contraiy,  they  must  be  taken  and  deemed  to  have 
assented  to  the  mode  of  shipment,  and  are  not  now  at  liberty 
to  set  it  up  as  a  ground  of  complaint,  or  a  foundation  for  de- 
priving the  owners  of  their  freight  The  flour  was  shipped  in 
the  way  in  which  they  must  have  supposed  it  would  be  ship- 
ped, and  in  which  the  flour  of  others  had  always  been  there- 
tofore shipped  from  New-Orleans  to  New  York,  unless  special 
directions  were  given  to  the  contrary.  K  there  was  any  fiiult, 
it  was  that  of  the  trade  and  of  the  dealers  engaged  in  it,  inclu- 
ding shippers,  as  well  as  ship-owners,  surveyors,  and  steve- 
dores ;  in  a  word,  of  all  persons  connected  with  or  concerned 
in  it. 

Without,  therefore,  enquiring  into  the  origin  or  cause  of  the 
damage,  or  determining  the  particular  head  under  which  it 
would  proi>erly  fiall  were  it  not  attributable  to  the  stowage  of 
the  articles  of  flour  and  sugar  in  juxtaposition,  with  a  view  to 
exempt  the  ship  from  responsibility,  but  assuming  that  even 
the  principal  part  arose  from  the  stowage,  as  upon  the  evi- 
dence it  probably  did,  yet,  on  tilie  ground  briefly  stated,  it 
seems  to  me  it  cannot  be  chaigeable  to  the  ship,  even  upon 
the  most  stringent  principles  applicable  to  the  common  car- 
rier, regard  being  had  to  the  weight  and  force  of  the  evidence 
concerning  the  usage  in  the  stowage  of  the  vessel. 

Decree  a£Srmed. 
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John  Gibson  vs.  Henry  Gifford.    In  EQumr. 

Prior  deeuions  of  this  Court  as  to  the  originality  and  novelty  of  the  Wocduforth 
patent,  the  validity  of  its  re-iBane,  and  the  identity  of  the  invention  covered 
by  the  original  and  re-issued  patents^  re-aiBrmed. 

lliere  being  in  the  special  act  of  February  26th,  1845,  (6  U.  8,  Stat,  at  Large, 
986»)  extending  the  patent  for  7  years  from  1849,  no  reservation  in  favor  of  as- 
signees nnder  the  two  prior  terms,  they  have  no  rights  in  the  third  tenn, 
and  cannot  even  continue  in  the  use  of  machines  lawfully  construoted  be- 
fore the  third  term,  and  actually  existing  and  in  use  when  the  second 
term  expired** 

Although  it  be  alleged  that  the  aet  of  1845  was  procured  by  fraud  and  mis- 
representation, this  Court  will  regard  it  as  the  law  of  the  land,  till  it  is 
repealed ;  and  so  far,  at  leasts  as  a  motion  for  a  preliminary  injunction, 
founded  upon  the  act,  is  concerned,  the  law  will  be  regarded  as  conclusive 
evidence  of  the  extension  of  the  patent 

Tms  was  an  application  for  a  provifiional  injnnction.  The 
plaintiff  was  tiie  grantee  of  the  exclnsive  right  to  the  Wood- 
yxnih  patent  for  the  comity  of  Onondaga,  N.  Y.,forthe  Congres- 


*Thia  same  point  was  decided  in  the  same  way  by  Kr.  Juatioe  Woodbury  and 
Judge  Pitman  in  Mae<m  v.  Tallfnan^  Rhode  Island,  July,  1850 ;  by  Mr.  Jnstioe 
HcKinley  and  Judge  McCaleb,  in  Bloomer  v.  VauffKt,  Louisiana^  February, 
1850 ;  by  Judge  Ware,  in  Woodworth  v.  Barbour,  Maine,  April,  1850 ;  and 
by  Judge  Spragne^  in  Wbodwortk  t.  CfurtU,  MaaaaohiuwttB,  January,  1850. 
86 
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sional  extension  of  seven  years,  commencing  on  the  27th  of 
December,  1849.  (See  WiUan  v.  Bausaewa,  4  Stno.  661, 
662.)  The  bill  was  fomided  on  the  re-issned  patent  of  Jnlj 
8th,  1845,  and  alleged  that  the  defendant  was  infringing  the 
plaintiffi  's  rights  by  running  a  Woodworth  machine  in  the 
county  of  Onondaga,  without  authority.  The  defendant  op- 
posed the  application,  on  an  answer  and  affidavits,  and,  among 
other  defences,  which  are  alluded  to  in  the  opinion  of  the 
Court,  set  up  that  he  had  a  valid  license  to  use  the  same  ma- 
chine for  the  original  term  of  the  patent  ending  December 
27th,  1842,  and  for  the  first  extension  of  seven  years  ending 
December  27th,  1849,  and  had  the  machine  in  actual  use  on 
the  last  named  day.  On  that  ground  he  claimed  the  right  to 
continue  its  use  during  the  second  extension. 

AzcT  Taber  and  Rodman  L.  Joioe^  for  the  plaintiff. 

Chmies  B.  Sedgwick^  for  the  defendant. 

Nklson,  J.  1.  Several  of  the  objections  tak^  by  the  coun- 
sel for  the  defendant  to  the  motion  for  an  injunction  have 
been  before  us  heretofore  and  been  considered  and  disposed  of 
— such  as  the  novelty  of  the  invention ;  whether  Woodworth 
was  the  first  and  original  inventor;  the  surrender  of  the  pa- 
tent, and  its  re-issue  with  an  amended  specification  on  the  8th 
of  July,  1845  ;  and  whether  the  amended  specification  em- 
braces a  different  invention  or  discovery  from  that  attempted 
to  be  described  in  the  first  patent  We  have  since  seen  no 
grounds  for  revising  the  conclusions  at  which  we  then  arrived; 
and  subsequent  examinations  have  but  confirmed  them. 

2.  The  question  whether  an  assignee  under  the  first  term  of 
the  patent,  or  one  under  the  second  term  as  granted  by  the 
Commissioner  of  Patents  under  the  18th  section  of  the  Patent 
actof  July4th,  1886,  (5  £7:  ^.  ^8&i«.  o^  Zdvye,  124,)  is  entitled 
to  the  enjoyment  of  a  like  interest  under  the  act  of  February 
26th,  1845,  entitled  ^'  An  act  to  extend  a  patent  heretofore 
granted  to  William  Woodworth,"  (6  U.  S.  Stat,  at  Zarjfe, 
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$,)  or  to  continue  in  the  use  of  a  machine  or  machines  law- 
folly  constmcted  under  the  first  or  second  term  in  pursuance 
of  an  interest  acquired  under  either,  and  existing  and  in  use 
at  the  termination  of  the  second  term,  we  regard  as  condusively 
settled  by  the  case  of  Wilson  v.  Rousseau^  (4  How.  646.) 
The  decision  of  that  case  proceeds  upon  the  ground,  that  but 
for  the  proviso  in  &vor  of  assignees  in  the  18th  section,  their 
rights  acquired  under  the  first  term  would  have  expired  with 
its  termination,  and  the  exclusive  right  to  the  use  and  enjoy- 
ment of  the  invention  during  the  second  term  would  have  be- 
come vested  in  the  patentee.  Whatever  was  saved  to  as- 
signees, was  saved  by  the  proviso  and  by  that  alone.  If  the 
extension  for  the  second  term  had  been  absolute,  that  is,  if 
there  had  been  no  reservation  in  the  general  act  of  1836,  in 
fiivor  of  assignees,  as  there  is  not  in  the  special  act  of  1845, 
the  Court  would  not  have  entertained  a  doubt  that  the  exclusive 
right  to  the  invention  during  the  second  term  would  have  been 
vested  in  the  administrator.  The  whole  argument  in  &vor  of 
the  right  of  the  assignee  to  continue  to  use  machines  existing 
and  in  use  at  the  expiration  of  the  first  term  rested  upon  the 
the  proviso  to  the  18th  section,  and  could  have  been  maintain- 
ed upon  no  other  ground.  There  is  no  proviso  or  reservation 
in  the  act  of  1845,  and,  consequently,  the  principles  of  the 
case  referred  to  are  decisive  against  the  claim  of  the  assignee 
here. 

3.  Ab  to  the  allegation  that  the  act  of  1845,  extending  the 
patent,  was  procured  by  fraud  and  misrepresentation,  we  must, 
so  long  as  it  is  permitted  to  exist  in  the  statute  book,  regard 
it  as  the  law  of  the  land  governing  the  rights  of  the  parties,  so 
far  as  it  applies.  The  appropriate  remedy,  if  the  supposed 
allegation  be  true,  is  a  repeal  of  the  statute.  So  &r,  at  least, 
as  this  preliminary  motion  is  concerned,  we  shall  regard  the 
law  as  conclusive  evidence  of  the  extension  of  the  term  for  the 
period  mentioned. 

Injunction  granted. 
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RoUrj  goidei^  80  amnged  and  adjusted  as  to  proaa^  hj  means  of  weiglilB , 
against  the  edges  of  the  board,  while  it  is  undergoing  the  operation  of  the 
plane  or  cutter,  and  placed  obliquely  to  the  motion  of  the  board,  so  as  to 
produce,  as  thej  rerolre  against  the  edges,  a  eonstant  tendenoytokeepthe 
hoard  to  its  bed,  are  a  mere  atudogmn  tMce,  when  sabstitated  for  jptmshtv 
rollers  in  the  eombination  for  planing  covered  I17  Woodworth's  patent. 
Hie  difference  between  the  rotary  guides  and  the  pressure  rollers  is  one  of 
form,  not  of  substance. 

The  case  of  OiUon  t  Barrit,  (ante,  j).  167,)  cited  and  applied. 

A  reyolying  cutter-wheel,  having  berels  or  ofibets  around  Its  &oe^  as  patent- 
ed to  John  Levy,  assignee  of  Hazard  Knowlec^  April  10th,  1849^  is  a  oolor- 
able  imitation  of  the  rotary  cutters  of  Wood  worth. 

Soch  cutters  were  involved  in  the  cases  of  Woodworth  v.  Wilmmt  (4  Ham,  712,) 
and  of  Van  Hook  v.  Pendleton,  (ante,  p.  187.) 

A  planing  machine  containing  a  combination  of  such  rotaiy  goidss  with  siieh 
cutters  is  an  infringement  of  Woodworth's  patent. 

The  validity  of  Woodworth's  patent  being  fully  settled,  and  the  Court  beii^ 
entirely  satisfied  that  the  defendants'  machine  was  substantially  identical 
with  Woodworth's^  a  provisional  injunction  was  granted. 

This  was  an  application  for  a  provisional  injunction.  The 
plaintiff  was  the  assignee  of  the  re-issned  Woodvxjrth  patent 
for  the  conntj  of  Oneida,  N.  T.,  for  the  seven  yeare'  term 
commencing  December  27th,  1849.  (See  WiUon  v.  Reua- 
seau^  4  Sow.  661, 662.)  The  defendants  were  nmning  a  ma- 
chine in  that  connty,  which  was  claimed  to  be  an  infiingement 
The  application  was  opposed,  on  an  answer  and  affidavits. 

The  principal  groimd  of  resistance  to  the  motion  was,  that 
the  machine  used  by  the  defendants  was  snbstantiaDy  differ- 
ent in  its  mechanical  constmction  and  operation  from  that  of 
Woodworth,  and,  therefore,  no  infringement  It  was  con- 
stracted  in  accordance  with  a  patent  granted  to  John  Levy, 
assignee  of  Hazard  Enowles  of  Washington  Oity,  D.  0.,  on 
the  10th  of  April,  1849,  for  an  '^  improvement  in  planing  ma- 
chines." The  defendants  held  under  Levy.  His  patent,  after 
setting  out  his  improvements,  claimed:  1.  Themettiodofhold- 
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ing  the  board  firmly  againBt  the  bearing  bench  or  roller  of  the 
planing  machine,  by  means  of  obliquely  placed  rotary  gxddee, 
firmly  pressed  against  the  edge  of  the  board,  and  drawing  it 
to  the  bed ;  2.  The  oblique  rotary  guides  in  combination  with 
a  cutter-wheel  having  bevels  or  of&ets  around  its  face,  and 
with  the  adjustable  plates  in  front  of  the  smoothing  cutters.* 
The  defendants'  cuttep-wheel  was  a  very  flat  cone,  set  upon  a 
leaning  shaft,  and  made  a  long  shaving  cut 

Aeor  Tdber  and  Hodman  Z.  Jaice^  for  the  plaintiff. 

Charles  B.  Sedgwick^  for  the  defendants. 

NsLSOK,  J.  1.  The  particular  parts  of  the  defendants'  naa- 
chine  relied  on  to  make  out  a  substantial  difference  between 
it  and  Woodworth's,  and  to  distinguish  it  from  the  same  in 
the  sense  of  the  Patent  law,  are:  (1.)  The  rotary  guides 
used  for  keeping  the  board  firmly  to  its  bed  while  under  the 
process  of  planing ;  and  (2.)  The  construction  of  the  planing 
cutters  used  in  connection  with  the  lotaiy  guides. 


*  Hie  part  of  Levy's  specification  which  described  his  cntters  was  as  fol- 
lows: 

"  My  second  improvement  is  more  particnlarly  applicable  to  the  cutter- 
wheel  of  Bramah.  That  improvement  consists  m  forming  one,  two  or  more 
offseis,  or  in  lien  thereof  one  or  more  bevels,  near  the  outer  periphery  of  the 
cutter-wheel.  Upon  the  circuit  of  the  outer  or  deeper  of  these  offsets  is  set 
a  series  of  reducing  cutters,  marked  A,  A,  fig.  6.  These  cutters  may  project 
a  short  distance  beyond  the  periphenr  of  the  wheel  A,  The  purpose  of  the 
offsets  or  bevels  is,  to  allow  a  board  thicker  than  the  finished  work  is  in- 
tended to  be^  to  enter  between  the  edge  of  the  wheel  and  the  face  of  the 
bench  or  support  The  side  or  projecting  comer  of  the  reducing  cutter  is 
made  sharp,  as  well  as  the  lower  edge,  as  represented  at  A,  A,  fig.  6.  En- 
tirely wiUun  the  outer  circumference  of  the^  wheel  are  set»  through  inclined 
mortices  of  appropriate  form,  the  second  series  of  plane  irons  or  jack  cotters^ 
A,'  A.'  The  plane  irons  here  used  are  concave  on  their  faoec^  bv  which  eon- 
formation  the  corners  precede  a  little  the  centre  portion  of  the  cutter, 
Hiese  cutters  stand  furtner  out  towards  the  plane  of  the  wheel  than  the  re- 
dneiiig  eutters.  Still  nearer  to  the  asds  of  the  wheel  is  another  series  of 
cutters^  called  smoothing  cutters,  the  edge  of  each  of  which  is  ground  straight^ 
and  made  sufficiently  broad  to  cover  the  whole  face  of  the  board  to  be  planed. 
Two  of  these  eutters  are  seen  at  A,"  A,"  in  front  of  each  of  which  is  an  ad- 
justable gauge-plate  i,  having  a  set-screw  passing  through  a  countersunk 
slot,  br  means  of  which  it  is  capable  of  being  set  nearer  to  or  more  remote 
from  the  edee  of  the  cutter,  in  order  to  limit  the  feed  or  hold  taken  of  the 
timber  by  the  smoothing  plane.** 
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The  rotary  guides  are  so  arranged  and  adjusted  as  to  press, 
by  means  of  weights,  against  the  edges  of  the  board  while  it 
is  undergoing  the  operation  of  the  plane  or  entter ;  and,  being 
placed  somewhat  obliquely  to  the  motion  of  the  board,  their 
position  produces,  as  they  revolve  against  the  edges,  a  con* 
stant  tendency  to  keep  the  board  to  its  bed. 

In  the  Woodworth  machine,  the  board  is  kept  to  its  bed  by 
means  of  pressure  rollers,  which  act  upon  the  face  instead  of 
upon  the  edges  of  the  board,  and  are  made  to  press  upon  the 
&ce  by  means  of  weights  or  springs.  In  the  Woodworth 
specification  as  amended,  in  setting  forth  the  claims  of  the  pa- 
tentee, it  is  stated,  among  other  things,  that  he  claims  the  em- 
ployment of  rotating  planes,  as  described,  in  combination  with 
rollers,  or  any  cmalogotcs  device^  to  prevent  the  boards  from 
being  drawn  up  by  the  planes  when  the  machine  is  in  opera- 
tion. 

In  the  defendants'  machine,  the  pressure  rollers  are  placed 
upon  the  edges  of  the  board ;  in  Woodworth's,  upon  its  face. 
They  are  arranged  and  adjusted  by  a  somewhat  different  me- 
chanical contrivance  in  the  former;  but  in  both  they  are  used 
for  the  same  pui-pose,  and  lead  to  the  same  result.  Some  me- 
chanical ingenuity  is  doubtless  displayed  in  transferring  the 
pressure  from  the  face  of  the  board  to  the  edges,  and  in  com- 
bining it  with  the  planes  or  cutters.  But  that  is  not  always 
enough  to  distinguish  the  new  from  the  old  machine.  If  it 
were,  a  patent  would  not  be  worth  the  money  paid  for  the  parch* 
ment  upon  which  it  is  written.  A  given  mechanical  power  is 
frequently  essential  to  enable  an  inventor  to  carry  his  im- 
provement into  operation  and  effect  For  this  he  is  indebted 
to  another  department  of  knowledge — ^mechanical  experience 
and  skill ;  and  such  is  the  profici^icy  in  that  departm^it, 
that  an  ingenious  mechanic  will  furnish  him  with  the  neces- 
sary power  in  various  ways,  and  by  different  combinations  of 
machinery.  This  fact  was  well  known  to  Woodworth,  and  is 
recognized  and  referred  to  in  his  specification,  already  recited, 
where  he  claims  his  c(Hnbination  with  the  pressure  rollers,  or 
any  analogous  device^  to  keep  the  board  to  its  bed. 
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I  have  heretofore  had  occasion  to  examine  this  question  in 
the  case  of  Gib9on  v.  Hcmia^  {cmte^p,  167.)  The  defendant 
had  oonstmcted  his  machine  by  dispensing  with  the  rollers, 
and  by  substituting  in  their  place  a  screw  and  a  spring  oper- 
ating upon  smooth  plates  of  iron  placed  on  each  side  of  the 
rotating  planes,  by  which  the  board  was  pressed  down  upon 
the  moving  platform  that  carried  it  forward  to  the  knives.  I 
then  remarked  that  ^^  Woodworth  does  not  limit  his  contri- 
vance, to  prevent  the  board  from  being  drawn  up  by  the 
cutters,  to  the  pressure  rollers,  but  refers  to  any  other  device 
which  mechanical  skill  and  ingenuity  may  readily  suggest. 
Hie  pressure  upon  the  plank,  to  secure  the  free  action  of  the 
rotary  planes,  is  essential  to  the  working  of  the  machine ;  but 
as  to  the  particular  mode  or  best  mode  of  accomplishing  the 
end,  it  is  left  open  to  mechanical  knowledge.  An  inventor 
is  not  necessarily  a  machinist.  He  is  often  wholly  dependent 
on  the  skill  of  this  department  of  knowledge  to  give  embodi- 
ment and  practical  operation  to  his  discovery." 

In  my  judgment,  the  view  above  taken  affords  a  complete 
answer  to  the  claim  set  up  by  the  defendants,  that  their  ma- 
chine is  substantially  different  fix>m  Woodworth^s  in  the  sense 
of  the  Patent  law.  It  is  simply  an  analogotis  device  of  the 
skiUul  mechanic,  to  produce  the  effect  to  be  found  in  Wood- 
worth's  combination.  The  contrivance  applies  the  pressure 
upon  the  edges  of  the  board  instead  of  upon  the  face.  That 
is  all — an  application  of  the  pressure  to  a  different  part  of  the 
board — ^a  difference  in  form  not  in  substance. 

2.  The  revolving  cutters  used  in  the  machine  of  the  defend- 
ants, (in  combination  with  the  rotaiy  guides  above  examined,) 
have  heretofore  been  frequently  before  me,  at  chambers,  on 
motions  for  injunctions ;  and  were,  among  other  models,  pro- 
duced on  the  alignment  of  the  case  of  Wilson  v.  Rouesecm^ 
(4  How.  646.)  They  were  also  more  especially  involved  in 
the  case  from  Eentucly,  of  WoodvHxrth  v.  WiUon^  (4  How, 
712.)  They  have  been  before  Judge  Betts  and  myself,  sitting 
in  the  Circuit  Court  for  the  Southern  District  of  New-York, 
in  the  case  of  Van  Hook  v.  Pendleton^  {ante  p.  187,)  in  which 
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the  machine  was  enjoined  as  an  infringement  of  Woodwixth's 
patent.  Since  the  first  examination  of  cutters  of  this  descrip- 
tion, I  have  not  been  able  to  bring  my  mind  to  doubt,  that 
they  were  colorable  imitations  of  the  rotary  cutters  of  Wood- 
worth  ;  and  such  has  been  the  uniform  determination  in  this 
Circuit  for  the  last  four  years.  I  am  satisfied,  therefore,  that 
the  plaintiff  is  entitled  to  the  injunction  prayed  for. 

The  counsel  for  the  defendants  expressed  a  desire,  if  the 
Court  should  be  against  them,  that,  instead  of  their  being  en- 
joined, security  should  be  taken  for  the  damages  accroing  to 
the  plaintiff  in  case  of  an  ultimate  recovery  in  his  &vor,  leav- 
ing the  defendants  to  the  use  of  their  machine  in  the  meantima 
This  course  might  properly  be  adopted,  if  the  question  was 
new,  or  in  the  least  doubtful.  But  here  the  plaintiff's  ma- 
chine has  been  in  operaticm  for  twen^  years  and  upwards ; 
and  the  right  to  its  enjoyment  has  been  established  by  the  high- 
est Court  in  the  Union,  after  a  protracted  and  expensive  liti- 
gation. I  regard  the  validity  of  the  patent  as  fully  settled, 
and  all  rights  arising  under  it  as  beyond  dispute.  The  only 
open  question  in  the  case  is,  whether  or  not  the  defendants' 
machine  is  substantially  identical  with  the  jdaintiff 's.  Be- 
ing entirely  satisfied  that  it  is,  I  am  bound  to  enjoin  it 

Injunction  granted. 


Jambs  G.  Wuson 
Jehaziel  Sheeman  and  "William  W.  Cook.    In  EQurrr. 

A  lioense  to  run  a  planing  machine  contained  a  restriction,  that  the  licensee 
flhonld  not  dreea  plank  or  other  material  for  other  persone^  to  be  earned 
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<rat  of  a  flpeoified  territory  and  resold  4i8  an  artiele  of  merehandize.  Tlie 
restriction  wae  both  a  oovenaat  by  the  licensee  and  a  condition  of  the 
grant:  Held,  that  under  no  circnmstances  conld  the  planed  article,  with  the 
privity  or  consent  of  the  licensee,  be  sold  ont  of  the  territory  as  an  article 
of  merchandizei  or,  with  his  privity  or  consent^  be  sold  within  the  territory, 
to  be  carried  out  and  resold  as  ineh  article. 

A  provisional  injunction  would  be  granted  against  such  licensee  to  restrain 
his  use  of  the  machine,  if  applied  for  during  his  violation  of  such  restric- 
tion. 

But  such  injunction  was  refused,  where  it  appeared  that  the  licensee  had  vio- 
lated the  restriction  under  a  misappreh«ision  of  his  rights^  and  had  dts- 
eontinned  the  violation. 

Where  the  alleged  unlawful  use  of  the  machine  was  in  Vermont)  and  the  suit 
was  brought  in  New-York :  ffeld,  that  for  the  purpose  of  restraining  the 
use  of  the  machine  it  was  only  necessary  for  the  Court  to  have  jurisdiction 
of  the  person  of  the  defendant 

Hue  question  was  involved  in  the  cases  of  iStmpson  v.  WiUon,  (4  Maw,  709,) 
and  of  Wilton  v.  Simpson,  (9  Mow,  109.) 

But»  where  it  may  be  necessary  to  proceed  directly  against  the  machine  it- 
self as  in  extreme  cases  of  contumacy,  or  of  fraudulent  contrivance  to  evade 
an  injunction,  the  proceedings  must  be  Instituted  in  the  district  in  which 
the  maehine  is  located. 

This  was  an  application  for  a  provisional  injunction  for  an 
infringement  of  ^A«  Woodtoorth  patent.  The  defendant  Sher- 
man resided  at  Ferrisbnigh,  Addison  Co.,  Yt,  and  the 
defendant  Cook  at  WUtehaU,  Washington  Co.,  17.  Y.  The 
fitcts  were  these : 

On  the  29th  of  September,  1846,  the  plaintiff,  being  as- 
signee of  the  re-issned  patent  for  the  State  of  Yermont,  for  the 
Congressional  extension  of  seven  years  commencing  Decem- 
ber 27th,  1849,  (see  WUaon  v.  Houssemy  4  JBino.  661,  662,) 
executed  a  license  to  Channcej  &  Akin,  to  construct,  use  and 
vend  during  said  term  four  Woodworth  planing  machines  in 
the  State  of  Yermont,  within  ten  miles  of  Lake  Champlain, 
excepting  therefrom  the  county  of  Chittenden.  The  license 
was  given  upon  the  express  conditions :  1.  That  the  licensees 
should  not  plane  plank  or  other  material  under  the  regular 
prices  established  by  the  mill-owners  at  Albany,  Troy  and 
New*York,  as  set  forth  in  a  tariff  annexed  to  the  license ;  3. 
That  they  should  not  keep  a  depot  for  the  sale  of  the  manu- 
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factored  products  of  the  machines,  beyond  the  limits  of  the  ter- 
ritoiy  assigned ;  or  sell  to  others  the  prodacts,  to  be  carried 
out  of  said  territoiy  or  sold  as  an  article  of  merchandize ;  or 
dress  plank  or  other  material  for  other  persons,  to  be  carried 
out  of  said  territory  and  resold  as  an  article  of  merchandize. 

On  the  13th  of  November,  1846,  Ghanncey  &  Akin  assign- 
ed all  their  interest  and  rights  nnder  the  above  license  to  the 
defendant  Sherman.  It  appeared  that  he  had  been,  since  the 
beginning  of  May,  1850,  and  was  now  engaged  in  mnning 
two  Woodworth  machines  in  Vermont,  within  the  assigned 
territory,  at  a  place  called  Bascom's  Mill,  at  the  Elbow,  adja- 
cent to  the  town  of  Whitehall,  N.  Y.  Hie  mill  was  situated 
about  half  a  mile  from  the  head  of  the  Ghamplain  canal;  and, 
since  it  had  been  in  chai^  of  Sherman,  some  80,000  pieces  of 
lumber  had  been  planed  there,  and  shipped  through  the  canal 
to  some  of  the  principal  markets  in  the  State  of  Kew-York. 
The  lumber  thus  planed  and  shipped  belonged  to  the  defend- 
ant Cook,  and  was  planed  by  Sherman  under  a  contract,  for  a 
given  price  per  foot.  Cook  had  no  interest  in  the  mill  or  the 
machines,  or  in  the  running  of  them,  and  no  connection  with 
Sherman  in  the  business  of  planing  plank  or  other  material, 
except  as  above  set  forth.  The  contract  was  completed  about 
the  1st  of  July,  1860,  and  since  then  Cook  had  had  no  pla- 
ning done  at  the  mill,  and  no  connection  with  it.  The  bill 
was  filed  June  27th,  1850. 

Oearffe  G.  Sickle$^  for  the  plaintijff. 

Samicd  St&oens,  for  the  defendants. 

Nelson  J.  There  is  very  litde  if  any  donbt,  as  the  case 
stands  upon  the  proo&  before  us,  that  one  of  the  conditions 
annexed  to  the  grant  of  (lie  license  to  run  the  four  machines, 
and  under  which  the  defendant  Sherman  is  engaged  in  opera- 
ting the  two,  has  been  violated ;  and  that,  according  to  its 
terms  and  spirit,  all  right  and  title  to  run  the  same  have  be- 
come forfeited. 
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One  of  the  conditions  is,  that  the  licensees  shall  not  dreiss 
plank  or  other  material  for  other  persons,  to  be  carried  ont  of 
said  territoiy  and  sold  as  an  article  of  merchandize.  The  re- 
striction is  twice  mentioned  in  the  agreement ;  once,  bj  way  of 
covenant  on  the  part  of  the  licensees,  and  again,  as  a  condi- 
tion of  the  grant;  and  the  above  is  the  substance  and  effect  of 
the  limitation. 

It  was  suggested  on  the  alignment,  that  if  it  should  be  made 
to  appear  that  the  lumber  planed  had  been  sold  in  the  territo- 
ry embraced  within  the  license,  then  the  purchaser  could  right- 
fully carry  the  same  out  of  said  territory,  and  put  it  into  the 
market  for  sale,  and  resell  it  as  an  article  of  mercliandize. 
We  think  not.  The  true  meaning,  in  our  judgment,  of  the  re- 
striction and  condition  is  this,  that  under  no  circxunstances 
shall  the  planed  article,  with  the  privity  or  consent  of  the  U- 
censeee,  be  sold  out  of  the  territory  as  an  article  of  merchan- 
dize, or,  with  their  privity  or  consent,  be  sold  within  the  terri- 
tory, to  be  carried  out  and  resold  as  such  article.  It  may  be 
sold  for  any  purpose  or  use  within  the  territory,  except  for  the 
purpose  of  being  carried  out  of  it  for  sale  as  an  article  of  com- 
merce. In  other  words,  the  licensees  have  the  market  uncon- 
ditionally of  the  territory  covered  by  the  grant,  and  also  be- 
yond it,  for  all  purposes  except  that  of  sale  as  an  article  of 
commerce. 

The  object  of  this  restriction  is  obvious,  when  we  take  into 
consideration  the  fiftct  that  the  territory  within  which  the  licen- 
sees are  authorized  to  run  the  machines  is  situated  in  the  neigh- 
borhood of  an  extensive  lumber  region,  and  at  the  head  of 
navigation  leading  directly  to  the  great  marts  for  the  sale  of 
the  article,  namely,  the  cities  of  Troy,  Albany  and  New-York. 
An  unconditional  grant  to  operate  the  four  machines  at  the 
given  locality,  would  have  seriously  interfered  with  those  al- 
ready  licensed  and  in  operation  at  these  several  cities. 

It  has  been  supposed  that  the  sub-contract  made  by  Chaun- 
cey  &  Akin  with  Sherman  is  more  liberal  than  the  principal 
one  betwe^i  them  and  Wilson.  We  think  not.  On  the  con- 
tzary,  the  legal  effect  of  it  is  the  same.    But,  were  it  other- 


(40  KORTHEBN  DfiTEICT  OF  KEW-TORE, 

Wilson  «^  Btmntma, 

wise,  the  remit  would  not  be  duuiged,  as  the  defendaat  oovld 
acquire  no  greater  rights  from  Ghanncej  &  Akin,  than  th^ 
possessed  under  the  grant  from  the  plaintiff.  lUe  nan  hdbeij 
nan  dot. 

There  is  nothing  in  the  suggestion  that  Wilson  has  made 
himself  a  party  to  the  sub-contract  in  away  to  bind  him, -with- 
out regard  to  the  principal  one  with  Chauncej  &  Akin. 

Had  this  motion  been  made  while  the  defendant  Sherman 
was  ttigaged  in  planing  the  lumber  for  Oook,  we  should  have 
lelt  bound,  as  the  case  is  presented  before  us,  under  our  view 
of  the  grant  to  Ohauncej  &  Akin,  to  have  interfered  and  en- 
joined him,  on  the  grounds  that  the  license  set  up,  not  only 
did  not  authorize  the  use  made  of  the  machines,  but  that  such 
use  was  in  direct  yiolation  of  it.  It  appears,  however,  thai 
this  use  terminated  on  the  Ist  of  July,  1850,  the  contract  widi 
Cook  having  then  been  fully  completed,  and  has  not  since 
been  renewed.  This  particular  ground,  therefore,  for  a  pre- 
liminary injunction  has  fiuled,  as  no  beneficial  object  would 
be  attained  in  granting  one. 

It  has  been  urged  on  the  part  of  die  plaintiff,  that  an  inr 
junction  should  be  granted  on  the  ground  of  the  forfeiture  of 
the  license,  the  defendant  Sherman  having  violated  one  of  the 
express  conditions  upon  which  it  was  granted.  We  think  that 
this  would  be  too  rigorous  an  exercise  of  the  power  of  the 
Oourt,  under  all  the  circumstances  that  appear  in  the  case. 
Sherman  seems  to  have  labored  under  a  misapprehension  of 
his  rights  as  derived  from  his  agreement  with  Chauncey  & 
Akin,  and  to  have  unwittingly  extered  into  the  agreement  with 
Cook  to  plane  the  lumber  in  question.  Under  these  drcum- 
stanoes,  a  compensation  for  the  damages  sustained,  if  it  should 
turn  out  on  the  final  hearing  tliat  he  has  been  in  the  wrong, 
will  afford  the  appropriate  and  fit  remedy. 

The  grant  has  now  been  expounded,  and  the  extent  of  his 
rights  under  the  license,  explained ;  and  it  is  but  just  and  rea- 
sonable to  assume,  that  he  will  hereafter  conform  to  the  decis- 
ion. If  not,  the  plaintiff  will  be  at  liberty  to  file  a  supple- 
mental bill,  and  move  again,  in  case  of  a  renewal  of  the  vio- 
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lation  of  the  condition  in  qaestion,  or  of  anj  condition  annex- 
ed to  the  grant 

An  objection  has  been  taken  by  the  counsel  for  the  defend- 
ants to  the  jurisdiction  of  the  Court,  on  the  ground  that  the 
use  of  the  machines  complained  of  was  in  another  judicial 
district,  namely,  in  the  district  of  Vermont.  It  is  supposed 
that  proceedings  grounded  upon  any  such  use  should  have 
been  instituted  within  that  district. 

The  objection,  we  think,  is  not  well  founded.  Proceedings 
for  the  purpose  of  restraining  the  unlawful  use  of  a  machine 
are  instituted  against  the  owner  or  party  concerned  in  the  in- 
fringement, who  is  personally  responsible  for  the  violation. 
The  offending  machine  is  reached  through  the  party  legally 
accountable  for  the  wrong,  and  without  whose  agency,  directiy 
or  indirectiy,  there  would  hare  been  no  ground  of  complaint. 

The  eleventh  sectipn  of  the  Judiciary  act  of  1789,  (1  U.  S. 
Stat,  at  ZargCj  78,)  gives  jurisdiction  over  the  party,  in  the 
district  whereof  he  is  an  inhabitant,  or  in  which  he  shall  be 
found  at  the  time  of  serving  the  writ.  The  defendants  come 
directiy  within  this  provision. 

We  agree,  that  in  a  case  where  it  might  become  necessary 
to  proceed  directiy  against  the  machine  itself,  as  it  may  be  in 
extreme  cases  of  contumacy,  or  fraudulent  contrivance  to 
evade  an  injunction,  the  proceedings  must  be  instituted  in  tiie 
district  in  which  the  machine  is  located.  {Act  qf  May  20th, 
1836,  4  U.  S.  Stat,  at  Largs,  184;  Conk.  Tr.  288.)  But  it  is 
otherwise  where  the  Court  act  simply  upon  the  guilty  party. 
This  question  was  involved  in  the  case  of  Simpeon  v.  WUwn, 
(4  Havo.  709,)  and  which  was  again  before  the  Supreme  Court 
at  its  last  term,  ( WHson  v.  Simpwn,  9  How.  109.) 

Motion  denied. 
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EUSHA.  FOOTB  VS.  HoBAGB  0.   SiLSBT  AND    OxBEBS. 

A  judge  of  thU  Court  sitting  at  ehamben  luu  power  to  allow  a  writ  of  error 
under  §  17  of  the  Patent  act  of  July  4th,  1836,  (6  U,  S,  Stat  at  Large,) 
124,)  which  declares  that  in  patent  oases  writs  of  error  shall  lie  as  in  other 
eases  and  '*in  all  other  cases  in  which  tk$  Omrt  shall  deem  it  reasonable  to 
allow  the  same." 

There  might  be  some  ground  for  saying  that  in  allowing  such  writ  the  judge 
must  be  sitting  at  a  stated  term  of  the  Court,  if  a  Court  at  chambers  and 
one  at  a  stated  term  fixed  by  statute  were  held  by  a  different  body. 

On  the  allowance  of  snch  a  writ  of  error,  an  order  was  made  by  the  judge  at 
ehambers  giTiiig  the  party  aujig  oat  the  writ  leave  to  make  a  bill  of  ex* 
eeptionsi  He  had  nmde  a  ease  after  the  trial,  which  took  plaee  two  yean 
before^  and  had  moved  on  the  case  for  a  new  trial,  which  was  denied.  The 
ease  contained  no  stipulation  that  it  might  be  turned  into  a  bill  of  excep- 
tions. On  a  motion  to  set  aside  the  order:  HeU  that  as  the  case  was 
made,  instead  of  a  bill,  by  direction  of  the  judge  before  whom  the  trial  was 
had,  and  without  pr^udioe  to  the  right  of  the  party  to  make  up  a  bill  with 
a  view  to  a  writ  of  error,  and,  as  it  appeared  that  the  points  were  made  and 
the  exceptions  taken  at  the  trial  in  the  required  form  to  entitle  the  party 
to  the  benefit  of  them  on  a  writ  of  error,  the  order  mnst  stand. 

Afteb  the  deciBion  in  this  case,  refosing  a  new  trial,  {ant$^ 
p.  446,)  the  plaintiff  having  perfected  judgment  for  less  than 
$2000,  the  defendants  saed  ont  a  writ  of  error  from  the  Su- 
preme Oourt,  which  was  allowed  specially  under  the  17th 
section  of  the  Patent  act  of  Julj  4th,  1836,  (5  U.  S.  Stat,  at 
Largej  124,)  by  Mr.  Justice  Kdson,  at  chambers,  exjpartej  <m 
the  15th  of  June,  1850.  He  at  the  same  time  made  an  order 
giying  leave  to  the  defendants  to  make  up  a  proposed  bill  of 
exceptions  and  serve  a  copy  of  it,  with  a  view  to  the  settle- 
ment of  a  bill  to  be  attached  to  and  carried  up  with  the  record. 
The  plaintiff  now  moved  to,  set  aside  the  writ  of  error,  and  the 
order  allowing  it,  and  also  the  order  for  leave  to  make  a  bill 
of  exceptions.  It  appeared  that  no  bill  of  exceptions  had  been 
settled  in  form  before  the  allowance  of  the  writ  of  error,  but  that 
a  case  had  been  made  and  settled  after  the  trial,  on  which  the 
motion  for  a  new  trial  was  nuide.  The  case  contained  no  res- 
ervation of  a  right  to  turn  the  same  into  a  bill  of  exceptions ; 
but  it  appeared  that  it  had  been  at  first  drawn  up  in  the  form 
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of  a  bill  of  exceptions,  and  was  changed  into  a  case  bj  direc- 
tion of  Judge  ConUincr  before  whom  the  case  was  tried,  on  the 
ground  that  the  defendants  would  not  be  entitied  to  a  writ  of 
error  as  of  course,  and  that  it  would  be  time  enough  for  them 
to  make  a  bill  of  exceptions  when  a  writ  of  error  should  be 
speciallj  allowed.    The  trial  was  in  June,  1848. 

Samuel  Stevens^  for  the  plaintiff^  contended  that  the  allow* 
aooe  of  the  writ  of  error  was  irregular  and  ought  to  be  set 
aside,  it  having  been  made  not  by  ^'  the  Oourt,''  as  the  law  re- 
quired, but  by  a  judge  out  of  Court ;  and  that  the  defendants, 
having  made  a  case,  without  reserving  a  right  to  turn  it  into 
a  bill  of  exceptions,  could  not  now  have  leave  to  do  so.  {Slew- 
oH  V.  Eawley,  33  Wend.  561.) 

Sanyud  Blatckford^  for  the  defendants,  insisted :  1.  That 
a  judge  of  this  Ck>urt  at  chambers  was  ^^  the  Court,"  within 
the  meaning  of  the  Patent  act ;  that  one  judge  was  a  quorum 
of  the  Circuit  Court  for  this  district  by  express  statute,  {Act 
qf  March  8dy  1837,  §  3,  5  CT.  S.  Sta4;.  at  Lofrge,  177;)  and 
that  a  judge,  who  alone  composed  a  Court,  was  a  court  when- 
ever he  transacted  judicial  business.  {The  United  States  v. 
The  Schooner  LitOe  Gharlee^  1  Brock.  380.)  3.  That  the  prac- 
tice pursued  in  this  case  as  to  the  bill  of  exceptions  was  the 
same  pursued  in  Hogg  v.  Emerson^  (6  Row.  437,  447,  467,)  a 
case  in  all  respects  analogous  to  this ;  that  a  case  could  not  be 
made  in  this  Court  with  a  stipulation  to  turn  the  same  into  a 
bill  of  exceptions,  {GonL  Tr.  273  to  275 ;)  and  that,  under  the 
fiicts  shown,  the  defendants  were  entitled  now  to  put  their  bill 
of  exceptions  into  form,  if  their  writ  of  error  was  allowed  to 
stand,  as  their  exceptions  were  taken  in  proper  form  at  the 
trial. 

Nklson,  J.  The  allowance  of  the  writ  of  error  in  this  case 
was  granted  by  me  at  chambers,  and  the  question  is,  whether 
or  not  a  judge  at  chambers  has  the  power  to  allow  the  writ^ 
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under  the  seyenteenth  sectkm  of  the  Patent  act  of  1880,  where 
the  jadgment  is  nnder  the  sum  of  $3000. 

l^at  section  provides  for  writs  of  error  and  appeals  fiom 
judgments  and  decrees  in  Patent  cases,  the  same  as  in  other 
cases  in  the  Federal  Courts,  and  adds,  that  thej  shall  also  lie 
^^  in  all  other  cases  in  which  the  Ck)nrt  shall  deem  it  reasonar 
ble  to  allow  the  same."  This  applies  to  the  case  of  a  judg- 
ment for  the  plaintiff  for  less  than  $2000,  which  is  the  amount 
required  to  authorize  a  writ  of  error  or  appeal  under  the  gen-' 
eral  law  on  the  subject. 

The  argument  on  the  part  of  the  plaintiff  is,  that  the  judge 
must  be  sitting  at  a  stated  term  of  the  Court,  and  not  at  cham- 
bers, to  satisfy  the  language  of  the  act  providing  for  this  spe- 
cial writ  of  error.  There  might  be  some  reason  for  this  dis- 
tinction in  a  case  where  a  Court  at  chambers  and  one  at  a  sta- 
ted term  fixed  by  statute  were  held  by  a  different  body.  But 
when  they  are  held  by  the  same  individual,  as  in  this  case,  I 
doubt  if  liie  distinction  is  well  founded.  The  nature  of  the 
subject  here  seems  to  indicate  chamber  business,  and  the  mat^ 
ter  may  as  well  be  attended  to  at  chambers,  as  in  Court  in 
term  time.  A  judge  sitting  at  chambers  is  a  Court,  in  the 
proper  and  usual  sense  of  the  term,  and  in  a  sense  which  may 
satisfy  the  words  as  well  as  the  import  of  the  statute.  Althou^ 
there  may  be  some  doubt  in  the  matter  I  am  inclined  to  hold 
that  the  writ  was  properly  allowed. 

As  to  the  order  in  regard  to  a  bill  of  exceptions,  there  is  no 
doubt  that  the  points  must  be  made  and  the  exceptions  taken 
in  the  usual  way  at  the  trial,  in  order  to  entitle  the  party  to 
the  benefit  of  them  on  the  writ  of  error.  And,  as  well  as  I 
recollect  this  case  when  it  was  before  me,  the  points  in  it  were 
taken  in  the  required  form,  although  the  paper  book  itself^  on 
which  the  motion  for  a  new  trial  was  made,  was  in  the  form 
of  a  case.  That  &ct  is  explained,  however,  in  the  opposing  af- 
fidavit, and  the  paper  appears  to  have  taken  that  particular 
form  under  the  direction  of  the  judge  before  whom  the  trial 
toc^  place,  without  prejudice  to  flte  li^t  of  the  defendants  to 
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make  vp  s  bill  of  exceptions  with  a  view  nltimatelj  to  a  writ 
of  error. 

Upon  the  whole,  I  think  the  motion  must  be  denied  in  both 
aspects  in  which  it  is  presented. 

Motion  denied,  without  costs. 


Elibha  Footb 
ve. 

HOBACB  0.  SiLSBT  AND  OtHEBS.      In   EqUTTT. 

An  Mtion  at  Uw  for  the  infriiigMneat  of  a  patent  was  tri«d  and  a  y^rdiot 
found  for  the  plaintiff,  and  a  motion  for  a  now  trial,  on  the  grounds  of  er- 
rors in  law  at  the  trial,  and  of  surprise  in  the  exclusion  of  evidenoe,  and  of 
newly  discoyered  eyidenoe,  was  made  and  denied.  After  the  yerdiot  the 
|daintiff  filed  a  bill  against  the  defendants  lor  a  perpetual  injunction,  found- 
ed on  the  yerdiet  An  answer  was  put  in,  setting  up  in  defmice  the  mat- 
ters urged  as  grounds  for  a  new  trial.  After  the  refusal  of  a  new  trial  in 
the  action  at  law,  and  after  replication  in  the  suit  in  equity,  the  defend- 
ants moyed  in  the  latter  suit  for  a  feigned  issue,  on  the  ground  that  they 
had  just  diseoyered  new  eyidenee  which  went  to  show  a  want  of  noyeltf 
in  the  plaintiff's  inyention,  and  was  of  a  different  oharaeter  from  any  be- 
fore presented :  ffeld,  that  it  was  a  proper  case  for  a  feigned  issue. 

ffdd  also^  that  the  defendants  were  entitled  to  amend  their  answer,  on  pay- 
ment of  costs,  by  inserting  the  newly  discoyered  matter. 

After  the  verdict  for  the  plaintiff  in  Foote  v.  SiMy^  {a/nte^ 
p.  446,)  a  bill  in  equity  was  filed  by  the  plaintiff  against  the 
defendants,  founded  upon  the  verdict,  and  praying  for  a  per- 
petual injnnction,  and  an  acoonnt  of  profits  since  the  com- 
moicement  of  the  suit  at  law.  The  defendants  answered  the 
bill,  setting  np  the  pendency  of  the  motion  for  a  new  trial  in 
file  suit  at  law,  and  the  allied  errors  in  the  trial  at  law,  and 
86 
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abo  all  the  eTidenoe  escclwled  on  the  trial,  and  the  matten 
which  were  urged  as  reasonB  for  a  new  trial  on  the  gianndi  of 
etirprise  and  newly  diflcovered  evidence.  {AntSjpp.  459, 460.) 
There  was  a  replication  to  the  answer. 

Thb  defendants  now  moyed,  in  the  eqnity  suit,  for  leaye  to 
amend  their  answer,  or  to  file  a  supplemental  answer,  on  the 
ground  that  thej  had  just  discovered  important  testimony 
tending  to  show  that  the  principle  of  the  unequal  dilatation  of 
different  metals  under  a  given  degree  of  heat  had  been  actual- 
ly applied  to  the  regulation  of  the  heat  of  stoves  prior  to  the 
plaintiff's  invention.  The  substance  of  this  testimony  was  set 
forth  in  affidavits,  and  in  extracts  from  books.  They  also  mo- 
ved on  the  same  papers,  for  a  feigned  issue  to  try  the  question 
of  the  novelty  of  the  plaintiff's  invention.  It  appeared  that 
on  the  trial  in  the  suit  at  law  the  only  question  litigated  was 
tliat  of  infiringement,  the  question  of  novelty  resting  on  the 
plaintiff's  patent  alone. 

Samuel  Blatohfard,  for  the  defendants.  1.  Hie  defend- 
ants are  entitled  to  amend  their  answer,  or  to  file  a  supplemen- 
tal answer.  Hiey  have  brought  themselves  within  the  rules 
and  practice  on  tliat  subject.  {Utile  60  in  EqmJty;  1  Bimh. 
Ch.  Pr.  164, 166 ;  W€U8  v.  Wood,  10  Vee.  400;  Alphay. 
Paynum,  Dick.  i?.  83 ;  PoMerson  v.  Slaughter,  Dick.  ^.285 
and  Amb.  B.  292;  Jackem  v.  PomA,  1  Sim.  505;  TidawdL 
V.  Beyer,  7  Sim.  64;  Wh(wion  v.  Whoffion,  2  AO^  294; 
Smith  V.  Babeoek,  3  Sumn.  588.)  2.  There  ou^t  to  be  a 
trial  by  jury  on  the  important  question  of  the  novelty  of  the 
plaintiff's  invention.  That  has  never  been  tried,  and,  as  the 
evidence  just  discovered  goes  to  that  veiy  point,  even  under 
the  ruling  heretofore  made  in  the  case,  it  is  prop^  a  jury 
should  pass  upon  thequestion.  {Orr  v.  Merrill,  1  Woodk  dk 
M.  376 ;  AUen  v.  BlufU,Z Story,  746.) 

StUMsd  Stevma^  for  the  plaintififl 

Ki&80v«  J.    This  case  has  heretctforo  been  befiire  a»m a 
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motion  on  the  part  of  the  defendantB  in  the  aeticm  at  law  for 
a  new  trial.  The  groan(}8  on  which  a  new  trial  was  asked 
were,  errors  in  law  eoxnmitted  at  the  trial,  sorprifie,  and  new- 
ly dlBcoyered  evidence.  On  a  full  consideration  of  the  case  I 
caane  to  &e  eonclosion  that  no  error  was  conunitted  in  point 
of  law ;  and  that,  under  all  the  circumstances  presented  npon 
the  questions  of  surprise  and  newlj  discovered  evidence,  a 
case  was  not  made  ont  entitling  the  de£^dants  to  a  new  trial 
ontboee  grounds. 

In  coming  to  tiiat  conclusion  on  the  latter  branch  of  the 
case  I  was  somewhat  influ€aioed  by  the  consideration,  that  the 
defi^ndants  would  have  an  opportunity  to  present  any  new 
grounds  of  defence,  whether  omitted,  or  excluded  on  account 
of  defective  pleadings,  in  the  case  then  pending  in  equity,  ei- 
ther upon  the  hearing  oa  pleadings  and  proofs,  by  a  feigned 
issue,  or  by  ordering  a  suit  at  law.  This  consideration  afford- 
ed an  answw  to  the  equitable  ground  nidged  in  favor  of  the 
new  trial;  as  the  defendants  would  have  an  opportunity  to 
supply  any  omissions  or  overrights  that  occurred  in  the  pre- 
paration of  the  suit  at  law  for  trial,  or  to  produce  any  newly 
discovered  evidence  material  to  the  issues,  and  at  tiie  same 
time  the  verdict,  to  which  I  thought  the  plaintiff  entitled  upon 
the  case  as  presented,  would  be  left  undisturbed. 

There  can  be  no  doubt  that  the  newly  discovered  evidence, 
as  now  disclosed  in  the  affidavits,  and  which  is  in  addition  to 
that  shown  on  the  motion  for  a  new  trial,  may  become  very 
material  on  the  question  of  the  originality  of  the  plaintiff's 
improvement ;  and  that  the  defendants  should  have  an  oppoiv 
tunity  to  avail  themselves  of  it  in  their  defence  to  this  suit  in 
equity.  It  is  claimed  that  this  evidence  will  show  that  the 
application  of  the  principle  of  the  contraction  and  expansion 
of  the  metallic  rod  to  the  regulation  of  the  heat  of  stoves,  as 
used  by  the  plaintiff,  was  not  new,  but  on  the  contrary  had 
been  in  successftil  use  long  before,  both  in  England  and  in  this 
country. 

If  the  case  stood  now  on  the  same  footing  as  on  the  motion 
for  a  new  trial  on  the  ground  of  newly  discovered  evidence  or 
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of  the  ezdosiaa  of  evidence  fiom  defect  of  pleadings,  though 
I  should  still  haye  clearly  thought  that  the  defendants  oi^ht 
to  have  an  opp<»tanit7  for  a  foil  defence  in  the  equity  case, 
before  the  granting  of  an  injunction,  yet  I  might  have  doubted 
as  to  the  propriety  of  granting  a  feigned  issue,  or  of  ordering 
a  trial  at  law ;  for,  as  the  case  then  stood,  upon  all  the  evi- 
dence, whether  received  at  the  trial  or  furnished  on  the  mo- 
lion,  it  appeared  that  the  plaintiff's  imjHovement  was  the  first 
that  applied  the  principle  above  stated  to  the  regulation  of  the 
heat  of  stoves.  That  being  so,  and  no  enx>r  in  law  having 
been  committed  at  the  trial,  although  the  defendants  were  ta- 
ken by  surprise  by  the  exclusion  of  their  evidence,  that  evi- 
dence did  not  seem  so  material  as  to  justify  any  interference 
with  the  verdict,  especially  as  they  would  have  an  opportunity 
to  produce  it  and  discuss  it  more  at  large,  if  deemed  material, 
in  the  equity  case. 

But  the  case  now  made  is  different.  It  is  now  denied  that 
the  improvement  is  original  in  the  plaintiff,  but  on  the  con- 
trary has  beeen  long  known  and  in  use;  and  a  feigned  issue 
is  asked  to  try  this  question.  I  think  it  should  be  granted, 
and  therefore  direct  a  rule  to  be  entered  allowing  a  feigned  is- 
sue to  be  made  up  between  the  parties  to  try  the  question  of 
the  originality  of  the  plaintiff's  improvement. 

As  to  the  other  branch  of  this  motion,  namely,  to  amend 
the  answer,  I  think  the  defendants  have  brought  themselves 
wi^iin  the  usual  practice  of  the  Ciourt,  and  that  the  motion 
should  be  granted ;  but  this  must  be  on  payment  of  tiie  costs 
of  opposing  the  motion. 
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Where  a  trader  is,  during  war,  engaged  in  trading  with  a  portion  of  the  en- 
exny'B  country  that  has  been  reduced  to  subjection,  and  hia  trading  there  is 
permitted  and  encouraged  hj  the  inyading  armj,  his  goods  cannot  be  sei- 
sed on  the  ground  that  he  is  engaged  in  an  unlawful  trade  with  the  enemy. 

To  justify  the  seizure  of  property  during  war,  to  preyent  its  falling  into  the 
enemy's  hands^  the  danger  must  be  immediate  and  nrgent»  not  oontingent 
or  remote. 

A  military  officer  has  a  right,  in  a  case  of  extreme  necessity  and  impending 
danger,  for  the  safety  of  the  goyemment  or  of  the  army,  to  take  priyate 
property  for  the  publie  sendee ;  and,  in  such  ease,  the  officer  is  not  liable 
as  a  trespasser,  but  the  owner  must  look  to  the  goyemment  for  indemnity. 

But,  where  property  was  seized  by  a  military  officer,  not  on  account  of  any 
impending  danger  at  the  time,  or  for  the  purpose  of  being  used  against  an 
immediate  assault  of  the  enemy,  by  which  the  seizbg  army  might  be  endan- 
gered, but  for  the  purpose  of  strengthening  the  army,  and  aiding  in  an  expe- 
dition against  the  enemy's  foree  some  200  miles  distant,  and  it  was  so  used: 
ffeid,  that  the  officer  was  not  justified  in  taking  the  property,  but  was  a 
trespasser. 

In  such  case,  the  liability  of  the  officer  for  taking  and  appropriating  the  prop- 
erty, accrued  at  the  time  of  the  seizure ;  and  if  the  plaintiff,  after  the  sei- 
zure of  his  goods,  does  not  waiye  the  liability  of  the  officer,  or  resume  own- 
ership oyer  the  goods  as  his  priyate  property,  he  is  entitled  to  recover 
against  the  officer  in  trespass. 

In  a  case  where  the  superior  officer  who  gives  the  order  for  the  seizure  ia  not 
justified,  neither  will  the  subordinate  officer  who  executes  it  be  justified. 
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This  was  an  action  of  trespass.  The  deckration  contained 
three  connts,  alleging  the  stoppage  and  seizing  by  the  defend- 
ant, of  horses,  mules  and  wagons,  with  goods,  the  property  of 
the  plaintiff.  There  was  a  plea  of  not  guilty,  and  three  spe- 
cial pleas  to  each  count. 

The  first  was,  that  at  the  time  when,  &a,  the  United  States 
were  at  war  with  Mexico,  and  the  defendant  was  lieut.  GoL 
of  a  part  of  the  military  force  employed  in  the  war,  under  the 
military  command  of  Col.  Doniphan ;  that  the  latter,  having 
fnll  and  complete  authority  so  to  do,  commanded  the  defendant 
to  stop  and  seize  the  property,  as  he  had  a  lawful  right  to  do ; 
and  that  the  defendant  merely  transmitted  the  command  of 
Col.  Doniphan  to  his  troops,  and  was  not  otherwise  instru- 
mental, &C. 

The.  second  special  plea  was,  that  at  the  time  when,  &c^  the 
United  States  were  at  war,  and  the  defendant  was  laeut  CoL 
of  a  military  force  of  the  United  States,  employed  in  the  war, 
under  the  military  command  of  CoL  Doniphan ;  that  the  plain- 
tiff, being  a  citizen  and  resident  of  the  United  States,  after  the 
war  existed,  knowing  its  existence,  drove  the  horses  and  mules 
from  the  territories  and  jurisdiction  of  the  United  States,  into 
the  territories  and  jurisdiction  of  Mexico,  with  the  design  to 
trade  and  carry  on  a  friendly  commercial  intercourse  with  the 
citizens  of  Mexico,  and  to  afford  aid  to  the  same  in  the  war ; 
tiiat  Col.  Doniphan,  having  ftiU  and  complete  authority  so  to 
do,  commanded  the  defendant  to  stop,  seize,  &c.,  as  he  had  a 
lawftil  right  to  do,  for  that  cause ;  and  that  the  stopping,  &c., 
necessarily  occurred  in  the  execution  of  the  command,  for  that 
cause,  &c. 

Tlie  third  special  plea  was  the  same  as  the  last,  except  that 
it  omitted  all  about  Col.  Doniphan,  and  averred  the  seizure  to 
have  been  by  the  defendant,  in  perfonnance  of  his  duly  at 
Lieut  Col.,  and  as  he  had  a  lawful  right  to  do  for  that 
cause,  &c. 

To  the  special  pleas  to  the  first  and  third  counts  there  were 
general  replications  of  de  injuria  &ua  jmfpria.    But  to  the 
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qpeeial  plett  to  the  seeocnd  eoimt  there  were  Bpecud  repli- 
catione. 

To  the  first  spedal  pies  the  plaintiff  replied,  admittisig  the 
iror,  the  office  and  emploTment  of  the  defendant,  the  superi^ 
ority  of  OoL  Doniphan,  and  that  the  defendant  was  bound  to 
obey  his  lawful  commands,  and  averring  that  the  property  was 
fonnd  by  the  d^endant,  and  known  by  GoL  Doniphan,  to  be 
owned  and  used  by  the  plaintiff  as  his  private  property ;  that 
the  plaintiff  was  a  dtiaen  of  the  United  States,  and  was,  with 
his  property,  in  the  peace  and  nnder  the  protection  of  the  Uni- 
ted States,  of  which  Col.  Doniphan  and  the  defendant  had 
notice ;  that  C!oL  Dcmiphan  did  not  command  the  property  to 
be  seised,  nor  was  the  same  in  fact  seiaed  by  the  defendant, 
for  the  purpose  or  in  contemplation  of  any  proceeding  in  dne 
conrse  of  law  for  any  alleged  forfeiture  thereof,  but  to  apply 
the  same  to  the  use  of  the  United  States,  without  compensa- 
tion to  the  plaintiff^  of  which  the  defendant  had  notice;  and 
timt  the  property  was  stopped  and  seized  of  the  defendant's 
own  wrong,  and  without  the  cause  in  the  plea  alleged;  and 
traversing  tke  allegations,  that  CoL  Doniphan  commanded  tiia 
defendant  and  had  lawful  right  so  to  do,  and  that  the  stop* 
ping,  &c.,  occurred  in  the  execution  of  such  command. 

To  the  second  special  plea  the  plaintiff  replied,  admitting 
the  war,  the  office  and  employment  of  the  defendant,  the  office 
of  OoL  Doniphan,  and  that  tiie  defendant  was  bound  to  obey 
his  lawful  commands,  and  that  the  plaintiff  was  a  citizen  and 
resident  of  the  United  States,  and  averring  that  the  property 
was  found  and  known  by  the  defendant  and  by  C!oL  Doniphan 
to  be  owned  and  used  by  the  plaintiff  as  his  private  property; 
that  the  plainti£^  so  being  a  citizen,  was,  with  his  property, 
in  the  peace  and  under  the  protection  of  the  United  States,  of 
which  the  defendant  and  Col.  Doniphan  had  notice,  and  did 
not  take  the  property  from  the  territories  or  jurisdiction  of  the 
United  States  into  the  territories  and  jxurisdiction  of  Mexico, 
except  to  and  in  such  places  as  had  been  and  were  captured  and 
subdued,  and  at  the  time  held  in  subjection  by  the  forces  of  the 
United  States,  and  while  soch  places  were  so  held  under  sub- 
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jection  to  saeh  forceB  and  to  the  United  States,  nor  except  bj 
the  lioense  and  pennission  of  the  conunanding  officers  of  snch 
forces,  duly  authorized  to  grant  the  same,  nor  with  the  design 
to  trade  or  cany  on  a  friendly  interoonrBe  with  the  citizens  <^ 
the  Bepnblic  of  Mexico,  except  only  with  snch  of  them  as  had 
then  become  and  were  in  subjection  to  the  forces  of  the  Uni- 
ted States  at  such  places,  and  by  the  license  and  permission 
of  the  commanding  officers  of  sudi  forces  at  such  places,  duly 
authorized  to  grant  the  same,  and  not  to  afford  aid  to  the  Be- 
pnblic of  Mexico  or  its  citizens  in  the  said  war,  of  all  which 
the  defendant  and  OoL  Doniphan  had  notice ;  that  Ool.  Don- 
iphan did  not  command  the  defendant  to  stop,  seize,  &c.,  nor 
was  the  property  stopped,  seized,  &c,  by  the  defendant,  by 
reason  of  the  supposed  diiying  6om  the  territories  or  juris- 
diction of  the  United  States  into  the  territories  or  jurisdiction 
of  Mexico  with  the  unlawful  design  allied,  nor  for  or  in  con- 
templation of  any  proceeding  for  a  forfeiture  thereof,  but  to 
apply  the  same  to  the  use  of  the  United  States,  without  com- 
pensation to  the  plaintiff;  and  that  the  property  was  stepped, 
seized,  Ac,  by  the  defendant,  of  his  own  wrong,  and  without 
the  cause  allied ;  and  traTersing  the  rest  of  the  plea,  as  be- 
fore. 

To  the  third  special  plea  the  replication  was  substantially 
the  same  as  the  last,  nmtatis  mutandis. 

Issue  having  been  taken,  the  cause  was  tried  before  Mr. 
Justice  Nblson.  In  the  course  of  the  trial,  some  discussion 
occurred  as  to  the  forms  of  the  pleadings.  Mr.  Justice  Nel- 
son intimated  his  opinion,  that  the  first  special  plea  was  bad, 
and  the  others  perhaps  defective,  for  not  alleging  a  f(»feitare. 
But  he  admitted  all  the  evidence  offered,  subject  to  the  objec- 
tions taken. 

The  case  on  the  part  of  the  plaintiff  was  this :  An  inland 
trade  between  the  citizens  of  the  United  States  and  the  iate- 
nor  northern  parts  of  Mexico,  had,  fix>m  small  beginnuigSy 
become  quite  laige  and  important,  before  the  late  Mexican 
war.  At  first,  it  was  carried  on  irregukuiy,  in  small  expedi- 
tions from  the  State  of  Missouri,  chiefly  from  St  Louis,  con- 
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neeted  with  htintmg  parties  or  the  fur  trade.  The  merchanlB 
of  the  Adantic  cities  soon  found  it  worthy  of  attention,  and 
larger  expeditions  were  set  on  foot.  The  United  States  goy- 
emment  fiivored  the  trade,  so  far  as  to  allow  a  drawback  of 
duties  on  exportations  in  that  direction.  The  Mexican  gov- 
ernment allowed  their  military  governors  to  exact  dnties, 
which  entitied  the  goods  to  go  to  any  part  of  Mexico.  The 
customary  exaction  at  Sante  Fe  was  $500  a  wagon  load — a 
specific  duty,  without  much  reference  to  contents  or  value, 
which  &vored  the  use  of  large  wagons,  closely  packed  with 
costly  goods.  The  plaintiff  was  a  native  of  old  Spain,  but  a 
naturalized  citizen  of  the  United  States,  domiciled  and  resi- 
ding in  New-York.  He  retured  from  the  firm  of  P.  Harmo- 
ny's Nephews  &  Co.,  for  the  purpose  of  entering  into  this 
trade. 

When  Texas  was  annexed,  in  March,  1845,  diplomatic  in- 
tercourse was  suspended  between  Mexico  and  the  United 
States,  and  by  many  hostilities  were  expected.  Gen.  Taylor 
had  been  sent  down  to  Oorpus  Christi,  on  the  coast  of  Texas, 
and  a  squadron  from  the  United  States  navy  was  sent  along 
the  coast  of  Yera  Ornz.  In  October,  1845,  the  Mexican  gov- 
anment  consented  to  open  negotiations,  and  requested  a 
withdrawal  of  the  squadron,  which  was  acceded  to,  and  Mr. 
Slidell  was  sent  as  a  minister  to  Mexico.  In  December,  1845, 
the  President,  in  his  message,  stated  the  situation  of  a£birs, 
and  expressed  his  hopes  of  an  amicable  adjustment.  Appre- 
hensions of  hostilities,  which  had  checked  the  trade,  having 
Mown  over,  the  plaintiff,  in  December,  1845,  entered  into  ac- 
tive preparations  for  a  large  expedition,  to  start  early  in  the 
spring  of  1846  from  Independence,  at  the  head  of  navigation 
on  the  Missouri  river.  He  selected  and  purchased  his  goods 
at  New-York  and  Philadelphia,  some  of  them  imported,  and 
had  them  arranged  and  packed  expressly  for  the  business. 
Hey  were  sent  overland  from  New-York  and  Philadelphia  to 
Pittsburg,  where  laige  covered  wagons  were  made  for  them. 
The  wagons  and  goods  were  sent  to  St.  Louis,  and  thence  to 
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Independence,  the  g^ieral  starting  place,  wha^e  oxen,  team- 
Bters,  &c.^  had  to  be  procured*  The  plaintiff  amved  th^re  in 
April,  and  was  there  about  a  month,  engaged  in  preparing 
and  arranging  his  expedition.  Hostilities  with  Mexico  broke 
out,  quite  unexpectedly  to  all  at  that  time,  while  the  plaintiff 
was  at  Independence.  The  existence  of  war  was  recognized 
hj  Congress,  and  proclaimed  bj  the  President  at  Washing- 
ton on  the  13th  of  May,  1846.  Before  the  plaintiff  heard  of 
this,  and  about  the  26th  of  May,  he  started  on  his  expedition, 
with  a  train  consisting  of  fourteen  laige  wagons  drawn  by 
twelve  oxen  each,  two  travelling  carriages  drawn  by  mules^ 
and  twenty-six  men ;  the  goods  costing  about  $40,000,  the 
wagons  and  outfit  about  $10,000,  and  the  expenses  of  trans- 
portation being  generally  computed  at  a  sum  equal  to  the  first 
cost.  There  was  a  garrison  of  United  States  dragoons  within 
a  few  hours  ride  of  Independence.  The  officers  knew  of  his 
preparations  and  intention  to  go.  One  of  them  passed  him 
just  after  he  had  started,  and  knew  nothing  of  any  war,  and 
no  interruption  of  the  trade  appeared  to  have  been  appre- 
hended. About  ten  days  afterwards,  whUe  the  plaintiff  was 
going  at  the  rate  of  fifteen  or  twenty  miles  a  day,  and  when 
he  was  fairly  out  on  the  prairies,  he  was  overtaken  by  anoth^ 
officer  with  dragoons,  who  notified  him  of  the  war,  and  or- 
dered him  to  follow  on  in  his  rear.  Following  him,  the  plain- 
tiff had  to  take  a  longer  route  than  usual  to  arrive  at  Bent's 
Fort,  situate  on  the  old  boundary  line  between  the  United 
States  and  Mexico,  distant  five  or  six  hundred  miles  from  In- 
dependence, and  three  or  four  hundred  from  Santa  Fe.  These 
distances  were  over  a  wilderness,  without  roads  or  houses, 
without  inhabitants  except  the  wildest  tribes  of  Indians,  and 
without  provisions  except  such  as  were  secured  by  the  xifle. 
The  oxen  and  mules  had  to  be  pastured ;  the  m^n  were  all 
armed,  and,  securing  themselves  at  night  under  the  wagons, 
had  to  defend  their  property  from  the  Indians,  and  procure 
food  for  themselves.  The  plaintiff  was  delayed  about  a 
month,  to  allow  the  mounted  troops  under  Gten.  Kearney  to 
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precede  him^  he  having  permiasian  to  follow  in  their  lear. 
There  was  some  show  of  resistance  by  the  Mexicans  near 
Santa  Fe,  bnt  none  was  reallj  inade» 

The  wagon  trains  of  the  plaintiff  and  other  traders  entered 
Santa  Fe  about  the  25th  of  Angnst    New-Mexico  was  fonnd 
nnder  subjection  to  Gen.  Eeamej,  who  acted  and  was  recog- 
nized as  governor.    He  gave  the  plaintiff  permission  to  trade 
in  New-Mexico,  charging  $4  a  wagon  for  a  license.    It  ap« 
peared  by  his  instructions,  and  by  those  sent  to  the  other  gen- 
erals and  commodores,  that  they  were  directed  to  favor  the 
trade  with  Mexico,  as  far  as  practicable  consistently  with  hos- 
tile operations.    Hie  trade  in  New-Mexico  was  smaU,  and  the 
market  filled.    The  plaintiff  sold  his  oxen,  and  remained  un- 
til December,  when,  every  thing  being  quiet  in  that  region, 
Gen.  Kearney  sent  Col.  Doniphan,  with  his  regiment  of  mount- 
ed volunteers,  down  the  Eio  Grande,  to  open  a  communication 
with  and  join  Gen.  Wool,  who  was  supposed  to  have  crossed 
the  Bio  Grande  from  Texas,  several  hundred  miles  below,  on 
his  way  to  Chihuahua.    Qea.  Kearney  left  another  regiment, 
with  some  artillery,  at  Santa  Fe,  under  Col.  Price,  and  pro- 
ceeded himself  with  dragoons  overland  to  California.    The 
plaintiff  borrowed  money,  and  purchased  mules  for  his  wagons 
at  high  prices,  using  ten  mules  to  each  wagon;   and  he,  with 
the  other  traders,  was  permitted  to  join  and  follow  Col.  Doni- 
phan southerly  down  the  Eio  Grande,  along  the  present  boun- 
dary between  Mexico  and  the  United  States,  some  three  hun- 
dred miles,  to  £1  Paso  del  Norte,  where  the  Mexicans  had  a 
fortification,  called  San  Eleasario.    The  defendant,  lient.  Col. 
Mitchell,  belonging  to  Col.  Price's  regiment,  was  separately 
authorized  by  the  latter  to  open  communications  with  Gen. 
Taylor,  with  one  hundred  mounted  men  as  an  escort.    As  he 
was  going  the  same  road,  he  joined  Col.  Doniphan,  upon  the 
understanding  that  he  was  at  liberty  to  leave  him  and  proceed 
alone  if  he  chose.    Col.  Doniphan,  just  before  reaching  El 
Paso,  was  attacked  by  surprise  at  Bnato  on  Christmas  day, 
by  a  considerable  Mexican  force,  which  he  defeated  and  pux^ 
sued,  entering  El  Paso  a  day  or  two  afterwards.    The  Mexican 
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troops  which  escaped  retired  to  the  city  of  Ghihuahna,  about 
S£0  miles  south-west  froin  El  Paso,  towards  the  interior  of 
Mexico,  and  proceeded  to  fortify  themselves  at  Sacram^ito, 
near  that  place.  Col.  Doniphan  and  lient.  C!ol.  Mitchell,  find- 
ing at  £1  Paso  that  Qen.  Wool  was  not  at  Chihuahua,  nor 
any  where  within  reach  of  communication,  (he  having  in  &ct 
gone  south  to  join  Gen.  Taylor,)  sent  back  to  Col.  Price  at 
Santa  Fe  for  a  reinforcement  of  arfcilleiy.  The  artillery  ar- 
rived about  the  1st  of  February,  under  Major  Chirk,  and  rest- 
ed a  few  days,  and  then  preparations  were  made  for  advandng 
fit>m  El  Paso  to  Chihuahua,  near  which  place  it  was  known 
the  Mexicans  would  be  encountered  in  a  much  superior  force. 
The  plaintiff  had  been  able  to  make  some  sales  at  El  Paso. 
There  were  about  815  large  traders'  wagons  there,  including 
his.  His  acquaintance  with  the  Spanish  language  gave  him 
advantages  over  others.  He  was  an  interpreter  for  both  sides 
— the  Mexican  inhabitants,  and  the  American  officers.  While 
at  El  Paso,  the  funds  provided  by  the  government  for  Ihe 
United  States'  troops  fidled.  They  procured  necessaries 
through  the  traders,  who,  on  selling  their  goods  to  Mexicans, 
money  being  scarce,  would  take  provisions  in  payment,  turn 
them  over  at  the  same  prices  to  the  quartermasters,  and  re- 
ceive drafts  on  the  United  States'  disbursing  officers  in  pay- 
ment The  plaintiff  supplied  laeut.  CoL  Mitchell's  quarter- 
master in  this  way.  His  trading  with  the  Mexicans  was 
known  and  encouraged.  The  road  between  El  Paso  and  Chi- 
huahua was  over  a  mountainous  desert,  excessively  bad  and 
rough,  and  the  worst  difficulties  of  all  were  the  long  distances 
which  had  to  be  travelled  without  water,  and  often  without 
pasture  for  the  catde.  One  of  these  was  of  sixty  miles,  which 
the  heavy  wagons  could  not  cross  without  being  three  days 
without  water.  Traders  knew  how  to  ease  and  manage  their 
cattle,  but,  when  required  to  march  with  an  anny,  their  ease 
and  convenience  would  be  but  little  attended  to.  Either  the 
Mexicans  or  the  Americans  first  marching  over  this  road  to 
attack  the  oilier,  would  expose  themselves  considerably,  espe- 
cially to  cavalry  and  to  sudden  attacks. 
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The  plan  was  discussed  and  contrived  by  the  defendant  and 
other  American  officers,  of  making  use  of  all  the  traders'  y^- 
ODBy  as  a  protection  and  defence  daring  the  march  and  attack. 
Behind  and  between  the  wagons  the  army  conld  march  and 
fight  with  comparatively  little  exposure.  Corrals^  as  they 
were  termed,  could  be  formed,  by  arranging  the  wagons  in  a 
circle,  chaining  them  together,  and  forming  a  kind  of  field* 
work,  behind  which  all  would  be  safe,  and  against  which  caval- 
ry could  do  nothing.  The  three  handred  teamsters,  armed 
with  rifles,  formed  no  mean  force  of  themselves.  This  was  a 
Ikvorite  plan  of  the  defendant,  and  he  urged  it  strenuously. 
Nearly  all  the  other  traders  agreed  to  come  into  it.  But  the 
plwitiff  and  two  other  large  traders  were  opposed  to  it,  deem- 
ing the  risk  too  great,  and  apprehensive  that  the  Mexicans 
would  become  hostile  to  them,  and  deter  them  fit>m  trading, 
if  they  thus  made  themselves  a  part  of  the  attacking  force. 
The  United  States'  officers  had  reports  of  an  insurrection  at 
Santa  Fe  in  their  rear,  and  were  in  ignorance  of  the  situation 
of  Gen.  Wool  and  Gen.  Taylor  at  the  south,  having  rumors 
liirough  the  Mexicans,  that  Qen,  Taylor  was  killed  and  his  ar- 
my taken;  but  they  resolved  to  proceed  rather  than  remain 
inactive  or  retire. 

There  was  some  controversy  upon  the  trial  as  to  the  orders 
given  by  Col.  Doniphan.  He  directed  how  the  wagons  pro- 
ceeding with  the  army  were  to  march,  and  directed  the  team- 
sters to  be  organized  into  companies  and  battallions,  as  if  mus- 
tered into  service,  they  to  elect  their  officers,  who  were  to  be 
iecogni25ed  as  such.  It  was  admitted  that  his  orders  were  to 
be  communicated  by  the  defendant  to  the  plaintiff;  but  it  was 
urged  that  while  he  gave  some  discretionary  orders  to  the  de- 
foidant,  he  contemplated  the  exercise  of  no  force  by  him  to 
compel  the  plaintiff  to  proceed.  The  defendant,  however, 
with  a  detachmoit  of  men,  compelled  the  plaintiff's  men, 
wagons  and  mules  to  proceed  and  march  with  the  rest  The 
plaintiff  protested,  both  to  him  and  C!oL  Doniphan,  against 
the  act,  and  this  was  the  seizure  and  trespass  complained  at 
The  plaintiff  some  ten  days  befiwe,  had  asked  leave  to  ptooeed 


658  SOUTHEBN  DlfflBICrr  OF  SSW-TORK; 

Harmany  «.  MkdidL 

to  duhnahna  with  his  wagooB  without  the  troops,  bat  had 
been  refused.  Some  BuggeBtioiiB  were  made,  that  bjBodoing^ 
and  then  by  declining  to  proceed  with  the  xeBt,  and  pretend- 
ing his  mules  had  been  run  away  with,  he  evinced  a  desire  to 
join  the  Mexicans.  laeut  CoL  Mitchdl  afterwards  gave  a  cer- 
tificate, stating  that  the  reasons  why  the  traders  were  compel- 
led to  accompany  the  army  were :  ^'  Ist.  We  wished  to  make 
use  of  the  wagons  and  bales  of  goods  to  form  a  field-work,  in 
the  event  of  our  being  attacked  by  an  overwhelming  force  in 
the  field ;  2d.  We  wished  to  avail  ourselves  of  the  services  of 
the  American  teamsters,  whom  we  had  armed  and  organised  as 
an  infiintrybattalion,numberingnearlythree  hundred  men;  3d. 
We  wished  to  prevent  this  large  amount  of  properly  fi*om  idl- 
ing into  the  hands  of  the  enemy,  because  it  would  have  aided 
him  in  paying  and  equipping  his  troops." 

The  army  turned  off  westeriy  from  the  Eio  Grande,  about 
the  18th  of  February,  and  encountered  the  Mexicans  at  Sac- 
ram»ito  on  the  28ttL  The  animals  of  the  plaintiff  were  very 
much  worn  and  injured  by  the  march,  and  some  of  them  lost 
On  the  last  day's  march,  about  twenty  miles,  the  wagons  pro- 
ceeded, four  columns  abreast,  over  rough  ground,  with  the 
troops  marching  between  them.  The  Mexican  intrenchments 
were  upon  an  eminence  on  one  side  of  the  road,  where  it 
passed  between  the  lulls.  After  a  reconnoisance  the  wagcm 
train  and  artillery  crossed  a  gulley,  made  a  circuit,  and 
galloped  up  an  opposite  eminence  in  front  of  the  Mexi- 
cans and  formed  a  corrci.  The  Mexican  cavalry  sent  to 
oppose  this  manoeuvre  were  completely  checked  and  driven 
back.  The  United  States  artillery  followed  up  the  advantage, 
and,a  chaige  upon  the  intrenchments  being  immediately  made, 
they  were  all  soon  carried,  and  the  whole  Mexican  force  put  to 
rout  The  only  man  killed  on  the  American  side  was  a  trader, 
who  had  been  dected  major  of  the  battalion  of  teamsters. 
31ie  Mexicans  attributed  their  defeat  principally  to  the  ^^gal- 
loping fort,"  as  they  termed  the  wagon  train.  All  the  Amem 
kan  oflSoers  admitted  that  the  wagons  had  been  servieeaUe. 

The  battle  bwig  over,  Ools.  Doniphan  and  Mitchell  has- 
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tened  to  take  poeeeflflion  of  Ohihnahiia.  Ibe  plaintiff's  wag- 
ons, men  and  mules  were  left  to  take  care  of  themselves. 
Some  of  the  mules  were  tak^i  by  the  artillerymen  and  sol- 
diers, and  others  lost  The  wagons  were  at  length  taken  to 
the  Plaza  at  Chihoahoa,  and  the  goods  stored  with  the  Span- 
ith  consul.  Col.  Doniphan  advised  the  plaintiff  to  sell  what 
he  could,  and  he  attempted  to  do  so,  but  the  wealthy  inhab- 
itants had  retired,  and  he  sold  but  little.  Col.  Doniphan,  af- 
ter a  month  or  two,  being  about  to  retire  from  Chihuidiua 
with  his  troops,  the  plaintiff  gave  him  an  order  for  his  goods, 
leaving  them  in  the  hands  of  the  Spanish  consul.  The  Mex- 
ican authorities  returned  to  Chihuahua  at  once,  and  seized  the 
goods  and  sold  them.  They  had  caused  the  plaintiff  to  be 
published  as  a  man  amenable  to  their  vengeance.  He  dared 
not  remain  there,  but  retired  with  the  army.  One  trader  was 
killed  by  the  mob.    Some  others  remained  in  safety. 

The  defendant  contended,  that  the  plaintiff  had  no  right  to 
trade  with  the  enemy;  that  his  property  was  liable  to  arrest 
on  that  ground;  that  Col.  Doniphan  had  a  right  to  prescribe 
in  what  order  the  plaintiff's  wagons  should  proceed  and  march ; 
that  the  property  was  liable  to  fall  into  the  enemy's  hands, 
and  it  would  have  been  madness  to  leave  it  at  £1  Paso; 
that  the  emergency  was  such  as  justified  the  taking  it,  to 
save  the  lives  of  all  concerned ;  that  Col.  Doniphan  had  taken 
it  as  a  pubUc  officer,  not  for  himself^  but  for  the  government, 
and  the  plaintiff's  only  remedy  was  by  application  to  •Con- 
gress ;  that  the  defendant  was  a  subordinate  officer ;  that  he  only 
obeyed  the  order  of  CoL  Doniphan;  that,  right  or  wrong,  he 
was  bound  to  obey  it,  and  it  was  a  lawM  order;  that  the 
plaintiff  had  resumed  the  ownership  of  his  property;  and 
that  the  abandonment  of  the  goods  to  CoL  Doni|duui  depri- 
ved him  of  all  right  of  action  against  the  defendant,  and  oc- 
oasionedthe  seizure  of  the  property. 

Hie  depositions  of  Col.  Doniphan,  Major  Claik,  and  others, 
were  read,  giving  their  views  of  the  propriety  of  the  course 
ponoed.  Tbe  proceedings  had  in  Congress  on  the  plaintiff^ 
petition,  and  ite  report  of  the  Secretaiy  «f  War  on  the  sub- 
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ject,  were  read.  In  this  report,  the  Secretary  of  War,  (Mr. 
Marcy,)  had  said :  ^^  With  r^ard  to  the  act  of  OoL  Doniphan 
in  taking  poesession  of  the  train,  it  appears  to  have  been  jus- 
tifiable nnder  the  circmnstances,  if  it  was  neeessary  to  pre- 
vent  ths  train  from  faUing  into  the  hande  of  the  enemy — a 
result  of  which  Mr.  Harmony  appears  to  have  been  desirous, 
as  he  was  fhmished  with  Spanish  passports.  And  the  same 
may  be  remarked  of  the  subsequent  forced  marches  whereby 
his  teams  were  injured.'' 

It  appeared  that  the  plaintiff  was  furnished  with  a  passport 
given  by  the  Spanish  consul  in  New-York  on  the  4tli  of 
April,  1846,  certifying  that  the  plaintiff  was  a  native  of  Spain, 
and  was  travelling  to  Mexico  as  a  merchant ;  and  that  it  was 
a  common  thing  to  take  such  passports  irrespective  of  any  war. 
The  chief  Mexicans,  being  of  Spanish  blood  and  descent,  looked 
upon  natives  of  old  Spain  with  more  &vor  than  upon  natives 
of  Missouri  or  Texas. 

After  the  testimony  was  closed,  the  counsel,  on  the  sugges- 
tion of  the  Court,  discussed  the  principles  of  law  bearing  upon 
the  case. 

JFVanoie  B.  Outti/ng  and  Charlee  B.  Moore^  for  the  plain- 
tiff, cited  and  commented  upon  the  cases  of  Dd  Ool  v.  Arnold^ 
3  Doll.  838 ;  Murray  v.  The  Chwrrmng  Beteey^  2  Oranehj 
64;  Maleyy.  Shattuck^  3  CirYmcA,468 ;  The  Jtdia, 8  Oranch^ 
181 ;  ITie  Anna  Jfaria,  2  Wheat.  327 ;  Oeleton  v.  Boytj  8 
Wheat.  246,  274,  327;  United  States y.  Riee,  4  Wheat.  246 ; 
United  States  v.  JEliason^  16  PeterSy  291 ;  McKenna  v.  Fit^ 
1  How.  241 ;  Fleming  v.  Page^  9  Bow.  603;  Jfajfor  of  Neuh 
York  V.  Zordj  17  Wend.  285;  Wilson  v.  Mackenzie,  1 ESU, 
95;  SiatOHY.JohMtoneylT.R.4,9Z. 

J.  Presoott  HMy  {District  Attorney^  and  Lorensso  B.  Shsp- 
aird^  tot  the  defendant,  referred  to  0*Brien^s  Military  Zciwy 
pp.  887,  844;  Gdston  v.  Hoyt,  8  Wheat.  246 ;  Mmrtin  v. 
Mott,l%  W%M& 29,82, 83;  TheMaaiamhaFhrOyll  WheaL 
1;  Ths  Schooner  B<j^  <md  Cargo,l  GaU.  803,804,  806; 
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wakes  V.  Dinsnum,  7  Saw.  130, 131 ;  Griswold  v.  Wad- 
dington,  16  Johns.  438. 

The  Court  having  adjourned  after  this  discussion,  on  the 
next  morning  the  following  opinion  was  expressed  bj  Kelson, 
J.  upon  the  questions  of  law  involved : 

One  ground  on  which  the  defence  is  placed  is,  that  the  plain- 
tiff was  engaged  in  an  unlawful  trade  with  the  public  enemy, 
and  therefore  his  goods  were  liable  to  confiscation ;  and  that 
any  person,  particularly  an  officer  of  the  army,  could  seize  the 
same.  The  principle  of  law  is  admitted ;  but,  as  I  understand 
the  evidence,  this  ground  of  defence  has  altogether  failed. 
The  defendant  was  not  only  not  so  engaged,  but  was  engaged 
in  trading  with  that  portion  of  the  territory  which  was  redu- 
ced to  subjection  by  our  arms,  and  where  his  trading  with  the 
inhabitants  was  permitted  and  encouraged.  The  army  was 
directed  to  hold  out  encouragement  to  traders,  for  the  purpose 
of  conciliating  the  inhabitants,  and  did  so. 

Another  ground  taken  by  the  defendant  and  relied  upon  in 
the  defence,  stands  upon  another  principle  of  public  law, 
namely,  the  taking  possession  of  the  goods  of  the  plaintiff  at  a 
time  when  it  was  necessary  for  the  purpose  of  preventing  them 
from  falling  into  the  hands  of  the  enemy.  Tliis  has  been  ur- 
ged as  particularly  applicable  to  his  goods,  some  portions  of 
which  consisted  of  arms  and  munitions  of  war,  wagons  for 
transportation,  &c.  Taking  the  whole  of  the  evidence  togeth- 
er, and  giving  full  effect  to  every  part  of  it,  we  think  this 
branch  of  the  defence  has  also  failed.  No  case  of  peril  or  dan- 
ger has  been  proved,  either  as  it  respected  the  state  of  the 
country,  or  the  force  of  the  public  enemy,  which  would  lay  a 
foundation  for  taking  possession  of  the  goods  of  the  plaintiff 
at  San  Eleasario,  the  place  at  which  they  were  seized.  On  the 
contrary,  the  country  was  in  possession  of  the  arms  of  this  gov- 
ernment ;  and  there  was  no  enemy  or  hostile  public  force  at 
the  time  in  the  neighborhood,  which  put  the  goods  in  the  dan- 
ger of  being  captured.  The  plaintiff's  goods,  therefore,  stood 
in  the  same  condition  as  the  goods  of  any  other  trader  who  had 
87 
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been  pennitted  to  trade  in  the  country.  The  evidence  fiuls  to 
make  out  a  case  of  Beizore  of  property  on  account  of  the  nigent 
danger  of  itB  Calling  into  the  hands  of  the  enemy.  The  dan- 
ger must  be  immediate  and  urgent,  not  contingent  or  remote; 
otherwise  every  man's  property,  particulariy  on  the  frontiers, 
would  be  liable  to  be  seized  or  destroyed,  as  it  always  will  be 
mote  or  less  exposed  to  capture  by  the  public  enemy.  There 
was  no  immediate  or  impending  peril  in  the  case,  as  there  was 
no  enemy  in  the  neighborhood  or  advancing  to  put  the  goods 
in  danger.  They  were  more  exposed  to  marauding  parties 
than  to  any  public  force ;  and  those  the  plaintiff  consid^ed 
himself  able  to  take  care  of. 

The  next  ground  of  defence,  which  constitutes  the  principal 
question  in  the  case,  and  upon  which  it  must  probably  ulti- 
mately turn,  is  the  taking  of  the  goods  by  the  commanding  of- 
ficer, for  public  use.  I  admit  this  principle  of  public  law. 
But  this,  too,  rests  upon  the  law  of  necessity.  I  have  no 
doubt  of  the  right  of  a  military  officer,  in  a  case  of  extieme 
necessity,  for  the  safety  of  the  government  or  of  the  army,  to 
take  private  property  for  the  public  service.  The  officer  in 
command  of  an  army  upon  its  march,  if  it  were  in  danger  from 
the  public  enemy,  would  have  a  right  to  seize  the  property  of 
the  citizen,  and  use  it  to  fortify  himself  against  assault  while 
the  danger  existed  and  was  impending,  and,  in  ordering  the 
seizure,  would  not  be  liable  as  a  trespasser.  The  owner  must 
look  to  the  government  for  indemnity.  The  safety  of  the 
country  is  paramount,  and  the  rights  of  the  individual  must  yield, 
in  a  case  of  extreme  necessity.  "No  doubt,  if  the  enemy  had 
been  in  force  in  the  neighborhood  ofthelTnited  States  troops  at 
San  Eleasario,  with  the  disparity  which  existed  at  Sacramento, 
and  if  the  same  danger  had  existed  there  that  threatened  them 
at  the  latter  point,  the  commanding  officer  might,  for  the  safe- 
ty of  his  army,  have  seized  the  wagons  and  teams  of  the 
plaintiff,  and  have  appropriated  them  to  the  public  service 
while  the  danger  lasted.  An  immediate  and  urgent  necessity 
would  have  justified  the  seizure  for  the  safety  of  the  army. 
Looking,  however,  at  the  testimony,  it  seems  to  me  quite  dear, 
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tiliat  these  goods  were  seiaed,  not  on  account  of  any  impending 
danger  at  the  time,  or  for  the  purpose  of  being  nsed  against 
an  immediate  assault  of  the  enemy  by  which  the  command 
might  be  endangered ;  but  that  ihey  were  seized  and  taken 
into  the  public  service,  for  the  purpose  of  co-operating  with  the 
army  in  their  expedition  into  the  enemy's  country.  The  mules, 
wagons  and  goods  wore  taken  into  the  public  service,  for  the 
purpose  of  strengthening  the  army,  and  aiding  in  the  accom- 
pliBhment  of  the  ulterior  object  of  the  expedition,  which  was 
the  taking  of  Ohihuahua.  It  was  not  to  repel  a  threatened  as- 
sault, or  to  protect  the  army  fix>m  an  impending  peril.  In 
my  judgment,  all  the  evidence  taken  together  does  not  make 
out  any  immediate  peril,  or  uigent  necessity,  existing  at  the 
time  of  seizure,  which  would  justify  the  officer  in  seizing  pri- 
vate property,  and  impressing  it  into  the  public  service.  The 
evidence  does  not  bring  the  case  within  the  principle  of  law. 
There  is  not  only  no  evidence  of  an  impending  peril  to  be  met 
and  overcome  by  the  public  force,  but  the  goods  were  taken 
for  a  different  purpose.  The  army  had  to  march  over  two 
hundred  miles  before  it  reached  or  found  the  enemy.  The 
danger,  if  any,  lay  in  the  pursuit ;  not  in  remaining  at  San 
Eleasario,  or  returning  to  Santa  Fe.  There  had,  indeed,  been 
a  sudden  insurrection  against  the  authority  of  the  government 
at  Santa  Fe ;  but  it  was  immediately  suppressed. 

As  to  the  remaining  grounds  of  defence — ^the  re-delivery 
of  the  property,  and  its  acceptance  by  the  plaintiff-^the  lia- 
bility of  the  defendant  for  taking  the  goods,  and  appropriating 
them  to  the  public  service,  accrued  at  the  time  of  the  seizure. 
If  it  was  an  unlawful  taking,  the  liability  immediately  attach- 
ed ;  and  the  question  is,  whether  that  llabilty  was  discharged 
or  released  by  any  subsequent  act  of  the  plaintiff.  Ool.  Mitch- 
ell, who  executed  the  order,  was  not  alone  responsible.  Col. 
Doniphan  who  gave  the  order  was  also  liable.  They  were 
jointly  and  severally  responsible.  Was  any  act,  then,  done 
by  the  plaintiff,  which  waived  the  liability,  or  by  which  he  re- 
sumed the  ownership  and  possession  of  the  goods  ?  Oertaioly, 
the  abandonment  of  the  goods  to  Ool.  Doniphan  at  Chihuahua 
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cannot  be  regarded  as  an  act  of  resumption  of  ownersbip ;  on 
the  contrary,  it  ^  as  consistent  with  the  assertion  of  his  Jiabili- 
ty.  There  had  been  a  negotiation  between  them ;  Ool.  Don- 
iphan advised  him  to  sell  the  goods  at  Chihnahna,  and  look 
to  the  government  for  indemnity ;  and,  in  pursuance  of  this, 
measures  were  taken  for  their  protection  and  safe  keeping.  I 
doubt  if  there  be  any  evidence  showing  an  intent  on  the  part 
of  the  plaintiff  to  resume  ownership  over  the  goods  as  his  pri* 
vate  property,  after  they  had  been  seized  by  the  army,  or  any 
act  done  by  him  that  would,  when  property  viewed,  lead  to 
that  result. 

Aft^  the  expression  of  these  views  by  the  Court,  the  coun- 
sel on  both  sides  declined  going  to  the  jury,  and,  under  the 
law  as  laid  down,  the  jury  rendered  a  verdict  upon  the  facts 
for  the  i^aintiff,  for  $90,806  M.* 


^After  judgment,  the  defendant  carried  the  case  to  the  Supreme  Conrt» 
where  it  was  affirmed  at  the  adjoomed  Term,  in  April,  1 852.    (Se  e  IS  Reward  ) 


James  Sohott,  Jb.,  akd  wife  vs.  Keal  Benson. 

Where,  at  the  opening  of  the  term,  both  parties  in  a  case  were  ready  for  tri- 
al, and  their  witnesses  were  in  attendance,  but  the  Conrt  was  adjonmed 
«yer  for  several  weeks,  and,  at  the  adjourned  day,  the  plaintiff's  witnesses 
were  in  attendance,  but,  the  defendant  not  being  ready  for  trial,  the  case^ 
on.  his  motion,  went  off  for  the  term  on  payment  of  costs^  on  grounds  which 
>did  not  exist  at  the  opening  of  the  term :  Heldf  that  the  fees  of  the  plain- 
tiff's  witnesses  for  actual  attendance,  as  well  at  the  opening  of  the  term  as 
rat  the  adjourned  day,  were  chargeable  as  part  of  the  coats  of  the  term. 
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Witnefloes  from  a  disUnoe  are  entitled  to  feee  for  attendance  on  Sunday  when 
they  are  detained  over  that  day. 

This  was  an  appeal  from  the  clerk's  taxation  of  costs  under 
the  following  eircnmstances :  At  the  opening  of  the  term  botli 
parties  in  the  case  were  ready  for  trial,  and  their  witnesses 
were  in  attendance,  bnt  the  Court  was  adjourned  over  for  sev- 
eral weeks.  At  the  adjourned  day  the  plaintiffs'  witnesses 
were  in  attendance,  but,  the  defendant  not  being  ready  for 
trial,  the  case  on  his  motion  went  off  for  the  term,  on  payment 
of  costs,  on  grounds  which  did  not  exist  at  the  opening  of  the 
term.  The  points  on  the  appeal  were,  whether  the  plaintifib 
were  entitled  to  attendance  fees  for  their  witnesses  at  the  open- 
ing of  the  term,  and  whether  their  witnesses  from  a  distance 
were  entitled  to  fees  for  attendance  on  Sunday  when  detained 
over  that  day. 

Arehibald  G.  Jfivefiy  for  the  plaintiff. 

Ambrose  Z.  Jordan,  for  the  defendant. 

The  CiouBT  held  that  the  fees  of  the  witnesses  for  actual  at- 
tendance, as  well  at  the  opening  of  the  term  as  at  the  adjourn- 
ed day,  were  chargeable  as  part  of  the  costs  of  the  term;  and 
that  the  fees  for  attendance  on  Sunday  were  allowable. 


Chaelbs  Goodteab  v8.  Horace  H.  Day.  In  Egunr. 

A  citizen  of  Connectiont  brought  a  snit  in  equity  in  this  Court  against  a  citi- 
zen of  New-Jersey,  for  a  breach  of  contract^  and  prayed  an  account :  Held, 
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thftt  thia  Court  luid  no  Jnriadietioii  of  tho  oMe,  neitlier  pwfy  being  •  «ti- 
sen  of  New-Tork,  «lihoagh  the  tubjeet  mntter  of  the  eontraet  wne  n  p»- 

Unt 

The  bill  in  this  caae  was  founded  upon  a  special  agreement 
entered  into  between  the  plaintiff  and  the  defendant  on  the 
39th  of  October,  1846,  adjusting  several  suits  x)ending  between 
them  concerning  patent-rights  claimed  by  the  plaintiff  relative 
to  the  manufiM^tore  of  india*rabber.  It  chaiged  a  breach  of 
the  agreement,  and  prayed  an  acoonnt,  &c.  The  plaintiff  now 
moved  tor  an  injunction.  The  facts  appear  by  the  opinion  oi 
the  Court 

N^KLSON,  J.  The  plaintiff  is  a  citizw  of  Connecticut,  and 
the  defendant  a  citizen  of  New-Jersey,  as  appears  upon  the 
£ek»  of  the  bill ;  andan  objection  has  been  taken  to  the  jurisdic- 
tion of  the  Court  for  the  want  of  proper  parties.  The  objec- 
tion is  undoubtedly  fatal,  as,  in  order  to  give  jurisdiction,  the 
suit  must  be  between  a  citizen  of  the  State  in  which  it  is 
brought,  and  a  citizen  of  another  State.  {Judiciary  act  of 
1789,  §  11, 1  U.  S.  Stat,  at  Large,  78.)  Here  neither  party 
is  a  citizen  of  New-York,  where  the  suit  is  brought 

It  was  attempted  to  sustain  the  jurisdiction  on  the  ground 
that  the  suit  was  brought  under  the  Patent  act,  where  juris- 
diction depends  on  the  subject  matter,  without  reference  to 
citizenship  or  residence ;  and  that  the  gravamen  laid  was  the 
infringement  of  patent-rights.  But  there  is  no  foundation  for 
this  position.  The  bill  is  not  constructed  for  the  purpose  of 
presenting  a  question  of  the  infringement  of  a  patent;  but  is 
brought  for  the  violation  of  a  contract  We  can  regard  it  in 
no  other  light 

Motion  denied. 
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Ethas  Allen v$. -Spbaoux  and  Othebs.    In EauiTT. 

The  re-]ifa«d  patent  to  Ethan  Alien  of  the  8d  of  Aiignat»  1844^  for  an  *'miproTe- 
ment  in  the  method  of  eonstrnotmg  locks  for  fire-arm^"  is  for  the  same  in- 
rention  a«  that  described  in  his  original  patent  of  November  11th,  1887. 

"Wherc^  on  a  motion  for  a  proyisional  injunction  in  a  patent  snit»  the  original- 
ity of  the  invention  was  strongly  denied  by  affidavit^  and  it  appeared  there 
had  been  three  trials  at  law  on  the  qnestion  of  the  originality,  in  the  first 
of  whieh  the  jnry  fonnd  against  the  patent*  in  the  second  did  not  agree, 
and  in  the  third  fonnd  in  its  favor,  this  Court  suspended  a  decision  on  the 
motion,  and  ordered  the  case  to  be  tried  by  a  jury,  directing  an  account 
to  be  kept  by  the  defendant  in  the  meantime,  and  to  be  reported  monthly 
nnder  oath  to  the  dark. 

The  question  of  infringement  was  also  ordered  to  be  tried  by  the  same  jury. 

This  was  a  suit  in  equity  for  the  infriBgement  of  Letters  Pa- 
tent. The  bill  prayed  for  an  injunction,  an  account,  &c.  The 
patent  was  for  an  ^^  improyement  in  the  method  of  construct- 
ing locks  for  fire-arms,"  and  was  originally  granted  to  the 
plaintiff  on  the  11th  of  Kovember,  1837.  It  was  re-issued  on 
an  amended  specification  on  the  8d  of  August,  1844.  The 
plaintiff  now  moved  for  a  provisional  injunction*  The  ojnn- 
ion  of  the  C!ourt  states  the  points  involved  in  the  motion. 

Francis  B.  Chatting^  for  the  plaintiff. 

8eih  P.  SkypUs^  for  the  defendants. 

Nelson,  J.  1.  We  hold,  that  the  patent  granted  to  the 
plaintiff  on  the  8d  of  August,  1844,  upon  his  amended  speci- 
fication, is  for  the  same  invention  as  that  described  in  the  pa- 
tent of  the  11th  of  November,  1837;  and  that  the  objection 
taken  diat  the  Commissioner  of  Patents  had  no  authorily  to 
accept  the  suzrendef  ,  and  to  re-issue  the  patent,  is  not  well 
founded. 

2.  The  originality  of  the  improvement  is  denied,  and  the 
denial  supported  by  several  affidavits,  going  to  show  that  it 
had  been  known  and  in  public  use  before  thediscovery  by  the 
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plaintiff.  There  have  been,  it  seems,  three  trials  at  law  upon 
this  question — one  in  this  Circuit  in  April,  184?;  and  two  in 
the  first  Circuit,  one  in  May,  1815,  and  the  other  in  June, 
1846. 

The  trial  in  this  Circuit  was  on  an  issue  out  of  Chancery ; 
and  one  of  the  questions  was,  whether  the  plaintiff  was  the 
original  inventor  of  the  improvement  as  set  forth  in  his  pa- 
tent. That  trial  was  under  the  patent  of  November  11th, 
1837.    The  jury  found  for  the  defendants. 

In  respect  to  the  trials  in  the  first  Circuit,  it  appears  that  in 
the  first  one  the  jury  did  not  agree,  and  in  the  second  the  ver- 
dict was  for  the  plaintiff.  Those  two  trials  were  under  the 
patent  of  August  3d,  1844. 

As  the  case  stands,  therefore,  we  can  hardly  regard  the 
question  as  settled  at  law.  There  is  a  verdict  in  favor  of  each 
party,  and  a  divided  jury  on  a  third  trial.  It  is  true  the  trial 
in  this  Circuit  was  under  the  first  patent,  which  has  since  been 
surrendered.  But,  both  th9  old  and  the  new  patent  are  for  tha 
same  improvement,  as  clearly  appears  on  comparing  the  two 
specifications,  the  only  defect  in  the  first  being  in  the  claim  ; 
and  it  does  not  appear  that  the  cause  turned  upon  this  defect. 
The  nisi  prim  record  is  before  U3,  and  from  that  it  would  ap- 
pear, that  there  was  a  very  full  trial  upon  both  issues  present- 
ed. Some  sixteen  witnesses  were  examined,  and  two  days 
were  consumed  in  the  examination  and  the  arguments  of 
counsel.  If  the  case  turned  upon  a  technical  objection,  not 
involving  the  merits,  that  should  have  been  made  to  appear 
on  this  motion. 

Upon  the  whole,  considering  the  result  of  the  trials  hereto- 
fore had  on  this  patent,  and  the  strong  denial,  in  the  affida- 
vits before  us,  of  the  originality  of  the  invention,  we  fee! 
bound  to  send  it  to  another  jury,  and  to  suspend  the  decision 
on  this  motion,  directing  an  account  of  the  manufacture  and 
sales  of  the  locks  by  the  defendants  to  be  kept  in  the  mean- 
time, and  to  be  reported  monthly  under  oath  to  the  clerL 

3.  An  issue  will  also  be  made  up  and  presented  for  trial 
before  the  jury,  on  the  question  of  infringement  in  tbemanu- 
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facture  of  the  defendants'  locks.  "We  might  not  have  di- 
rected this  issue  if  that  question  were  the  onl j  one  contested 
on  this  motion;  but  as  it  is  a  mixed  question  of  law  and  fact, 
and  the  case  is  to  be  sent  to  a  trial  at  law,  it  is  proper  that  it 
should  form  one  of  the  issues. 


The  Pacific. 

Ships  engaged  in  oariying  passengers  on  the  high  aeas  for  hire^  stand  on  the 
same  footing  of  responsibilitj,  according  to  the  maritime  lair,  as  those  en- 
gaged in  carrying  merchandize,  the  passage  money  being  the  equiyalent 
for  the  freight ;  and,  therefore,  on  a  breach  of  a  passenger  contract,  and 
damage  resulting,  the  ship  as  well  as  the  owner  is  bound  to  respond. 

The  case  of  ITie  AbetfoyU^  (ante,  p.  860,)  cited,  and  its  doctrine  confirmed. 

The  owner  of  a  ship  boand  from  New-Tork  to  California,  agreed  with  G.,  at 
New- York,  to  take  him  as  a  cabin  passenger,  with  his  laggage,  at  |300 ;  not 
more  than  60  cabin  passengers  to  be  receiyed,  for  which  reason  the  fare 
was  raised  from  $250,  the  usual  charge ;  state-rooms  to  be  fitted  up  be- 
tween decks  on  each  side,  with  a  free  passage  between,  dtsencnmbered 
with  freight,  for  yentilation  and  ezerciae ;  and  the  Tcseel  to  saU  on  the  6th  of 
January.  G.  paid  his  passage  money  on  the  2l.  He  lived  in  Massachu- 
setts^ and  prepared  for  the  yoyage  at  considerable  expense,  and  went  to 
New- York  at  the  time  appointed  for  sailing,  when  he  found  that  the  state- 
rooms had  no  space  between  them  for  yentilation  or  exercise,  in  conse- 
quence of  the  increased  number  of  theni»  and  that  72  cabin  passengers  had 
been  engaged,  many  at  |276  each,  so  that  the  yessel  was  oyercrowded  with 
passengers  and  cargo,  and  incommodious,  and  dangerous  to  health.  C.  re- 
fused to  embark,  and  demanded  back  his  passage  money,  which  was  refu- 
sed. He  then,  on  the  20th  of  January,  filed  a  libel  in  rem  against  the  ship, 
for  the  return  of  the  passage  money  and  for  his  damages:  HeU  that  the 
Admiralty  had  jurisdiction  of  the  case,  and  that  the  ship  was  liable. 

The  contract  was  an  entirety.  It  is  wholly  of  Admiralty  cognizance,  or  else 
it  is  not  at  all  within  it,  as  there  cannot  be  a  divided  jurisdiction. 

The  stipulations  in  the  contract,  as  to  the  fitting  up  of  the  ship,  dkc.|  were  in- 
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eidenUl  and  fabddiary  to  the  main  purpoae  of  the  oontraeti  whieh  vas  to 
conyey  the  libellant  and  his  luggage  to  California.  Those  stipolation' 
hare  nothing  to  do  with  detennining  the  nature  of  the  contract,  or  with 
the  question  of  jnrudietion. 

As  the  contract  was  an  entiretj,  the  failure  to  comply  with  aaj  part  of  it 
went  to  the  whole.  The  libellant  had  a  right  to  demand  a  strict  compli- 
ance with  CTcrj  part,  and,  in  case  of  refosal,  to  consider  the  contract  as 
broken. 

In  the  case  of  a  contract  maritime  in  its  nature  and  subject,  it  is  not  essentia], 
in  order  to  give  jurisdiction  to  the  Admiralty  in  rtm^  that  the  vessel  should 
haTC  entered  on  the  performance^  or  that  the  breach  should  have  occuircd 
inthe  course  of  the  roysge. 

A  maritime  contract  depends  upon  its  subject  matter,  and,  when  entered  into 
for  the  conyeyance  of  goods  or  persons  in  a  particular  ship^  it  binds  the 
ship.  Her  obligation  results  directly  from  the  contract,  and  not  from  the 
performance,  and  the  liability  oi  the  owner  and  that  of  the  ship  attach  at 
the  same  time. 

In  the  case  of  a  contract  with  a  material-man,  or  one  for  repairs,  theliabilitj 
of  the  vessel  arises  from  the  furnishing  of  the  supplies,  or  the  making  of 
the  repairs.  Short  of  actual  repairs  or  supplies,  the  party  claiming  dama- 
ges for  a  breach  of  contract  must  look  to  the  master  or  owner. 

Chableb  D.  Cleateland  filed  a  libd  in  rem^  in  the  Dis- 
trict Court,  against  the  ship  Pacific,  then  lying  in  the  port  of 
New-York,  for  a  breach  of  a  passenger  contract  The  libd 
set  forth,  that  the  vessel  was  bound  on  a  voyage  fi!om  New- 
Tork,  around  Cape  Horn,  to  San  Francisco  in  California; 
that  her  owners  agreed  with  the  libellant,  at  New-York,  to 
take  him,  as  a  cabin  passenger,  together  with  his  luggage,  the 
fare  to  be  $300;  that  in  order  that  this  class  of  passengers 
might  have  all  the  accommodations  desirable  for  so  long  and 
tedious  a  voyage,  and  sufficient  space  for  exercise  and  air,  not 
more  than  fifty  cabin  passengers  were  to  be  received  on 
board ;  that  the  passage  money  was,  by  reason  thereof,  raised 
to  $300,  instead  of  being  $250,  the  usual  charge;  that  state- 
rooms between  decks  were  to  be  fitted  up,  making  separate 
apartments  for  two  passengers  each,  the  rooms  to  be  arranged 
on  each  side  of  the  vessel,  leaving  a  free  passage-way  between 
disencumbered  with  fi^eight,  for  ventilation  and  exercise;  that 
the  vessel  was  to  sail  on  or  about  the  5th  of  January,  1849; 
that  the  libellant's  passage  money  was  paid  on  the  3d  of  that 
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month;  that  the  libellant,  who  was  a  reBident  of  HdJassachn- 
setiB,  prepared  himself  for  the  voyage  at  coneiderable  expense, 
and  came  to  the  city  of  New-York  at  the  time  appointed  for 
the  departnre  of  the  vessel,  for  the  purpose  of  embarking  in 
her  and  starting  on  the  voyage,  when  he  found  that  the  state- 
rooms, instead  of  being  fitted  np,  as  was  agreed,  for  the  ao* 
oomjnodation  and  healdi  of  the  passengers,  had  no  space  be- 
tween them  for  ventilation  or  exercise,  in  consequence  of  the 
increased  number  that  had  been  constructed;  that  seventy- 
two  cabin  passengers  had  been  engaged  for  the  voyage,  and 
were  to  be  taken  on  board,  the  price  as  to  many  of  them  hav- 
ing been  reduced  to  $275  each,  by  reason  whereof  the  vessel 
was  overcrowded  with  passengers  and  cargo,  and  rendered  in- 
eommodious  and  dangerous  to  health;  that  the  libellant,  on 
ascertaining  these  fSstcts,  refused  to  embark,  and  demanded  a 
return  of  his  passage  money,  which  was  refused.  The  libel 
was  filed  on  the  20th  of  January,  1849,  claiming  a  return  of 
the  passage  money,  and  damages  to  the  amount  of  $1000. 

The  claimants  filed  a  demurrer  to  the  libel,  alleging  that 
Uie  contract  on  which  it  was  founded  was  not  one  of  which 
a  Court  of  Admiralty  could  take  cognizance ;  and  that,  if  the 
same  or  any  part  of  it  was  cognizable  in  Admiralty,  no  cause 
of  action  had  arisen  on  it  at  the  time  the  libel  was  filed. 

The  District  Gomi  overruled  the  demurrer,  and  pronounced 
for  the  Ubellant,  for  the  return  of  his  passage  money  and  his 
damages,  and  the  daimants  appealed  to  this  Court. 

William  Allen  BvUer^  for  the  claimants.  I.  The  contract 
on  which  the  libel  is  founded,  though  including,  as  one  of  its 
terms,  an  obligation  on  the  part  of  the  owners  of  the  ship,  to 
convey  the  libellant  and  his  effects  from  New-York  to  San 
Francisco,  included,  also,  as  the  same  is  set  forth  in  the  libel, 
various  oHier  obligations,  which  were  to  be  performed  before 
the  sailing  of  the  vessel  and  preparatory  thereto,  within  the 
city  and  county  of  New-York,  where  the  contract  was  made. 
For,  according  to  the  libel,  the  owners  also  agreed:  1st. 
Not  to  take  more  than  60  cabin  passengers,  and,  by  reason 
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thereof,  to  charge  $800  for  each  passenger,  and  not  to  take 
any  passenger  for  any  less  price.  2d.  That  the  vessel  was  not 
to  be  crowded,  and  diat  freight  should  not  be  taken  to  the  in- 
convenience of  the  passengers.  3cl.  That  the  state-rooms  to 
be  put  up  in  the  cabin,  should  only  occupy  the  sides  of  the  af> 
ter  part  of  the  vessel ;  and  the  middle  of  the  cabin  was  to  be 
left  open  for  ventilation,  and  the  comfort  and  health  of  the 
passengers.  4th.  That  there  should  be  no  choice  of  state- 
rooms or  berths,  but  they  should  be  distributed  equally  by 
lot.  6th.  That  the  state-rooms  to  be  put  up  should  be  each 
at  least  six  feet  square,  and  well  ventilated  and  lighted.  The 
contract  charged  is,  therefore,  a  contract  to  fit  up  the  ship  in. 
a  particular  and  specified  manner;  to  take  only  a  limited 
number  of  passengers,  and  a  limited  quantity  of  freight ;  to 
exact  from  such  passengers  a  uniform  specified  price ;  to  give 
to  each  passenger  an  equal  chance  by  lot  in  respect  to  state- 
rooms or  berths ;  and  then  to  convey  the  libellant,  (who  had 
paid  the  specified  price,)  from  New- York  to  San  Francisco. 

n.  Conceding,  according  to  decisions  of  the  District  Court 
for  this  District,  (7  N.  Y.  Legal  Oha.  344,)  one  of  which  has 
been  affirmed  in  this  court,  {The  Aberfoyle^  cmte^  p.  360,)  that 
a  contract  to  convey  passengers  is  within  the  jurisdiction  of 
the  Courts  of  Admiralty,  (a  proposition  upon  which  the  Su- 
preme Court  of  the  United  States  has  not  yet  passed,  it  is  still 
insisted,  that  the  contract  in  the  present  case  is  not  within  the 
Admiralty  jurisdiction,  because  it  is  not  solely  and  exclusively 
for  the  conveyance  of  the  libellant  and  his  effects  to  San  Fran- 
cisco, but  embraces  in  addition  the  several  undertakings  above 
specified,  which  are  merely  preliminary  to  the  contemplated 
voyage.  Ist  To  give  jurisdiction  to  the  Courts  of  Admiralty 
in  a  case  of  contract,  the  contract  charged  and  broken  must 
be  for  the  performance  of  maritime  services.  {The  ITtofnas 
Jeff'erson^  10  Wheat.  428 ;  Peyroux  v.  Sbwardy  7  Peters^ 
848  ;  Eobart  v.  Drogcm,  10  PeterSy  110, 120 ;  Steamboat  Or- 
leans V.  Phoebus^  11  Peters^  183  ;  ThadkerceyY.  The  Farmer^ 
Oilp.  B.  624;  Nev^Jerm/  Steam  Nam.  Go.  v.  Merchantff 
BafJe^  6  How.  886.)    2d.  The  several  things  contracted  to  be 
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done  before  the  sailing  of  the  yeesel,  though  they  related  to 
the  ship)  and  to  the  contemplated  conveyance  of  the  libellant 
and  his  effects  in  her,  were  not  in  themselves  maritime  ser- 
vices ;  and)  if  the  contract  had  been  confined  to  them,  it  would 
not  have  been  a  maritime  contract  cognizable  in  Admiralty. 
{Montgomery  v.  Hervry^  1  Doll.  49 ;  The  Schooner  Tribune^ 
3  Sutn/n.  144 ;  Andrews  v.  JSesex  Fire  amd  Mwrine  Ins.  Co, 
3  Mason^  6;  Plummer  v.  Webh^  4  Maeon^  880,  887,  388.) 
3d.  It  is  not  enough  that  the  contract  includes  an  obligation 
or  some  obligations  of  a  maritime  nature ;  it  must,  as  an  en- 
tirety, in  all  its  material  and  substantial  parts,  be  for  the  per- 
formance of  maritime  services.  The  whole  contract  must,  in 
its  essence,  be  maritime,  or  for  compensation  for  maritime 
services.  4th.  The  contract  in  question  being  one  and  indi- 
visible, and  including  various  extrinsic  obligations  to  perform 
services  not  maritime,  the  non-performance  of  which  consti- 
tutes the  sole  ground  of  action,  the  case  is  wholly  without  the 
limits  of  the  Admiralty  jurisdiction. 

m.  At  the  filing  of  die  libel,  no  cause  of  action  upon  the 
contract,  cognizable  in  any  Court,  had  arisen.  1st.  The  ship 
was  then  lying  in  the  port  of  IKTew-York.  2d.  It  is  not  pre- 
tended in  the  libel,  that  the  voyage  was  broken  up  or  aban- 
doned ;  on  the  contrary,  it  is  admitted  therein,  that  the  ship 
is  ready  for  sea  and  about  to  sail  on  the  voyage  contracted 
for.  3d.  It  is  not  pretended  by  the  libellant,  that  the  owners 
or  master  refused  to  receive  him  in  the  ship,  and  to  convey 
him  to  San  Francisco ;  on  the  contrary,  the  libellant  claims 
that  he  is  not  bound  to  go  in  her,  but  is  entitled  to  remain, 
and  to  have  a  return  of  the  passage  money  paid  by  him,  and 
damages.  4th.  The  ^a^amn^  of  the  libel  relate,  exclusively, 
to  matters  to  be  performed  within  the  county  of  Kew-Yoik, 
preparatory  to  and  at  the  sailing  of  the  vessel.  5th.  In  cases 
of  this  sort,  where,  by  the  refusal  of  one  party  to  perform,  the 
other  party  has  a  right  to  treat  the  contract  as  terminated,  his 
remedy  to  recover  back  money  advanced,  is  not  by  an  action 
on  the  contract,  but  by  an  action  for  money  had  and  received, 
treating  the  contract  as  wholly  at  an  end.    (Oiles  v.  EdwwrdB^ 
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7  T.  R.  181;  OiOety.  Maynaard,  5  Johns.  86;  Baymondr. 
Beamaard^  12  .^bAm.  274;  WaUon  r.  Duj/hindkj  3  e/e^Afw. 
885 ;  (Tr^^  v.  ^w^  3  Picifc.  20.) 

lY.  At  all  eventB,  at  the  filing  of  the  libel,  no  cause  of  ac- 
tion of  Admiralty  cognizance  had  arisen.    1st  The  true  basis 
of  Admiralty  jurisdiction  is,  that  the  consideration,  the  per- 
formance, and  the  execution  of  the  contract  are  on  the  sea. 
The  mere  fact  that  a  contract  has  been  made  which  relates  to 
a  ship  or  to  a  performance  at  sea,  does  not  give  Admiralty 
jurisdiction,  where  nothing  is  done  at  sea  under,  or  in  perfor- 
mance, or  in  violation  of  the  contract.    2d.  Nor  did  the  Ad- 
miralty aoqmre  jurisdiction  over  the  contract  by  reason  of  its 
supposed  abandonment  by  the  owners  of  the  ship.    The  m&re 
fiust  that  the  contract,  if  executed,  would  have  given  Admi- 
ralty jurisdiction,  will  not  give  such  jurisdiction  when  it  has 
been  wholly  abandoned  before  any  maritime   transaction 
under  it    8d.  The  doctrine  that  the  contract  had  been  brokoi 
and  terminated  by  the  refusal  of  the  claimants  to  perform  the 
same  according  to  its  terms,  and  that  therefore  the  Court  had 
jurisdiction  of  the  case,  and  could  give  relief  therein,  is  wholly 
inapplicable  in  a  Court  of  Admiralty,  which,  in  cases  ex  eo9^ 
ttactu^  can  only  take  cc^nizance  oi  actions  founded  directly 
cm  the  contract    {Dean  v.  Batee^  2   Woodb.  ci&  Jf .  87 ;  Le- 
landr.  TheSMjp  Medara,  2  Woodb.  <&  Jf.  92.)    4th.  Con- 
sidered as  a  proceeding  in  rem^  the  jurisdiction  asserted  in  the 
present  case  is  especially  untenable.    (1.)  The  jurisdiction  of 
Courts  of  Admiralty  4n  rem  proceeds  upon  the  principle,  that, 
from  the  nature  of  the  contract  or  of  the  facts,  the  ship  horself 
is  to  be  regarded,  in  contemplation  of  law,  as  a  participant  in 
the  contract,  or  in  the  facts  from  which  the  liability  results, 
and  is  therefore  responsible.    (2.)  In  respect  to  those  parts  of 
the  contract  in  question  which  are  alleged  to  have  been  bro- 
ken, the  libellant  stood  on  the  personal  security  of  the  owners, 
and  not  on  the  security  of  the  ship.    (3.)  A  maritime  contract 
may  be  made  on  the  &ithof  the  ship,  as  well  as  on  that  of  the 
owners  or  master ;  but  it  cannot  be  brokai  so  as  to  attach  lia- 
bility to  the  ship,  unless  thaship  herself  has  done,  or  has  been 
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caused  to  do,  some  act  in  violation  of  the  contract.  Ko  sncli 
act  had  been  done  by  or  with  the  ship,  when  the  libel  was 
filed,  and  therefore  no  canse  of  action  had  then  accrued  against 
her. 

Y.  The  decision  in  the  present  case  extends,  inconvenientlj. 
and  without  necessity,  the  jurisdiction  of  Courts  of  Admiralty. 
1st.  To  permit  a  person  who  has  contracted  for  a  passage  in 
a  vessel,  on  the  condition  that  certain  accommodations  shall 
be  prepared  for  him,  to  libel  and  detain  the  vessel,  at  the  mo- 
ment of  departure,  because  such  accommodations  have  not 
been  prepared,  would  not  only  expose  the  owners  of  vessels 
engaged  in  the  transportation  of  passengers  by  sea  or  on  tide 
waters,  to  extortion  and  injustice,  but  be  productive  of  serious 
public  inconvenience.  2d.  Such  an  extension  <^  the  Admi- 
ralty jurisdiction  is  unnecessary  to  the  ends  of  justice.  The 
Oourts  of  law  and  equity  are  perfectly  competent  to  give  ade- 
quate redress ;  and,  as  the  case  stood  at  the  filing  of  the  libel, 
the  remedy  of  the  libellant  was  exclusively  to  be  sought  in 
such  Ck)urts. 

YL  The  false  representations  and  pretences  alleged  in  the 
Ubel  to  have  been  made,  and  the  deceit  alleged  to  have  been 
practised,  by  the  owners  and  their  agent,  do  not  constitute  a 
marine  tort  cognizable  in  a  Court  of  Admiralty,  but  are  exclu- 
sively of  common  law  jurisdiction,  because  done,  not  on  the 
sea,  but  entirely  upon  the  land. 

Francia  B.  ChMmg  and  Cfiarles  B,  Moore^  for  the  libellant. 
The  contract  set  forth  in  the  libel  in  this  case  was  a  maritime 
contract,  over  which  the  District  Court  had  jurisdiction. 

I.  Its  object,  essence  and  whole  purpose  was  the  freighting 
of  the  vessel ;  the  conveyance  of  the  libeUant  as  a  passenger, 
with  his  luggage,  for  freight,  on  a  single  voyage  fit>m  Kew- 
York,  around  Cape  Horn,  to  California ;  a  service  to  be  per- 
formed exclusively  on  the  high  seas  and  on  tide  waters,  (wbere 
the  vessel  already  was,)  and  pertaining  exclusively  to  the 
business  of  commerce  and  navigation.    The  general  principle 
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has  been  often  maintained ;  and  there  is  no  distinction  be- 
tween the  carriage  of  passengers  and  of  merchandize.  {The 
Aherfoyle^  (mie,  p.  360 ;  MarskaU  v.  Bdzin^  7  N>  Y.  Legal 
Obs.  342;  The  Zenobia,  cited  in  Id.  C44;  The  Rebecca^ 
Ware^  188 ;  The  Phebe^  Id.  263 ;  The  Schooner  Volunteer 
and  cargo^  1  Sumn.  551 ;  The  Schooner  Tribwie^  3  Id.  144 ; 
DeLovio  v.  B(nt,  2  GM.  448 ;  3  Kent'e  Comm.  218 ;  HouAand 
V.  Brig  Zavinia,  1  Petere  Adm.  Dec.  123,  126 ;  Plummer 
V.  Webbj  4  Mason^  386,  388 ;  The  Thomas  Jeffereon,  10 
Wheat.  428 ;  Waring  v.  Clarke^  6  iZen^.  441 ;  NevyJereey 
Steam  Nam.  Co.  v.  Merchant  BanJc,  6  Id.  344 ;  if^o^  ▼. 
Hiet India CoA0£aet,4SS;Atbott on Shipp.  {Story  &Perk. 
ed.)  491,  notes  and  cases  cited.) 

11.  The  minute  terms  of  the  contract,  which  mnst  always 
be  attended  to  in  determining  whether  it  has  been  performed 
or  broken,  are  varied  in  different  cases,  but  can  have  no  effect 
upon  the  question  of  jurisdiction.  In  nearly  all  the  cases 
cited  questions  arose  upon  such  special  terms,  which  were 
often  the  whole  occasion  of  controversy.  In  the  case  first  cited 
of  The  Aberfoyley  the  passenger  was  to  have  not  less  than  ten 
cubic  feet  for  luggage,  and  three  quarts  of  water  per  day,  and 
the  breach  was,  that  the  allowance  was  withheld.  In  the  case 
of  The  Zeru>bia^  passage  money  being  paid  in  advance,  the 
breach  was  the  leaving  the  passengers  behind.  Cases  founded 
on  any  such  contracts,  bills  of  lading,  charter  parties,  &c., 
generally  turn  upon  the  like  special  terms. 

'  m.  Li  the  present  case,  the  terms  and  conditions  are  all  in- 
cidental to  the  maritime  service,  and  relate  merely  to  the 
safety,  health  and  comfort  of  the  passenger  on  the  voyage. 
Ihat  the  engagements  in  question  ai*e  thus  incidental  in  their 
character,  and  are  highly  imx>ortant  and  necessary,  and  relate 
to  foreign  commerce,  and  to  matters  acknowledged  to  be  pe- . 
culiorly  within  the  province  of  the  Federal  Courts,  will  ap- 
pear by  the  passenger  act  of  February  22d,  1847,  (9  U.  S. 
Stat,  at  Large^  127,)  which  was  not  applicable  to  this  voyage 
when  it  was  commenced,  but  was  applied  to  it  by  the  act  of 
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March,  3d,  1849,  (9  U.  S.  Stat,  at  Large,  399.)  Without  any 
Buch  special  or  minute  definition  of  terms,  a  mere  agreement 
to  take  passengero  would  imply  that  they  were  to  be  taken  in 
a  safe,  healthy,  and  comfortable  manner ;  and,  as  to  the  pre- 
cise manner,  the  number,  &c.,  reference  would  be  had  to 
mercantile  usage,  and  to  all  the  circumstances.  It  cannot  de- 
stroy the  jurisdiction  to  specify  these  particulai'S,  instead  cf 
leaving  them  to  be  implied  and  to  be  open  for  contestation. 

lY.  The  libel  is,  in  substance,  founded  upon  the  contract, 
and  is  for  a  breach  of  performance  on  the  part  of  the  vessel 
and  owners,  occurring  after  the  contract  had  become  binding, 
as  such,  upon  the  vessel.  By  advertising  and  preparing  the 
vessel  for  the  voyage,  appointing  a  day  to  sail,  receiving  the 
passage  money,  requiring  the  passengers  to  be  ready,  and, 
when  the  vessel  was  about  to  sail,  refusing  to  return  the 
money  or  comply  with  the  terms  agreed  upon,  the  owners  as- 
sumed that  there  was  a  maritime  contract,  and  put  themselves 
upon  the  question,  whether  the  libellant  or  the  vessel  was  in 
&ult  for  its  non-performance. 

Y.  The  contract  itself  may  be  counted  upon,  though  it  be 
broken  in  the  very  outset.  1st.  A  breach  in  such  particulars 
may  be  urged  in  an  action  in  any  Court  upon  the  contract  it- 
self, and  damages  for  the  breach  be  claimed.  It  was  not  ne- 
cessary to  wait  longer,  to  show  a  breach  of  the  contract. 
{Chitiy  on  Gontr.  486,  631;  Lmg  v.  H&me^  1  Carr.  &  P. 
610 ;  NartKa  Adm^rs  v.  Pepper^  21  Wend.  636 ;  Ford  v. 
TUey,  6  Bam.  <b  Oresa.  325, 327,  328,  jp^  Bayley^ «/;  and  9 
Do^.  c&  By.  443 ;  Besunok  v.  SmndeUs,  3  Ad.  <&  EU.  868 ; 
WNish  V.  Coon,  ISWend.  26 ;  1  BoU.  Ah*.  248, jp.  1;  Sir 
Anthom/  Moines  Oaae^  5  Bep.  21,  Bea.  2.)  2d.  The  mere  re- 
scission of  the  contract,  (though  justifiable  under  the  circam- 
stances,  so  that  the  libellant  had  the  option  of  resorting  to  it, 
80  far  as  the  mere  obtaining  back  of  the  passage  money  paid 
in  advance  was  concerned,)  does  not  afford  a  perfect  remedy 
nor  interfere  with  the  above  view.  The  libellant  in  this  ao- 
tion  had  a  right  to  recover  his  actual  expenses  of  being  ready 
and  waiting,  &c.,  and  damages  for  the  refusal  to  carry  his 
88 
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froigbt.  {Hogan  y.  Shee,  2  E^.  522 ;  Giles  y.  Edwards^  7 
r.  R.  181 ;  i>riyy«  y.  Dwight,  IT  TT^w/.  71 ;  Freeman  v. 
(7^1^  8  ^ar&.  8.  C.  R.  424.)  3d.  The  claimants  aro  mistakeii 
in  a  matter  of  fact,  when  they  urge  that  the  contract  was 
abandoned  by  the  ship-owners,  or  terminated  bj  their  refiisal 
to  perform.  On  the  contraiy,  the  ship-owners  insisted  on  the 
contract,  by  refusing  to  repay  the  money,  and  by  deceptiyely 
pUcing  the  libellant  in  a  position  to  incur  expense  and  disap- 
pointment if  he  did  not  go,  and  to  haye  his  conyenience  and 
safety  disregarded  if  he  did  go. 

YL  The  claimants'  objections  are  narrowed  down  to  the 
claim,  that  the  contract  proyided  for  a  day  of  sailiug,  and  for 
a  particular  manner  of  fitting  the  yessel  before  sailing,  and  for 
not  taking  more  than  a  specified  number  of  other  passengers 
on  sailing;  that  the  breaches  occurred  in  these  particulars  be- 
fore sailing ;  that  these  were  parts  of  the  contract  not  to  be 
performed  at  sea ;  and  that,  if  the  contract  as  a  whole  be 
deemed  maritime,  yet  these  breaches,  occurring  before  the  ex- 
ecution by  the  yessel  was  commenced,  did  not  afford  what  is 
termed  a  maritime  cause  of  action,  or  did  not  occur  on  the 
sea,  or  so  as  to  bind  the  yessel.  To  which  it  may  be  an- 
swered :  1st.  That  they  all  occurred  within  the  ebb  and  flow 
of  the  tide,  on  tide  water.  The  yessel  was  afloat  in  the  tide, 
about  to  sail  on  a  yoyage.  The  performance  of  the  contract, 
(though  a  small  part  of  it,  necessarily,  was  to  occur  in  port  be- 
fore sailing,)  was  all  within  the  recognized  Admiralty  jurisdic- 
tion, which  is  not  confined  to  matters  occurring  at  sea.  The 
sate,  healthy  and  comfortable  manner  of  carrying  the  passen- 
ger was  to  commence  in  port,  and  a  breach  of  this  (necessarily 
running  through  the  whole  yoyage)  occurred  as  effectually  be- 
fore leaying  port,  as  it  could  after.  To  contend  otherwise,  is 
to  say  that  a  point  blank  refusal  in  port  to  perform  a  maritime 
contract,  does  not  fall  within  maritime  jurisdiction.  This  an- 
swer to  the  objection  answers  also  the  argument  db  ineof^ 
venierUi.  The  building  and  fitting  of  a  domestic  yessel  are 
performed  on  land,  and,  as  to  them,  the  Admiralty  Courts 
enforce  only  maritime  liens  giyen  by  the  local  law.    Supplies 
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to  a  foreign  vessel  are  fnrmshed  in  port^  and  payment  is  gen- 
erally demanded  before  the  vessel  leaves  port,  and  is  enforced 
as  a  maritime  matter,  in  rem^  or  in  perBonam.  Bailors'  ser- 
vices ai*e  performed  in  port  as  well  as  at  sea,  and  freight  is 
earned  partly  in  port,  and  all  are  compensated  for  in  Admi- 
ralty, in  personam  as  well  as  in  rem^  {Rules  12, 13,)  nnless  a 
part  of  the  voyage  be  above  tide  water.  {Ths  Thomas  Jeffer- 
son,  10  Wheat.  428.)  The  same  mle  applies  here,  and  the 
definition  requiring  the  whole  performance  to  be  at  sea  is  nn- 
fonnded.  The  idea  that  the  consideration  shonld  be  at  sea  is 
also  unfounded.  The  compensation  to  be  paid  a  sailor,  a  pilot, 
or  a  ship-owner,  for  a  maritime  service,  is  always  on  the  land. 
Hie  consideration  afibrded  by  the  ship-owner  in  furnishing  hia 
vessel,  and  by  the  material-man  in  supplying  his  goods,  oc- 
curs on  land.  2d.  The  contract  of  a  passenger  is  made  as 
much  on  the  faith  of  the  ship,  as  is  that  of  the  freighter  or 
sailor.  It  is  broken,  if  the  ship,  when  she  is  about  to  leave 
port,  refuses  performance  in  a  material  essential  part,  such  as 
health  and  safety,  as  much  as  if  she  were  actually  to  go  withr 
out  the  passenger.  The  ship  herself  does,  or  is  caused  to  do, 
an  act  in  violation  of  the  contract,  when  she  takes  other  cargo 
or  passengers,  and  is  about  to  sail  with  them,  refusing  to  com- 
ply with  the  contract,  as  much  as  though  she  sailed  away  with- 
out the  passenger.  8d.  Ko  authority  has  been  found  to  justify 
the  supposed  distinction  between  a  maritime  contract  and  a 
maritime  cause  of  action.  There  may  be  a  maritime  tort, 
and  a  maritime  cause  of  action  for  that  tort,  depending  upon 
the  place  where  it  occurs.  A  maritime  contract  does  not  de- 
pend upon  locality,  but  upon  its  essence,  substance  and  ob- 
ject; and,  upon  every  such  contract,  there  is  a  maritime  cause 
of  action  for  its  breach,  the  common  law  right  of  action,  where 
it  is  concurrent,  being  saved  by  the  proviso  of  the  Judiciary 
act.  The  cases  show,  that  libels  for  breaches  of  performance 
occurring  on  land  have  frequently  been  sustained.  ( WeHs  v. 
Osmond,  6  Mod.  238,  and  2  Id.  Raiym.  1044 ;  Boss  v.  Walker, 
9  Tri29.  264 ;  The  8ohoon&r  Trihme,  8  Sumn.  144.) 
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Berycmin  F.  BtMer  and  Daniel  Zardy  in  reply.  L  The 
ca866  of  The  AUrfoyU^  The  ZmoHaj  and  Marshall  v.  Bazw^ 
8p  far  as  they  relate  to  the  carriage  of  passengerB,  were  all  ca- 
ses in  which  the  voyage  contracted  for  had  been  actually  per- 
formed, and  the  libellant  had  been  either  imj»t>perly  left  be- 
hind, or  not  treated  on  the  passage  in  the  way  oontiacted  for, 
(Mr,  thongh  conveyed  in  tiie  ship,  had  failed  to  pay  the  passage 
mCHiey .  The  only  other  reported  case  of  a  libel  for  or  agalnat 
a  passenger,  that  of  Chamberlain,  v.  Chandlery  (3  Mason^  242,) 
has  the  same  distingoishing  featore;  the  voyage  had  been 
performed,  bat  the  passenger,  daring  it,  had  been  maltreated. 
In  each  of  the  Admiralty  cases  cited,  in  which  the  jorisdiction 
has  been  sustained  by  the  Supreme  Ooart,  the  voyage  con- 
tracted for  was  began,  and  either  wholly  or  partially  per- 
formed. 

IL  That  the  minute  or  special  terms  of  the  contract,  as  con- 
tradistinguished  from  its  principal  obligation,  may  be  impor- 
tant in  determining,  in  the  proper  forunhy  and  at  the  proper 
time,  whether  it  has  been  performed  or  broken,  is  not  denied. 

But,  can  a  Court  of  Admiralty  take  jurisdiction  of  a  case  in 
which  only  the  minute  and  special  terms  of  a  maritime  con- 
tract have  been  broken,  while  the  principal  obligation  of  such 
contract,  that  which  makes  it  maritime,  has  not  been  bro- 
ken? That  is  the  question  here.  Take  out  of  the  contract 
and  the  libel  these  minute  and  special  terms,  and  what  is  1^  f 
Nothing,  except  the  contract  to  carry  the  libellant  in  the  ship 
Pacific  to  San  Francisco,  and  the  libel  not  only  does  not  show 
that  this  contract  had  been  broken  when  it  was  filed,  but  ex- 
pressly admits  the  contrary. 

m.  The  position,  that  particulars  reasonably  essential  to  the 
safety,  health  and  comfort  of  the  passenger  are  implied  in  a 
oontract  to  convey,  as  such,  is  no  doubt  correct  And  it  may, 
also,  be  admitted,  that  it  cannot  destroy  the  jurisdiction  to 
specify  these  particulars,  instead  of  leaving  them  to  be  impli* 
ed  and  to  be  open  for  contestation.  But  the  question  now  is, 
not  whether  Admiralty  jurisdiction,  otherwise  existing,  is  de- 
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stroyed  by  stating  these  particulars ;  but  whether  such  state- 
ment, with  the  allegation  that  in  these  particulars  alone  the 
contract  has  been  broken,  gives  jurisdiction.  Suppose  these 
particulars  had  all  been  omitted,  (and,  according  to  the  theory 
of  the  libellant,  it  was  not  necessary  to  state  them  in  order  to 
give  jurisdiction,)  what  then  would  the  libel  have  contained  t 
Merely  the  allegations,  that  the  claimants  had  contracted  to 
take  the  libellant  to  San  Francisco  in  the  ship  Pacific,  which 
was  about  to  sail  for  that  port ;  that  the  claimants  were  wil- 
ling to  take  him  in  the  ship ;  but  that  he  was  unwilling  to 
go,  because  he  anticipated,  and  even  on  solid  grounds,  that  he 
would  not  be  carried  in  a  safe,  healthy  and  comfortable  man- 
ner. Would  such  a  libel  have  given  jurisdiction  to  the  Admi- 
ralty ?    Certainly  not. 

lY.  It  may  be  admitted  that  the  vessel  became  hovAi  to 
the  performance  of  the  contract,  and  of  all  the  terms  of  the 
contract,  from  the  day  of  the  making  thereof,  and  that  the  pais 
ticulaiB  in  ^ich  the  libel  alleges  the  breach  thereof  were  es- 
sential terms  of  such  contract.  But  the  question  still  recurs 
— ^Did  such  breadi,  occurring  before  the  sailing  of  the  ship, 
she  being  actually  about  to  sail,  give  jurisdiction  to  a  Court  <^ 
Admiralty. 

Y.  The  common  law  cases  cited  on  the  point  of  the  breadi 
of  the  contract  prove  nothing  pertinent  to  the  present  enqui- 
ry, except  that  diere  was  a  perfect  remedy  in  the  common 
law  Courts,  in  which,  if  the  owners  were  the  only  parties  in 
&ult,  the  libellant  might  not  only  have  recovered  back  the 
passage  money  advanced  by  him,  but  the  expenses  incurred 
while  waiting.  And  though,  under  the  old  system,  this  meas- 
ure of  relief  might  not  have  been  obtained  in  the  technical 
common  law  action  for  money  had  and  received,  yet  under 
that  system  a  special  action  on  the  case  would  have  secured  it; 
and,  under  the  new  Code  of  Practice,  the  libellant,  in  an  action 
stating  all  the  facts,  would  have  obtained  all  the  relief  to 
which  the  most  liberal  and  enlarged  equity  could  entitle  him, 
with  smart  money  in  addition,  if  called  for  by  the  fects  of  the 
case. 
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YL  Ist.  Hie  cases  of  material-men  and  of  seamen^s  wages 
referred  to,  are  cases  9ui  generis^  said  do  not  touch  the  question 
in  debate.  Nor  does  it  help  the  solution  of  this  question  to 
say,  that  the  breaches  of  contract  alleged  in  the  libel  occurred 
within  the  ebb  and  flow  of  the  tide,  or  that  the  contract,  taken 
in  the  whole,  was  a  maritime  contract,  for  maritime  services. 
If  the  mere  existence  of  a  maritime  contract  gives  a  cause  of 
Admiralty  jurisdiction,  whenever  and  howsoever  it  may  be 
broken,  then  a  person  who  had  agreed  to  ship  goods,  or  to 
take  passage  in  a  ship  about  to  sail,  and  who  breaks  this  con- 
tract by  refusing  to  send  the  goods  or  to  take  the  passage  might 
be  sued  in  Admiralty.  But  when,  and  by  whom,  has  such  a 
proposition  ever  been  maintained  i  And  yet,  within  the  lati- 
tudinary  doctrines  urged,  these  are  maritime  contracts,  provi- 
ding for  maritime  services.  This  shows  that  the  character  of 
the  breach,  as  well  as  of  the  contract,  is  to  be  looked  to,  in  or- 
der to  decide  whether  the  case  be  one  of  Admiralty  cognizance. 
2d.  That  the  contract  of  a  passenger  is  made  on  the  fidth  of 
the  ship  may  be  admitted,  so  far  as  regards  the  obligation  to 
convey,  and  even  to  convey,  (if  the  ship  conveys  at  all,)  in  the 
manner  and  under  the  circumstances  agreed  on.  But,  how 
can  the  ship  be  said  to  break  that  part  of  the  contract  which 
defines  the  manner  and  circumstances,  so  long  as  the  prin- 
cipal part  of  the  contract,  the  obligation  to  convey,  to 
which  the  other  matters  are  merely  incidental,  has  not 
been  broken.  To  escape  this  consequence  it  is  said,  that 
the  ship,  when  about  to  sail  in  violation  of  the  manner 
and  circumstances,  leAises  as  much  to  comply  with  the  con- 
tract, though  willing  to  take  the  passenger,  as  if  she  had 
sailed  away  without  him.  In  the  view  of  abstract  justice 
this  may  be  so,  and  the  common  law  Ck>urts  will  give  the 
proper  remedy.  But,  is  it  so,  in  the  view  of  those  rules  of 
Admiralty  law  which  limit  the  jurisdiction  of  the  Courts  of 
Admiralty  to  maritime  contracts,  for  maritime  services  2  In 
view  of  these  rules,  the  breach  of  this  part  of  the  contract,  so 
iar  as  a  breach  had  occurred  at  the  time  of  the  filing  of  the 
present  libel,  is  another  and  a  totally  different  thing  from  the 
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sailing  of  the  ship  without  the  libdlant.  3d.  In  the  ease  of 
WeUs  V.  Osmond^  (approved  in  R088  v.  WdLJcer^  the  seamen 
had  not  only  rendered  themselves  on  board  of  the  ship  agreea- 
bly to  the  shipping  articles,  bnt  had  done  work  on  board  in 
the  harbor.  In  the  case  of  The  Schooner  Tribtme^  the  own- 
ers not  only  ordered  the  cargo,  which  had  been  put  on  board 
at  Frankfort  for  Lubec,  on  shore,  but  voluntarily  broke  up  the 
voyage  to  Lubec,  and,  instead  of  sending  the  vessel  there,  sent 
her  on  another  voyage,    (3  Sumn.  146, 149.) 

Nelson,  J.  In  the  case  of  ITis  AberfcyU^  which  came  be- 
fore this  Court,  on  appeal  from  the  decree  of  the  District 
Court,  in  1848,  {ante^p.  300,)  it  was  held,  that  ships  engaged 
in  carrying  passengers  on  the  high  seas  for  hire,  stand  on  the 
same  footing  of  responsibility,  according  to  the  maritime  law, 
as  those  engaged  in  carrying  merchandize,  the  passage  money 
being  the  equivalent  for  the  freight;  that,  tiberefore,  on  a 
breach  of  a  passenger  contract,  and  damage  resulting,  the 
ship,  as  well  as  the  owner,  is  bound  to  respond ;  and  that  all 
the  reasons  in  the  maritime  law  for  charging  the  ^hip  in  case 
of  the  breach  of  a  contract  of  afireightment  of  goods  and  mer- 
chandize, applied  with  equal  force  in  the  case  of  the  breach  of 
a  passenger  contract,  and  the  one  was  as  much  the  appropri- 
ate subject  of  Admiralty  jurisdiction  as  the  other. 

I  abide  by  that  decision,  as  I  have  seen  nothing  since  to 
lead  me  to  change  or  modify  it.  That  was  the  case  of  an  emi- 
grant-ship from  Liverpool  to  New-York.  The  breach  of  the 
contract  occurred  in  the  course  of  the  passage,  the  passengers 
having  been  kept  for  many  days  on  short  allowance  of  bread 
and  water,  the  master  having  omitted,  intentionally  or  other- 
wise, to  lay  in  a  proper  supply  of  stores.  I  thought  the  ship 
chaigeable,  upon  established  principles,  the  contract  being  a 
maritime  contract,  to  be  performed  on  the  high  seas,  and  that 
the  passenger  was  entitled  to  the  remedy  against  her,  the  same 
as  the  owner  of  the  cargo  in  case  of  the  breach  of  a  contract  of 
affreightment.  In  the  one  case,  the  ship  is  bound  to  carry  the 
goods  safely  to  the  destined  port,  according  to  contract,  for 
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ike  freight ;  in  the  other,  the  passenger  and  his  Inggage,  for 
the  passage  money. 

The  present  case  is  supposed  to  be  distinguishable  from  the 
one  referred  to,  and  from  the  principle  upon  which  the  deci- 
sion in  it  was  founded,  on  the  grounds :  1st.  That  admitting 
the  contract  for  the  passage  in  the  ship  for  the  voyage  around 
Oape  Horn  to  California  to  be  a  maritime,  contract,  and  the 
subject  of  Admiralty  jurisdiction,  the  voyage  was  not  broken 
up  by  the  master,  but  was  actually  performed ;  that  it  was  the 
fault  or  neglect  of  the  passenger  that  the  contract  in  this  re- 
spect was  not  carried  into  effect ;  that  the  conditions  and  stip- 
ulations in  respect  to  the  ship's  accommodations  for  the  voy- 
age, for  the  breach  of  which  he  complains,  and  which  consti- 
tute the  foundation  of  his  libel,  were  not,  in  themselves,  the 
subject  of  a  maritime  contract,  but  related  to  the  fitting  up  of 
the  ship,  and  to  the  limitation  of  the  number  of  the  passen- 
gers for  convenience  and  health,  and  were  all  of  them  to  be 
performed  before  the  departure  of  the  vessel  on  her  voyage 
and  preparatory  thereto ;  that  these  stipulations  were  not  for 
maritime  services,  nor  was  the  compensation  therefor  compen- 
sation for  maritime  services,  but  were  services  and  duties  pre- 
liminary to  the  voyage.  2d.  That,  at  the  time  of  filing  the 
libel,  no  cause  of  action  had  arisen  upon  the  contract,  and  es- 
pecially none  of  Admiralty  cognizance ;  that  to  give  jurisdic- 
tion over  a  contract. even  maritime  in  its  nature  and  subject, 
the  ship  must  have  entered  upon  the  performance,  and  a 
breach  must  occur  in  the  course  of  the  performance ;  and  that 
if  nothing  is  done  at  sea  under  it,  jurisdiction  cannot  attach. 

1.  The  first  ground  of  objection  is  founded  upon  a  course 
of  reasoning  which  cannot  be  maintained.  It  assumes  thai 
(lie  contract  is  severable,  and  that  parts  of  it  may  properly  be 
the  subject  of  Admiralty  cognizance,  being  for  maritime  ser- 
vices, and  parts  of  it  not,  being  for  services  that  relate  to  sub- 
jects not  maritime  in  their  nature  or  object;  and  that,  if  the 
cause  of  action  arises  from  a  breach  of  the  latter  stipulations, 
the  remedy  is  in  the  common  law  Courts,  and  if  of  the  former, 
it  may  be  in  the  Admiralty,  assigning  the  jurisdiction  to  the 
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different  tribunals  according  to  the  nature  of  the  stipulationB 
of  which  a  breach  is  charged. 

Now,  the  short  and  obvious  answer  to  all  this  is,  that  the 
contract  is  an  entlretj ;  and  that,  in  order  to  ascertain  wheth- 
er it  is  the  proper  subject  of  Admiralty  jurisdiction,  we  must 
look  to  the  whole  and  every  part  of  it,  the  same  as  we  must 
look  to  the  whole  and  every  part  of  a  contract  when  endeav- 
oring to  ascertain  its  legal  import  and  effect.  It  must  be  whol- 
ly of  Admiralty  cognizance,  or  else  it  is  not  at  all  within  it. 
There  cannot  be  a  divided  jurisdiction. 

The  argument  is  also  put  in  another  form.  Assuming  the 
contract  to  be  an  entirety,  and  not  partible,  and  that  it  must 
be  so  viewed  in  endeavouring  to  ascertain  its  nature  and  char- 
acter with  reference  to  the  jurisdiction  to  be  exercised,  it  is 
urged  that  it  must  then  appear  that  all  its  material  and  sub- 
stantial parts  going  to  make  up  the  essence  of  the  contract  are 
maritime  in  their  character  and  object,  and  for  the  perform- 
ance of  maritime  services ;  and  that,  inasmuch  as  the  materi- 
al parts  of  the  contract  in  this  case  ar&  not  of  that  description, 
but  relate  to  other  subjects,  such  as  the  fitting  up  of  the  ship 
and  limitation  of  the  number  of  passengers,  it  cannot  be  re- 
garded as  the  subject  of  Admirality  cognizance. 

No  doubt,  if  this  analysis  and  interpretation  of  the  contract 
could  be  maintained,  the  conclusion  would  be  a  sound  one. 
The  difficulty  lies  in  that  part  of  the  argument.  The  contract 
was  for  the  conveyance  of  the  libellant,  as  a  passenger,  with 
his  luggage,  in  the  claimants'  ship,  for  a  single  voyage  from 
New-York  around  Cape  Horn  to  San  Francisco,  and  the  com- 
pensation paid  was  for  the  conveyance  upon  that  voyage. 
Hiat  was  the  object  to  be  attained  by  the  libellant  and  the  ser- 
vice to  be  performed  by  the  master  and  owners  ;  and  all  the 
accompanying  stipulations  were  incidental  and  subsidiary  to 
the  main  purpose.  They  were  regulations  for  the  comfort  and 
health  of  the  passenger  on  the  voyage,  to  be  found  more  or 
lees  in  all  contracts  of  this  description,  but  which  have  noth- 
ing to  do  with  the  determination  of  the  nature  or  character  of 
Hie  contract,  or  with  the  question  of  jurisdicticHi ;  any  more 
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than  the  stipulations  for  a  proper  supply  of  bread  and  water 
during  the  voyage  had  in  the  case  of  The  Aherfoyle^  or  than 
those  for  stowage  and  dunnage  of  the  cargo  hare  in  a  contract 
of  affreightment  of  Inerchandize. 

The  circumstance  that  the  breach  of  contract  relied  on  con- 
sisted only  in  the  omission  to  comply  with  these  particular 
stipulations,  is  supposed  to  bear  upon  the  question  of  jurisdic- 
tion,  on  the  ground  that  they  were  not  the  subject  of  a  mari- 
time contract.  But,  as  the  contract  is  an  entirety,  the  failure 
to  comply  with  any  part  of  it  went  to  the  whole,  and  gave  to 
the  libellant  such  remedy  as  the  nature  and  character  of  it  en- 
titled him  to,  whether  of  Admirality  or  common  law  cogni- 
zance. He  was  not  bound  to  accept  a  part  performance,  or  a 
tender  of  part  performance,  but  had  a  right  to  demand  a  strict 
compliance  with  every  part,  and,  in  case  of  refusal,  to  consid- 
er the  contract  as  broken,  and  resort  to  the  proper  tribunal  for 
redress. 

2.  The  second  ground  of  objection  is  equally  untenable 
with  the  first.  It  assumes  that,  in  order  to  give  jurisdiction 
to  the  Admiralty  in  rem^  even  in  the  case  of  a  contract  mari- 
time in  its  nature  and  subject,  and,  therefore,  of  peculiar  Ad- 
miralty cognizance,  it  is  essential  that  the  ship  should  have 
entered  upon  the  performance,  and  that  the  breach  should 
have  occurred  in  the  course  of  the  voyage ;  and  that,  if  she  re- 
fuses to  receive  the  cai^  on  board,  when  it  is  at  her  side  ready 
to  be  delivered,  or  the  passenger  with  his  lu^age  when  he  ia 
ready  to  embark,  the  ship  is  not  bound,  and  the  party  aggrie- 
ved must  look  exclusively  to  the  master  or  owner. 

No  authority  has  been  referred  to  in  support  of  this  distinc- 
tion, nor  have  I  been  able  in  my  researches  to  find  any ;  and  it 
seems  to  be  unsustained  by  principle,  or  by  any  of  the  analo- 
gies of  the  law  in  respect  to.  the  obligation  and  enforcement  of 
contracts.  Maritime  contracts  do  not  depend  upon  locality, 
but  upon  the  subject  matter  and  the  nature  of  the  services  to 
be  performed ;  and,  when  entered  into  for  the  conveyance  of 
goods  or  persons  in  a  particular  ship,  they  bind  the  ship  for  the 
due  performance  of  the  service.    The  ship  itself  in  specie  is 
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considered  as  pledged  for  the  performance,  and  this,  whether 
the  vessel  be  in  the  immediate  employment  of  the  owner,  or 
be  let  by  a  charter-party  to  a  hirer  who  is  to  have  the  whole 
control  of  her.  The  obligation  results  directly  from  the  con- 
tract, and  not  from  the  performance,  which  is  simply  in  fulfil- 
ment and  discharge  of  it.  The  owner  is  bound  as  soon  as  he 
or  the  master  settles  the  terms  upon  which  the  ship  is  to  enter 
upon  the  service,  and  it  is  difficult  to  perceive  why  the  liability 
of  the  latter  should  be  postponed  till  the  inception  of  perform- 
ance, or  any  reason  for  distinguishing  as  to  the  time  when  the 
liability  of  the  one  and  that  of  the  other  shall  attach. 

The  distinction  ca,nnot  depend  upon  the  character  of  the 
damages  resulting  to  the  shipper  or  passenger  from  the  breach 
of  the  contract  at  the  ship's  side,  for  these  may  be  quite  as  se- 
rious and  prejudicial  as  if  it  had  occurred  in  the  course  of  the 
voyage.  In  the  case  before  us,  the  libellant  had  paid  the  three 
hundred  dollars  passage  money,  and  had  made  aU  his  prepa- 
rations for  a  settlement  in  a  distant  country,  doubtless  at  a 
considerable  additional  expense.  That  the  vessel  should  be 
bound  to  enter  upon  the  performance  of  the  contract  at  the 
port  of  shipment,  would  seem  to  be  as  important  and  as  mate- 
rial to  the  security  of  the  shipper  or  passenger,  as  that  she 
should  do  so  at  any  period  of  time  after  the  voyage  had  com- 
menced. 

A  distinction  was  taken  on  the  ailment  between  a  mari- 
time contract  and  a  maritime  cause  of  action,  and  it  was 
urged  that,  in  a  proceeding  ex  contractu  in  the  Admiralty, 
both  must  concm*  to  give  jurisdiction  ;  and  that,  admitting  the 
contract  in  this  case  to  be  maritime  in  its  character  and  object, 
unless  it  bound  the  ship,  no  cause  of  action  in  rem  existed. 
This  is  no  doubt  correct,  and  the  whole  question  turns  upon 
the  point,  whether  the  ship  was  bound  to  the  performance.  I 
think  it  was. 

The  case  was  likened  on  the  argument  to  the  case  of  a  con- 
tract with  a  material-man  or  one  for  repairs,  and  it  was  asked, 
whether,  if  the  owner  should  refuse  to  permit  the  repairs,  the 
ship  would  be  liable.    I  suppose  not,  for  the  reason  that  the 
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liability  of  the  veesel  in  this  clasB  of  casee  arises  from  flie  re- 
pairs haying  been  made,  or  the  supplies  actnallj  fbmished, 
and  not  in  &yor  of  those  who  have  contracted  for  them, 
^ort  of  actual  repairs  or  supplies,  the  parties  must  look  to  the 
master  or  owner  for  any  damages  in  case  of  a  breach  of  con- 
tract, as  no  lien  attaches  to  the  vessel  within  the  terms  of  the 
role. 

Upon  the  whole,  I  am  satisfied  that  the  decree  of  the  Oomt 
below  is  well  supported  upon  the  principles  of  maritime  law, 
and  is  within  the  doctrine  of  the  case  already  determined  by 
this  Court,  and  that  it  should  be  affirmed. 


Horace  Beabdblet  and  Johk  Beabdblet 

vs. 

Lewis  Tappan. 

The  offioe  of  the  inntetuh  in  a  declaration  for  dander,  n  to  explain  tbe  words 
spoken  and  annex  to  them  their  proper  meaning.  It  cannot  extend  their 
sense  beyond  their  usual  and  natural  import^  unless  something  is  put  upon 
the  record  by  way  of  introductory  matter,  with  which  they  cannot  be  con- 
nected; then,  words  which  are  equirooal  or  ambiguous,  or  fall  shorty 
in  their  natural  sense,  of  importing  any  libelloas  charge,  may  hare  fixed 
to  them  a  meaning  certain  and  defamatory,  extending  beyond  their  ordi- 
nary import. 

Words  spoken  of  a  party,  which  do  not  necessarily  import  any  thing  in- 
jurious^ may,  when  taken  in  connection  with  other  charges  made  against 
the  party  at  the  same  time,  and  if  the  whole  be  published  of  and  concern- 
ing the  party  as  a  merchant,  and  with  intent  to  affect  his  credit  and  stand- 
ing as  such,  haye  a  very  different  meaning  attached  to  them ;  and  a  jury 
may  so  find,  if  they  believe  the  words  to  haye  been  spoken  with  such  in- 
tent. 


OCTOBER  TERM,  1860.  589 

Beardfllej  «.  TftppMu 

Tbob  was  a  demuirer  to  the  declaration  in  an  action  of 
aUuider. 

The  first  count  recited,  that  the  plaintiffs,  before  the  com- 
mitting of  the  grievances  complained  of,  were  engaged  in  bu- 
siness as  traders  and  mei'chants,  under  the  firm  of  11.  Beards- 
ley  &  Co.,  atNorwalk,  Huron  Co.,  Ohio,  and  had  occasion  to 
visit  the  city  of  New-York,  for  the  purpose  of  purchasing  and 
obtaining  goods  in  the  way  of  their  trade  and  business,  and 
had  acquired  the  good  opinion  of  the  persons  with  whom 
their  house  was  in  the  habit  of  dealing,  &c.,  but  that  the  de- 
fendant, contriving  and  maliciously  intending  to  injure  the 
good  name,  credit  and  mercantile  standing  of  the  plainti£b 
and  of  the  said  firm  in  their  trade  and  business  as  such  mer- 
ehants,  &c.,  did  publish  of  and  concerning  the  said  firm,  and 
of  and  concerning  them  in  their  said  trade  and  business,  and 
as  such  merchants,  the  following  false,  scandalous  and  defam- 
atory words,  that  is  to  say :  "H.  Beardsley  &  Co.,  Norwalk, 
Huron  Co.,  Ohio,"  (meaning  the  said  firm,)  "July,  1848,  have 
been  sued;  report  says,  J.' Beardsley 's  wife,"  (meaning  there- 
by the  wife  of  the  plaintiff  John  Beardsley,)  "  is  aboat  to  ap- 
ply for  divorce  and  alimony;  has  put  his  property  out  of  his 
hands;  if  so,  their  store  will  be  closed  soon;"  (meaning  there- 
by that  the  store  of  the  said  firm  would  be  closed  soon,  and 
meaning  and  intending  to  have  it  suspected  and  believed,  that 
the  plaintiffi  and  the  said  firm  were  no  longer  worthy  of  credit, 
and  that  one  of  the  partners  of  the  said  firm  had  put  his  prop- 
erty beyond  the  reach  of  the  creditors  of  said  firm,  and  that 
•aid  firm  would  soon  close  their  business,  and  not  pay  their 
debts.) 

The  second  count^after  referring  to  the  prefatory  matter  in  the 
first  count,  alleged  a  republication  of  the  slander  set  forth  in 
that  count,  and  that,  in  addition  thereto  and  together  there- 
with, the  defendant  published  of  and  concemiag  the  said  firm, 
and  of  and  concerning  them  in  their  said  trade  and  business, 
the  following  words :  "August,  1848,  confirms  prior  report  to 
July,"  (meaning  thereby  that  the  words  above  set  forth  respect- 
ing tiie  firm  were  cmiin&ed,)  ^^and  say  in  addition,  two  move 
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suite  in  Court  of  Common  Pleas,  besides  those  commenced  by 
Judge  Baker,"  (meaning  that  two  more  suits  had  been  com- 
menced against  the  firm;)  ^^  Mrs.  Beardsley's petition  fordirorce 
will  soon  be  filed ;"  (meaning  thereby  the  petition  of  the  wife  of 
John  Beardsley,  one  of  the  plaintiffs,  and  a  member  of  the 
firm;)  "J.  Beardsley,"  (meaning  thereby  the  said  John 
Beardsley,)  ^^is  putting  his  real  estate  out  of  his  hands;  I," 
(meaning  thereby  the  defendant,)  "do  not  doubt  the  firm," 
(meaning  the  firm  of  H.  Beardsley  &  Co.,)  "have  the  ability  to 
do  a  prosperous  business,  so  long  as  they  are  honest,  which 
will  be  as  long  as  suits  their  interest ;"  (meaning  and  intend- 
ing to  have  it  suspected  and  belieyed,  that  the  plaintifib  and 
the  said  finn  of  H.  Beardsley  &  Co.  were  no  longer  worthy 
of  credit,  and  that  the  plaintiff  John  Beardsley,  one  of  the 
members  of  the  firm,  had  refused  to  pay  his  debts,  and  had 
put  his  property  beyond  the  reach  of  his  creditors,  and  that, 
although  the  members  of  the  firm  were  able  to  pay  their  debts, 
they  were  dishonest,  and  would  not  do  so,  unless  they  deemed 
it  suited  their  interest.) 

The  defendant  demurred  to  both  the  counts,  alleging  that 
the  inuendo  subjoined  in  the  first  count  to  the  words:  "  has 
put  his  property  out  of  his  hands  ;  if  so,  their  store  will  be 
closed  soon ;"  and  the  inuendo  subjoined  in  the  second  count 
to  the  words :  ^'I  do  not  doubt  the  firm  have  the  ability  to  do 
a  prosperous  business,  so  long  as  they  are  honest,  which  will 
be  as  long  as  suits  their  interest;"  materially  varied,  changed, 
enlarged  and  extended  the  sense  of  the  words,  and  were  not 
warranted  by  them  or  by  anything  before  averred  in  the 
counts. 

William  AUm  Butter^  for  the  defendant. 

Ogden,  Hoffmom^  for  the  plaintiflb. 

Nelson,  J.  It  is  objected  that  the  inuendo  fubjoined  to  the 
words  in  the  first  count :  ^^has  put  his  property  out  of  his 
hands;  if  so,  their  store  will  be  dosed  soon;"  enlai^ges  and 
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extends  the  said  words,  and  contains  matters  or  chai^ges  not 
warranted  by  them,  or  by  any  of  the  words  embraced  in  the 
ooont. 

The  oflSce  of  the  inuendo  is  to  explain  the  words  contained 
in  the  libel,  and  annex  to  them  their  proper  meaning.  It  can- 
not enlarge  or  extend  the  sense  of  the  expressions  beyond  their 
nsnal  and  natural  import,  unless  something  is  put  upon  the 
record  by  way  of  introductory  matter,  with  which  they  can 
be  connected.  Then,  words  which  are  equivocal  or  ambigu- 
ous, or  fiill  short  in  their  natural  sense  of  importing  any  li- 
bellous charge,  may  have  fixed  to  them  a  meaning  certain  and 
defamatory,  extending  beyond  their  ordinary  import.  {Hex 
V.  Home^  Cowjp.  682 ;  Hall  v.  Blandy^  1  Toun.  <&  Jerv.  480; 
Van  Veckten  v.  Hopkins^  5  Johns.  211 ;  Miller  v.  Maasmll^ 
16  Wend.  9.) 

In  this  case,  the  only  introductory  matter  set  out,  besides 
the  usual  recitals  in  an  action  of  slander,  is,  that  the  plainti& 
are  merchants,  engaged  in  trade  and  business  under  the  firm 
of  H.  Seardsley  &  Co.,  with  the  usual  colloquium ;  and  the 
inuendo,  in  giving  explanation  and  meaning  to  the  words, 
connects  them  with  the  business  character  and  relations  of  the 
plainti£EB. 

We  must,  therefore,  take  the  words  set  forth  in  the  first 
count  in  the  declaration  as  published  of  and  concerning  the 
plaintifis  in  their  character  as  merchants,  and  enquire  whether, 
in  that  connection  and  under  the  circumstances  stated,  the 
inuendo  has  carried  the  meaning  imputed  beyond  that  war- 
ranted by  the  libellous  charge.  And,  in  doing  so,  we  must 
look  to  the  whole  and  every  part  of  the  libel,  in  order  to  as- 
certain the  full  extent  of  the  injurious  imputations,  and  to  see 
how  they  would  naturally  be  understood  by  the  neighbors  and 
acquaintances  of  the  plaintiiSs,  and  especially  by  those  with 
whom  they  were  connected  in  business  transactions.  Looking 
at  the  libd,  and  the  several  injurious  charges  therein  con- 
tained, with  thflse  considerations  in  view,  we  cannot  say,  as 
matter  of  law,  that  the  words  do  not  convey  or  could  not  have 
been  intended  to  convey  to  those  in  whose  presence  they  were 
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published  the  meaning  imputed  to  them.  On  the  contrary, 
they  may  have  been  published  under  drcumstances  and  in  a 
way  that  would  naturally  convey  to  the  hearer  that  meaning, 
especially  if  published  with  an  intent  to  affect  the  credit  of  the 
plaintiffs  as  merchants,  as  charged  in  the  declaration. 

The  counsel  for  the  defendant  selects  a  part  of  the  words  of 
the  libel,  and  insists  that  they  do  not  convey  the  meaning  im- 
puted. This  might  be  admitted,  and  still  the  demurrer  not  be 
well  taken.  When  the  words  are  taken  detached  from  the 
context,  their  meaning  may  be  different  from  what  it  is  when 
they  are  taken  in  connection  with  the  text  and  the  subject 
matter.  The  charge  ^'  has  put  his  property  out  of  his  handa,'' 
and  nothing  else,  might  be  very  innocent ;  and  the  words  ^^  if 
so,  their  store  will  be  closed  soon"  might  not  necessarily  im- 
port anything  wrong  or  injurious.  But,  when  those  words  are 
taken  in  connection  with  the  chaige  that  the  plaintiffs  had 
been  sued,  and  that  the  wife  of  one  of  them  was  proceeding 
against  him  for  a  divorce  and  alimony,  and  the  whole  is  pub- 
lished of  and  concerning  them  as  merchants,  and  with  the 
intent  to  affect  their  credit  and  standing  in  the  community,  a 
very  different  meaning  attaches ;  and,  for  aught  that  we  can 
see,  to  the  full  extent  charged.  That  is,  the  jury  may  so  find, 
if  they  believe  the  publication  to  have  been  made  with  a  view 
to  affect  injuriously  the  credit  and  standing  of  the  plaintiffs  as 
traders  and  merchants. 

The  same  view,  we  think,  applies  to  the  second  count, 
which  need  not  be  more  particularly  referred  to. 

There  must  be  judgment  for  the  plaintiffs,  with  leave  to  tiie 
defendant  to  amend. 
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Akthont  M.  Koeman  and  Frances  his  wife 
Geoege  L.  Stokee  and  William  Yan  Hook. 

Where  (1000  wm  givBn  to  a  legatee  by  a  will,  the  monej  to  be  raised  out  of 
the  testator*8  estate,  and  paid  oyer  to  the  legatee;  and  the  ezeontor  and 
iniatee  nnder  the  will,  having  raised  the  money,  instead  of  paying  it  to 
the  legatee,  pnrehased  bank  stock  with  it ;  and  afterwards,  when  called 
on  by  the  legatee  to  accoont,  sold  the  bank  stock,  and  paid  over  the  pro- 
ceeds, (1,460  34.  to  the  duly  authorized  agent  of  the  legatee,  which  he 
receiYed  as  and  for  the  (1000  legacy,  the  stock  having  been  sold  with  hia 
knowledge  and  assent:  JffM  that,  as  there  was  no  evidence  the  legatee 
was  advised  of  the  purchase  of  the  bank  stock,  or  ever  assented  to  it,  the 
executor  had  a  right  to  sell  the  stock  and  pay  over  the  proceeds. 

Until  the  investment  was  sanctioned  by  the  legatee,  he  had  a  right  to  claim 
the  money ;  and  until  then,  too^  the  executor  had  a  right  to  recall  or 
change  the  investment,  or  pay  over  the  l^acy,  being  bound,  if  any  profits 
were  made  by  the  investment,  to  account  for  them,  and  to  make  up  the 
losi^  if  any. 

Hie  stock  did  not  belong  to  the  legatee,  and  the  executor  was  guilty  of  no 
conversion  or  wrong  in  selling  it. 

In  a  suit  in  equity  against  an  executor  and  trustee  for  an  account,  where 
it  appears  that  he  acted  in  good  faith  in  the  execution  of  his  trust,  but 
misapprehended  his  duty  in  the  particulars  in  respect  to  which  he  is 
charged  in  the  final  decree,  he  will,  where  a  balance  is  found  by  a  Master's 
Import  to  be  due  from  him,  be  charged  with  interest  only  from  the  date  of 
the  report  on  the  sum  found  due. 

But,  he  will  be  chaiged  with  the  costs  of  the  suit,  although  he  succeeded  on 
several  points  in  it,  and  greatly  reduced  the  amount  claimed  from  him. 
The  balance  found  was  contested  by  him,  and  the  suit  was  necessary  to 
recover  it 

The  bill  in  this  case  was  filed  against  the  defendants  as  ex- 
ecutors and  trnstees  of  the  estate  of  David  Berdan,  deceased, 
and  called  for  an  account  and  settlement  of  the  share  of  the 
estate  which  belonged  to  Frances,  the  wife  of  the  plaintiff 
Norman,  and  the  widow  of  the  testator.  She  took  nnder  the 
will,  in  lien  of  dower,  certain  interests  in  the  real  and  personal 
estate  which  went  into  the  hands  of  the  executors.  The  case 
was  heard  on  pleadings  and  proofe,  and  a  decision  given  in 
89 
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October,  1846,  on  yarioiis  qneBtioDs  raised,  and  a  reference 
made  to  a  Master  to  take  and  Btate  the  accounts  between  the 
parties,  and  report  them  with  the  evidence,  docomentaiy  or 
oral,  that  might  be  given  before  him.  The  Court  then  deci- 
ded, that  a  certain  power  of  attorney  given  by  Mrs.  Korman, 
(then  Mrs.  Berdan,)  to  her  brother  John  S.  Chapman,  on  the 
16th  of  February,  1886,  was  legal  and  binding  on  all  Hie 
parties  concerned,  and  authorized  the  attorney  to  collect,  re- 
ceive and  control  all  the  funds  and  moneys  in  the  hands  of 
the  defendants  belonging  to  her  individually,  and  which  she 
had  a  right  to  coUec^  and  receive  as  her  individual  and  abao- 
lute  property  firom  the  executors,  as  bequeathed  to  her  under 
the  will  of  her  late  husband.  All  other  questions  were  re- 
served till  the  coming  in  of  the  Master's  report. 

The  case  now  came  up  on  exceptions  by  the  plaintiffi  to 
tiie  Master's  report.  The  points  raised  will  appear  from  the 
opinion  of  the  Court. 

SetA  P,  Staples^  for  the  plaintifb. 

Hdbert  Emmet^  for  the  defendants. 

Nblsok,  J.,  after  disposing  of  an  unimportant  exception, 
proceeded  as  follows : 

The  next  exception  is  to  the  allowance  of  the  payment  of 
the  $1000  legacy  belonging  to  Mrs.  Berdan  under  the  will. 
This  sum  was  to  be  raised  out  of  the  estate  of  the  testator,  and 
paid  over  to  the  l^atee,  to  be  disposed  of  as  she  saw  fit  The 
defendant  Storer  having  raised  the  money,  instead  of  paying 
it  over  to  Mrs.  Berdan,  purchased  forty  shares  of  stodi:  in 
the  Fulton  Bank,  which  cost  $1,869  39.  On  the  18th  of 
February,  1886,  the  stock  was  sold  for  $1,460  84,  and  the 
proceeds  w^e  paid  to  CSiapman,  her  agent.  The  stock  was 
purchased  in  the  name  of  Storer,  in  trust  for  Mrs.  Berdan,  and 
was  charged  in  his  books  as  paid  to  her ;  but  there  is  no  evi- 
dence that  she  wa9  advised  of  the  purchase,  or  that  she  ever 
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assented  to  it  The  stock  was  sold  with  the  knowledge  and 
assent  of  the  agent^  and  he  received  the  proceeds  as  and  for 
the  legacy  of  the  $1000. 

The  power  of  attorney  to  the  agent  authorized  him  to  trans- 
act all  business  in  relation  to  the  estate  of  Mrs.  Berdan,  to 
settle  her  accounts  with  die  executors,  and  to  receive  what- 
ever sums  of  money  might  be  due  to  her,  or  remamed  in  the 
hands  of  the  executors,  or  of  any  other  person,  &c. 

It  is  insisted  that  the  stock  belonged  to  Mrs.  Berdan ;  that 
the  power  of  attorney  did  not  authorize  the  receipt  of  the  avails 
of  it ;  and  that  the  sale  and  payment  of  the  proceeds  by  the 
executor  were  in  his  own  wrong,  and  die  allowance  by  the 
Master  erroneous. 

It  is  dear  that,  until  the  investment  of  the  legacy  in  the 
bank  stock  by  Storer  was  sanctioned  by  Mrs.  Berdan,  she  had 
a  right  to  repudiate  it,  and  ekdm  the  money.  It  is,  also, 
equally  clear,  that  until  then  the  executor  had  aright  to  reeall 
the  investment,  or  change  it,  or  pay  over  the  legacy  or  money 
to  her.  He  held  the  money  in  trust,  and  it  was  in  accordance 
with  his  general  duty  as  trustee  to  place  the  fund  in  some 
safe  investment  until  it  was  paid  over.  But,  this  did  not 
change  the  relation  in  which  he  stood  to  the  fond,  or  to  Mrs. 
Berdan,  or  alter  the  liabilily  he  was  under  in  respect  to  it,  aa 
executor  under  the  will.  If  any  profits  wei^  made  by  the  in- 
vestment, he  was  bound  to  account  for  them ;  as  a  trustee  is 
not  allowed  to  speculate  with  the  trust  ftmds  for  his  own  ad- 
vantage. These  are  general  principles,  apj^cable  to  trustees, 
and  to  all  persons  standing  in  that  relation ;  and  aiie  applied 
every  day  in  courts  of  equity  in  the  settlement  of  their 
accounts.  The  investment  is  for  the  security  of  the  fund ; 
and  that  it  may  not  lie  idle  untQ  paid  over  to  the  cegttd  gue 

Inasmuch  as  the  legacy  was  due,  there  can  be  no  doubt 
that  it  would  at  any  time  have  been  competent  for  Storer  to 
have  converted  the  stock  into  money,  and  paid  it  over  to  Mrs. 
Berdan  in  discharge  of  his  trust,  including  the  gains,  if  any, 
and  making  up  the  loss,  if  any ;  and  that  thia  right  would 
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have  continued  until,  hj  an  arrangement  between  tiiem,  aha 
had  agreed  to  accept  the  stock  in  lien  of  the  legacy. 

The  idea  that  a  trustee  who  has  invested  the  fhnd  in  his 
hands  for  safetj^^or  profit  while  the  tmst  continues,  and  until 
the  money  is  to  be  paid  over  to  the  ceskii  que  trusty  is  guilty 
of  a  conyersion  or  wrong  in  recalling  the  inyestment,  and  put- 
ting himself  ina  condition  to  discharge  himself  of  the  trust,  is 
altogether  unfounded.  He  is  obliged  to  make  the  conversion^ 
or  pay  the  money  out  of  his  own  pocket.  In  this  case,  Storer 
was  called  on  for  the  money,  as  the  power  of  attorney  was 
ample  for  this  purpose ;  and  a  r^iisal  to  pay  it  over  would 
have  subjected  him  to  an  action.  Mrs.  Berdan  had  never  as- 
sented to  the  investment,  and  she  or  her  authorized  agent  had 
a  right  to  call  for  the  advance  at  any  time. 

For  these  reasons,  I  am  satisfied  that  the  exception  taken 
to  the  Master's  report  is  not  well  founded,  and  that  the  item 
was  properly  allowed. 

Subsequently  questions  arose  in  the  case  as  to  the  allow- 
ance of  interest  on  items  in  the  account,  that  had  been 
adjusted  with  CSiapman,  but  which  it  was  held  did  not  come 
within  the  power  of  attorney ;  and  also  as  to  costs.  The  Mas- 
ter had  left  the  question  of  interest  open,  and  referred  it  to 
the  Oourt.  The  allowance  of  interest  was  resisted  by  tiie 
counsel  for  the  executors. 

Nelson,  J.  I  am  of  opinion  that,  under  the  circumstances, 
interest  should  be  allowed  only  firom  the  date  of  the  report 
on  the  simi  reported  by  the  Master  as  due  to  the  plaintifb. 
My  impression  throughout  the  case  was,  that  the  defendants 
had  acted  in  good  faith  in  the  execution  of  their  trust,  but  had 
misapprehended  their  duties  in  the  particulars  in  respect  to 
which  they  were  charged  in  the  final  decree  of  the  Court. 

I  am  also  of  opinion,  that  the  defendants  must  be  chaiged 
witii  the  costs  of  the  litigation.  It  is  true  that  the  Oourt  decided 
in  their  fiivor  on  the  question  as  to  the  validity  of  the  power 
of  attorney,  and  thereby  reduced  greatly  the  amount  claimed 
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by  the  plaintifffl.  Bat  still,  a  balance  has  been  found  against 
the  defendants,  which  has  been  contested  by  them  throughout 
the  litigation ;  and  the  suit  was  necessary  to  obtain  its  re- 
covery. The  question  upon  the  power  went  only  to  an  abate- 
ment of  the  amount  claimed,  not  to  the  whole  cause  of  action. 
All  that  can  be  said  is,  that  the  plaintiff  have  recovered  much 
less  than  they  claimed  and  expected.  But  this  affords  no 
proper  ground  or  any  cause,  of  itself,  for  denying  costs  to  the 
prevailing  party.  Hie  suit  was  necessary  in  order  to  recover 
the  balance  found,  as  it  was  not  admitted  in  the  answer,  but 
on  the  contrary  was  contested  on  various  grounds  which  turn 
out  to  have  he&n  unfounded. 


Bekjamin  G.  Wilder 

ve. 

Charles  J.  Gaylbb  ajscd  Auottstus  B.  Moest. 

Wk«re  the  defendant  in  a  patent  snit  pleaded  the  general  Ueae,  and  ^>eeial 
pleas,  and  also  gave  a  notice  of  epecial  matter  under  §  10  of  the  Patent 
act  of  Jiilj  4th,  1886,  (0  U,  8,  Stat,  at  Zarge^  128,)  and  the  matters  set  forth 
in  the  special  pleas  were  those  of  which  notice  might  have  been  given  un- 
der said  §  16,  the  Gonrt,  on  the  plaintiff's  motion,  struck  out  the  special 
please  with  costs. 

Notice  most  be  given  of  the  several  matters  specified  in  §  Iff^  if  thej  are  re- 
lied on  in  defence.    They  cannot  be  pleaded  specially. 

There  may,  however,  be  grounds  of  defence  not  specified  in  g  15,  which  might 
be  set  up  in  bar  of  the  action,  by  special  plea. 

Ik  this  case,  which  was  an  action  for  the  infiingement  of 
a  patent,  the  defendants  pleaded  the  general  issue,  and  a  large 
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number  of  Bpecial  pleas,  a&d  also  gave  a  notice  of  special 
matter  mider  §  15  of  the  Patett  act  of  JxHj  4th,  1886,  (5  U. 
S.  Stat,  at  Large^  128.)  The  matters  set  forth  in  the  special 
pleas  were  those  ci  which  notice  might  have  been  given  nnder 
the  said  15th  section.  The  plaintiff  now  moved  to  strike  out 
the  special  pleas. 

8eth  P.  Staples  J  for  the  plaintiff. 

Otorge  SuUivan^  for  the  defendants. 

Kelson,  J.  The  matters  set  forth  in  the  special  pleas  are 
not  the  subject  of  a  defence  in  that  form  of  pleading ;  but 
stand  upon  the  general  issue  with  the  notice  prescribed  in 
section  fifteen  of  the  Patent  act  of  1836.  Most  of  the  matters 
required  bj  that  section  to  be  set  forth  in  a  notice  could  be 
given  in  evidence  under  the  general  issue  without  notice,  were 
it  not  for  the  section ;  or,  to  speak  more  accurately,  are  in- 
volved in  the  general  issue.  They  are  affirmative  fiEu^ts,  which 
the  plaintiff  is  bound  to  maintain  as  essential  to  the  validity 
of  his  patent  But,  to  guard  against  surprise  on  the  part  of 
the  plaintiff,  the  section  requires  that  notice  shall  be  given  of 
the  several  grounds  therein  specified,  if  they  are  intended  to 
be  relied  on  in  defence.  This  however,  does  not  enable  the 
defendant  to  plead  them  specially  as  matters  of  defence. 
They  must  be  presented  in  the  manner  prescribed  by  the  act. 
There  may,  however,  be  grounds  of  defence  not  specified  in 
the  fifteenth  section,  which  might  be  set  up  in  bar  of  the  ac- 
tion, by  special  plea. 

The  defendants  may  retain  the  plea  of  the  general  issue,  and 
the  notice  which  accompanies  it,  and  may  add  new  matter  to 
the  notice  by  way  of  defence,  but  the  special  pleas  must  be 
stricken  out  with  costs. 


OCTOBEE  TEBU,  IMk  590 


Orisvold  «.  Lawrence. 


Kathakisl  L.  Gbsetwold  asd  Gbobge  Gbibwold 
CoBzncLins  W.  LaWbxkcb. 

Where  goods  are  imported  from  the  eoantrj  of  their  prodnotion,  they  moat, 
imder  g  16  of  the  aet  of  Atignst  80th,  1842»  (6  U,  8. 8tat.  at  Large,  668,)  for 
the  pnrpoee  of  fixing  their  dutiable  yalne^  be  appraised  at  their  market 
Talne  in  that  country  at  the  time  of  their  purchase. 

Where  the  importer  claimed  that  certain  goods  should  be  appraised  at  their 
ralue  abroad  at  the  time  of  their  purchase^  and  the  collector  directed  them 
to  be  appraised  at  their  value  at  the  time  of  their  exportation,  they  hay- 
ing risen  in  yalue  in  the  meantime,  and  the  importer,  for  the  purpose  of 
obtaining  possession  of  the  goods,  and  of  aroiding  the  penalty  imposed  by 
§  8  of  the  act  of  July  80th,  1846,  (9  U.  B.  Stat,  at  Large,  48,)  for  an  excess 
by  10  per  cent,  in  the  appraised  yalue  over  the  yalue  in  the  entry,  added  to 
the  cost  of  the  goods  a  sum  which  made  their  ralue  equal  to  their  Talne 
abroad  at  the  time  of  their  exportation,  and  paid  duties  on  that  yalue  un- 
der protest :   Held,  that  the  payment  of  the  duties  was  not  voluntary. 

This  was  an  action  brought  by  the  plaintifiSs  against  the  de- 
fendant, collector  of  the  port  of  Kew-York,  to  recover  back  an 
excess  of  duties  paid  upon  sugars  imported  from  Manilla  in 
the  Island  of  Luzon  into  that  port.  The  sugars  were  purchased 
at  Manilla  in  February  and  March,  1847 ;  but  their  shipment 
was  delayed,  in  consequence  of  the  vessel  sent  out  for  the 
cargo  having  become  disabled  by  stress  of  weather,  till  the 
month  of  August  in  that  year.  The  sugars  were  the  produc- 
tion of  the  Island  from  which  they  were  shipped  to  this 
country. 

The  collector,  under  instructions  from  the  Secretary  of  the 
Treasury,  had  directed  all  goods  and  merchandize,  whether 
shipped  from  the  country  of  production  or  manufacture,  or 
from  a  country  other  than  that  of  production  or  manufacture, 
to  be  appraised  according  to  tl^eir  market  value  in  the  princi- 
pal markets  of  the  country,  as  the  case  might  be,  o^  ^  time 
of  the  exportation.  The  goods  had  risen  in  value  in  the  market 
at  Manilla  between  the  times  of  the  purchases  and  the  time 
of  shipment,  and  the  plaintiflb,  at  the  time  of  the  entry,  to 
avoid  the  penalty  imposed  by  §  8  of  the  act  of  July  80th, 
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1S4:6,  (9  U.  S.  Stat,  at  Zarge^  43,)  where  the  appraifled  value 
exceeds  by  10  per  cent,  the  value  iu  the  entry,  added  to  the 
cost  of  the  purchases  as  given  in  the  invoice,  a  sum  which,  in 
the  aggregate,  made  the  value  of  the  goods  equal  to  their  mar- 
ket value  at  Manilla  at  the  time  of  their  exportation,  and  paid 
the  duties  on  the  same. 

The  addition  was  made  and  the  duties  were  paid  under  pro- 
test, and  to  avoid  the  penalty  aforesaid,  the  plaintiffs  claiming 
that,  acceding  to  law,  they  were  bound  to  pay  duties  only 
upon  the  market  value  of  the  goods  at  Manilla  at  the  times  of 
the  purchases.  This  action  was  then  brought.  At  the  trial 
a  verdict  was  taken  for  the  plainti£b,  subject  to  the  opinion  of 
the  Court  on  a  case  to  be  made. 

Daniel  Lord^  for  the  plaintiffs. 

J.  PresooU  Hall^  {District  Attorney^  for  the  defendant 

Nelson,  J.  The  question  presented  in  this  case  involves 
the  true  construction  of  the  sixteenth  section  of  the  act  of  Au- 
gust 80th,  1842,  (5  U.  S.  Stat,  at  Large^  668.)  The  section 
provides,  that  the  collector  shall  ^^  cause  the  acti^  market  val- 
ue or  wholesale  price"  of  the  goods,  "o^  the  time  whefipwr- 
cJiased-^  in  the  principal  markets  of  the  country  from  which  the 
same  shall  have  been  imported  into  the  United  States,  &c.,  to 
be  appraised,  estimated,  and  ascertained,  and  to  such  value  or 
price  shall  be  added  all  costs  and  charges,  &c.:  Provided^ 
That  in  all  cases  where  goods,  &c.,  shall  have  been  imported 
into  the  United  States  from  a  country  in  which  the  same  have 
not  been  manufactured  or  produced,  the  foreign  value  shall 
be  appraised  and  estimated  according  to  the  current  market 
value  or  wholesale  price  of  similar  articles  at  the  principal 
markets  of  the  country  of  production  or  manufacture,  at  the 
period  (f  the  eaportoition  of  said  goods,  &c.,  to  the  United 
States.*' 

The  above  extract  contains  the  material  parts  of  the  section 
upon  which  the  question  depends ;  and  we  must  say,  that  if  a 
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diffarent  opinion  had  not  been  expressed  elsewhere,  of  deserved 
respect,  we  coold  not  have  entertained  a  doubt  npon  the  true 
construction  to  be  given  to  the  law.  The  language  is  dear 
and  explicit,  and  the  whole  section  is  obviously  drawn  with 
studied  care  and  caution. 

The  enacting  danse  provides  that,  m  all  cases  of  goods  im- 
ported into  the  United  States  liable  to  duties,  they  shall  be  ap- 
praised according  to  the  market  value  at  the  time  qf  purchase 
in  the  principal  markets  of  the  country  from  which  they  have 
been  imported ;  and  it  is  made  the  special  duty  of  the  ap- 
praisers, by  all  reasonable  ways  and  means  in  their  power,  to 
ascertain  the  true  market  value,  (atiy  invoice  or  affidavit  to 
the  contrary,)  of  the  goods  at  the  time  when  purchased ;  and 
then  follows  the  exception,  that  in  all  cases  where  the  goods 
shall  have  been  imported  from  a  country  other  than  that  of 
production  or  manufacture,  the  value '  shall  be  appraised  ac- 
cording to  the  market  value  of  similar  articles  at  the  prindpal 
markets  of  the  country  of  production  or  manufacture  at  the 
period  qf  exportation. 

The  same  distinction,  in  respect  to  the  rule  to  be  adopted 
in  ascertaining  the  foreign  value,  is  found  in  the  act  of  March 
1st,  1823,  (8  U.  8.  Stat,  at  La/rge^  732,  §  5,)  but  not  in  the  act 
of  May  19th,  1828,  or  in  that  of  July  14th,  1832,  (4  Id.  273, 
§  8,  and  591,  §  7.)  The  time  of  purchase  was  adopted  under 
the  latter  two  acts,  whether  the  goods  were  imported  from  the 
country  of  production,  or  from  a  dilBferent  country.  The  rule 
prescribed  in  the  act  of  1823  is  again  found  in  the  act  of  1842, 
and  which  regulates  the  valuation  of  dutiable  articles  upon 
which  the  duties  are  assessed  under  the  act  of  July  30th, 
1846. 

The  goods,  in  this  case,  having  been  imported  from  the 
country  in  which  they  were  produced,  the  market  value  of  the 
article  in  the  foreign  country  should  have  been  taken,  as  it 
stood  at  the  times  of  the  several  purchases.  We  do  not  per- 
ceive how  any  other  construction  can  be  given  consistently 
with  the  words  of  the  act. 

It  was  urged  on  the  alignment,  that  the  payment  of  the  du- 
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iieB  in  this  case  was  yolxuitaiy,  iaasmiicli  as  the  plaintifib  were 
not  compelled  to  make  the  addition  to  the  cost  of  the  artides 
at  the  time  of  the  entiy.  We  think  otherwise.  The  addition 
was  made  and  the  excessiye  duties  were  paid  nnder  protest, 
and  to  obtain  possession  of  the  goods,  and  to  avoid  the  -pes^ 
alty  to  which  the  goods  would  have  been  subject  under  the 
erroneous  rule  applied  in  the  appraisal. 

The  verdict  having  been  taken  subject  to  the  opinion  of  the 
Oourt,  there  must  be  a  judgment  for  the  phdntiffi.* 


*  The  principle  of  this  decision  was  *fiSrmed  hj  the  Supreme  Oonrt  in  the 
cases  of  Greely  t.  Thampmm,  (10  Mow,  226,)  and  UaxiM  y.  GriawoH  (Id.  242.) 


Hknby  Coooill  and  OrHEats  m.  Cornelius  W.  Lawbengb. 

Under  the  tariff  act  of  July  30th,  1846,  (0  U.  S,  Stat,  at  Larpe,  42,)  Bnenos 
Ayres  sheep-skins,  imported  with  the  wool  on,  and  dried  but  not  dreeeed, 
usually  inyoiced  as  theep-tikinBy  and  known  in  commerce  by  that  name^  fall 
within  §  8  of  that  act  as  a  non-enumerated  article,  and  are  subject  to  a 
duty  of  20  pet  emL  adwdcrenu 

Although  the  chief  yalne  of  the  sheepskins  is  in  the  wool,  and  a  large  pro- 
portion of  those  imported  are,  after  importation,  shorn  for  the  wool,  yet 
the  well  known  commercial  designation  of  the  article  as  a  whole  must 
gorem,  and  the  gorernment  cannot  appraise  the  wool  and  the  pelt  sep- 
arately, and  charge  doty  on  the  former  under  schedule  d,  as  *'wool,  un- 
manufactured." 

Such  fiheep-skins  do  not  fall  within  Schedule  H,  under  the  head  of  "raw 
hides  and  skins  of  all  kinds,  whether  dried,  salted,  or  pickled,"  that  de- 
scription referring  to  a  class  of  articles  well  known  in  the  trade,  and  used 
ezftenaiTely  by  mannfaetnren  of  leather. 
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This  was  an  action  against  the  collector  of  tihie  port  of  New- 
York,  to  recover  back  an  excees  of  duties  paid  by  the  plainti£b 
under  protest  on  Buenos  Ayres  sheep-skins.  The  article  was 
imported  with  die  wool  on  the  skin,  and  was  not  dressed,  being 
in  the  Bame  condition  in  which  it  was  when  taken  fix)m  the  an- 
imal, except  that  it  was  dried.  By  the  instructions  of  the  Sec- 
retary of  the  Treasury  the  collector  directed  the  wool  and  the 
pelt  or  skin  to  be  appraised  separately,  and  a  duty  of  30  per 
cent,  ad  valaremwas  charged  on  the  former,  and  of  6peroent. 
ad  valorem  on  the  latter.  The  importation  was  under  the  tar- 
iff act  of  July  80th,  1846,  (9  271  S.  Stat,  at  Large,  42.)  At 
the  trial  before  Mr.  Justice  Nelson  in  May,  1849,  it  appeared 
by  the  evidence,  that  the  article  was  usually  described  in  in- 
voices and  shipped  as  eheejhskine,  and  was  known  in  trade 
and  commerce  by  that  designation ;  that  the  wool  upon  the 
pelt  was  worth  firom  fourteen  to  thirty  cents  a  pound,  each 
skin  yielding  firom  half  a  pound  to  a  pound  of  wool ;  that 
the  pelt,  when  shorn,  was  worth  from  four  to  ten  cents,  and 
was  tanned  and  used  as  leather ;  that  some  of  the  skins  vrer^ 
sheared,  and  some  were  dressed  with  the  wool  on  and  used  for 
mats,  military  saddles,  soles  for  the  inside  of  shoes,  coverings 
for  the  cylinders  of  rice-mills,  men's  caps,  sleigh-robes,  Ac; 
that  from  50  to  70  per  cent,  of  those  imported  were  shorn  for 
the  wool ;  and  that  they  were  sometimes  imported  without 
any  wool  on  them,  when  they  were  called  bamls  or  pelts,  and 
were  tanned  or  salted  before  being  shipped. 

The  defendant  insisted,  that  tiie  wool  upon  the  skin  was 
*^  wool,  unmanu&ctured,''  and  chaigeable,  under  Schedule  C 
of  the  act  of  1846,  with  a  duty  of  80  per  cent,  advaloremy  on 
the  ground  that  the  chief  value  of  the  article  consisted  in  the 
unmanu&ctured  wool,  the  skin  being  of  little  value.  The  plain- 
tiff claimed,  that  the  article  was  chaigeable  with  a  duly  of  5 
per  cent,  ad  valorem,  under  Schedule  H,  as  falling  within  the 
designation  of  ^^raw  hides  and  skins  of  all  kinds,  whether 
dried,  salted,  or  pickled,  not  otherwise  provided  for."  The 
Court  chaiged  the  jury,  that  the  article  was  chaigeaUe  with  a 
duty  of  20  per  cent,  ad  valorem^  under  Schedule  E,  under  the 
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head  of  ^^  skins  of  all  kinds,  ^ot  otherwise  proTided  for.''  The 
jury  accordingly  found  for  the  plaintifib,  and  a  motion  was 
now  made  for  a  new  trial,  on  a  case. 

NsLSOK,  J.  The  article  in  qnestion  in  this  case  was  speci- 
fically chai^d  with  a  duty  under  the  tariff  acts  of  1828, 1832, 
and  1842,  (4  U.  S.  Stat,  at  Lctrge,  271,  §2,  584,  §2,  and 5  Id. 
548,  §  1,)  as  ^^  wool  imported  on  the  skin;"  but  the  descrip- 
tion is  omitted  in  the  act  of  1846. 

It  is  claimed  on  the  part  of  the  plaintiffi,  that  it  should  be 
ranged  under  Schedule  H  in  the  act  of  1846,  within  the  de- 
scription ^^  raw  hides  and  skins  of  all  kinds,  whether  dried, 
salted,  or  pickled,  not  otherwise  provided  for;"  while  the  de- 
fendant insists  itshould  be  charged  underSchedule  G,as  ^^  wool, 
unmanu&ctured." 

We  are  of  opinion  that  it  comes  within  neither  description. 
If  it  falls  under  any  of  the  schedules,  it  would  more  properly 
be  ranged  under  Schedule  E,  within  the  words  ^^  skins  of  all 
kinds,  not  otherwise  provided  for ; "  or  else  it  is  a  non-enu- 
merated article  within  the  third  section  of  the  act  It  is  not 
very  material  under  which  of  these  provisions  it  is  placed,  as 
the  rate  of  duty  is  the  same. 

The  articles  described  in  Schedule  H,  under  the  terms 
^^  raw  hides  and  sldns  of  all  kinds,  whether  dried,  salted,  or 
pickled,"  are  different  from  the  one  in  question,  if  we  take  the 
commercial  designation.  That  description  refers  to  a  class  of 
articles  well  known  in  the  trade,  and  of  ertensive  demand  in 
the  market  on  the  part  of  the  manujBicturers  of  leather.  It 
was  doubtless  for  the  encouragement  of  these  manufactarers, 
in  part  at  least,  that  the  low  rate  of  duty  was  charged. 

Neither  do  we  perceive  how  the  article  can  be  separated,  as 
is  claimed  by  the  government,  and  the  duty  be  apportioned 
upon  each  of  its  parts,  the  same  as  if  they  were  imported  after 
separation.  The  article  has  a  well  known  commercial  desig- 
nation as  a  whole,  which,  upon  general  principles,  must  gov- 
ern in  rating  it  as  a  dutiable  article.  And  besides,  the  rule  of 
construction  that  would  separate  it,  and  apportion  the  duties 
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upon  its  parts,  could  not  be  confined  to  this  partictdar  article. 
^'  Hair  of  all  kinds,  uncleaned  and  nnmannfactnred  "  is  charge- 
able with  a  duty  of  t&aper  cent,  ad  Vidorem^  under  Schedole 
O ;  and  a  large  portion  of  the  skins  imported  are  imported 
-with  the  hair  on  the  skin.  The  rule  would  seem  to  apply 
equally  to  this  class  of  articles.  The  difficulty  in  ascertaining 
the  dutiable  value  of  each  of  the  parts  is  also  a  serious  objec- 
tion to  the  introduction  of  the  rule. 

The  omission  to  charge  the  duly  on  the  article  specifically 
in  the  act  of  1846,  as  it  was  charged  in  the  preceding  acts, 
may  have  been  an  oversight ;  but  the  natural,  if  not  legal  in- 
ference, is  rather  the  contrary. 

As  the  article  has  a  fixed  designation  in  trade  and  com- 
merce, which  has  not  been  carried  into  the  enumeration  under 
either  of  the  Schedules,  we  are  inclined  to  think  it  fialls  most 
appropriately  within  the  the  third  section,  as  a  non-enumera- 
ted article,  and  is  chargeable  with  a  duly  of  twenty  per  cent, 
ad  vaiorem. 

A  new  trial,  therefore,  must  be  denied. 


Henbt  W.  Sill  Am>  Mason  Thomson 

COSNBLTOB  W.   LaWBEKOE. 

Fancy  boxes,  made  of  oommon  THrood  and  yeneered  'with  rose-wood  or  ebonj, 
inToiced  as  rose-wood  boxes  and  ebonj  boxes»  and  known  to  the  trade  hj 
those  names  and  also  -as  faney  boxes  and  furnished  boxes,  fall  within  Sched- 
ide  B  of  the  tariff  act  of  Jnly  80th,  1S46,  (9  U.  8.  Btat  at  Larffe,  44,)  and 
are  sabjeot  to  a  duty  of  40  percent  ad  indaremf  as  "  mannfaotnres  of  ebony, 
roso-wood,  Ac"  it  not  appearing  that  there  are  any  articles  Imown  as  ebo- 
ny boxes  or  rose-wood  boxes  made  wholly  oat  of  those  woods. 
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The  plaintifi^  brongfat  this  action  against  the  collector  of  the 
port  of  New- York,  to  recover  back  an  excess  of  duties.  The 
facts  are  stated  in  the  opinion  of  the  Court. 

£^ia$  H.  Ely^  f<Mr  the  plaintifib. 

J.  Prescatt  HdH^  {DU^nict  Attorney^)  for  the  defendant 

Nklbok,  J,  This  is  an  action  brought  to  recover  excessive 
duties  paid  by  the  plaintiff  upon  rose-wood  and  ebony  boxes. 
They  were  invoiced  and  entered  at  the  cnstom-house  as  rose- 
wood and  ebony  boxes.  The  foundation  is  made  of  common 
French  wood,  and  ihey  are  veneered  with  rose-wood  or  ebony, 
and  some  of  them  are  inlaid  with  brass,  and  filled  with  arti- 
cles for  the  toilet.  They  are  called  in  the  trade  by  different 
names,  such  as  fancy  boxes,  furnished  boxes,  rose-wood  boxes, 
and  ebony  boxes.  Boxes  of  this  description  are  rarely,  if  eva:, 
imported  made  wholly  of  rosa-wood  or  ebony ;  but  are  only 
veneered  with  the  article  even  when  called  by  that  name. 

On  the  part  of  the  defendant  it  is  claimed,  that  the  article 
ranges  under  Schedule  B  of  the  tariff  act  of  July  30th,  1846, 
{9  V.  S.  Stat,  at  La/rge^  44,)  and  is  chargeable  with  a  duty 
of  forty  per  cerU.  ad  valorem^  within  the  description  of  "  man- 
u&ctures  of  cedar  wood,  granadilla,  ebony,  mahogany,  rose- 
wood, and  satin  wood."  The  plaintifib  claim,  that  it  should 
be  classed  under  Schedule  C,  and  be  charged  with  a  duty  of 
only  thirty  j?er  cent,  ad  v<dorem^  within  the  description  of  "pa- 
per boxes  and  all  other  fancy  boxes." 

K  it  had  appeared  that  articles  made  wholly  or  chiefly  of 
ebony  or  rose-wood  were  imported  and  known  in  commerce  by 
the  denomination  of  ebony  or  rose-wood  boxes,  there  might  be 
force  in  the  view  taken  by  the  plaintiflfe,  as  that  fact  wonld  lay 
the  foundation  for  a  distinction  between  such  boxes  and  the 
articles  in  question.  But  there  does  not  appear  to  be  any  ar- 
ticle of  this  description  made  wholly  out  of  these  materials  and 
known  as  elxmy  or  rose-wood  boxes ;  and,  unless  the  article 
in  question  is  referred  to,  among  others,  by  the  clause  quoted 
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from  Schedule  B,  that  claose  would  seem  to  be  without  mean- 
ing as  it  respects  the  particular  article. 

Besides,  it  is  well  understood  that  most  of  the  articles  of 
fomitare  which  have  the  name  of  a  particular  kind  of  wood 
appended  to  them,  take  the  name  of  the  wood  with  which  they 
are  veneered ;  and  it  is  quite  clear,  we  think,  that  they  were 
intended  to  be  classed  under  Schedule  B  within  the  t  erms  ^^  man- 
uflustares  of  cedar  wood,  granadilla,  ebony,  rose  wood,  &c." 

We  think,  therefore,  that  the  clause  does  not  look  to  an  ar- 
ticle manufactured  wholly  out  of  the  materials  mentioned ; 
but,  that  when  it  is  made  even  chiefly  of  other  kinds  of  wood 
for  the  foundation,  and  is  veneered  with  these  materials,  it 
must  be  regarded  as  fidling  within  this  clause,  and  therefore 
chargeable  with  a  duty  of  forty  per  cent,  ad  valorem. 

There  must  be  a  judgment  for  the  defendant. 


Hbbman  Boving  and  Melohior  Wiltie 

V8, 

Cornelius  W.  Lawrence. 

Yermilion,  inroieed  as  such,  and  known  in  commerce  by  that  name,  although, 
chemicaUy  speaking,  it  is  a  mercnrial  preparation,  is^  nnder  the  tariff  act 
of  Jnlj  80th,  1846,  (9  U.  S.  Stat,  at  Large,  42,)  snbject  to  a  duty  of  ao^er 
cent  ad  valorem  under  Schedule  E^  being  specificallj  named  therein.  It  ia 
not  included  nnder  "mercurial  preparations'*  in  Schedule  D. 

This  was  an  action  against  the  collector  of  the  port  of  New- 
York,  to  recover  back  an  excess  of  duties  paid  on  vermilion. 
It  was  charged  with  a  duty  of  26  per  cent,  ad  valorem  under 
Schedule  D  of  the  tariff  act  of  July  30th,  1846,  (9  U.S.  S^. 
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at  Large^  46,)  as  a  mercurial  preparation.  The  plainliffB 
claimed  that  it  was  only  liable  to  a  duty  of  ^Qper  cent,  ad  va- 
lorem tmder  Bchedule  E,  as  vermilion.  A  verdict  was  taken 
for  the  plainti£&,  subject  to  the  opinicm  of  the  Court  on  a  case 
to  be  made. 

Nelson,  J.  The  article  in  question  was  invoiced  as  ver- 
milion, and  is  bought  and  sold,  and  known  in  trade  and  com- 
merce, under  thatijlenomination,  and  falls,  therefore,  under 
the  enumeration  of  ^^  vermilion"  in  schedule  K  Ghemicallj 
speaking,  it  is,  according  to  the  evidence,  a  mercurial  prepar 
ration,  but  if  it  had  been  intended  by  the  framers  of  the  act 
to  include  it  under  the  description  of  "mercurial  prepara- 
tions" in  Schedule  D,  it  would  not  have  been  carried  into  the 
list  by  name  under  Schedule  E. 

Judgment  for  plainti& 


Charles  Morlot  f>e.  Cornelius  W.  Lawrence. 

Linen  Instret,  eamlet  lastrea,  toile  du  nord,  and  lustrea,  oompoeed  of  linen 
and  oottdn,  are,  under  the  tariff  act  of  Julj  80th,  1846,  (9  U,  8.  8tai.  at 
Larffe,  42,)  chai^eable  with  a  datj  of  25  per  cent  ad  valorem^  under  Sched- 
nle  D,  as  **  mannfaetnres  composed  wholly  of  cotton  not  otherwise  provi- 
ded for." 

They  are  subject  to  this  classification,  nnder  the  proyision  of  g  20  of  the  tariff 
act  of  Angust  80th,  1842,  (6  U.  8.  Stat  at  Large,  565,)  that  "on  all  articles 
manufactured  from  two  or  more  materials^  the  duty  shall  be  assessed  at 
the  highest  rates  at  which  anj  of  its  component  parts  maybe  chargeable ;" 
which  §  20  is  not  repealed,  either  directly  or  by  necessary  implication,  by 
the  act  of  1846. 

Ihe  effect  of  said  §  20  is  not  to  impose  a  duty  on  an  article  not  provided  for 
in  the  act  of  1846^  or  a  different  duty  from  that  act ;  but  it  simply  giret  a 
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riik  df  oDut^iMtioii,  t6  dlBi«tiiiln«  under  i^lut  wAiedale  in  A«  Mfr  of  1S4M 

a  giren  ftriiele  ihAll  be  ranged  for  the  porpoae  of  ehaiging  the  dot  j. 
The  aet  of  184(y  ie  limited  almoet  exdneiyelj  to  establishiiig  the  rates  of  duty 

chargeable^  leaying  to  laws  then  exinting  to  provide  for  the  aaseesment  and 

eolleetion. 
A  statute  can  be  repealed  only  by  an  tacpt^ea  provisioii  oi  a  stib^^nilnt  Itnr, 

or  by  neeessary  impUeatSon ;  the  tiro  moM.  be  so  repugnant  that  thify  ckn- 

Bot  stand  together  or  be  oonsktently  reooneiled,  and  then  the  later  one 

willprerail. 

Thib  was  an  action  againsi  the  o(^ector  of  the  port  of  ^N^ew- 
York,  to  recover  back  an  excess  of  duties  paid  by  the  plain- 
tiffi,  on  certain  goods  known  in  trade  and  commerce  as  lin^s 
lustres,  camlet  lustres,  toile  du  nord,  and  lustres,  and  composed 
of  linen  and  cotton.  They  were  chai^d  with  a  duty  of  25 
per  cent,  ad  valorem  under  Schedule  D  of  the  tariff  act  of 
July  30th,  1846,  (9  U.  S,  Stat,  at  Lwrge^  46,)  on  the  ground 
that  by  §  20  of  the  tariff  act  of  August  30th,.  1842,  (6  U.  8. 
jStat.  at  ZargCy  565,)  they  were  chaigeable  under  said  Sched- 
ule D  as  ^^  manu&ctures  composed  wholly  of  cotton,  not  oth- 
erwise provided  for/'  The  plaintiffs  claimed  that  tliey  were 
liable  to  a  duty  of  only  20  per  cent,  ad  valorem,  under  ^  3  of 
the  act  of  1846,  as  a  ncm-enumerated  article.  A  verdict  was 
taken  for  the  plaintiffs,,  subject  to  the  opinion  of  the  Court  on 
a  case  to  be  made. 

DatUel  Lordy  for  the  plaintfffk 

J.  PreMMBM,  {Dirtriet  Attrniisy^)  for  Ui^  defendant 

"Shuscm,  J.  It' is  admitted' that,  if  l3i6Commeiicialde6igna^ 
tion  is  to  govem,  the  attieles'in  question  iii  tiiis  case  aria  not 
enumerated  in  any  cme  of  the  schedules  given  in  die  act  of 
1846,  and  would  of  course  fiJl  within  the  third  section  of  that 
aet.  But  it  is  insisted,  on  thepibt  of  llie  defendant,  that  con- 
strtung  the  act  of  1846  in  connection  With  the  twentt^di'  stfc^- 
tion  of  the  act  of  1842,  the  articles  are  chargeable  with*  thd^ 
hi^efll  itEkte  6f  duty  imposed  by  the  former  upon  mamtfifte^ 
40 
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tores  compoBed  wholly  of  any  one  of  the  material  from  which 
each  articles  are  manufactured ;  and  that,  bemg  composed  of 
linen  and  cotton,  they  fall  under  Schedule  D  of  the  act  of 
1846,  which  chaises  a  duty  of  twenty-five  per  cerU.  ad  valo- 
rem upon  manufactures  of  cotton. 

That  part  of  the  twentieth  section  of  the  act  of  1843  which 
is  claimed  to  be  still  in  force,  is  as  follows :  ^^  and  on  all  arti- 
cles manufactured  from  two  or  more  materials,  the  duty  shall 
be  assessed  at  the  highest  rates  at  which  any  of  its  compo- 
nent parts  may  be  chargeable."  This  provision  was  first  in- 
troduced in  the  tariff  act  of  September  11th,  1841,  (5  V.  S. 
Stat,  ai  Zarge^  464,  §  2,)  and  reversed  the  general  rule  of  con- 
struction adopted  in  favor  of  commerce,  which  was  to  rate  the 
article  according  to  that  component  part  of  it  which  was  sub- 
ject to  the  lowest  duty. 

It  is  insisted  on  the  part  of  the  plaintiff,  that  this  twentieth 
section  is  either  directly  or  by  necessary  implication  repealed 
by  the  act  of  1846,  and  must  therefore  be  disregarded  in  ex- 
pounding its  provisions. 

The  eleventh  section  of  the  latter  act  provides:  ^'That  all 
acts  and  parts  of  acts  repugnant  to  the  provisions  of  this  act 
be,  and  the  same  are  hereby  repealed."  The  first  section  de- 
clares :  "That  from  and  after  the  first  day  of  December  next, 
in  lieu  of  the  dvUee  heretofore  imposed  hy  law  on  the  arti- 
cles hereinafter  mentioned,  and  on  such  as  may  now  be  exempt 
from  duty,  there  shall  be  levied,  &c.,  the  following  rates  of 
duty."  Then  follows  a  list  of  schedules,  extending  fi^m  let- 
ters A  to  I  of  the  alphabet,  containing  an  enumeration  of  all 
articles  subject  to  duty,  with  the  rate  to  be  imposed,  and  also 
of  the  free  list  exempt  from  duty.  The  third  section  declares, 
that  there  shall  be  levied  and  collected  on  all  articles  not  spe- 
cially provided  for  in  the  act,  a  duty  of  twenty  per  cent,  ad 
valorem. 

It  must  be  admitted,  therefore,  that  every  article  imported 
into  the  country,  which  is  chargeable  with  any  duty  to  the  gov- 
ernment, is  either  specially  enumerated  in  the  several  schedules 
in  the  act  of  1846,  or  falls  within  the  thu*d  section,  as  non-cnume- 
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rated,  and  pays  the  duty  there  prescribed ;  and  that,  when  it  is 
claimed  a  dntyis  chargeable  upon  an  article,  as  being  particu- 
larly specified,  that  article  must  be  found  under  some  one  or 
other  of  the  schedules  above  mentioned.  It  was  the  policy  of 
the  act:  1.  To  enumerate  all  articles  specially  upon  which  dif- 
ferent rates  of  duties  were  to  be  levied;  and  2.  To  impose  a 
uniform  rate  upon  all  articles  not  enumerated.  This  is  quite 
obvious  fix)m  a  careftd  i)erusal  of  its  several  provisions. 

But,  admitting  all  this,  it  by  no  means  necessarily  follows 
that  the  clause  referred  to  in  the  twentieth  section  of  the  act 
of  1842  is  not  still  in  force,  or  is  repugnant  to  or  inconsistent 
with  the  provisions  or  policy  of  the  act  of  1846.  The  effect 
of  the  clause  is  not  to  impose  a  duty  upon  an  article  which  is 
not  provided  for  in  the  act  of  1846,  or  a  duty  different  from 
the  one  there  intended  to  be  imposed.  This  was  not  the  ob- 
ject or  effect  of  it  as  applied  to  the  act  of  1842,  in  which  it 
was  incorporated.  That  clause  enacts  simply  a  principle  or 
rule  of  construction,  which,  when  applied  to  a  dutiable  article, 
det^mines  within  what  class  it  should  be  rated.  In  other 
words,  speaking  with  reference  to  the  act  of  1846,  it  deter- 
mines under  what  schedule  the  article  should  be  ranged  for 
the  purpose  of  charging  the  duty. 

The  article  in  question  will  illustrate  our  view.  It  is  a 
manufiicture  of  linen  and  cotton,  and,  as  such,  does  not  fall 
within  any  of  the  articles  specially  described  in  any  of  the 
schedules  in  the  act  of  1846.  Of  course,  it  would  be  charged, 
under  the  third  section  of  that  act,  with  a  duty  of  twenty  per 
cent,  ad  valorem^  as  a  non-enumerated  article.  But,  if  we  ap- 
ply the  rule  of  construction  provided  for  in  the  twentieth  sec- 
tion of  the  act  of  1842,  namely,  that  on  articles  manufactured 
from  two  or  more  materials  the  duty  shall  be  assessed  at  the 
highest  rates  at  which  any  of  its  component  parts  may  be 
chargeable,  then  it  is  an  article  enumerated  under  Schedule 
D  of  the  act  of  1846,  being  classed,  by  reason  of  such  con- 
struction, as  a  manufacture  "composed  wholly  of  cotton,  not 
otherwise  provided  for.''  It  is  proper  to  remark,  that  the 
wx>rd8  not  otherwiae  provided  for  mean,  not  otheruH4e  pvovi' 


$1^.  souTHERir  vamacit  an  mK*TORK; 

ded\fifr  among  tkeeniumatated  oriicleB';  fior^if  the  woids  wero 
ajao  intended  to  indnde  the  reeidaaiy  olaase  embraced  in  tha 
third  aection,  the  dnfy  oi  twenfy-five  jper  O0»»^.  could  not  bci 
(^larged  even  upon  mannftcturea  compoBeA  wholly  of  oottoiL. 

Suppose  thifl  dftUBe  of  the  twentietli  a^fdaKHk  had  been  inoor- 
ponted  in  the.  acjt  of  1846 ;  there  eurely  would  not  have  been 
i^ything  in  it  repugnant  to  or  evan  inooufliBtent  wiHv  the  pro* 
TisionB  of  that  act.  On  the  eontcaiy,  it  would  hava  been,  in 
aid  of  it,  preecribingarule  by  which  to  determina  under  what 
qiumemted  head  to  range  an  article  of  a  givea  mannfaotare. 

It  is  true  that^  in  many  inatancee^  the  manufactured  articlQ 
eeuflteting  of  two  or  more  component  raatenalB  is  Bpecifically 
enumerated  and  prodded  for  in  the  act  of  1846 ;  and  it  haa 
been  aiijgned^  that  this  implies  an  exdusion  of  any  other  mode 
of  ascertaining  the  duty  chaigeable  upon  artides  of  thia  da* 
scription.  But  it  will  be  seen,  on  looking  into  the  act  of  1842, 
in  which  the  clause,  was  expressly  incorporated,  that  artidea 
of  a  similar  description  Wtfe  frequently  spedally  provided  for 
there ;  notwithstanding  which,  the  ckuise  was  deemed  mate- 
rial. Instances  of  Ihat  kind  are  not  as  frequent  in  the  act  of 
1842  as  in  that  of  1846,  but  they  are  sufficiently  so  to  afibrd  a 
full  answer  to  the  argument. 

Th^B  are,  too,  many  other  sectioQa  in  the  act  of  1843  still 
in  fome  besides  the  one  in  question ;  and  which  are  among 
the^most  essential  in  providing  for  the  levying  and  coUecting 
of  the  proper  amount  of  duties.  chargeaUe  on  the  imported  ac- 
tide--«pK^  as  the  sixteenth  and  seventeenUi  sections^ 

The  act  of  1846  is  limited  almost  exdnsivdy  to  the  est8l>< 
Ijshment  of.  the  rates  of  duty  ohaigeaUe  on  the  goods,  leaving 
1p  the  laws  already  in  existence  to  provide  for  the  assessment 
aod  collection  of  tiie  same.  We  must,. therefore,  distinguish 
oiu:efoUybietween  those  provisions  of  former  laws  that  are  rer 
pealed,  and  those  that  are  not,  in  order  to  cany  outtbeinten^ 
tions  of  CoQgresB,  and  ensure  a  full  and>  opmplete.  operatioiK 
of  ther^enue  system. 

Xhe geneml piineqple is,  that astatute  can  be. repealed. (wlj 
hf.m^^&ififmktxoyimfL  of  a.anbaeqnent.h«|,ov.  bx  Mfim^iS; 


ooiotsB  nsm,  two.  ^ig 
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implication.  The  two  note  mtiBtl>6  repugnant  to  each  othe^ 
80  much  .80  that  ihej  cannot  etand  togrther,  or  be  consistentl j^ 
reconciled  with  each  odier;  then,  liie  latter,  being  the  latest 
expression  of  the  will  of  the  law-maker,  mnst  prcfeail. 

There  being  no  itecessary  repugnancy  here,  but  the  contrarj, 
we  perceive  no  ground  for  holding  that  the  chtuae  referred  to 
in  the  twentieth  section  of  the  act  of  1842  has  been  repealed. 
Consequently,  the  proper  rate  of  duty  on  the  articles  in  ques- 
tion in  this  case  was  that  imposed  and  paid. 

Judgment  for  defendant. 


WnUAH  LoniMEB  AKD  AlFSBID  liABGB 

vs. 

COENBLIUS  W.  LaWBEKCE. 

Tla«ad-]M«»  made  wli^Uy  by  mmehilwry,  eompoaed  of  linen  and  cotton,  first 
introduced  into  this  country  since  the  teriff  act  of  July  80th,  1846^  (9  U, 
8,  Stat,  at  Large,  42,)  took  effect,  and  invoiced  and  known  in  trade  as 
thread-lace,  falls  under  the  head  of  *'  thread^aces^'  in  Schedule  ^  and  Ih 
subject  to  a  duty  of  90  per  cent,  ail  valorem. 

Hie  aotk  section  of  the  tazitf  act  of  Augosi  SOth,  184^  (»  IT,  8.  Stat  eALmga, 
W^)  altbocc^  not  repealed  by  the  act  of  1846,  (see  MwU^  r,  Lawrence^ 
ante,  p,  608,)  applies  only  in  cases  where  an  article  has  not  been  specially 
provided  for  by  the  act  of  1846. 

Tms  was  an  action  against  the  collector  of  the  port  of  Kew 
Yoik,  to  recover  badk  an  excess  of  duties  paid  bj  tiie  plaintift 
on  an  article  invoiced  as  thread-laoe,  and  made  ^oUy  by  ma- 
chinery. The  plaintiffii  daimed  that  it  was  chargeable  with 
duty  of  iOper  cerU.  ad  valorem  tmder  Schedule  £  of  the  tarift 
act  of  July  30th,  1846,  (9  U.  S.  Stat,  at  Large^  47,)  as  Ming 
under  the  head  of  ^^  thread-laces."    The  duty  charged  was  25 
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per  cent,  ad  wUarem  nnder  Schedule  D.  The  &ct6  of  the  case 
and  the  ground  taken  by  the  defendant  appear  by  the  opmion 
of  the  Court.  A  verdict  was  taken  for  the  plaintiflk,  subject 
to  the  opinion  of  the  Court  on  a  case  to  be  made. 

JSlias  JET.  iS2y,  for  the  plaintifb. 

J.  Prescatt  Hdll^  {Disiriot  Attorney^  for  the  defendant 

Kelson,  J.  It  is  admitted  that  the  article  in  question  in 
this  case  is  composed  of  linen  and  cotton,  and  it  is  supposed, 
therefore,  bj  the  defendant,  that  it  comes  within  the  enumera- 
tion in  Schedule  D  of  the  act  of  1846  of  ^^  manufactures  com- 
posed wholly  of  cotton,  not  otherwise  provided  for,"  when  that 
is  taken  in  connection  with  a  clause  in  the  twentieth  section 
of  the  act  of  August  30th,  1842,  (5  U.  8.  Stat,  at  Large,  565.) 
That  section  provides,  that  ^^on  all  articles  manufactured  from 
two  or  more  materials,  the  duty  shall  be  assessed  at  the  highest 
rates  at  which  any  of  its  component  parts  may  be  chargeable. 

We  have  already  decided  at  this  term,  in  the  case  of  Mar 
lot  V.  Lawrence,  {ante,  p.  608,)  that  this  twentieth  section  of 
the  act  of  1842  is  still  in  force,  not  having  been  repealed,  either 
directly  or  by  necessary  implication,  by  the  act  of  1846.  But 
the  evidence  in  this  case  shows,  and  it  was  conceded  on  the 
trial,  that  the  article  in  question  here  was  first  introduced  into 
the  country  since  the  act  of  1846  took  effect ;  and  that  it  is 
invoiced,  and  has  always  been  known  in  the  trade,  under  the 
denomination  of  thread-lace.  That  being  so,  it  &ll8  directly 
within  the  description  of  "  thread-laces"  in  Schedule  E. 

The  goods,  then,  coming  within  the  list  of  articles  enumerated 
in  that  schedule,  the  case  is  not  one  that  can  be  idded  by  the 
twentieth  section  of  the  act  of  1842;  because,  that  section  ap- 
plies only  in  cases  where  the  ai-ticle  in  question  has  not  been 
otherwise  provided  for.  If  it  has  been  specially  provided  for, 
that  excludes  any  constructive  designation  by  operation  of  the 
twentieth  section. 

Judgment  for  plaintiffi. 
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Glazed  ealf-skin,  known  to  the  trade  as  patent-leather  and  upper  leather, 
generally  used  for  the  upper  part  of  boots  and  ehoes^  and  invoiced  as  pa- 
ient'leather,  is  liable,  under  the  tariff  act  of  July  SOth,  1846,  (9  U.  8.  Stat,  at 
Large,  42,)  to  a  duty  of  20  per  cent  ad  valoretn,  under  Schedule  "E,  under 
the  head  of  "leather,  upper  of  all  kinds^"  and  is  not  a  manufacture  of 
leather  under  Schedule  C. 

The  plaintiff  in  this  case  sued  the  collector  of  the  port  of 
New- York,  to  recover  back  an  excess  of  duties  paid  on  an  ar- 
ticle invoiced  as  patent-leather.  It  was  charged  with  a  duty 
of  30jper  cent,  ad  valorem^  under  Schedule  0  of  the  act  of 
July  30th,  1846,  (9  U.  S.  Stat,  at  La/rge^  46,)  as  a  manufac- 
ture of  leather.  The  plaintiff  claimed,  that  it  was  liable  to  a 
duty  of  only  20  per  oerU.  ad  valorem^  under  Schedule  E,  as 
^  leather,  upper  of  all  kinds."  It  appeared  on  the  trial,  that 
the  article  was  glazed  calf-skin,  and  was  known  to  the  trade 
as  patent-leather  and  upper  leather,  and  was  generally  used 
for  the  upper  part  of  boots  and  shoes. 

FraifusU  B.  Cuttivig^  for  the  plaintiff. 

J.  Preseott  HaU^  {District  Attorney^  for  the  defendant. 

The  Coubt  held  that  the  article  fell  within  Schedule  E. 


^jL^  SOUTHERir  PISTRICI  OT  OTF-YORK, 


CknuiEiJTJB  Boynra  and  Mxumoft  Wans 

OOIQIBUUB  W.  LaWBHNCB. 

"Vlbvfre  iserNli  amcU,  noch  41  miuUi^  c^rf^i^ri  •itrdfuw^i),  and  |eaiigr9ek» 
irere  ijLToioed  as  se«d%  and  the  jury  found  that  thej  wtT9  Jcnawn  as  such 
in  trade:  ffdd,  that  thej  fell  within  Schedule  I  in  the  tariff  act  of  Jnlj 
80th,  1846,  (9  IT.  8,  SiaL  at  Ltarge,  49,)  under  the  head  of  ''garden  eeedi, 
^d  all  othar  eeeds  not  otherwise  proyided  for,*'  there  ]>0|ng  sereral  kinda 
of  seeds  specifleally  proyided  for  in  the  act. 

Hioee  words  in  Siphednle  i  cannot  be  restricted  to  seeds  imported  for  agrir 
cultural  piMrp9M9> 

'fkB  |dainti£b  broii||^  thU  ac^B  agaiiist  1^  <^^ 
poit  of  Kew-YiM-k,  to  recoyer  back  an  excess  of  duties  paid 
on  mustard  seed,  caraway  seed,  cardamonseed,  and  fenngrBcl: 
aeed,  in  a  cmde  state.  At  the  trial,  before  Mr.  JnstLoe  If  el- 
aon,  in  November,  1848,  it  appeared  that  tiie  artides  were  mr 
▼deed  hj  the  above  names;  that  tibe  plaintifiEi  were  imp<»ters 
of  drags ;  that  the  articles  were  kept  and  sold  by  dniggistB ; 
that  they  were  all  of  them  medicinal;  that  seedsmen  and  gro- 
cers also  kept  mustard  seed;  tbat  cardamon  seed  and  fenu- 
greek seed  were  used  exclusively  for  medicinal  purposes;  that 
caraway  seed  was  used  by  bakers;  and  tb^  mustard  seed  was 
chiefly  sold  by  grocers.  Evidence  was  given  on  both  sides 
on  the  question  whether  the  articles  were  known  to  the  trade 
as  medicinal  drugs  or  as  seeds.  The  plaintifib  claimed,  that 
they  were  seeds,  and  were  free  of  duty  under  Schedule  I  of 
the  act  of  July  30th,  1846,  (9  U.  S.  Stat,  at  Large,  49,)  under 
the  head  of  ^^  garden  seeds,  and  all  other  seeds  not  otherwise 
provided  for."  The  defendant  claimed,  that  they  were  sub- 
ject to  a  duty  of  20  per  cent,  ad  valorem,  which  was  the  duty 
chai^ged  on  them,  either  under  Schedule  E  as  '^medicinal 
drugs,  in  a  crude  state,  not  otherwise  provided  for,"  or  under 
§  3  as  non-enumerated  articles.  The  Court  charged  the  jury, 
that  the  only  question  for  them  to  consider  was,  whether  the 
articles  were  seeds,  and  known  in  commerce  as  such,  and  that 
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if  they  should  be  of  opinion  on  the  evidence  that,  commer- 
cially speaking,  they  were  seeds,  and  so  called  and  known,  the 
plaintiffs  were  entitled  to  a  verdict.  The  jury  found  for  the 
plaintifl&i  and  the  defendant  now  moyed  for  a  new  trial,  cax  a 
case.  • 

Jl  Presoott  SaUj  {Distriot  Attorney^  for  the  defendant. 

firaneis  B.  CutUng^  for  tbe  plaintiiffi. 

Nelson,  J.  There  are  several  sorts  of  siBeds  provided  for 
^jieeijSoaUy  in  the  act  <^  I8I69  soeh  as  aniseed,  iaxaeed, 
hempseed,  linseed,  &c.,  and  it  is  ckimed,  therefore,  by  the 
plaintiffs,  th$t  the  -seeds  in  question  in  this  case  are  necessa- 
rily embraced  in  the  free  list  in  Schedule  I,  under  the  head  of 
'^a2?  other  seeds,  not  otherwise  provided  for.''  The  artieles 
have  always  been  imported  as  seeds,  and  it  is  found  by  tiie 
jury  that  they  are  known  in  trade  by  that  denomination,  and 
«re  bought  and  sold  as  such. 

It  is  supposed,  however,  by  the  defendant,  tiiat  the  w(»fds 
^all  other  seeds,''  in  the  connection  in  which  they  are  found  in 
the  free  list^' garden  seeds,  and  all  other  seeds,  not  otherwise 
provided  for" — are  to  be  confined  to  seeds  imported  for  agri- 
cultural purposes ;  and  that,  if  seeds  are  imported  for  any 
other  purpose,  they  most  be  ranged  under  tooie  other  head, 
or  fall  within  the  third  section  of  the  act.  But  we  do  not  see 
how  the  terms  can  be  thus  restricted.  They  are  very  broad — 
^^g(«rden  Beeda^  amd  all  other  ^eeda^  not  otherwise  provided 
for.'^  Others  aro  provided  for,  and  the  phrase,  tberefoie, 
seems  to  leave  nothing  for  intendment. 

We  think  that  the  finding  of  the  jury,  in  connection  with 
the  cUuse  in  the  &ee  list,  is  decisive  of  the  qnestiouu 

New  trial  denied. 
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Samuel  C.  Jollib 

vs. 

John  D.  Jaqxteb  and  James  M.  Jaques.    In  EQTrrrr. 


Under  the  eopj-right  act  of  Febrnaiy  8d,  1881,  (4  U.  &  BtaL  at  Large,  486,) 
there  are  three  preliminMy  Bteps  requisite  to  the  Becming  of  a  yalid  oopj- 
right :  1.  Hie  deposit  of  a  printed  copy  of  the  title  of  the  work  before 
publication,  with  the  elerk  of  the  District  Court;  2.  Notice  to  the  public, 
bj  printing,  in  the  place  designated,  the  fact  of  the  entry,  in  the  form  pre- 
scribed by  the  statute ;  and  8.  The  deposit  with  the  clerk  of  a  copy  of  the 
work,  within  three  months  from  the  date  of  publication. 

Section  10  of  the  act  of  August  10th,  1846,  establishing  the  Smithsonian  In- 
stitution, (9  U.  3,  8taL  ai  Large,  106,)  does  not  make  the  deliyerj  of  copies 
of  a  work  to  the  librarian  of  the  Institution,  and  to  the  librarian  of  the 
Congress  library,  a  prerequisite  to  a  title  to  a  copy-right  for  the  work. 

Ai^  however,  some  doubt  must  rest  upon  this  question,  until  it  is  settled  by 
paramount  authority,  it  is  most  prudent  meanwhile  for  authors  to  confonn 
to  the  proTiaions  of  the  act  of  1846. 

A  musical  composition,  to  be  the  subject  of  a  copy-right,  must  be  substan- 
tially  a  new  and  original  work ;  not  a  copy  of  a  piece  already  produced, 
with  additions  or  yariations  which  a  writer  of  music  with  experience  and 
skill  might  readily  make. 

The  composition  of  a  new  air  or  melody  is  entitled  to  protection,  and  the 
appropriation  of  the  whole  or  of  any  substantial  part  of  it  is  a  piracy. 

Where,  on  an  application  for  an  injunction  to  restrain  the  infringement  of  a 
copy-right  for  a  musical  composition,  the  defendant  alleged  that  the  basis 
of  the  composition  was  taken  from  one  before  published  abroad,  and  was  a 
substantial  copy  of  it,  and  that  the  plaintiff  had  only,  by  ordinary  skill 
and  experience,  adapted  to  the  piano-forte  a  melody  that  had  been  arran- 
ged for  the  clarionet*  and  the  evidence  on  that  point  was  conflicting,  so 
that  the  Court  could  not  determine  the  question  of  fact,  a  decision  on  the 
motion  for  an  injunction  was  suspended,  and  an  issue  at  law  directed,  the 
defendant  to  keep  an  account  of  sales  and  report  them  monthly  under 
oath  to  the  clerk. 

In  a  suit  founded  on  the  copy-right  act,  where  both  parties  are  residents  of 
New- York,  and  the  plaintiff  fails  to  make  out  a  title  to  his  copy- rights  the 
question  whether  the  Court  will  interfere  to  prevent  the  use  of  the  title  of 
the  work,  upon  principles  relating  to  the  good  will  of  trades*  cannot  be 
entertained,  as  the  Court  has  no  Jurisdiction  of  such  a  question. 

A  copy-right  is  given  for  the  contents  of  a  work,  not  for  its  mere  title. 
There  need  be  no  novelty  or  originality  in  the  title.  The  title  is  an  ap- 
pendage to  the  work,  and  if  the  latter  is  not  protected  by  a  copy-right,  the 
former  is  not 
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Whether,  in  ease  of  a  Talid  eopy-rightfor  «  work,  and  a  piraej  of  the  title^ 
the  Court  would  not  have  juriadiction  to  interfere  and  protect  the  copy- 
right under  the  act»  qttere. 

This  was  an  application  for  a  provisional  injunction,  to  re- 
strain the  defendants  from  an  alleged  violation  of  a  copy-right 
for  a  musical  composition.  The  facts  are  stated  in  the  opinion 
of  the  Court. 

Benjamin  F.  BvXLer  and  John  C.  Deoerevx^  for  the 
plaintiff. 

James  TFt  Oerard  and  Thomas  G.  T.  Bttcklet/y  for  the 
defendants. 

Kelson,  J.  This  is  a  bill  filed  to  restrain  the  defendants 
from  an  infiingement  of  the  plaintiff's  copy-right  in  a  musical 
composition  known  as  "The  Serious  Family  Polka,  (fee,  ar- 
ranged by  Gteorge  Loder."  The  author  assigned  his  interest 
in  the  same  to  tihe  plaintiff,  who,  on  the  19th  of  February, 
1850,  deposited  the  title  of  the  piece  with  the  clerk  of  the  Dis- 
trict Court  for  the  Southern  District  of  New-York,  and  on  the 
next  day  the  musical  composition  itself,  in  pursuance  of  the 
act  of  Congress  of  the  3d  of  February,  1881,  (4  U.  S.  Stoit. 
at  ZargSy  436,)  for  the  purpose  of  securing  the  copy-right. 

1.  The  first  section  of  that  act  provides,  among  other  things, 
that  any  person,  being  a  citizen  of  the  United  States,  or  resi- 
dent therein,  who  shall  be  the  author  of  any  book  or  books, 
map,  chart,  or  musical  composition,  and  the  legal  assigns  of 
such  person,  shall  have  the  sole  right  and  liberty  of  print- 
ing, publishing,  and  vending  such  book,  &c.,  or  musical  com- 
position, in  whole  or  in  part,  for  the  term  of  twenty-eight 
years  from  the  time  of  recording  the  title  thereof.  The  fourth 
section  prescribes,  that  no  person  shall  be  entitled  to  the  ben- 
efit of  the  act,  unless  he  shall,  before  publication,  deposit  a 
printed  copy  of  the  title  of  such  book,  &c.,  or  musical  compo- 
sition, in  the  clerk's  office  of  the  District  Court  of  the  district 
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wherem  liie  anlihcH*  mr  proprieftor  shall  reside;  and  it  is  made 
the  duty  of  the  clerk  to  record  the  same  in  a  book  kept  for 
that  pnrpose ;  and  the  author  or  proprietor  shall  also,  within 
three  months  from  the  publication,  deliyer  or  cause  to  be  de- 
liyered  a  copy  of  said  book,  &c.,  or  musical  composition,  to 
the  derk  of  said  district;  and  it  is  also  made  the  duty  of  the 
clerk,  at  least  once  in  each  year,  to  transmit  a  certified  list  of 
all  such  records,  together  with  the  several  copies  of  books,  mu- 
sical compositions,  &c.,  deposited,  to  the  Secretary  of  State, 
to  be  preserved  in  his  oflSce.  The  fifth  section  prescribes,  that 
no  person  shall  be  entitled  to  the  benefit  of  the  act,  unless  he 
shall  give  information  of  the  copy-right  being  secured,  by 
causing  to  be  inserted  in  each  of  Ihe  several  copies  published 
during  the  term  secured,  on  the  title  page  or  the  next  page,  if 
a  book,  or  on  the  &ce,  if  a  musical  composition,  the  words : 
^Entered  according  to  act  of  Congress,  &c.,  by  A.  B,  in  the 
derk*s  office  of  the  District  C!ourt,  &c.'' 

It  will  be  seen,  therefore,  by  the  provisions  of  this  act,  that 
thoie  are  three  preliminary  steps  requisite  to  the  securing  of 
a  valid  copy  right :  1.  Tie  deposit  of  a  printed  copy  o£  the 
tide,  before  publication,  with  the  clerk  of  tiie  District  Court ; 
S.  Notice  to  &e  public,  by  printing,  in  the  place  deeignated, 
die  fact  of  the  entry ^  in  the  form  prescribed  by  the  statute ; 
and  3.  The  deposit  with  the  clerk  of  a  copy  of  the  book  or 
musical  compositicHi  within  three  months  from  the  date  ai 
publication. 

The  tenth  section  of  the  act  of  Congress  passed  August  10th, 
1846,  (9  U'.  S.  Stat,  at  Large,  106,)  establishing  the  Smithsoni- 
an Institution,  provides  that  ^^  the  author  or  proprietor  of  any 
bode,  map,  chart,  musical  composition,  &c.,  for  which  a  copy* 
right  shall  be  secured  under  the  existing  acts  of  Congress,  or 
those  which  shall  hereafter  be  enacted  respecting  copy-rights^ 
•hall,  within  three  mcmths  from  the  publication  of  said  book, 
&c.,  deliver,  or  cause  to  be  delivered,  one  copy  of  the  same  to 
the  librarian  of  die  Smithsonian  Institution,  and  one  copy  to 
the  librarian  of  Congress  library,  for  the  use  of  the  said  libra> 
ries.*' 
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ISto  penalty  ifl  declared  in  the  act,  as  a  conseqn^oe  of  the 
omifltion  to  comply  with  the  proyifiidn ;  but  it  is  insisted  by  the 
counsel  for  the  defendants,  that  a  construction  should  be  given 
to  the  section,  making  the  delivery  of  the  copies  a  prerequisiter 
to  a  title  to  the  copy-right  under  the  act  of  1881,  as  otherwise 
the  provision  would  be  piactieally  ineffectual  to  accomplish 
the  object  intended. 

The  law  may  be  defective  in  this  respect,,  for  want  of  a 
penalty  to  enforce  it ;  but  we  are  unable  to  perceive  how  the 
construction  contended  for  can  be  supported,  upon  any  sound 
view  of  the  section.  It  is  found  in  an  act  establishing  the 
Smithsonian  Institution,  and  does  not  purport  to  be  an  amend- 
ment of  the  act  of  1831  providing  for  the  copy-right  of  aor 
thoz8»  And  besides,  the  duty  ie  imposed  upon  the  authov  or 
proprietor  of  any  book  or  musical  compontian,  ^^for  which  a» 
copy-right  shall  be  secured  under  the  existing  acts  of  Ckm* 
gress,  or  those  which  shall  hereafter  be  enacted ;"  thereby 
necessarily  excluding  any  implication  that  it  was  intended  tD 
make  the  delivery  to  the  respective  libraries  aconditicm  to  the 
vesting  of  the  title  to  the  copy-ri^t.  The  duty  is  enjoined 
upon  those  who  have  already  acquired  the  right,  and  v^Hs 
those  only,  and  no  forfeiture  is  declared  in  case  of  a  noneosoh 
pliance.  It  would  be  a.  violent  construction  of  the  provision 
to  annex  tLds  penalty  by  judicdal  interpi^tation.  Every  sound 
rule  in  the  construction  of  statutes  is  against  it.  Courts  leaiK 
against  the  enlaigement  of  penal  statutes  beyond  the  fiiir  and* 
necessary  import  of  their  terms ;  much  more  will  they  lean 
against  the  creation  of  a  forfeiture  by  implication^  in  the 
absence  of  any  words  indicating  such  intents 

In  the  case  of  Whecstm  v.  Peters^  (8  Peter^^  591,  668, 668,) 
which  arose  under  the  acts  of  Congress  passed  May  31st,  1790^ 
(1  U.  8.  Stat,  at  I/mfe,  124,)  and  April  29th,  1802,  (2  U.  SL 
Stat  at  Large^  171,)  it  was  decided  by  a  divided  Court,  thair 
the  publication  of  a  copy  of  the  record^  as  entered  in  the  cl^ k'a 
office  of  the  District  Coiut,  in  the  nmrspaper,  within  the  t^fse 
months,  and  the  delivery  of  a  copy  of  the  book  to  the  Secrer 
tary  of  State  within  the  six. months. presorifaad  by  the  tUrdi 
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and  fourth  sections  of  the  former  act,  were  prereqxiiflites  to 
the  tide  to  the  copy-right.  Bnt  these  acts  were  parts  of  the 
system,  and  steps  required  to  be  taken  by  the  author  or  pro- 
prietor, to  entitle  himself  to  the  exclusive  right  granted  under 
it  And  besides,  the  lai^age  of  the  first  section  of  the  act  of 
1802,  which  was  supplementary  to  that  of  1790,  was  regarded 
by  a  majority  of  the  Court  as  having,  in  terms,  made  the  pub- 
lication in  the  newspaper  and  the  delivery  to  the  Secretary 
essential  to  the  vesting  of  a  complete  title.  But,  even  in  that 
case,  two  of  the  learned  judges  dissented,  maintaining  that  the 
title  to  the  copy-right  rested  immediately  on  the  deposit  in 
the  clerk's  oflSce  of  a  copy  of  the  title  of  the  book,  and  the  in- 
sertion upon  the  title  page  of  the  fact  that  an  entry  had  been 
made  according  to  the  act  of  Congress ;  that  the  subsequent 
steps  prescribed  by  the  statute  were  only  declaratory ;  and  that 
the  omission  of  them  did  not  work  a  forfeiture. 

The  question  here  is  very  different  from  the  one  decided  in 
that  case.  The  provision  is  found  in  a  separate  act — one  re- 
lating to  a  different  subject,  and  not  referring  to  or  purporting 
to  be  an  amendment  of  the  copy-right  act  of  1831,  nor  embra- 
cing within  it  any  language  indicating  an  intent  to  make  the 
steps  prescribed  a  condition  of  the  title.  The  delivery  of  the 
book  or  musical  composition  is  simply  a  duty  enjoined  upon  the 
author  or  composer  who  has  secured  and  is  already  in  the  en- 
joyment of  his  copy-right  under  existing  acts  of  Congress. 
The  obligation  to  deliver  does  not  attach  till  the  right  is  se- 
cured. 

It  is  very  prebable  that  Congress  designedly  omitted  to 
annex  any  penalty  in  case  of  neglect  to  furnish  the  librarians 
with  the  copies,  intending  that  the  provision  should  be  declar- 
atoiy  only,  leaving  it  optional  with  authors  to  deliver  them  or 
not.  The  expense  in  this  case,  and  in  many  others,  would 
be  of  no  great  importance ;  but  in  the  case  of  elaborate  and 
expensive  works,  and  on  the  renewal  of  the  copy-right  of  a 
series,  after  the  expiration  of  the  twenty-eight  years,  the  tax 
would  be  heavy  and  exceedingly  onerous.  It  would  deserve 
graye  consideration  on  the  part  of  Congress,  if  the  question 
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were  before  them,  whether  it  would  be  expedient  or  just  to 
impose  this  barthen  upon  authors. 

As  this  question  is  one  of  considerable  interest  to  authors 
and  proprietors  of  works,  the  properly  in  which  depends  upon 
a  compliance  with  the  requirements  of  the  copy-right  act,  it  is 
to  be  r^'etted  that  any  provision  of  that  act  involving  the 
title  should  be  open  to  observation.  Although  we  are  quite 
dear  that  the  view  above  taken  is  a  sound  one,  and  supported 
by  the  application  of  well  settled  rules  of  construction,  yet  it 
cannot  be  denied  that  some  doubt  must  rest  upon  the  ques- 
tion, until  it  is  settled  by  paramount  authorily.  In  the  mean- 
time, it  wiU  doubtless  be  most  prudent  for  authors  to  conform 
to  the  provisions  of  the  act  of  1846. 

2.  The  bill  of  complaint  charges,  that  one  G^rge  Loder,  a 
musical  director  in  Burton's  Theatre,  prepared  the  music  per- 
formed in  connection  with  and  as  part  of  the  comedy  called 
and  known  as  ^^The  Serious  Family,''  particularly  the  music 
finr  the  polka  dance  in  said  comedy ;  that  he  expended  much 
labor,  time,  and  musical  knowledge  and  skill,  in  preparing  and 
producing  the  same;  that  he  took  as  the  basis  of  said  musical 
polka,  a  certain  composition  of  a  German  musician  published 
in  Europe,  but  not  republished  in  the  United  States  until  se- 
lected by  the  said  Loder ;  that  said  Loder  made  a  new  appli- 
cation and  use  of  said  German  music  for  the  purposes  of  tiiis 
comedy,  and,  with  a  view  to  a  further  publication,  re-ar- 
ranged the  said  composition,  and,  by  improvements  and 
additions,  and  new  forms  and  combinations,  adapted  the  same 
to  the  dance  forming  part  of  the  comedy ;  that  the  said  Loder 
also  arranged  the  said  musical  polka,  as  performed  at  the  the- 
atre, for  the  piano-forte,  for  publication  and  for  public  and 
general  use,  and  assigned  his  interest  ^n  the  same  to  the  plain- 
tiff in  this  suit,  who,  on  the  19th  of  February,  1850,  took  out 
a  copy-right  under  the  titie  already  stated ;  that  the  music  was 
in  great  demand,  and  the  sales  very  profitable,  until  the  pira- 
cies committed  by  the  defendants,  also  set  forth  in  the  bill. 
The  bill  prays  for  an  injunction  and  an  account,  &c. 

The  defendants,  in  opposition  to  the  motion  for  an  injune- 
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tioDi  deny  that  they  have  published  or  are  engaged  in  seHia^ 
any  polka  which  is  similar  in  plan  or  matter  to,  or  is  a  sub- 
stantial oopy  oi  that  published  by  the  plaintiff,  or  that  they 
have  adopted,  used,  or  embodied,  in  the  one  pnblidied  hy 
them,  either  the  matter,  anangement,  or  additions  of  the  ma«^ 
aical  composition  contained  in  that  of  the  plaintiff;  that  the 
polka  called  ^^  The  Serious  Family  Polka,?'  published  by  themt, 
was  composed  and  written  in  a  different  key,  and  oontaui» 
ei^t  bars  of  original  matter ;  that  the  only  similarity  consisto 
in  the  melody,  which,  in  both  publications,  was  taken  from  a 
German  composition,  called  ^^The  Boschen  Polka,"  which 
was  well  known  and  had  been  played  by  rarions  bands  in  the 
dty  of  New-York,  and  especially  by  a  band  known  by  the 
name  of  ^^  Munck's  Band,"  before  the  publication  of  the  plain- 
tiff;  and  that  Loder  had  made  no  change  in  the  mdody  of  the 
Boschen  Polka,  nor  had  he  added  any  new  matter  to  the  corn** 
position,  or  to  the  combination  of  the  materials  of  the  originid 
air,  but  had  simply  adapted  the  old  melody  to  the  piano-f(»te. 
It  is  further  shown  by  an  expert,  who  had  examined  and' 
compared  the  two  pieces  of  music,  that  the  one  published  by 
the  defi^dants  is  not  only  written  in  a  different  key,  but  that 
the  first,  third,  fi>urth,  fifth,  seventh  and  sixteenth  bais  of  the 
first  part  of  the  two  editions,  differ  in  the  arrangement  of  the 
lareble  and  bass  notes  of  each  bar ;  that  in  the  second  part,  the 
first^  third  and  fifth  bare  differ  in  tiie  arrangement  of  the  baaa* 
notes,  the  second,. fourth  and  sixth  bars  in  the  an»Bgement  of 
the  treble  notes^  and  the  seventh  bar  in  the  anaagement  at 
hoOk  treble  and  bass  notes ;  that  the  porti<m  marked  trio  in 
the  defendant's^  edition,  containing  eight  bars,  is  different  in 
adl  respects  £rom  the  same  part  of  the  polka  pnbliahed  by  the 
plaintiff;  that  to  the  finale  of  the  defendants'  polka  axe  Added 
eight  bars  of  original  matter  not  found  in  any  portion  of  the 
plaintiff's  editkm ;  that  the  music  of  his  edition  is^  in  the 
melody,  taken  substantially  from  the  ^^  Boschen  Polka,"  the 
only  difference  being  that  the  latter  was  arranged  for  the  dari- 
onet,  and  the  former,  by  Loder;  for  the  pktto-forte ;  and  that 
theadaptation  to  one  insfarument  of  the  mu8io>  oemposed  lor 


OCIOBEB  TERM,  18€a  635 


JoUm  «.  JaquM. 


another,  requires  but  an  inferior  degree  of  skill,  and  can  be 
readily  aocomplished  by  any  person  practised  in  the  transfer 
of  music* 

The  act  of  Congress  of  Febmary  8d,  1881,  authorizes  the 
grant  of  a  copy-right  to  the  author  of  a  *^  musical  composi- 
tion,^' and  the  principal  question  in  the  case  is,  whether  the 
adaptation  of  the  music  in  the  ^'  Boschen  Polka,"  already 
composed  and  in  public  use,  to  the  ^^  Serious  Family  Polka," 
is  or  is  not  a  musical  composition  within  the  meaning  of  the 
statute.  It  is  not  claimed  that  Loderisthe  author  of  the  mel- 
ody or  air;  but  simply  that,  by  skill  and  labor,  he  has  adapted 
it  to  a  new  use,  or  to  a  new  instrument,  the  pianoforte  for 
instance,  instead  of  the  clarionet 

Under  the  statute  of  8  Anne,  du  19,  in  En^and,  it  was 
held  that  a  musical  composition  was  protected  by  a  copy-right 
within  the  words  ^^books  or  other  writings;"  and  now,  under  the 
act  of  5  <fe  6  Yict  ck  45,  §  2,  it  is  declared  that  in  the  con- 
struction of  the  act,  the  word  ^book"  shall  be  construed  to 
mean  and  indude  ^^  erery  voliime,  part,  or  diTision  of  a  yol- 
ume,  pamphlet,  sheet  (k  letter  press,  sheet  of  music,  &e." 
Under  tliese  acts,  it  has  been  determined  in  effect,  tluit  the 
adaptation  of  a  well  known  air,  either  by  changing  it  to  a 
dance,  or  by  transferring  it  from  one  instrument  to  another, 
is  not  a  work  entitling  an  author  to  a  copy-right  {IPAlmaine 
Y.  3oo$€y^  1  Tom,.  A  OcU.  288.) 

The  composition  of  a  new  air  or  melody  is  entitied  to  pro- 
tection ;  and  the  appropriation  of  the  whole  or  of  any  substan- 
tial part  of  it  without  the  license  <A  the  author  is  a  piracy. 
How  fiur  the  appropriation  might  be  carried  in  the  arrange- 
ment and  composition  of  a  new  piece  of  music,  without  an  in- 
fringement, is  a  question  that  must  be  left  to  the  &cts  in  eadi 
particular  case.  If  the  new  air  be  substantially  the  same  as 
the  old,  it  is  no  doubt  a  jj^racy ;  and  the  adsptetion  of  it, 
either  by  changing  it  to  a  dance,  or  by  transferring  it  from 
one  instrument  to  another,  if  the  ear  detects  the  same  air  in  the 
new  arrangement,  will  not  retiere  it  from  the  penalty ;  and 
the  addition  of  variAtions  makes  no  difBarence.  The  original 
41 
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air  requires  genius  for  its  constraction ;  but  a  mere  mechanic 
in  mnsic,  it  is  said,  can  make  the  adaptation  or  accompani- 
ment. 

The  musical  composition  contanplated  bj  the  statute  must, 
doubtless,  be  substantially  a  new  and  original  work;  and  not 
a  copy  of  a  piece  already  produced,  with  additions  and  varia- 
tions, which  a  writer  of  music  with  experience  and  skill  might 
readily  make.  Any  other  construction  of  the  act  would  fidl 
to  afford  the  protection  intended  to  the  original  piece  from 
which  the  air  is  appropriated.  The  new  arrangement  and 
adaptation  must  not  be  allowed  to  incorporate  such  parts  and 
portions  of  it  as  may  seriously  interfere  with  the  right  of  the 
author ;  otherwise  the  copy-right  would  be  worthless.  That 
portions  may  be  taken  and  mixed  up  in  the  new  arrangement 
and  composition,  cannot  }»x>bably  be  denied ;  and  there  may 
be  great  difficulty  in  distinguishing  between  those  new  compo- 
sitions that  do,  and  those  that  do  not  absorb  the  merit  of  the 
original  work.  Each  case  must  depend  upon  its  own  particu- 
lar facts  and  circumstances.  Persons  of  skill  and  experience 
in  the  art  must  be  called  in  to  assist  in  the  determination. of 
the  question.    It  may  often  be  a  very  nice  one. 

It  is  admitted  in  the  bill  in  the  case  before  us,  that  the  basis 
of  the  arrangement  in  the  ^'  Serious  Family  Polka  "  was  taken 
from  a  German  musical  composition ;  and  it  is  fiirther  insisted 
by  the  defendants,  that  it  is  nothing  more  than  a  substantial 
copy  of  that  piece,  the  whole  of  the  air  being  the  same,  with 
slight  and  unimportant  variations,  which  any  person  of  ordi- 
nary skill  and  experience  in  music  could  have  made. 

The  evidence  on  this  part  of  the  case  is  conflicting,  and  not 
sufficiently  full  to  enable  us  to  determine  on  which  side  the 
trath  lies.  We  shall  therefore  suspend  the  decision  on  the 
motion  for  the  injunction,  and  direct  an  issue  at  law  upon  the 
question ;  and  that,  in  the  meantime,  the  defendants  keep  an 
account  of  their  sales,  and  report  to  the  clerk  monthly  under 
oath. 

3.  It  has  been  argued  on  the  part  of  the  plaintiff  that  the 
name  or  titie  of  his  piece  of  music  is  original  in  the  connection 
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in  which  it  is  used,  and  that,  conceding  the  musical  composi- 
tion itself  not  to  be  within  the  protection  of  the  statute,  still  he 
is  entitled  to  the  injunction  to  restrain  the  defendants  from  the 
use  of  the  same  name  in  their  publication. 

It  must  be  remembered  that  this  is  a  suit  founded  upon  the 
copy-right  act,  (see  the  act  of  Febiiiarjr  15th,  1819,  3  TJ.  /S. 
StaJb.  at  La/rge^  4S1,  in  connection  with  the  act  of  February 
3d,  1831,)  and  that  in  order  to  maintain  it,  the  plaintiff  must 
make  out  a  title  to  sue,  under  his  copy-right.  Independently 
of  this  ground  we  have  no  jurisdiction  of  the  case,  as  both  par- 
ties are  residents  in,  and,  for  aught  that  appears,  citizens  of 
New-York.  The  question,  therefore,  whether  the  Court  will 
interfere  to  prevent  the  use  of  the  title  in  fraud  of  the  plain- 
tiff, upon  principles  relating  to  the  good  will  of  trades,  is  not 
before  us,  as  it  cannot  be  entertained  in  this  suit  The  act  of 
1831  grants  a  copy-right  to  the  authpr  of  a  "  musical  compo- 
sition," provided  he  complies  with  the  requisites  therein  pre- 
scribed, and,  among  others,  deposits  the  title  with  the  clerk  of 
the  Court,  who  shall  record  it  at  length,  and  afterwards  depos- 
its a  copy  of  the  work  within  three  months.  The  right  secu- 
red is  the  property  in  the  piece  of  music,  the  production  of  the 
mind  and  genius  of  the  author,  and  not  in  the  mere  name  given 
to  the  work.  That  is,  indeed,  essential,  as  well  in  taking  out 
the  copy-right,as  in  identifying  the  composition  protected;  and 
is  sometimes,  doubtless,  the  source  of  as  much  profit  as  the  in- 
trinsic merit  of  the  work  itself.  But  it  is  not  the  thing  protec- 
ted or  intended  to  be  protected.  There  need  be  no  novelty  or 
originality  in  it,  nor  need  it  even  be  the  production  of  the  au- 
thor, for  anything  contained  in  the  act ;  it  may  be  taken  from 
the  suggestion  of  a  friend,  or  picked  up  fi-om  any  source,  as  the 
author  may  desire.  The  title  or  name  is  an  appendage  to  the 
book  or  piece  of  music  for  which  the  copy-right  is  taken  out, 
and  if  the  latter  fails  to  be  protected,  the  title  goes  with  it,  as 
certainly  as  the  principal  carries  with  it  the  incident. 

We  do  not  say  how  the  question  might  be  decided  in  the 
case  of  a  valid  copy-right  of  the  work,  and  an  infringement  of 
the  title  by  the  defendants.    That  would  be  a  different  ques 
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tion.  It  may  be  that  the  title  should  be  conaidered  as  SalOmg 
within  the  purview  of  the  Btatnte,  and  that  to  protect  the  work 
the  Ck>iirt  would  be  required  to  fiecore  the  title  £rom  piracy. 
But  we  express  no  opinion  on  this  question.  Our  proposi- 
tion assumes  that  the  pieee  of  music  is  not  protected  within 
tile  statute;  and,  if  so,  we  thinkthe  name  also  is  not  Itmust 
abide  the  result,  in  this  respect,  of  the  thing  to  which  it  is  at- 
tached. 


HoRAOB  H.  Bit 
Tbb  'New ask  IifiyiA-BuHHBB  Makufactubino  Cghpastt. 


Althoiiglk  the  Girciiit  Courts  of  the  United  States  have  jnriedietion  of  aUc 
at  lair  and  in  equity  arising  nnder  the  Patent  laws  for  infringements  of  pa- 
tents^ without  regard  to  the  citizenship  of  the  parties  or  the  amount  in  eon- 
trorersy ;  yet)  under  §  11  of  the  Judiciary  act  of  1789,  (1  CT.  A  8taL  at  Zar^, 
78»)  in  order  to  giTe  jurisdiction,  the  defendant  must  be  an  inhabitant  of 
the  disiriot  in  which  the  suit  is  brought^  or  be  found  within  it  at  the  time 
<^  serving  the  original  process^  whatever  may  be  the  nature  or  character 
of  that  process. 

Where  a  manufacturing  corporation,  chartered  by  New-Jersey,  and  having  its 
place  of  business  and  maanfsctory  in  that  State,  had  a  store  in  Kew-Tork 
oondncted  by  its  agenti^  where  its  goods  were  sold,  and  a  suit  was  eommoi- 
oed  against  it  in  this  Court  by  attaching  its  goods  found  in  that  store,  and 
serving  a  summons  on  its  President  at  New-York:  yet,  Held,  that  the  cor- 
poration was  not  an  inhabitant  of  this  district,  or  found  within  it  at  the 
time  of  serving  the  process,  and  that  this  Court  had  no  jurisdiction  of  tha 
action. 

A  corporate  body  created  by  a  sister  state  can  have  no  corporate  existence 
beyond  the  limits  of  the  territory  of  that  State. 

This  Court  would,  under  §  11  of  the  Judiciary  act  of  1789,  have  no  jurisdie- 
tion  in  suits  against  foreign  eorporations,  even  where  the  State  praotiee  of 
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New-York,  if  adopted  by  it»  would  authorize  the  inetitatioii  of  Bach  suite  by 
^  attaching  their  goods  within  the  jurisdiction  of  the  Court. 
This  Court  has  not»  heretofore,  by  any  of  its  rules,  adopted  the  practice  of 

the  State  Courts  of  New-Tork  which  proyides  for  commencing  suits  against 

foreign  corporations  by  attachment 

This  was  a  znotion  on  the  part  of  the  defendants  to  quash  a 
writ  of  foreign  attachment  and  a  summons  issued  out  of  this 
Court  against  them  bj  the  plaintifl^  for  an  allied  infringe- 
ment of  certain  Letters  Patent.  Under  the  writ  a  lai^  amount 
of  their  goods  had  been  seized  in  the  city  of  Kew-York,  and 
were  in  the  possession  of  the  marshal.  The  writ  was  issued 
in  pursuance  of  an  act  of  the  legislature  of  the  State  of  New- 
York,  providing  for  the  commencement  of  suits  against  foiv 
eign  corporations  by  process  of  attachment  against  any  proper- 
ty belonging  to  them  that  may  be  found  within  the  State.  (2 
£.  S.  459,  §  15,  &c.)  The  defendants  were  a  corporation  cre- 
ated by  the  legislature  of  the  State  of  New- Jersey,  for  the 
manufacture  of  india-rubber  goods ;  and  their  place  of  carrying 
on  the  manufacture  and  of  business  was  at  the  city  of  Newark 
in  that  State.  They  had  a  store  in  the  city  of  New-York, 
where  their  manufactured  articles  were  received  for  the  pur- 
poses of  sale,  which  store  was  conducted  by  their  agents.  The 
goods  seized  by  virtue  of  the  attachment  were  found  in  this 
store,  under  the  circumstances  stated ;  and  the  summons  was 
served  at  New-York  upon  the  President  of  the  Company  who 
resided  at  Newark,  but  was  at  the  time  casually  in  New-York 
on  business.  The  plaintiff  was  a  resident  of  the  State  of  New- 
Jeisey. 

Seth  P.  /Staples  and  JEdioard  Sofic^fordj  for  tlie  defendants. 

Francis  B.  ChMing  and  Edgar  &  Van  Winkle^  for  the 
plaintiff. 

Nelbok,  J.  The  seventeenth  section  of  the  Patent  act  of 
July  4th,  1886,  (5  U.  S.  Stat,  at  large,  124,)  provides,  that 
all  actions  arising  under  any  law  of  the  United  States  grant- 
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ing  to  inventors  the  exclusive  right  to  their  inventions,  shall 
be  originally  cognizable,  as  well  in  equity  as  at  law,  by  the 
Circuit  Courts  of  the  United  States,  or  any  District  Court  hav- 
ing the  powers  and  jurisdiction  of  a  Circuit  Court  The  ju- 
risdiction of  the  Circuit  Courts  embraces,  therefore,  all  cases 
both  at  law  and  in  equity  arising  under  the  Patent  laws  for 
infringements  of  Letters  Patent,  without  regard  to  the  citizen- 
ship of  the  parties,  or  the  amount  in  controversy.  But,  the 
eleventh  section  of  the  Judiciary  act  of  1789,  (1  U.  8.  Stat,  at 
La/rge^  78,)  which  provides  fof  service  of  process  in  the  com- 
mencement of  suits  in  this  Court,  is  as  applicable  to  this  class 
of  cases  as  to  any  other  in  which  jurisdiction  may  exist  That 
provision  is  as  follows :  "  But  no  person  shall  be  arrested  in 
one  district  for  trial  in  another,  in  any  civil  action  before  a  Cir- 
cuit or  District  Court.  And  no  civil  suit  skall  he  brought  be- 
fore either  of  the  eaid  (hurts  against  an  inJuAitant  of  the 
United  States^  by  any  original  process^  in  any  other  district 
than  that  whereof  he  is  an  inhabitant^  or  in  which  he  shall 
be  found  at  the  time  of  serving  the  writ^ 

In  the  case  of  ToUmd  v.  Sprague^  (12  Peters^  800,)  which 
was  the  case  of  a  foreign  attachment  issued  by  the  Circuit 
Court  of  the  United  States  for  the  Eastern  district  of  Pennsyl- 
vania, flgi*eeably  to  the  practice  of  the  Courts  of  that  State, 
which  had  been  adopted  by  the  Circuit  Court,  it  was  held, 
after  a  full  examination :  1.  That,  by  the  general  provisions 
of  the  laws  of  the  United  States,  the  Circuit  Courts  can  issue 
no  process  beyond  the  limits  of  their  districts ;  2.  That,  inde- 
pendently of  positive  legislation,  the  process  can  only  be  serv- 
ed upon  persons  within  the  same  districts ;  3.  That  the  acts  of 
Congress  adopting  the  State  process,  adopt  the  forms  and 
modes  of  service  only,  so  far  as  the  persons  are  rightfully  with- 
in the  reach  of  such  process,  and  do  not  intend  to  enlai^  the 
sphere  of  the  jurisdiction  of  the  Circuit  Courts ;  4.  That  the 
right  to  attach  property  to  compel  the  appearance  of  persons, 
can  properly  be  used  only  in  cases  in  which  such  persons  are 
amenable  to  process  in  personam;  and  that,  even  where  a 
person  is  amenable  to  process  in  personam^  an  attachment 
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against  hie  property  cannot  be  issued,  except  as  part  of  or  to- 
gether with  process  to  be  served  upon  his  person. 

In  that  case  the  plaintiff  was  a  citizen  of  the  State  of  Penn- 
sylyania ;  and  the  defendant  was  a  citizen  of  Massachusetts, 
but  was,  and  had  been  for  many  years  a  resident  of  Gibraltar. 
The  attachment  was  levied  on  his  goods  found  in  the  district 
of  Pennsylvania.  The  defendant  appeared  and  defended  the 
suit,  which  gave  the  Circuit  Court^  jurisdiction ;  otherwise  it 
'  would  have  been  denied.  The  same  point  had  been  previous- 
ly ruled  by  Judge  Story  in  the  case  of  Picquei  v.  Swcm^  (6 
Moicn^  85,)  and  in  which  it  was  also  held,  that  the  Judiciary 
act  of  1789  does  not  contemplate  compulsory  process  against 
any  person  in  any  district,  unless  he  is  an  inhabitant  of  the  dis- 
trict, or  is  found  within  it  at  the  time  of  serving  the  writ. 

And,  in  the  case  of  liichmond  v.  Dreyfau^^  (1  Swnm.  181,) 
it  was  held  by  the  same  learned  judge,  that  a  foreign  attach- 
ment cannot  be  maintained  in  the  Circuit  Court  of  the  United 
States  against  the  principal  defendant,  imless  he  is  an  inhab- 
itant of  the  district  where  the  suit  is  brought,  or  is  found  with- 
in it  at  the  time  of  the  service  of  the,  process ;  and  that  service 
upon  trustees  or  garnishees  within  the  district  is  not  sufficient 
to  found  a  judgment  against  the  principal.  That  case  arose  in 
the  district  of  Bhode-Island,  and  the  goods  of  the  principal  de- 
fendant, who  was  a  citizen  of  and  a  resident  in  the  State  of 
Pennsylvania,  were  attached  within  the  district,  according  to 
the  statute  of  the  former  State  regulating  proceedings  in  cases 
of  foreign  attachments.  The  proceedings  were  quashed  for 
want  of  jurisdiction. 

Upon  the  provisions  of  the  eleventh  section  of  the  Judiciary 
act  above  referred  to,  therefore,  and  the  expositions  given  to  it 
in  the  several  cases  in  which  it  has  come  under  the  observation 
of  tlie  Courts,  it  must  be  regarded  as  settled,  that,  in  order  to 
give  jurisdiction  to  the  Circuit  Courts  of  the  United  States,  the 
party  defendant  must  be  an  inhabitant  of  the  district  in  which 
the  suit  is  brought,  or  he  must  be  found  within  it  at  the  time 
of  the  service  of  the  original  process ;  and  this,  whether  the 
suit  be  commenced  by  writ,  summons,  or  attachment,  or  what- 
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ever  may  be  the  nature  or  character  of  the  procew  used.  No 
exception  is  fonnd  in  the  act  of  Congress  providing  for  the 
comm^M^ment  of  suits  in  these  Oonrts,  nor  in  the  judicial  ex- 
positions given  to  it  And  the  simple  question  in  this  case, 
therefore,  is,  whether  or  not  the  defendants,  as  a  corporate 
body,  or  in  their  corporate  existence,  have  been  brou^^t  with- 
in either  of  the  alternatives  provided  for  in  the  act,  so  that  the 
service  of  the  process,  as  disclosed  in  the  papers  befi»e  us,  can 
give  to  this  Court  jurisdiction  of  the  case.  Arethej  inhabitants 
of  this  district,  within  the  meaning  of  the  act  of  Congress, 
or  were  they  found  within  it  at  the  time  of  the  service  of  the 
attachment  and  summons  ? 

Assuming  that  it  has  been  shown  on  the  part  of  tiiie  plain- 
tiff, that  the  President  of  the  corporaticHi  or  any  of  its  offioeia 
were  inhabitants  of  or  were  found  within  this  district  at  the 
time  of  the  service,  or  that  the  goods  attached  were  the  prop- 
erty of  the  corporation  and  were  found  within  it,  the  objeo> 
tion  to  the  jurisdiction  still  exists ;  for,  the  party  against  whom 
the  suit  is  brought  is  the  corporation  created  by  the  l^ida- 
tnre  of  the  State  of  New-Jersey.  This  is  the  body  chaiged 
with  the  infringement  of  the  plaintiff's  patent,  and  against 
whom  the  suit  has  been  instituted ;  and  it  is  1^  body  that 
must  be  shown  to  be  an  inhabitant  of  the  district  or  be  found 
within  it,  in  order  to  give  the  jurisdiction.  Now,  we  think  it 
is  quite  clear,  that  a  corporate  body  created  by  the  law  of  a 
sister  State  can  have  no  corporate  existence  beycmd  tiie  limitB 
of  the  territory  within  which  the  law  creating  it  can  operate ; 
and,  that,  when  and  where  the  law  ceases  to  have  any  fovoe 
and  effect,  this  legal  entity  and  mere  creature  of  the  law  cear 
ses  to  have  any  existence.  If  the  law  should  be  abrogated  by 
the  l^slature  creating  it,  it  would  eease  to  exist  in  the  juris- 
diction within  which  it  was  created,  the  law  iMringing  it  into 
existence  and  upholding  it  h&ng  no  longer  in  force ;  and,  for 
the  like  reason,  it  can  never  have  any  legal  being  or  exiatenee 
extrarterritorial,  wliere  the  law  creating  it  never  had  any  op- 
eration or  force. 

We  do  not  intend,  nor  have  we  time^  in  the  pressure  of  the 
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buainesB  of  a  Circuit,  to  go  into  an  illustration  of  this  general 
principle  by  a  reference  to  the  character,  powers,  and  faculties 
of  these  institutions,  or  to  define  the  limits  of  the  operation 
of  the  laws  of  the  States,  upon  which  their  existence  depends ; 
but,  shall  content  ourselves  bj  stating  the  general  principle, 
and  briefly  referring  to  what  was  said  by  the  Chief  Justice  in 
delivering  the  opinion  of  the  Court  in  the  case  of  The  JBank 
4lf  Augu&ta  v.  JEarle^  (18  Peters^  688.)  Eeferring  to  the  ar- 
gument in  that  case  on  the  part  of  the  defendants,  that  a  cor* 
poration,  from  the  very  nature  of  its  being,  could  have  no  au- 
thority to  contract  out  of  the  limits  of  the  State  within  which 
it  was  created,  as  the  laws  of  a  State  had  no  extra-territorial 
operation,  he  observed:  ^^It  is  very  true  that  a  corporation 
can  have  no  legal  existence  out  of  the  boundaries  of  the  sove- 
reignty by  which  it  was  created.  It  exists  only  in  contempla- 
tion of  law,  and  by  force  of  the  law;  and  where  that  law  cea- 
ses to  operate,  and  is  no  longer  obligatory,  the  corporation  can 
have  no  existence.  It  must  dwell  in  the  place  of  its  creation, 
and  cannot  migrate  to  another  sovereignty.  But  although  it 
must  live  and  have  its  being  in  that  State  only,  yet  it  does  not 
by  any  means  follow  that  its  existence  there  will  not  be  recog- 
nized in  other  places;  and  its  resideiice  in  one  state  creates  no 
insuperable  objection  to  its  power  of  i^ontracting  in  another." 

The  Court  held  in  that  case  that,  though  the  bank,  as  a  cor- 
poration, must  be  regarded  as  an  artificial  being,  existing  only 
in  the  State  in  which  it  was  created,  yet  it  was  as  competent, 
within  the  scope  of  its  powers,  to  make  contracts  in  another 
sovereignty  through  its  agents,  as  a  natural  person,  if  permit- 
ted by  the  laws  of  that  government  to  exercise  the  faculties 
with  which  it  was  endowed.  It  is  upon  this  principle,  doubt- 
less, that  the  defendants  have  established  and  are  maintaining 
a  depot  for  the  sale  of  their  manufactured  articles  in  the  city 
of  New-York,  which  is  conducted  by  thrfir  agents  and  under 
their  authority. 

Without  pursuing  the  examination  of  the  case  further,  we 
are  satisfied  for  the  reasons  stated,  that  neither  the  levying  of 
the  writ  of  attachment  upon  the  goods  of  the  defendants  in  this 
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district,  nor  the  service  of  the  Bummons  npon  their  President 
within  it,  nor  both  together,  have  the  effect  to  give  jurisdiction  to 
the  Court  in  this  case  against  the  defendants ;  and  further,  that, 
according  to  the  true  construction  of  the  eleventh  section  of  the 
Judiciary  act  of  1789,  the  Court  would  have  no  jurisdiction  in 
suits  instituted  against  foreign  corporations,  eyen  in  cases 
where  the  State  practice,  if  adopted  by  it,  would  authorize  the 
institution  of  such  suits  by  the  attachment  of  their  goods 
found  within  the  jurisdiction. 

We  have  not  deemed  it  important,  in  the  view  we  have  ta- 
ken of  the  case,  to  enquire  whether  or  not  this  Court  has  here- 
tofore, by  any  of  its  rules,  adopted  the  practice  of  the  State 
Courts  in  cases  of  foreign  attachment;  but  will  simply  state 
our  conclusion,  which  is,  that  it  has  not,  and  that,  upon  this 
ground,  the  proceeding  by  attachment  would  be  irregular  and 
should  be  set  aside.  As  the  ground  first  stated  goes  to  the 
jurisdiction  of  the  Court,  we  have  preferred  placing  our  decis- 
ion upon  it,  as  it  reaches  beyond  the  question  in  respect  io  the 
nature  and  character  of  the  process  by  which  the  suit  was 
commenced. 

We  shall,  therefore,  direct  that  a  rule  be  entered  quashing 
the  writ  of  attachment  and  the  summons  which  have  been  un- 
advisedly issued  in  the  case. 


APPENDIX. 


[Rie  following  charge  was  doUrered  to  the  Oraad  Jarj,  at  the  A.prll  Term  1351,  of  the  Circuit 
Ooort  of  the  Ualtod  States  for  the  Soathern  District  of  New-Tork,  by  Mr.  Jnstloe  Nil- 

Tn£  FnamvE  Slayk  Law. 

OonalderatkMis  stated,  whlob  led  to  the  enactment  of  the  law  of  September  18th,  1850 ,  {9  Ui  S 

8taL  cU  large,  4A%)  commonly  called  **  The  Fagltlre  SUto  Law."" 
The  seroral  provisions  of  that  law  examined. 

The  prior  aot  of  Febroary  l«th,  1T93,  {I  C  3.  Stat,  at  Large,  aoa,)  was  oonstttntl  onal. 
In  regard  to  the  power  oonferred  by  the  aot  of  1350  apon  those  appointed  to  administer  It  Jn- 

dlolaUy,  it  simply  sabstitates  Commlssloaers  in  place  of  the  State  nagltt'^t^yi  to  whom  the 

act  of  1703  confided  the  power. 
The  power  to  exesato  tha  act  of  1353  is  exclosive  In  the  Federal  Goarts  and  offloers  named  In  It 
State  tribanals  anl  oifleers  cannot,  by  the  writ  of  habeas  oorpu%  Interfere  with  the  Federal 

■nthorftles  when  they  are  acting  upon  cases  arising  under  that  act 
Hor  can  the  State  tribanals,  onder  that  writ,  eaqolrs  into  the  ooostitutlonaUtyof  the  law  or  the 

Jnrisdlotioa  of  tlie  Federal  Court  or  oflloer. 
The  writ  may  be  iasaed  by  the  State  anthorlty,  and  It  Is  the  dnty  of  the  Federal  officer  to  make 

a  retnm  to  It;  bat,  when  It  appears  that  tlie  detainer  is  by  Tirtae  of  process  iasaed  under  the 

aot  of  1850,  any  fVirther  proceeding  nnder  the  writ  is  Told. 
In  saeh  ease  the  Federal  oflleer  most  not  give  the  party  np^  but  must  maintain  his  proosM  with 

aU  the  power  oonfured  apon  him. 
The  b»t  cUuiae  of  |6  of  the  act  of  1350  indades,  among  other  prooesa^  the  State  writ  of  habeas 

corpus;  but  it  does  not  embrace  that  writ  when  issued  by  the  Federal  Jadiciary. 
Tlie  oonstttntlonality  of  the  proTlstons  of  the  set  of  1850  which  confer  on  Commissioners  the 

power  to  act  onder  it,  and  which  proride  ibr  a  sommcry  hearing  and  decision,  was  setUed  by 

the  ease  of  iV<^0r  t.  7^  OommomoeaUh  trfPieumtyhamta^  (16  Fttm%  S80.) 
The  "Jodidal  power"  mentioned  in  the  Gonstttutlon  and  Tested  in  the  **Coorts,"  means  the 

power  conferred  upon  Oowrta  in  the  strict  sense  of  that  torm^Coorts  that  compose  one  of  the 

three  great  departments  of  the  goyemment;  and  not  power  judicial  in  its  natore,  or  quoH 

Judicial,  iuTested  from  time  to  time  In  indlTidnals,  separately  or  ooUectively,  for  a  particalar 

pnrpeae  and  limited  time. 
The  pioeeedlng  ooDtemplated  by  the  danse  of  the  Oonstltatton  in  vegvd  to  the  delirery  of  Ai- 

gitlTcs  from  service  or  labor.  Is  hot  a  salt  at  common  law,  within  the  meaning  of  the  7ti| 

amendment  to  the  Constitution. 
Bo  ftr  as  State  laws  conlUet  with  the  aot  of  1860,  or  tend  to  obstnict  and  embamsB  Its  ezecu* 

tkm,  th^r  ve  utterly  T^M. 
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At  the  eommeneement  of  the  term,  Mr.  Jostiee  Nslbov,  m  ehargiag  th« 
Grand  Jury,  after  instraeting  them  upon  the  law  applicable  to  the  eereral 
eases  that  were  to  come  before  them,  proceeded  as  follows : 

Besides  these  iostraetions  in  respect  to  the  oases  on  the  calendar  of  the 
District  Attorney  liirnlshed  to  the  Onrt,  I  desire  to  call  jour  attention,  with 
some  particularity,  to  a  reeent  act  of  Congress^  commonly  called  '*  The  Fugi- 
tive Slave  Lam**  passed  September  18th,  18Ga 

This  act  has  been  the  subject  of  much  comment  since  its  passage,  and  oC 
yarious  and  conflicting  opinions,  both  as  coDcems  the  constitutional  principle 
inyolTcd,  and  the  matters  in  detail  embodied  in  its  scTeral  provisions.  It  is 
a  law,  open  resistance  to  the  execution  of  which,  as  unconstitutional,  has 
been  recommended  in  some  quarters ;  and  in  others^  whether  eonsUtntional 
or  not  As  all  persons  concerned  directly  or  indirectly  in  this  resistance^  or 
in  any  obstruction  to  its  due  execution,  are  guilty  of  an  oifenee,  and  subject- 
ed to  heavy  punishment  criminally,  and  also  by  civil  damages  to  the  aggriev- 
ed party,  it  is  proper  that  the  law  should  be  understood,  so  that  those,  if  any 
there  be,  who  have  made  up  their  minds  to  disobey  it  may  be  fidly  apprised 
of  the  consequences. 

The  act,  as  yon  are  aware,  was  passed  for  the  purpose  of  carrying  more  ef- 
fectually into  execution  a  provision  of  the  Constitution  of  the  United  States ; 
namely,  a  part  of  the  second  section  of  the  fourth  article.  That  provision  is 
as  follows :  "  No  person  held  to  service  or  labor  in  one  State  under  the  laws 
thereof  escaping  into  another,  shall,  in  consequence  of  t  ny  law  or  r^;ulation 
therein,  be  discharged  from  such  service  or  labor,  but  shall  be  delivered  up 
on  claim  of  the  party  to  whom  such  service  or  labor  may  be  due." 

At  the  time  of  the  adoption  of  the  Constitution  by  the  Convention,  on  the 
17th  of  September,  1787,  slavery  existed,  I  believe,  to  an  extent  more  or  less 
in  each  of  the  States  then  composing  the  Confederacy.  About  one-fifteenth 
of  the  population  of  New-York  were  slaves ;  the  proportion  in  the  New-Eng- 
land States  and  Pennsylvania  was  much  less ;  and  in  New-Jereey  about  the 
same  as  in  New-To^  All  the  original  States^  therefore^  were  interested, 
more  or  less,  in  the  adoption  of  this  provision  into  the  Constitution,  but  more 
especially  the  Southern  States,  where,  speaking  generally  and  without  strict 
accuracy,  about  half  the  population  consisted  of  this  class.  It  was,  however, 
anticipated  that»  in  the  }HrogreaB  of  time,  slavery,  while  it  would  increase  in 
the  South,  would  diminish  and  finally  become  extinguished  in  the  North. 

So  just  was  this  provision  regarded  at  the  time  by  the  members  of  the  Con- 
vention, and  so  necessary  for  the  security  of  this  species  of  labor,  and  the  ex- 
isteaee  of  friendly  relations  between  the  different  members  of  the  Union,  that 
it  was  adopted  without  opposition,  and  by  a  unanimous  vote.  It  was  of  the 
deepest  interest  to  the  Southern  States^  as,  without  the  provision,  every  non- 
slaveholding  State  in  the  Union  would  have  been  at  liberty,  according  to  the 
general  law  of  nation^  to  have  declared  free  all  runaway  slaves  coming  with- 
in its  limits  and  to  have  g^ven  them  harbor  and  protection  against  the  daims 
of  their  raastersL  I  need  not  say,  at  this  day,  that  such  a  state  of  things 
would  have  led  inevitably  to  the  li^erest  animosities,  especially  between 
border  Statea^  and  have  been  the  source  of  perpetual  strife,  and  <^  the  fier-, 
cest  passions^  between  the  Northern  and  Southern  portions  of   the  Unien. 
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Tk«  eyil  was  felt  at  tlia  time  bj  the  Southern  portion,  as  the  Articles  of  Con- 
federation contained  no  snch  proTision ;  and  it  was  to  guard  against  that  eril, 
and  to  lay  a  foundation  that  wonld  afford  future  security,  and  preserre  the 
friendly  relations  and  intercourse  of  the  Statcsi  that  the  provision  was  incorpo- 
rated into  the  fundamental  law.  No  one  conrersant  with  the  history  of  the 
Oonyenlion,  and  particularly  with  the  difficulties  that  surrounded  this  subject 
in  almost  erery  stage  of  its  proceedings^  can  doubt  for  a  moment,  that  with- 
out this»  or  some  equivalent  provision,  the  CJonstitution  would  never  have 
been  formed.  It  was  of  the  last  importance  to  the  Southern  portion  of  the 
Union,  and  could  not  have  been  surrendered  without  endangering  their  whole 
interest  in  this  species  of  property.  It  is  not  surprising,  therefore,  that  it  is 
■till  adhered  to  with  unyielding  resolution,  and  is  made  the  groundwork  of  a 
question  upon  which  the  continued  existence  of  a  Union  thus  formed  is  made 
to  depend. 

The  clause  in  the  Constitution  is  general,  and  simply  declares  that  the  slave 
escaping  into  another  State  shall  not  thereby  be  discharged,  by  any  law  or 
regulation  of  the  State  to  which  he  has  fled ;  but  shall  be  delivered  up  o"^ 
claim  of  the  person  to  whom  the  service  is  dueb 

The  mode  of  delivering  up  to  the  claimant  is  not  prescribed,  and,  until  reg- 
nlated  by  law,  continued  to  be  the  source  of  embanassment  to  the  master, 
and  of  disturbance  and  disquietude  among  the  States.  This  led  to  the  first 
act  of  Congresa^  passed  February  12th,  1798,  during  the  sitting  of  the  second 
session  held  under  the  Constitution.  It  was  enacted  by  a  body  of  men,  seve- 
ral of  whom  had  been  distinguished  members  of  the  Convention,  and  is  framed, 
in  its  leading  features,  in  the  spirit  of  the  provision  of  the  Constitution  wluch 
it  was  designed  to  carry  into  effect.  It  is  signed  by  Jonathan  Trumbull,  of 
Connecticut,  as  Speaker  of  the  House  of  Representatives^  and  John  Adams,  as 
Vice  Fresident  and  President  of  the  Senate,  and  approved  by  Qeorge  Wash- 
ington, President  of  the  United  States,  and  was  passed  on  the  urgent  recom* 
mendations  of  the  (Governors  of  Pennsylvania  and  Virginia,  between  which 
States  a  difficulty  had  arisen  in  the  surrender  of  fugitives. 

The  first  section  on  the  subject  declares,  that  when  any  person  held  to  la- 
bor in  any  of  the  United  States,  or  in  either  of  the  Territories^  under  the  laws 
thereof  shall  escape  into  any  other  State  or  Territory,  the  person  to  whom 
snch  labor  may  be  due,  shall  be  authorized  to  seise  or  arrest  such  fugitive^  and 
take  him  or  her  before  any  judge  of  the  Cirooit  or  District  Courts  of  the  Uni- 
ted States,  residing  or  being  within  the  State,  or  before  any  magistrate  of  « 
•ounty,  eity  or  town  corporate,  wherein  such  arrest  shall  be  made,  and  upon 
proof  to  the  satisfoction  of  the  judge  or  magistrate^  either  by  oral  testimony 
or  affidavit,  that  the  person  so  arrested  owes  service  to  the  person  claiming 
him  or  her,  it  shall  be  the  duty  of  the  judge  or  magistrate  to  give  a  eertifi- 
eate  thereof  to  such  claimant,  which  shall  be  a  sufficient  warrant  for  his  or  her 
removal  to  the  State  or  territory  from  which  he  or  she  fled.  The  remaining 
seetion  inflicts  a  penalty  upon  any  person  who  shall  knowingly  obstruct  or  hin- 
der the  claimant  from  arresting  the  ftigitive,  or  rescue  the  same  from  him,  ov 
harbor  or  conceal  the  fugitive  after  notice. 

This  act  has  been  on  the  statute  book  and  in  operation  for  more  than  flfty- 
serenyean.    Its  oonstitntionality  has  been  reocgniaed  and  affirmed  by  the 
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Conrte  of  Ma8»Achiisett8»  Penns^rlyuiia  and  K«w-Yorl[,  and  by  the  Supremtf 
Court  of  the  United  States  in  Priffff  y.  The  C<nnmanwealth  of  Pemntjflvanim 
(Id  Petert,  539,)  and  haa  never  been  denied  by  any  Courts  with  the  qnalifiea' 
tion  that  will  be  presently  noticed.  The  case  of  Priffg  y.  The  Gommonwealtk 
of  Fenneylvania  in  the  Courts  of  that  State^  is  no  exception  to  these  remarks^ 
as  the  jury  found  a  special  rerdiet*  and  the  judgment  was  entered  proformA 
by  agreement  of  counsel.  Sot  the  purpose  of  carrying  the  question  before  th« 
Supreme  Court. 

Doubts  had  been  expressed,  and,  in  some  instances^  decided  opinions  giTcn 
by  State  judges^  that  it  was  not  competent  for  Congress  to  confer  upon  State 
magistrates  the  power  to  earry  into  execution  a  law  of  Congress  inasmuch 
as  the  judicial  power  of  the  Federal  gorernment  was  Tested  by  the  Constita' 
tion  in  a  Supreme  Courts  and  in  such  inferior  courts  as  Congress  might  ordain 
and  establish.  It  was  also  argued  with  much  force,  that  if  Congress  possessed 
this  power,  it  might  burden  the  State  judiciary  and  magistrates  with  duties 
that  would  be  incompatible  with,  or  embarrass  the  faithful  discharge  of  thoe* 
which  concerned  the  State. 

Influenced  by  these  Tiews»  or  some  others^  the  legislatures  of  some  of  the 
States  passed  laws  forbidding  their  own  magistrates  from  acting  under  the 
law  in  the  surrender  of  fugitiyes,  and  enforced  the  prohibition  with  heavy 
penalties.  It  is  not  doubted  that  it  was  entirely  competent  for  the  States  to 
prohibit  their  own  magistrates  from  aisnming  the  duty  of  executing  the  law  ; 
but  it  was  held  in  Prigg  y.  The  Commonwealth  of  Penn^lvaiUa,  to  be  clear, 
that  if  not  so  forbidden,  it  was  competent  for  them  to  act,  and  that  the  exer- 
cise of  the  authority  under  the  law  would  be  valid  and  binding  upon  all  the 
parties  concerned.  This  interference  of  the  State  legislatures  greatly  par* 
alyzed  the  execution  of  the  law ;  and,  indeed,  had  the  effect^  for  the  time  be* 
ing^  to  abrogate  virtually  the  provision  of  the  Constitution.  It  left  but  one^ 
or  at  most  two  officers  in  a  States  competent  to  execute  it»  as  the  power 
was  thereby  restricted  to  the  Circuit  and  District  Judges  of  the  United  States, 
Our  own  State,  as  early  as  1880^  forbade  her  magistrates  from  acting  under 
the  penalty  of  fine  and  imprisonment.  (2  JL  8,  561,  §  14.)  These,  and  other 
more  direct  interferenees  by  legislative  acts  of  the  States  with  the  execution 
of  the  law  of  1793,  together  with  the  open  resistance  with  which  its  execu- 
tion was  met  in  some  instanoes^  by  combinations  against  law,  led,  necessarily, 
te  the  recent  supplementary  act;  and  to  which  I  wish  now  particularly  to 
call  your  attention. 

This  act  is  designed,  first,  to  substitute  officers  of  the  Federal  government  in 
the  place  of  these  State  magistrates ;  and  second,  to  arm  the  officers  with  suf- 
ficient power  and  authority  to  enable  them  to  execute  the  law  against  any 
resistance  actual  or  threatened,  and  in  whatever  form  it  may  be  presented. 
The  act  has  grown  out  of  the  exigencies  and  necessities  to  which  I  have  re- 
ferred, and  was  forced  upon  the  attention  of  Congress^  mainly  by  the  leg- 
islative interference  of  the  States.  Had  not  the  law  of  1793  been  thus  crippled 
it  would,  probably,  have  afforded  all  the  means  necessary  to  the  execution  of 
the  constitutional  provision. 

This  supplementary  act  is  obviously  framed  with  great  skill  and  care ;  and 
bears  upon  its  face  the  deep  conviction  of  the  body  that  enacted  it,  that  the  con' 
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ttitntional  prorimim  had  not  only  been  dinregarded,  bnt»  that  a  settled  purpose, 
a  fixed  determination,  existed  in  some  portions  of  the  country,  to  set  its  obli- 
gations at  nanght  The  act  meets  this  condition  of  things^  real  or  snpposed, 
and  clothes  the  public  authorities  with  powers  adequate  to  the  exigency. 

It  confers  authority  upon  Commissioners  appointed  by  the  Circuit  Courts 
of  the  United  States^  in  addition  to  the  Judges,  to  carry  into  execution  its 
seyeral  prorisions^  and  makes  it  the  duty  of  the  marshals  and  deputy  mar- 
shals to  exeeute  all  warrants  and  precepts  issued  by  the  Judges  or  Commis- 
sioners under  the  act,  subjecting  them  to  a  fine  of  $1,000,  to  the  use  of  the 
elaimant,  in  case  of  refusal ;  and,  after  the  arrest,  and  while  the  fugitive  is 
in  their  custody,  if  he  or  she  is  allowed  to  escape  with  or  without  their  assent, 
the  marshal  is  made  liable  upon  his  official  bond,  to  be  prosecuted  for  the  ben- 
afit  of  the  claimant,  for  the  full  value  of  the  slaye.  The  Commissioners  are 
also  empowered,  within  the  counties  in  which  they  respectively  reside,  to 
appoint,  in  writing,  one  or  more  suitable  persons^  from  time  to  time,  to  exe- 
eute all  warrants  and  other  process  issued  by  them  in  the  performance  of 
their  duties^  with  authority  to  the  Commissioners^  or  the  persons  thus  ap- 
pointed, to  summon  and  call  to  their  aid  the  by-standers  OT/po$9e  eomitatuB  of 
the  county,  when  necessary  to  insure  the  due  execution  of  the  law ;  and  it  is 
made  the  duty  of  the  citizens  thus  called  to  the  aid  of  the  officers,  to  assist  in 
the  execution  of  the  proeess  whenever  their  services  are  required. 

The  aet  further  provides,  that  the  claimant  may  pursue  and  reclaim  the 
fogitiTe,  either  by  proenring  a  warrant  from  the  Court,  Judge  or  Commission  - 
er  of  the  proper  Circuit,  District,  or  county,  for  his  apprehension,  or  by  ar- 
resting him,  or  her,  where  it  may  be  practicable,  without  warrant,  and  by 
taking  or  causing  the  fugitive  to  be  taken  forthwith  before  the  proper  officer, 
whose  duty  it  is  made  to  hear  and  determine  the  case  in  a  summary  manner ; 
and,  upon  satisfactory  proo(  either  oral  or  by  deposition,  properly  taken  and 
eertified,  that  the  person  so  arrested  owes  service  and  labor  to  the  claimant^ 
in  the  State  or  territory  whence  he  or  she  fled,  and  that  he  or  she  had 
escaped  from  such  service^  to  grant  a  certificate  to  the  claimant,  setting  forth 
substantially  the  facts  of  the  case.  Thia  certifioate  is  made  conclusive  evi- 
denoe  of  the  right  of  the  elaimant  to  remove  the  fugitive  back  to  the  State  or 
Territory  whence  he  or  she  escaped,  and  is  declared  to  be  sufficient  authority 
to  prevent  all  molestation  of  the  claimant  by  any  process  issued  by  any 
Court,  magiatrate,  or  other  person  wh<Mnsoever. 

The  act  subjects  to  fine  and  imprisonment,  and  also  to  civil  damages  to  the 
party  aggrieved,  any  and  every  person  who  shall  knowingly  obstruct^  hinder  or 
prevent  the  claimant  or  his  agent  from  arresting  the  fugitive,  either  with  or 
without  process,  or  who  shall  rescue  or  attempt  to  rescue  the  same  from  the 
custody  of  the  claimant  or  his  agent,  or  who  shall  aid  or  assist,  directly  or 
indirectly,  in  the  escape  of  the  fugitive,  or  who  shall  harbor  or  conceal  the 
same,  so  as  to  prevent  the  discovery  and  arrest,  after  notice  that  such  person 
s  a  fugitive  from  service. 

The  act  further  provides^  that  if  the  claimant  or  his  agent  shall  make  affi- 
davit, after  the  certificate  is  granted,  tha^  he  has  reason  to  apprehend  a  res- 
cue by  force,  before  the  fugitive  can  be  taken  beyond  the  limits  of  the  State 
in  wUeh  the  arrest  ia  made,  it  shall  be  the  duty  of  the  manhal  or  oiBoer 
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Dutking  the  arreftt,  to  retaia  the  fogitive  in  his  enstodj,  aad  to  remoT*  tlie 
Mme  to  the  State  whence  he  or  ihe  had  escaped,  and  there  to  deliyer  him  or 
her  to  the  claimant  or  his  agent ;  and  to  employ  as  many  peieons  as  he  may 
deem  necesnry  to  oyereome  such  force ;  and  to  retain  them  in  his  senrice  ao 
long  as»  in  his  judgment,  the  cireumstancep  may  require. 

These,  together  with  some  regulations  as  to  the  mode  of  proof  before  the 
Judge  or  Commissioner,  embraoe  substantially  erery  material  provision  of 
the  act  And  it  will  excite,  I  think,  some  surprise,  after  the  determined  op- 
position to  its  passage,  and  eren  threatened,  and,  in  some  instances,  actual 
resistance  to  its  execution  in  certain  quarters^  when  it  is  seen,  that  there  Sa 
Aot  a  power  conferred  upon  those  appointed  to  administer  it  judicially,  Uiat 
was  not  conferred  upon  the  Judges  and  other  State  magistrates  under  the 
act  of  1798 — a  law  approved  by  Washington  and  Adams»  and  enacted  by  the 
fathers  and  founders  of  the  RepuUic  It  is  simply,  in  this  reepeett  a  substi- 
tution of  the  Commissioners  in  the  place  of  the  State  magistrates^  who  were 
disabled  and  prcTented  from  discharging  the  duty  by  the  St*te  authorities^ 
Ftoll  confidence  was  reposed  in  them  by  the  Federal  govemment,  ao  long  aa 
they  were  permitted  to  act  When  thus  disabled,  other  officers  were  select 
ed,  of  necessity,  to  supply  their  places.  This  is  the  only  difference,  as  it  re» 
gards  the  judicial  authority  conferred  by  the  act  Neither  is  there  any  pow- 
er conferred  by  it  on  the  daimant,  his  attorney,  or  agent,  that  is  not  found 
in  the  act  of  1798.  All  the  additional  powers  are  conferred  upon  the  minis- 
terial officers,  ihe  marshals  and  deputy  marshala,  who  are  required  to  exe- 
cute the  warrants  and  other  process  issued  in  pursuance  of  its  proTisions,  and 
which  warrants  and  process  are  the  same  as  those  proyided  for  in  the  preri- 
ous  act  i^nd  none  others.  Every  ground  of  opposition  to  this  recent  act,  dis- 
tinguishable from  opposition  to  the  former,  is  exclusively  referable  to  the 
powers  with  which  tiie  marshal  and  his  deputies  are  aimed  with  a  view  te 
its  execution — powers  essential  to  enforce  obedience  to  the  mandates  of  the 
officen^  and  to  put  down,  with  a  strong  hand,  if  necessary,  all  disaffection, 
disorder,  insubordination,  or  resistance,  in  whatever  form  presented.  The 
apprehension  that  any  new  or  extraordinary  powers  have  been  vested  in  the 
Judges  or  Commissioners  is  entirely  groundless;  there  is  not  even  a  pretext 
for  any  such  apprehension.  The  only  apprehension  for  which  there  is  the 
alightest  foundation  is,  that  the  powers  which  have  been  possessed  by  tlie 
Judges  and  State  magistrates^  since  the  act  of  179S,  and  are  now  given  to  the 
Commisfliokiers  in  their  places,  may  be  effectually  executed ;  that  the  law  ia 
Bsade  stronger  ■  than  the  cpmbiiiationh  and  treasonable  influences  arrayed 
against  it;  and  that  the  provision  of  the  Constitution  may  be  enforced  and 
executed  in  the  faith  and  spirit  in  which  it  was  adopted. 

Another  subject  arising  out  of  the  provisions  of  this  law,  and  which  haa  a 
material  bearing  upon  its  exeeuUon,  it  is  proper  should  be  noticed.  By  the 
•eeond  section  of  the  third  article  of  the  Constitution  it  is  declared,  that 
"  The  judicial  power  shall  extend  to  all  cases  in  law  and  equity,  arising  un- 
der this  Constitution,  the  laws  of  the  United  States,  and  treaties  madc^  or 
which  shall  be  made,  under  their  anthorityJ'  The  power,  thereforei,  it  will 
be  seen,  to  execute  this  act  of  Congress  belongs  to  the  tribunals  and  autheri- 
tics  of  the  Federal  govemment;  and,  in  respect  to  thes^  can  be  ezeented 
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only  by  saeh  Courts  or  officers  as  are  especially  designated  in  the  act  for  the 
purpose.  The  power,  therefore,  is  exclusive  in  these  Courts  or  officers,  both 
as  it  respects  the  tribunals  of  the  State,  and  others  of  the  Federal  goyern- 
ment.  Neither  can  act  or  interfere  in  the  execution  of  the  law ;  and,  in  case 
of  any  attempt  by  either  to  interfere  or  exercise  the  authority,  its  acts  would 
be  coram  nonjudiee  and  Toid.  These  propositions  are  elementary,  and  so  ob- 
vious as  to  require  no  further  comment. 

It  seems  to  be  supposed,  however,  in  some  quarters^  that  the  State  power 
exercised  by  its  tribunals  under  the  writ  of  habeas  corpus^  forms  an  exception 
to  this  generally  admitted  doctrine ;  and  that»  through  the  agency  of  this  • 
writ,  the  fugitive  may  be  taken  out  of  the  hands  of  the  Federal  officer^  and 
the  authority  or  propriety  of  the  arrest  or  detainer  be  inquired  into,  and  the  . 
person  be  discharged  or  remanded,  according  to  the  judgment  of  the  State  mag- 
istrate. This  is  the  exception  claimed  to  the  exclusive  power  of  the  Federal 
officers  designated  in  the  act 

It  is  apparent,  if  this  exception  can  be  maintained,  that  there  is  an  end  to 
the  complete  execution  of  the  law ;  or,  indeed,  of  any  law  of  the  general  go- 
vernment by  which  the  party  is  subject  to  an  arrest  It  is  not  claimed  that 
the  State  magistrate  can,  under  this  writ,  administer  the  act  and  enforce  its 
provisions^  as  that  authority,  as  we  have  seen,  is  confined  to  the  tribunals  ap- 
pointed by  the  act  for  the  purpose.  The  fugitive  must  therefore  be  taken, 
if  taken  at  all,  out  of  the  hands  of  the  Federal  officers  by  force  of  some  other 
law ;  and  the  question  whether  he  or  she  shall  be  discharged  or  remanded, 
will  depend  upon  the  application  of  that  law  to  the  particular  case.  What 
that  law  is,  or  may  be,  must  necessarily  depend  upon  State  regulation ;  snd 
the  rights  of  the  claimant  under  the  Constitution  and  laws  of 'the  Union  will 
thus  be  determined  by  a  law  of  the  State. 

The  effectual  abrogation  of  the  act  by  the  interposition  of  this  writ,  if  ad- 
mitted, will  be  still  more  apparent,  when  we  reflect  that  the  power  exercised 
under  it  is  such  as  the  State  legislatures  may  choose  to  prescribe ;  and  tha  t 
the  State  tribunals  are  not  only  invested  with  that  power,  but»  if  they  act  at 
all,  are  bound  to  act  in  obedience  to  and  in  conforjnity  with  it.  There  is  no 
limits  therefore,  to  the  extent  of  the  powers  that  may  be  exercised  under  this 
proceeding  in  respect  to  the  arrest  and  detainer  of  the  fugitive,  but  the  dis- 
cretion of  the  State  legislatures.  They  may  confer,  jurisdiction  upon  their 
magbtrates  to  re-examine  and  revise  the  acts  and  decisions  of  the  Federal 
tribunals  out  of  whose  hands  the  fugitive  is  taken,  and  the  State  magistrate 
would  be  bound  to  execute  the  power  accordingly.  It  is  manifest  that  it 
would  be  impossible  to  uphold  the  due  execution  of  the  law  with  the  admis- 
sion of  any  such  authority. 

Conceding,  however,  the  soundness  of  this  general  view,  and  the  inability 
of  the  State  tribunals  to  interfere  with  the  Federal  authorities  when  they 
are  acting  upon  cases  arising  under  the  Constitution,  laws  of  Congress^  or 
treaties,  still,  it  is  argued,  that  they  possess  the  power,  under  this  writ,  to  in- 
quire into  the  legality  of  the  authority  under  which  the  prisoner  is  held,  and 
which  may  involve  the  constitutionality  of  the  law  and  the  jurisdiction  of 
the  Court  or  officer.  But^  it  is  obvious  that  the  existence  of  either  power,  on 
the  part  of  the  State  tribunals^  would  be  fatal  to  the  authority  of  the  Consti- 
42 
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tntion,  laws,  and  treatiei  of  tbe  general  goyemment.  No  government  eonld 
maintain  the  adminietration  or  the  ezcntion  of  ite  lawa^  ciyil  or  criminal,  if 
their  eonstitntionalitj,  or  the  jurisdiction  of  its  judicial  tribunals,  were  subject 
to  the  determination  of  another.  I  need  not  stop^  however,  to  discnas  thia 
qneetion,  as  it  aroae  and  was  settled  in  the  ease  of  The  United SUOea  t.  Peten, 
(6  CfrancKt  115,)  more  familiarly  known  as  Olmttead^B  ea»e.  The  l^rislatnre  of 
Pennsjlyania  had  pasaed  an  act  declaring  that  the  jurisdiction  claimed  by 
the  District  Court  of  the  United  States  was  nnconstitutiona],  and  empowered 
^e  goremor  to  resist  the  execution  of  its  Judgment  Chief  Justice  Marshall, 
in  deliyering  the  opinion  of  the  Courts  obserred,  that  "  if  the  legialaturea  of 
the  seyeral  States  may,  at  will,  annul  the  judgments  of  the  Courts  of  the 
TTnited  States,  and  destroy  the  rights  acquired  under  those  Judgments^  the 
Constitution  itself  becomes  a  solemn  mockery;  and  the  nation  is  deprived  of 
the  means  of  enforcing  its  laws  by  the  instrumentality  of  its  own  tribunala."  Ha 
further  remarked  that  "  if  the  ultimate  right  to  determine  the  jurisdiction  of 
the  Courts  of  the  Union  is  placed  by  the  Constitution  in  the  several  State 
legislatures,  then  this  act  concludes  the  subject ;  but,  if  that  power  necesaa- 
rfly  resides  in  the  supreme  judicial  tribunal  of  the  nation,  then  the  jurisdic- 
tion of  the  District  Court  of  Pennsylvania  over  the  case  in  which  that  juria- 
diction  was  exercised,  ought  to  be  most  deliberately  examined ;  and  the  aet 
of  Pennsylvania,  with  whatever  respect  it  may  be  considered,  cannot  be  per- 
mitted to  pr^udioe  the  question."  I  need  not  add  that  the  judgment  waa 
regularly  enforced,  notwithstanding  the  State  act 

There  have  been  different  opinions  entertained  by  the  judges  of  the  States 
as  to  their  po'^er,  under  this  writ,  to  decide  upon  the  validity  of  a  commit- 
ment or  detainer  by  the  authority  of  the  United  States.  But  those  who  have 
been  inclined  to  entertain  this  jurisdiction,  admit  that  it  cannot  be  upheld, 
where  it  appears  from  the  return  that  the  proceeding  belonged  exclusively  to 
the  cognizance  of  the  general  government  This  necessarily  results  from  the 
vesting  of  the  judicial  power  of  the  Union  in  the  Federal  courts  and  officera  ; 
and  from  the  fourth  article  of  the  Constitution,  which  dedarei^  that  "Thia 
Constitution,  and  the  laws  of  the  United  States  which  shall  be  made  in  pur- 
■nanoe  thereof  and  all  treaties  made,  or  which  shall  be  made^  under  the  au- 
thority of  the  United  States,  shall  be  the  supreme  law  of  the  land,  and  the 
judges  in  every  State  shall  be  bound  thereby,  anything  in  the  Constitution  or 
laws  of  any  State  to  the  contrary  notwithstanding.''  If  the  exclusive  power 
to  execute  the  act  is  in  the  Federal  judiciary,  and  the  act  is  to  be  regarded 
aa  the  supreme  law  of  the  land,  and  to  be  obeyed  as  such,  it  is  difficult  to  see 
by  what  right  or  authority  its  execution  can  be  interfered  with,  through  the 
agency  of  this  writ,  by  State  authorities.  Any  such  interference  would  seem 
to  be  a  direct  infraction  of  the  Constitution. 

It  is  proper  to  say,  in  order  to  guard  against  misconstruction,  that  I  do  not 
claim  that  the  mere  fact  of  the  commitment'  or  detainer  of  a  prisoner  by  an 
officer  of  the  Federal  government,  bars  the  issuing  of  this  writ,  or  the  exer^ 
eise  of  power  under  it  Far  from  that  Those  officers  may  be  guilty  of  ille- 
gal restraints  of  the  liberty  of  the  citizen,  the  same  as  others.  The  right  of 
the  State  authorities  to  enquire  into  such  restraints  is  not  doubted ;  and  it  ia 
the  duty  of  the  officer  to  obey  the  authority,  by  making  a  return.    All  that 
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ii  elaimed  or  eontMded  for  is,  th«t  when  it  is  shown  that  tbe  commitmeAi 
or  deUuner  is  under  the  Constitution,  or  a  law  of  the  United  States^  or  a 
treaty,  the  power  of  the  State  anthoritj  is  at  an  end ;  and  any  farther  pro- 
oeeding  under  the  writ  is  eorwm  ntm  Judiee,  and  void.  In  such  a  ease,  that 
U,  when  the  prisoner  is  in  faet  held  under  process  issued  from  a  Federal  tri- 
hnnal  under  the  Constitution,  or  a  law  of  the  United  States,  or  a  treaty,  itia 
the  duty  of  the  officer  not  to  giye  him  up,  or  allow  him  to  pass  from  his  hands 
in  any  stage  of  the  proceedings.  He  should  stand  upon  his  process  and  an* 
thority,  and,  if  resisted,  maintain  them  with  all  the  powers  conferred  upoa 
him  for  that  purpose.  I  certainly  do  not  anticipate  any  such  exigency.  Far 
from  it  The  habitual  respect  of  the  judiciary.  State  and  national,  for  tha 
law  of  the  land,  and  legal  authority,  forbid  it.  But  it  is  proper  that  the  offieera 
thauld  know  their  rights  and  their  duties^  i(  unfortunately,  by  possibility^ 
any  such  exigency  should  arise. 

These  views  of  the  paramount  authority  of  the  laws  of  the  Federal  goTem- 
ment  in  no  way  endanger  the  liberty  of  the  citifea.  Ihe  writ  of  habetu  corpmi 
•eenred  to  him  under  that  goremment,  affords  the  appropriate  and  effectual 
remedy  for  any  illegality  in  the  process  or  want  of  jurisdiction  in  the  Courts 
or  for  any  unconstitutionality  of  the  law.  Hie  remedy  is  as  prompt  and 
fummary,  as  when  administered  by  the  State  judiciary ;  and,  in  this  way,  by 
•oneading  to  each  goremment  the  free  and  unobstructed  execution  of  its  owm 
laws  and  excroise  of  its  own  authority,  hannony  is  maintained  and  perpetr- 
ated in  the  working  of  our  most  complex  system  of  goyemment. 

The  views  I  have  presented  will  explain  a  provision  in  this  act  of  1860^ 
which  is  somewhat  obscure.  I  allude  to  the  last  clause  of  the  sixth  seotioB» 
which  declares,  that  the  certificate  granted  to  the  claimant  to  remove  the 
fugitive  "shall  prevent  all  molestation  of  such  person  or  persons  by  any  pro> 
eess  issued  by  any  Court,  judge,  mi^^rate,  or  other  person  whomsoever." 
Hue  clause  doubtless  includes^  among  other  process,  the  State  writ  of  habeM 
aorpSM.  It  could  not  have  been  intended,  or  at  least  ought  not  to  be  construed 
as  intending  to  embrace  that  writ  when  issued  by  the  Federal  judiciary,  as  Ooat- 
grese  did  not  possess  the  power  to  suspend  it  As  it  respects  the  State  writ,  we 
have  seen,  from  the  views  expressed,  that  it  is  but  declaratory  of  the  exist- 
ing law,  and  not  the  introduction  of  any  new  principle.  Without  this  clause, 
the  paramount  authority  of  the  certificate  would  have  been  the  same,  so  Car 
as  that  process  was  concerned. 

It  has  been  made  a  question  upon  this  act,  whether  or  not  it  was  competent 
fbr  Congress  to  confer  the  power  upon  the  United  States  Commissioners  to 
carry  it  into  eieeution.  Aa  the  judicial  power  of  the  Union  iB»  by  the  Oob- 
•titution,  vested  in  the  Supreme  Court,  and  in  such  inferior  Courts  as  Con- 
gress may  from  time  to  time  establish,  the  judges  of  whieh  shall  h<dd  their 
offices  during  good  behavior,  it  has  been  supposed  that  the  power  to  eaaeuta 
the  law  must  be  conferred  upon  these  Courts,  or  upon  judges  possessing  tfaia 
tonure.  It  is  a  sufficient  answer  to  this  suggestion,  that  the  same  power  was 
eoalsrred  upon  the  State  magistrates  by  the  act  of  1798 ;  and  which,  m  the 
aaae  of  JPrigff  v.  Ths  OomnumwMUtk  q/  Petmtylvtmia,  was  held  to  be  eonstitn* 
tknal  by  the  osly  tribunal  oompetent,  under  the  Gonstitotlon,  to  doeida  that 


044  AFPSaXDUL 

quettion.    Ko  doubt  wm  eniertained  by  anj  of  the  jndgei^  in  that  eaae^  tiuit 
tii6M  magistrates  had  power  to  act,  if  not  forbidden  bj  the  State  authorities. 

The  judiotal  power  mentioned  in  the  Constitution,  and  Tested  in  the  Courts^ 
means  the  power  eonferred  upon  Gonrts  ordained  and  established  by  andun. 
der  the  Constitution,  in  the  striet  and  appropriate  sense  of  that  term — Courta 
that  compose  one  of  the  three  great  departments  of  the  goyemment  pre- 
scribed by  tho  fundamental  law,  the  same  as  the  other  two,  the  legislatire 
and  the  executiye.  But,  besides  this  mass  of  judicial  power  belonging  to  the 
established  Courts  of  a  goyernment,  there  is  no  inconsiderable  portion  of  power, 
in  its  nature  judicial — ^immi  judicial — ^inyested,  from  time  to  time,  by  legia- 
latiye  authority,  in  indiyiduals»  separately  or  coUectiyely,  for  a  particular 
purpose  and  limited  time.  This  distinction,  in  respect  to  judicial  power, 
will  be  found  running  through  the  administration  of  all  goyemmenti^  and  * 
has  been  acted  upon  in  this,  since  its  foundation.  A  familiar  case  occurs  in 
the  institution  of  conunissions  for  settling  land  daims  and  other  claims  against 
the  goyemment.  (2  Ul  S.  Stat  at  Lcarge,  824  and  440.)  A  strong  illustration 
will  be  found  in  this  State,  under  the  old  Constitution  of  1777.  By  that» 
justices  'of  the  peace  were  aj^inted  by  the  Council  of  Appointment^  and 
held  their  offices  during  the  pleasure  of  that  body.  Yet^  the  powers  possessed 
by  these  magistrates  were  conferred  by  acts  of  the  legislature  upon  the  aider- 
men  of  cities^  who  were  elected  by  the  people.  But  I  need  not  pursue 
the  subject,  as  the  question  must  be  regarded  as  settled  by  the  case  rrfemd 
to. 

The  same  answer  may  be  giyen,  also,  to  the  objection  founded  upon  the 
seyenth  amendment  to  the  Constitution,  which  proyides  that  "in  suits  at 
common  law,  where  the  yalue  in  controyersy  shall  exceed  twenty  dollan^ 
the  right  of  trial  by  jury  shall  be  preseryed."  The  summary  mode  of  hear- 
ing and  deciding  upon  the  claim  to  the  seryic3  of  the  fugitiye,  prescribed  by 
the  recent  act,  is  the  same  as  that  prescribed  by  the  act  of  1798,  which  the 
Court,  in  the  case  already  referred  to,  held  to  be  clearly  constitutional  in  all 
its  leading  prorisions.  The  proceeding  contemplated  by  the  clause  of  the 
Constitution  in  question,  is  not  a  suit  at  common  law,  within  the  meaning  of 
that  amendment.  It  settles  conelusiydy  no  right  of  the  claimant  to  the  ser- 
yice  of  the  fugitiye,  except  for  the  purpose  of  the  remoyal  to  the  State  from 
which  he  or  she  fled — ^no  more  than  the  proceeding,  in  the  case  of  a  fugi- 
tiye from  justice,  for  the  purpose  of  remoyal,  settles  his  guilt  The  question 
of  right  to  the  seryice  in  the  one  case,  and  of  guilt  in  the  other,  is  open  to 
a  final  hearing  and  trial  in  the  States  whence  the  fugitiyes  escaped.  After 
their  arriyal  there^  the  certificate  is  no  longer  of  any  authority,  or  eyidence 
of  any  right  Indeed,  so  obyiously  does  the  Constitution  contemplate  a 
summary  hearing  and  decision  in  the  matter,  that  the  counsel  for  the  State 
of  Pennsylyania,  in  the  case  referred  to,  did  not  make  it  a  point  or  call  it 
seriously  in  question  on  the  argument 

I  haye  now  gone  oyer  the  seyeral  proyisions  of  this  law,  and  some  of  the 
more  material  questions  arising  out  of  ii ;  and,  if  I  am  not  greatly  mlBtaken, 
haye  shown  that  all  the  leading  features  of  it,  all  the  principles  inyolyed, 
haye  been  either  confirmed  by  the  only  tribunal  competent  to  pass  upon  them» 
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or  are  so  obviouB  that  no  lawyer  can  entertain  a  well  grounded  doubt  upon 
tbem ;  and  that  Congress  has  but  obeyed  an  imperative  constitutional  obliga- 
tion in  its  enactment  It  is  a  law,  tlierefore,  which  every  citizen  is  bound  to 
obey,  and  the  public  authorities  to  enforce,  with  all  the  powers  conferred 
upon  them  by  the  goyemment 

The  legislatures  of  some  of  the  States  have  passed  laws  bearing  directly 
upon  this  provision  of  the  Constitution,  and  upon  its  execution  in  the  mode 
prescribed  by  Congress.  So  far  as  these  laws  are  in  conflict  with  the  provi- 
sions of  the  one  in  question,  or  tend  to  obstruct  and  embarrass  its  execution, 
they  are  unconstitutional,  and  utterly  void ;  and  can  afford  no  protection 
against  its  penalties.    The  law  of  Congress  is  paramount,  and  must  be  obeyed. 

Opinions  were  expressed  in  the  case  of  Prigg  v.  Tke  OomnwMoealth  of 
Pennsylvania^  that  the  power  of  Congress  to  provide  the  mode  of  surrender- 
ing up  the  fugitive  under  the  Constitution  was  exclusive,  and  that  the  States 
were  disabled  from  acting  at  all  on  the  subject ;  others,  ^hat  the  power  waa 
concurrent,  and,  although  the  States  could  pass  no  law  in  conflict  with  the 
act  of  Congress,  it  was  competent  for  them  to  pass  laws  in  aid  of  it,  and  in 
furtherance  of  the  execution  of  the  constitutional  provision.  It  is  not  import- 
ant here  to  express  any  opinion  upon  these  different  views ;  for,  whether 
the  one  or  the  other  shall  finally  prevail,  the  result  is  the  same.  In  either 
view,  a  law  in  conflict  with  the  act  of  Congress  is  void,  and  of  no  effect. 

It  is  not  to  be  disguised,  that  the  legislation  of  most  if  not  all  of  the  North- 
em  States,  tending  to  embarrass,  and,  in  some  instances,  to  annul  the  provis- 
ions of  the  act  of  1793,  has  strongly  impressed  our  Southern  brethren  with 
the  conviction,  that  these  States  have  resolved  to  throw  off  this  constitution- 
al obligation.  They  take  it  for  granted,  and  it  is  difficult  to  deny  the  infer- 
ence, that  the  acts  reflect  the  general  sentiment  of  the  people  on  the  subject ; 
and  that  that  must  have  become  deep  and  abiding,  to  be  sufiiciently  powerful 
to  mould  the  legislation  of  the  States.  It  is  this  legislation,  more  than  oc- 
casional riotous  assemblies  in  resistance  of  the  law,  that  has  forced  them  to 
the  question,  whether  the  Union,  with  this  provision  of  the  fundamental  law 
rejected  and  contemned — a  provision  vital  to  the  rights  and  interests  of  that 
portion,  and  without  which  the  Union  would  never  have  been  formed — ^is  to 
them  a  blessing  or  a  curse  f  A  question  raised,  not  by  disaffected  and  tu- 
multuous assemblages,  often  very  equivocal  evidence  of  the  real  sentiment  of 
the  public  mind,  but  by  the  people  of  the  States,  through  their  organized  gov- 
ernments ;  a  question  examined  and  discussed  in  the  mode  and  through  the 
agencies  that  examined  and  discussed  that  of  entering  into  the  Union  at  the 
adoption  of  the  Constitution. 

This  question  has  been  raised  by  fifteen  States  of  the  Confederacy,  six  of 
whom  were  original  parties  to  the  compact.  It  has  been  examined  and  con- 
sidered over  and  over  again,  by  the  governors  in  their  public  messages,  by 
the  representatives  in  their  legislative  balls,  by  the  people  in  their  primary 
assemblies,  and  by  the  press ;  and  they  have  come  to  the  resolution,  one  and 
all,  that  if  this  hostile  legislation  is  carried  into  effect,  and  the  constitutional 
obligation  is  no  longer  adhered  to  by  their  Northern  brethren,  but  thrown 
off,  disregarded,  and  contemned,  the  Union  is  no  longer  a  blessings  and  should 
be  dissolved — ^that  the  abrogation  of  one  material  provision  of  the  funda- 
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moatal  law  is  destraotive  of  the  eompact— aad  that  the  portioa  of  the  Uiiioa 
for  whose  benefit  it  was  adopted,  and  whose  rights  and  interests  are  thereby- 
endangered,  is  absolyed  from  its  aLlegianee.  Ttiis  I  believe  to  be  the  settled 
oonyietion  and  sentiment  of  fifteen  States  of  this  Union,  and  it  presents  an 
issne  of  the  gravest  aspect^  and  one  that  can  neither  be  evaded  nor  suppress- 
ed. It  is  an  issue  whinh  the  Northern  States  must  determine  for  themselvesL 
That  laws  exist  on  the  statute  books  of  most,  if  not  all  of  them,  in  conflict 
with  the  act  of  Congress  and  repugnant  to  this  provision  of  the  Constitution, 
is  matter  of  history.  That  the  enforcement  of  these  laws  would  be  a  virtual 
abrogation  of  the  provision,  is  not  to  be  denied.  It  remains  for  these  Statea 
to  determine  whether  any  attempt  shall  be  made  to  enforce  them — whether 
they  are  to  remain  on  the  statute  book  a  dead  letter,  or  be  repealed.  These 
are  questions  of  transcendent  import;  for  the  determination  of  them,  in  my 
humble  judgment^  involves  the  perpetuity  of  the  Union. 

I  am  aware  that  opinions  are  entertained,  and  doubtless  honestiy  enter- 
tained, that  the  Union  has  not  been  at  any  time  in  danger,  and  is  not  now. 
I  wish  these  opinions  were  well  founded.  My  deep  conviction  and  belief  are, 
that  it  depends^  at  this  moment^  upon  the  confidence  inspired  by  the  late  pro- 
oeedings  in  Congress^  and  by  the  indications  of  public  sentiment  in  the  free 
States  that  this  constitutional  obligation  will  be  hereafter  executed  in  the 
faith  and  spirit  with  which  it  was  entered  into ;  that  the  friends  of  the  Union 
in  theslaveholding  States  now  maintain  their  ascendency,  and  the  allegiance 
of  their  States^  by  the  confidence  thus  inspired ;  and  that  in  case  of  any  ac- 
tion on  the  part  of  the  Northern  States*  destructive  of  that  confidence,  and  of 
all  hope  of  the  execution  of  the  obligation,  it  would  not  be  in  their  power  to 
maintain  their  position — and,  I  may  add,  they  would  not»  if  they  could. 

If  any  one  supposes  that  this  Union  can  be  preserved,  after  a  material  pro- 
vision of  the  fundamental  law  upon  which  it  rests  is  broken  and  thrown  to 
the  wind  by  one  section  of  it — a  provision  in  whieh  nearly  one-half  of  the 
States  oomposing  it  are  deeply  and  seriously  interested — ^he  is  laboring  under 
a  delusion  which  the  sooner  he  gets  rid  of  the  better.  If  it  is  preserved, 
which  I  do  not  doubt*  it  will  be  by  a  stern  adherenee  to  this  fundamental 
law,  and  to  every  part  and  parcel  of  it ;  neither  section  can  throw  off  the 
obligation  of  a  part  in  which  it  has  no  interest,  and  expect  to  preserve  the 
Union.  The  very  supposition  implies  degradation  and  dishonor,  broken  faith 
on  the  one  side,  and  abject  submission  on  the  other. 

Neither  can  the  motive  for  breaking  the  compact  afford  any  apology  or 
justification.  If  one  article  may  be  set  aside  by  one  portion,  because  it  is  re- 
pugnant to  their  sense  of  right  and  justice,  another  may  be  by  another,  because 
it  ia  against  their  interest  That  "no  state  shall,  without  the  consent  of  the  Con- 
gceeB,  lay  any  imposts  or  duties  on  imports  or  exports*"  is  an  article  of  this  fun- 
damental law.  Suppose  New- York,  deeming  this  article  prejudicial  to  her 
interests  by  crippling  too  much  her  resources  and  revenue,  should  levy  duties 
upon  the  immense  trade  and  exchange  now  existing  between  the  great  West 
and  our  Eastern  brethren ;  or  upon  the  vast  coal  trade  with  our  neighboring 
sister,  Pennsylvania,  for  which  we  afford  so  extensive  a  market;  would  the 
motive  afford  any  excuse  for  the  infraction  of  the  Constitution  f  And  yet* 
looking  at  the  compact*  and  to  the  constitutional  duties  and  obligations  ari- 
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liiig  out  of  it  and  binding  all,  this  motire  is  jurt  as  ayailable  a«  any  other  to 
exensa  or  justify  the  infraction.  The  example  of  breaking  the  compael  npon 
any  motiTe  is  dangerous.  With  what  face  can  one  State  rebuke  another  for 
want  of  allegiance,  when  she  has  thrown  it  off  herself?  Her  rebuke  would 
be ''  laughed  to  seom." 

This  Union  must  be  preserred,  if  at  all,  by  that  stem,  old-fashioned  hon- 
esty and  principle  whidi  ineuloates  the  fulfilment  of  the  whole  of  our  con- 
stitutional duties  and  obligations,  and  of  every  part  of  them.  It  was  this 
spirit  that  formed  the  compact,  and  has  thus  far  preseryed  it  through  all  its 
trials  and  assaults ;  and  it  is  this  spirit  that  must  and  will,  I  trust,  carry  it 
safely  hereafter  through  whatever  perils  and  misfortunes  it  may  be  destined  to 
encounter.  As  men  possessing  these  sturdy  and  manly  virtues  have  thus  far 
been  found  in  the  Republic,  equal  to  every  trial  and  exigency,  so,  I  do  not 
doabt^  such  men  will  be  found  hereafter.  And  they  will  have  their  rewsrd 
—the  blessing  of  all  good  men  of  the  times  in  which  they  live,  and  of  im- 
bom  millions^  who  will  be  indebted  to  them,  under  the  favor  of  heaven,  fcr 
the  rich  heritage  they  ei^oy. 


n. 

(Tb6  bilk  of  Junes  S.  Lswrenoe,  Eagr.,  Dtotrict  Attorney  for  the  Northern  Distriet  of  New- 
York,  for  eerrleee  rendered  to  the  united  States  in  civil  and  crtmlnal  cflsee,  at  the  October 
Term,  1861,  of  the  areoit  Ooort  for  that  District,  at  Albany,  haying  been  swbnimed  to  Ma 
Justice  Nblsom,  he  dellTered  the  following  opinion.] 

Dmucr  ATrounrrs'  Fm. 

UBdvtliepmtelonsofthe  set  of  Hay  1801,1848,(6  17:  &8kfk  at  Larg^  484.)  vfaicb  «• 
mede  pennanent  by  the  act  of  March  Sd,  1846*  {Id,  764,)  the  district  aUomeys  for  the  Nor- 
thern and  Sonthem  Districts  of  New-York  are  entitled  to  the  same  foes  that  are  allowed  to 
attorneys,  solicitors  end  oovnsel  in  the  Supreme  Conrt  and  Court  of  Chancery  of  New-York, 
according  to  the  natoxe  of  the  proceedings,  for  like  services  rendered  therein. 

For  aerrtoes  Modeied  to  the  United  Stales  by  those  officen  in  dvll  and  crtmiaal  caseib  tMr 
fees  most  be  taxed  seeordlng  to  the  latest  foe  bill  in  the  Supreme  Court  of  New-York^  in 
which  the  rate  of  fees  is  prescribed  for  attorneys  and  counsel  in  that  Conrt;  and  which  will 
be  found  in  chapter  886  of  the  laws  of  1840,  as  amended  by  chapter  278  of  the  laws  of  1S44 

The  set  of  the  leglalatDie  of  New-York  aboUahlng  all  sttoney  and  coonsel  feea  {Lom  ^M, 
r.  184«^db4V- 488,  f  808)  does  not  aibet  the  right  of  theae  diatitet  attoneya  to  the  sate  sf 
eompenaation  allowed  to  attomeya  and  oounael  in  the  Supreme  Court  of  New-York,  as  it 
stood  at  the  time  of  the  passage  of  that  act. 

Where  there  la  aa  aUowanee  in  the  Supreme  Court  or  Court  of  Chancery  of  New-Yoffc,  aeeord- 
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lug  to  the  natore  of  the  prooeadlnga,  i>r  •  ootrMpoftdtog  atrrloa,  the  4Mriet  irttomex  en 

have  no  other  or  greater  fee. 
Bat  It  Is  not  neoevary,  In  order  to  entitle  the  dletriot  attomej  to  feet  ftar  a  given  aervloe,  thai 

a  oorreeponding  fee  for  a  like  lenrloe  ehoold  be  glren  to  attomeya,  aoUdton,  and  oonnael,  bj 

an  existing  law  of  the  State. 
Where  no  aneh  oorre^Mudlng  fee  la  given  by  anj  ertatlng  law  of  tiie  State,  the  naage  and 

pmetloe  la,  to  refer  back  to  aome  prevtooi  bw  of  the  State,  regnlatlng  the  feet  of  attomeja 

and  ooonael,  wherein  maj  be  found  an  allowance  for  a  oorreeponding  aerrloe. 
The  proper  fees  fer  aabposna  tickets  and  for  drawing  tndlotmenti. 
The  praetloe  prescribed  for  the  commitment  of  prisoners  bj  the  maiahal  to  the  enatodj  of 

the  JaUa  of  the  State,  and  fer  bringing  them  np  for  trial  or  other  caoae  after  soeh  oommlt- 

ment 
Tbe  inMiiMM  and  the  AofteM  oof^IMM^  In  soflh  oaae^  diaooaMd. 

Nklbon,  J.  The  set  of  Congress  of  March  Sd,  1841,  (5  U,  &  SUL  ol 
Larff0y  427,)  provided,  among  other  things^  thti,  in  lien  of  all  fees,  emoln- 
ments^  Ae.,  it  should  and  might  be  lawful  for  the  district  attorney  to  de- 
mand and  receive  "the  same  fees  that  now  are,  or  hereafter  maybe,  allow- 
ed" by  the  laws  of  the  State  where  the  Courts  are  held,  to  the  attorneys 
and  counsel  in  ihs  higheti  Courts  of  ths  State  in  which  the  service  was  ren- 
dered, and  no  other  fees  or  emoluments;  and  that  he  should  receive  for  eve- 
r/  day's  actual  attendance  at  any  Court,  five  dollars  per  day;  and  for  anj 
servicei^  including  the  compensation  for  mileage,  performed  by  him  in  the  dis- 
charge of  his  official  duty,  for  which  no  compensation  was  provided  by  the 
laws  of  the  States  he  "  may  receive  such  fees  as  are  ^ow  allowed  by  law  ac- 
cording to  the  existing  usage  and  practice"  of  the  Courts  of  the  United  States 
Then  followed  the  limitation  of  the  amount  to  be  retained,  which  was  not  to 
exceed  the  sum  of  six  thousand  dollars  per  annima,  over  and  above  allowan- 
ees  to  deputies  and  for  office  expenses.  The  above  is  the  substance  of  the 
act,  as  it  respects  compensation  to  this  officer.  It  wus  a  proviso  to  the  ap- 
propriation act  of  tlat  year,  and,  therefore,  would  seem  to  have  been  of  a 
temporary  character. 

The  act  of  Congress  of  May  18th,  1842,  (6  IT.  8,  Stat  at  Large,  484,)  for- 
bids any  per  diem  allowance  to  the  district  attorney,  for  attendance  when 
the  District  or  Circuit  Court  is  sitting  in  bankrupt  cases,  unless  his  attend- 
anee  is  required  by  the  Court  or  the  Solicitor  of  the  Treasury ;  and  also,  in 
the  Southern  and  Korthem  Districts  of  New-Tork,  restricts  the  fees  and 
emoluments  of  this  officer  to  such  as  "  now  are  or  hereafter  may  be  ^- 
lowed  by  the  laws  of  the  State  of  Kew-Tork"  to  attomeyt,  eolieiton  and 
eountel  "in  the  highett  courte  of  law  or  equity,  of  original  Juriedietion,**  of 
the  State,  "  according  to  the  nature  of  the  proceedings,  for  like  services  ren- 
dered therein." 

Hie  act  of  1841  adopted  the  fees  and  emoluments  allowed  to  attorneys  and 
counsel  by  the  State  laws,  in  the  highett  Courte  of  the  State,  as  the  rate  of 
oompensation  for  like  services  of  the  district  attorney  in  the  District  and 
Circuit  Courts  of  the  United  States.  The  act  of  1842  modifies  the  clause,  as 
it  respects  the  Northern  and  Southern  districts  of  New- York,  by  restricting 
the  allowance  to  the  rate  in  thehigheet  Courte  of  original  juriedietion. 

Under  the  act  of  1841,  the  rate  of  fees  to  which  the  district  attorney  was 
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entitled  in  New-York,  vm  the  fees  allowed  to  attorneys  and  counsel  in  the 
late  Court  for  the  Ccrreetion  of  ErrorB^  that  being  the  highest  Court  of  the 
State.  Under  the  act  of  1842,  he  is  entitled  to  the  rate  allowed  in  the  Su- 
preme  Courts  and  Court  of  Chancery^  according  to  the  nature  of  the  proceed- 
ings, these  being  the  highest  Coorte  of  law  and  equity  in  the  State,  of  origi- 
Bal  jnrisdietion. 

The  aot  of  May  8th,  1T92,  (1  C  8,  Stat,  at  Large,  277,  §  8,)  had  adopted 
the  same  rule  of  compensation,  namely :  "  such  fees  in  each  State  respeot- 
Wely  as  are  allowed  in  the  Supreme  Courts  of  the  same."  The  same  rule  was 
giTen  in  the  act  of  February  28th,  1799,  (1  U.  8.  8tat.  at  Large,  625,  §  4;) 
and  which,  as  far  as  I  haTe  been  able  to  find  from  an  examination  of  the  acts 
of  Congress^  continued  down  to  the  passage  of  the  proyision  of  1841. 

The  bills  before  me  must^  therefore,  be  taxed  according  to  the  latest  fee 
bill  in  the  Supreme  Court  of  New- York  in  which  the  rate  of  fees  is  prescribed 
for  attorneys  and  counsel  in  that  Court ;  and  which  will  be  found  in  chapter 
886  of  the  laws  of  1840,  as  amended  by  chapter  278  of  the  laws  of  1844  (See 
this  fee  bill  in  2  22.  iSf.  of  N,   T.Zded.  722  to  725.) 

Since  the  third  edition  of  the  Revised  Statutes  was  published,  all  attorney 
and  counsel  fees  in  the  Supreme  Court  of  New- York  have  been  abolished  by 
an  act  of  the  Legislature,  and  the  measure  of  compensation  has  been  left  to 
an  agreement  between  them  and  their  client  (LcnotofK  Y,  1849,  ehap.  488, 
§808,  BlaiehfortTa  ed.  Stat  of  IT,  Y.  265.)  I  am  of  opinion,  however,  that 
this  act  does  not  affect  the  question  of  taxation,  or  the  right  of  the  district  at- 
torney to  the  rate  of  compensation  allowed  to  attorneys  and  counsel,  as  it  stood 
at  the  time  of  its  passage. 

Hie  act  of  1842  provides^  that  he  shall  not  receive  any  greater  or  other  fees, 
Ac,  for  services  rendered,  than  **  now  are  or  hereafter  may  be  allowed  by  the 
laws  of  the  State  of  New- York  "  to  attorneys  solicitors^  and  counsel  "in  the 
highest  courts  of  law  or  equity,  Ac,  for  like  services  rendered  therein."  This 
aot  virtually  adopts  the  laws  existing  in  the  State  at  the  time,  prescribing  fees 
to  attorneys  and  counsel  in  the  Supreme  Court ;  and  also  any  subsequent  law 
modifying  them,  either  by  increasing  or  diminishing  the  rate  The  rate  of 
fees  allowed  by  the  laws  of  the  State,  when  adopted,  became  a  part  of  the  act 
of  Congress;  and  so,  in  respect  to  any  modification.  The  modification, 
however,  must  be  a  modification  of  the  rate  of  the  allowance,  not  an  abroga- 
tion of  all  allowance  of  fees  and  compensation,  in  order  to  bring  it  within  the 
hSa  meaning  of  the  act  of  1842.  It  was  the  fees  that  were  then  allowed  to 
attorneys  and  counsel  in  the  State,  or  that  might  thereafter  be  allowed,  that 
was  referred  to  as  constituting  the  general  rate  of  allowance  to  the  district  at- 
torney. If  no  alteration  took  place,  the  rate  continued  as  it  stood  in  1842. 
If  the  allowance  was  subsequently  varied  by  the  State  law,  that  would  gov- 
ern. But  there  must  be,  in  the  subsequent  change,  an  allowance  for  the  cor- 
responding services,  before  it  can  be  made  applicable  Any  other  interpre- 
tation of  the  act  of  Congress  would  not  only  be  unreasonable,  but  uncalled  for 
by  the  terms  of  the  provision. 

The  law  of  the  State,  therefore,  abolishing  all  feet  and  compensation  to  at- 
torneys and  oounselt  left  the  rate,  as  adopted  by  force  of  the  aot  of  1842^  un- 
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touched.  This  proyinon  of  the  aet  of  1842  Mens  to  hare  been  firtaallj  re* 
enacted  by  the  act  of  March  8d,  IMA,  (5  U*  8,  StoLatLarge,  689,  MO,)  bjthe 
act  of  June  17  th,  1844^  (/d  690,)  and  to  have  been  made  permanent  b/  the 
third  section  of  the  aet  of  Karoh  8d,  184A»  (U  764.) 

A  criticism  may  be  made  upon  the  lanjpnage  of  the  act  of  184S»  the  effect  of 
which,  it  might  be  claimed,  wonld  lead  to  the  condnsion  that  the  district  at* 
torney  is  entitled  to  no  fees  since  the  passage  of  the  law  of  the  State  abolish- 
ing them.  I  refer  to  the  danse  *'  any  greater  or  other  fees  and  einolinneBl%'* 
*' for  services  rendered,"  dtc, "  than  now  are  or  hereafter  may  be  allowed  by  tba 
laws  of  the  State  of  New- York  to  attorneys^  solieitor%  oounsel,"  dJMs.,  "for  like 
sendee^"  Ac  It  may  be  said,  that  this  exelodes  all  compensation  for  servi- 
oes»  whatever  they  may  be^  by  the  district  attorney,  nnlees  a  correspoDdiiig 
fee  for  a  like  service  can  be  fonnd  in  an  existing  law  of  the  States 

But  this  is  obviously  not  the  meaning  of  the  clause^  The  term  "  greater  or 
other  fee%"  in  the  connection  in  which  it  is  found,  means— no  greater  or  other 
tees  shall  be  allowed  this  officer  for  a  service  rendered,  than  are  allowed  %m 
attorneys  or  counsel  by  the  State  law,  tw  a  like  service  rendered  by  theaa. 
In  other  word%  where  there  is  an  allowance  in  the  Supreme  Court  or  Court  of 
Chancery  ci  the  States  according  to  the  nature  of  the  proceedings  for  a  ooc^ 
responding  service,  the  district  attorney  shall  have  no  other  or  greater  fesk 
This  is  all  that  the  danse  means,  and  nol^  that  if  no  allowance  can  be  found 
for  the  service  iA  the  State  law,  nothing  shall  be  allowed  this  officer  for  the 
service. 

The  usage  and  practice  in  such  case^  (and  which  was  recognised  in  the  aet 
of  Congress  of  1841.)  is,  to  refer  back  to  some  previous  law  of  the  State^  reg* 
ulating  the  fees  of  attorneys  and  counsd,  in  which  may  be  found  an  allow- 
ance for  a  corresponding  service.  The  object  of  this  part  of  the  provision  of 
the  act  of  1842  was»  to  change  the  rate  of  the  fees  from  that  td  the  highest 
Court  of  the  State,  to  that  of  the  highest  Court  of  original  jurisdiction,  as  haa 
already  been  explained. 

There  are  a  few  items  in  the  bills  which  have  been  erroneoudy  charged. 

1.  Dr.  subp.  ticket  is  charged  by  the  folio.  The  allowance  for  these  tickato 
is  twenty  cents  each ;  and  this^  whether  drafts  or  copies. 

2.  The  indictment  is  charged  by  the  folio.  The  rate  of  fees  for  a  dedaration 
in  the  Supreme  Court  should,  I  think,  govern.  This  charge  is  $2  50  for  the 
drafts  and  $1  25  for  each  copy.  It  is  an  inadequate  compensation ;  but  it  seema 
to  be  a  correq>onding  service  in  the  Supreme  Court,  or  so  nearly  such,  that 
it  must  be  hdd  to  apply,  and  it  is  the  only  one  in  any  fee  bUl  in  that  Cour^ 
which  is  analogous 

The  practice  in  respect  to  the  commitment  of  prisoners  by  the  marshal  to 
the  custody  of  the  jails  of  the  States  seems  unsettled,  and  not  uniform  in  the 
different  States.  The  resolution  of  Congress  of  September  28d,  1789,  (1  U.  & 
BtaL  at  Large^  96,)  recommended  to  the  several  States,  to  pass  laws  making 
it  the  duty  of  the  keepers  of  their  jails,  *'  to  reedve,  and  safe  keep  therein  all 
prisoners  committed  under  the  authority  of  the  United  States^  until  they  shall 
be  dischai^ed  by  due  course  of  the  laws  thereof,  under  the  like  penalties  as 
in  case  of  prisoners  committed  under  the  authority  of  such  States  respeotive* 
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Ij"  The  State  of  New-York  passed  a  law  in  pnrsTiance  of  tluB  reoommenda- 
taon.    (Aet  of  January  2%tk,  1790, 2  Qreenl,  292.* 

The  miUimM  miut  of  coorae  be  directed  to  the  manhal,  commanding  him» 
in  the  name  of  the  President  of  the  United  States  to  oonTey  and  deliver  the 
prisoner  to  the  keeper  of  the  jail;  and  it  should,  I  think,  also  contain  a  com- 
mand to  the  keeper  to  receive  him.  The  original  mittimuSy  or  a  copy  of  it 
dnlj  certified  bj  the  marshal  or  his  deputy,  should  be  left  with  the  keeper  of 
the  jail,  as  his  authority  for  the  detention.  And,  when  it  is  necessary  to 
bring  the  prisoner  up  for  trial,  or  other  cause,  a  writ  of  habeas  eorput^  direct- 
ed to  the  marshal,  and  containing  a  clause  directing  the  keeper  to  deliver 
him,  would  seem  to  be  necessaiy,  the  marshal  leaving,  at  the  same  time,  a 
copy  certified  by  him,  with  the  keeper,  for  his  security.  The  writ  in  this 
ibrm  would  afford  a  justification  to  both  officers.  This  writ,  or  some  equiva- 
lent authority,  seems  essential  for  the  protection  of  the  keeper  in  delivering 
tbe  prisoner  to  the  marshal,  as  he  is  req;>on8ible  for  him  after  the  commitment, 
nntU  discharged  by  due  course  of  law ;  and  the  writ  is  also  authority  to  the 
marshal  to  receive  and  bring  up  the  prisoner. 

Whether  some  simpler  mode  might  not  be  devised,  for  bringing  up  the  pris- 
M&er  and  conmiitting  him  dt  die  in  iK«m,  pending  the  trial,  I  cannot  at  present 
•ay.  It  is  dear  that  the  officers  must  be  clothed  with  proper  authority  at 
ail  times  to  justify  the  custody  of  the  prisoner,  and  to  resist  any  attempt  at 
escape  or  rescue. 

The  practice  in  the  first  Circuit,  as  I  am  advised,  is  to  commit  by  a  regular 
Mi'MMttM^  and  to  bring  the  prisoner  up  by  a  writ  of  habea$  corpus,  thereby 
fcmishing  the  keeper  of  the  jail  and  the  marshal  with  the  proper  authority  at 
all  times  to  justify  the  execution  of  their  duty. 


*Tb\A  set  was  as  foHowi : 

**B«  H  enacted,  Ac^  That  It  shall  and  Is  hereby  declared  to  be  the  dntf  of  the  aberlft  of  the 
••Teral  conntlea  wlthla  thia  Btata,  to  lecelve  Into  the  seyeral  gaols  within  their  respeotlve  ball- 
Iwlcka,  and  aalbly  keep,  all  priaoners  who  shall  be  committed  to  the  said  gaols,  by  virtae  of  aov 
proeees  to  be  iseued  ander  tbe  authority  of  the  United  Statea,  nntil  they  shall  be  discharged 
Dy  the  due  course  of  the  laws  thereof;  the  United  States  supporting  such  of  the  said  prisoners 
as  shall  be  committed  for  oflisDces  against  the  said  United  Butos.  And  in  case  any  prisoner  or 
prisoners  shall  escape  out  of  tbe  custody  of  any  sheriff  to  whom  he  or  they  shall  or  may  be 
committed  aa  albreeald,  sach  sheriff  shall  be  liaSle  to  the  like  actlona  and  penalties  aa  he  would 
have  been,  had  such  prisoner  or  prisoners  been  committed  or  charged  in  custody,  by  virtue  of 
soy  process  issuing  under  the  authority  of  this  State ;  and  such  sheriff  or  sheriflB  respectlyely, 
into  whose  custody  any  such  prisoner  or  prisoners  shall  be  aa  aforesaid  eommitt^,  is  hereby 
authorized  to  take  and  receive  to  his  own  use  such  sum  or  sums  of  money  as  shall  be  payable 
by  the  United  States,  for  the  uae  of  the  said  gaols." 

Tbe  followiiig  sre  tbe  provlrions  of  the  Bevlsed  Statutes  of  New-Yovk  upon  the  same  snl^eet : 

"fl.  Itsh^be  the  duty  of  the  keepers  of  the  respective  county  prisons,  to  receive  into 
their  prisons  any  person  duly  committed  thereto  for  any  offence  against  the  United  States,  by 
any  court  or  officer  of  the  United  States,  and  to  oonf  ne  such  person  in  their  prisons,  nntil  he 
■ban  be  duly  discharged;  the  United  States  supporting  such  person  during  nis  confinement 

I  i.  It  shall  be  the  duty  of  the  respective  keepers  of  each  of  the  oonsty  and  state  prlsona,  te 
receive  into  the  said  prisons  and  safely  to  keep  therein,  subject  to  the  discipline  of  such  prison, 
any  criminal  convicted  of  any  offence  against  the  United  States,  sentenced  to  imprisonment 
therein,  by  any  court  of  the  United  States,  sitting  within  this  stat^  until  such  sentence  be  ex- 
ecuted, or  until  such  convict  shall  be  discnarged  by  due  course  of  law;  the  United  States  sup- 
portlns  sttoh  convict,  and  paying  the  expenses  attendant  upon  tbe  exeention  of  such  sentence. 

§8.  In  case  any  such  prisoner  shall  escape,  or  attempt  to  escape  out  of  the  custodv  of  any 
keeper  to  whom  such  pneoner  may  have  beoi  so  oommitted,  he  snail  bo  liable  to  the  tike  pna- 
isbment  as  if  be  bad  been  committed  by  virtue  of  a  commitment  or  conviction  under  the  au- 
thority of  this  State. 

1 4.  The  keeper  of  any  prison  to  whom  sny  such  prisoner  may  have  been  committed,  shsll 
be  liable  to  the  like  penalties  and  punhthmont,  for  any  neglect  or  violation  of  duty  in  respect  to 
the  costody  of  such  prisoner,  as  if  such  prisoner  had  been  committed  by  vlrtas  of  a  commitmeat 
or  conviction  under  tbe  authority  of  this  State."*    (2 12.  /&  778,  774.) 
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fflM  qiMsttoB  oTUm  proper  nto  oTeosto  to  be  allowed  and  taxed  for  tlie  aerrleeaof  attone^ 
solldton,  and  ooanaeU  in  drll  aalta,  at  Utw  and  In  eqnitr,  in  the  GIrealt  Coorta  of  the  United 
Btateo,  harinff  been  aabmitted  to  Mr.  Josttoe  Nilbox,  in  May,  1898,  he  deUyerad  the  ftOov. 
log  opinion.] 

Com  IN  Civil  Casks. 

The  right  of  the  praralling  party  to  reeorer  eoata  la  reeogniaed  in  Che  Jodidary  act  of  ITW,  aad 
In  munerooB  aeli  of  GoogreaB  paaaed  ainee  down  to  the  preaent  dny. 

▲n  of  them  aaanme,  that  the  ooeta  whieh  have  been  tased  and  nanally  allowed  bj  Um  pnotiM 
of  the  Goorta  era  to  be  reoovered. 

The  oaage  and  practloe  of  the  Clrealt  Coorta  of  the  United  Statea  in  taxing  eoata  ha^e  nniJbnn- 
\f  been  to  applj  the  general  role  prescribed  in  the  aet  of  September  89th,  1789,  {1  Ui  &  Stat 
at  Larg^  98,  §8,)  which  act  la  not  now  in  force,  namely,  to  fix  ttie  rate  aeoofding  to  tho  fo« 
blU  of  the  State,  altering  the  rate  from  time  to  time  by  role  of  Court,  to  eomapoBd  with  11 
aa  altered  by  State  leglalatlon. 

Thia  hae  been  the  oaage  for  fifty  years  in  the  Clrcolt  Coorta  in  the  Second  Circoit 

Taxing  offloera  In  the  Circoit  Coorta  In  New- York  moat  look  to  the  fee  bill  of  the  State  of  New- 
York,  aa  foond  in  chapter  880  of  the  laws  of  1840,  aa  amended  by  diapter  878  of  thelawa  of 
18U,  {2  Ji.&qf  IT,  y;8<l«f.7»fo78IK)aa  the  role  to  golde  them  in  the  taxation  of  coal*  IM 
the  Cirooit  Coort  in  caaea  at  common  Uw,  and  to  tlie  eqolty  foe  bUl,  (8  £.  &  qfJT.  T.  OtL 
880,)  in  caaea  in  Chancery. 

If  there  are  any  Itema  of  eerviee  not  provided  for  in  those  bUla  the  practice  is  to  refer  to  aome 
prevloos  fee  bill  in  which  an  allowance  is  foond  for  a  service  ooireaponding  with  the  one  In 
this  Coort 

The  act  of  the  leglalatare  of  New-York,  aboHahing  all  eoata  and  foea  to  attomeya  and  coimael» 
{Law  <^  J^,  r.  1849,  cAop.  488,1 808»)doeB  not  affect  tho  qoeatkm  of  ooota  in  tbeFedenl 
Coortai 

Bat  the  rate  of  tboee  costs  Is  limited  to  that  prescribed  by  the  fee  bills  of  the  State,  aa  they  ex- 
lated  at  the  time  of  soch  abolition. 

The  84th  aection  of  the  Jadidary  act  of  1789,  (1  U.  &  Stat  at  Large,  98)  has  no  applicatloB  to 
the  proceedings  or  practloe  of  the  Coorta,  bat  relatea  to  the  rnlea  of  dedalon  aa  to  the  rlgjhta 
of  peraona  and  of  property,  in  the  trial  of  dvil  caoses  at  common  law. 

Smnbl^  that  Congress  has  no  power  to  abrogate  the  distinction  between  actiona  atlnw  andsolti 
in  eqoity,  which  ia  recognlaed  by  Art  8,  iSso.  8  of  the  Conatitation. 

NnuBON,  J.  The  act  of  September  29tb,  1789,  (1  U.  &  Stat  at  Large,  98, 
§  2,)  provided,  that  the  rates  of  fees  in  the  Circuit  and  District  Courts  of  the 
United  States,  in  suits  at  common  law,  should  be  the  same  as  were  allowed 
in  the  Supreme  Court  of  the  State,  and  the  rates  of  fees  in  equity  eases  should 
be  according  to  those  allowed  in  the  Chancery  Court  of  the  State.  This  act 
was  to  continue  only  until  the  end  of  the  next  session  of  Congress. 

The  act  of  May  26th,  1790,  {Id  123,)  continued  the  act  of  1789  until  the 
end  of  the  succeeding  session,  and  no  longer.  It  was  again  continued  by  the 
act  of  February  18th,  1791,  {Id,  191,)  until  the  end  of  the  next  session.  This 
last  act  was  repealed  by  the  eighth  section  of  the  act  of  May  8th,  1792,  {Id.  278.) 

The  act  of  March  1st,  1798,  (Id  333,  §  4,)  provided,  that  there  should  be  al- 
lowed and  taxed  in  the  Circuit  Courts  of  the  United  States,  in  favor  of  the 
parties  obtaining  judgments  therein,  such  compensation  for  their  travel  and 
attendance,  and  for  attorneys'  and  counsellors'  feest  **as  are  allowed  in 
the  Supreme  or  Superior  Courts  of  the  respective  States."  The  duration  of 
this  act  also  was  limited  to  the  end  of  the  next  session  of  Congress.    It  was 
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eontiiiaed  another  year  by  the  aot  of  February  26tb,  1196,  (Id,  419,)  and  was 
again  oontinned  by  tho  act  of  March  Slst,  1796,  {I<L  461,)  for  the  term  of  two 
yearfl^  and  from  thenoe  to  the  end  of  the  next  scBeion  of  Congress  thereafter. 
It  then  escpired. 

Since  thielast  act  I  haye  not  been  able  to  find  any  one  prescribing  the  rate 
of  fees  to  attorneys  and  counsel  in  the  Ciroiiit  Courts  of  the  United  Statea 
The  right  of  the  preyailing  party  to  recover  costs  is,  howeyer,  recognized  and 
admitted  in  the  Judiciary  act  of  1789,  and  in  numerous  acts  of  Congress  that 
haye  been  passed  from  time  to  time  since  that  period  down  to  the  present  day. 
All  of  them  assume  that  the  costs  which  haye  been  taxed  and  usually  allowed 
by  the  practice  of  the  Courts  are  to  be  recovered.  A  collection  of  these  acts 
will  be  found  in  Mr.  Law's  recent  work,  which  contains  much  useful  informa- 
tion in  a  succinct  form,  entitled  "  The  JurUdietion  and  Pofoera  of  the  United 
BUsUe  Courte,  (ke»"  at  page  265>  and  by  Mr.  Justice  Woodbury,  in  Hathcaoay  v. 
Roach,  (2  Woodh,  ds  M,  63,)  and  the  usage  and  practice  of  the  Circuit  Courts 
in  taxing  costs  haye  uniformly  been,  to  apply  the  general  rule  prescribed  in 
the  act  of  September  29th,  1789,  namely,  to  fix  the  rate  according  to  the  fee 
bill  of  Uie  State.  This  has  also  been  done  from  time  to  time  by  the  rules  of 
the  Circuit  Courts  as  the  rates  of  fees  were  altered  by  State  legislation,  so  as 
to  conform  to  the  existing  regulations.  This  usage  has  prevailed  for  the  last 
fifty  years  in  the  Circuit  Courts  of  the  United  States  in  the  Second  Circuit; 
and,  as  I  understand,  in  the  other  Circuits  also^  where  a  fee  bill  exists  in  the 
State  Courta.    (See  case  above  cited.) 

The  last  rule  on  the  subject  in  the  Circuit  Court  for  the  Southern  District  of 
New- York  was  adopted  June  28th,  1845.  i^^  Appendix,  Hvies^pott,  p.  656.) 
That  rule  applies  to  cases  at  common  law  and  in  equity,  between  parties^  the 
same  principle  as  it  respects  the  fees  of  attorn  3yB,  solicitors^  and  counsel,  that 
had  been  applied  to  the  attorney  of  the  United  States  by  the  acts  of  1841  and 
1842,  (Act  of  March  H  1841,  5  IL  8.  SkU.  at  Large,  427,  and  Act  of  May 
I8IA,  1842,  Id,  484,) in  respect  to  the  rate  of  fees  allowed  to  him;  and  which 
is  the  same  rate  that  is  allowed  to  attorneys,  solicitors^  and  counsel,  in  the 
highest  Courts  of  law  or  equity  of  original  jurisdiction,  of  the  State,  accord- 
ing to  the  nature  of  the  proceedings  for  like  services  rendered  therein.  And 
where,  according  to  the  course  of  practice  in  the  Circuit  Court,  a  service  is 
rendered  for  which  no  fees  are  appointed  specifically  by  act  of  Congress,  or 
by  the  State  law,  the  same  rate  of  compensation  is  taxable  as  is  allowed 
therefor  by  the  usage  or  adjudication  of  the  Circuit  Court  or  of  the  Supreme 
Court  of  the  United  States.  The  above  is  the  substance  of  the  rate  of  fees  as 
prescribed  in  the  acts  of  Congress  of  1841  and  1842,  before  named.  (See  also 
JHetriet  Attorney*  Feei,  ante,  p.  647) 

The  taxing  officers,  therefore^  must  look  to  the  fee  bill  of  the  State  of  New- 
York,  as  found  in  chapter  S86  of  the  laws  of  1840,  as  amended  by  chapter 
S78  of  the  laws  of  1844,  (see  this  fee  bill  m2Ji.8.  of  If.  Y.  Ued,  722  to  725,) 
as  the  rule  to  guide  them  in  the  taxation  of  costs  in  the  Circuit  in  oases  at 
common  law,  and  to  the  equity  fee  bill,  (2  M,  B.  of  Jf,  T.  629,  680,)  in  casee 
in  Chancery. 

As  the  pleadings  and  practice  in  the  Circuit  Court  of  the  United  States 
conform  aubetantially  to  the  pleadings  and  praetioa  in  the  Supreme  Court  of 
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the  Stf  te,  M  they  existed  at  the  time  those  State  fee  bills  were  establiabed^ 
there  can  be  but  few  items  of  serriee  that  are  not  proTided  for  in  llioee  biUa 
If  there  happen  to  be  any,  the  praetiee  has  been  to  refer  to  some  prerionB  fe« 
bill,  in  which  an  allowance  is  found  for  a  service  eorrespondii^  with  the  one 
in  this  Court  Bnt  sneh  instances  are  comparatiydy  few,  and  the  State  fee 
bills  which  hare  been  referred  to  will,  therefore^  famish,  in  most  eases^  a 
fixed  gnide  for  the  taxing  officer. 

Since  the  fee  bills^  as  found  in  the  third  edition  of  the  Rerised  Statutes^ 
were  enacted,  the  Legislature  of  the  State  hare  aboliahed  all  eoits  and  feet 
to  attorneys  and  counsel,  leaving  the  measure  of  compensation  to  an  agree- 
ment between  them  and  their  client  {Laim  <rf  N,  Y.  1849,  ehap.  488,  §  808, 
BiaU^/ord't  ed.  Stat  tfN.T.  265.)  This^  however,  does  not  affect  the  ques- 
tion of  costs  in  the  Federal  Courts.  The  right  to  costs»  as  recogniaed  and  ad- 
mitted by  the  several  acts  of  Congress  to  which  I  have  referred,  still  reniani% 
but  the  rate  of  the  fees  is  necessarily  limited  to  that  prescribed  by  the  fee  bills 
of  the  State,  as  they  existed  at  the  time  of  the  abolition  of  all  costs  to  attor- 
neys and  counsel. 

The  right  of  the  prevailing  party  to  recover  costs  generally  in  all  eases  at 
law  and  in  equity,  is  given  by  acts  of  Congress^  either  expressly  or  by  ae- 
cessary  implication ;  and,  for  some  ten  yearsi,  the  rates  of  fees  were  preeeribed 
by  a  statute  adopting  the  State  fee  bill  But»  by  some  oversight  this  act  was 
allowed  to  expire ;  since  which  time  the  principle  of  the  statute  has  been  ree- 
ognixed  and  applied  by  the  usage  and  praetiee  of  the  Courts^  by  allowing  the 
rates  of  fees  for  like  services  in  the  Supreme  Courts  and  Courts  of  Equity  of 
the  States^  as  the  ease  may  be.  This  seems  to  have  been  necessary,  in  order 
to  carry  out  praetically  the  right  given  to  the  prevailing  party  to  recover 
oost&  The  rate  o(  fees  allowed  to  attorneys^  solicitors,  and  counsel,  in  cases 
ailaw  and  in  equity  in  the  Courts  of  the  United  States^  has  stood  on  this  foot- 
ing for  more  than  fifty  years.  I  take  the  rule,  therefore,  as  to  their  eompensa- 
tion,  as  I  found  it  on  coming  into  this  Courts  and  shall  administer  it  accordingly. 
I  do  not  think  the  thirty-fourth  section  of  the  Judiciaiy  act  of  1789,  (1  £^  iSC 
8tat  iU  Ltarge^  92,)  can  be  invoked  in  Aid  of  the  view,  that  the  question  of 
costs  in  the  Federal  Courts  is  affected  by  the  statute  of  New-York  abolishing 
all  eoets^  as  that  section  has  no  ap{^ication  to  the  proceedings  or  practice  of 
the  Courts^  but  relates  to  the  rules  of  decision  as  to  the  rights  iA  persons  and 
of  property,  in  the  trial  of  civil  causes  at  common  law. 

The  Legiriature  of  New-York  have  also  abolished  the  distinction  betweea 
actions  at  law  and  suits  in  equity,  as  well  as  the  forms  of  all  such  actions  and 
••its,  and  blended  them  into  oncw  {Lam  of  N,  Y.  1849,  cAa/».  488,  §  69^ 
BlatehforcTt  ed.  Stat  of  JiT,  Y.  222.)  Tliis  distinction  is  recognised  in  the 
Constitution  of  the  United  States^  (Art  8,  8sc  %)  and  I  suppose,  therefore^ 
that  Congress  possesses  no  power  to  abrogate  it  And,  from  the  lights  of  ex- 
perience thus  far  under  the  new  system,  so  far  as  I  am  advised,  the  policy  of 
any  such  change  would  be  even  more  than  doubtful,  l^e  pleadings  are 
more  voluminous^  the  issues  ef  fact  more  eomptieated  and  oonfused,  and  the 
adjudicationB  rest  more  upon  the  arbitrary  discretion  of  the  Courti^  than  is 
proceedings  according  to  the  course  of  the  common  law. 

Btea  if  easti^  therefore^  had  been  gtren  under  the  imiw  lyitMS  ef  the  at^ 
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ministralion  of  justice  in  the  State  of  New-York,  of  which  I  have  been^ speak- 
ing, there  would  be  great  difficulty  in  the  application  of  the  rates  of  com- 
pensation to  the  proceedings  in  the  Federal  Courts.  The  pleadings  and 
practice^  and  indeed  the  whole  conrse  of  proceeding  in  these  Courts^  are  so 
diyerte  and  variant  from  those  in  the  State  Courts,  that  the  senrices  ren- 
dered in  a  cause  bj  the  attorneys  and  solicitors  would  possess  very  little  in 
common  with  those  rendered  by  the  same  officers  in  the  State  Courts. 


IV. 

Rules. 

[The  folloirlna  Bales  Uts  been  adopted  since  Hardh,  1840^  in  tlie  Glrouit  Court  ftr  the  fionthern 
District  of  Vew-Tork.] 

Apul  17tK  184& 

It  b  OBOxaiD,  That  so  much  of  standing  Rule  99  of  this  Court,  as  prohibits 
motions  to  set  down  causes  placed  on  the  calendar,  for  a  particular  day,  and 
also  so  much  of  standing  Rule  104,  as  designates  and  appoints  the  general 
deputy  of  the  marshal  of  the  Southern  Dbtrict  of  New- York,  ex  officio  a  Com- 
missioner to  take  affidavits  and  acknowledgments  of  bail  in  civil  causes  de- 
pending in  the  Courts  of  the  United  States,  be,  and  the  same  are  hereby  abro- 
gated and  repealed ;  but  no  other  portiona  of  the  said  rules  are  to  be  affected 
by  this  order. 

It  is  Ouynxis  That  Masters  and  Examiners  in  Chancery  designated  and 
•ppointed  by  this  Court  to  act  as  such  on  the  equity  side  thereof,  shall,  as 
^ficia,  be  Commissioners  to  take  affidavits  and  acknowledgments  of  bail  in 
eivil  causes  depending  in  the  Courts  of  the  United  States,  and  to  take  bail 
within  the  Southern  District  of  New-York,  pursuant  to  the  provisions  of  the 
several  acts  of  Congress  in  that  behalf;  and  every  such  Master  in  Chancery 
for  the  time  being  is  hereby  designated  and  appointed  «p  cffiHo  Commissioner 
■s  aforesaid.  This  rule  or  order  is  not  to  affect  the  Rule  or  order  of  the  Covt 
in  this  behali;  entered  March  12th,  184L 
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Jvn  28111,  1845. 

Ordebsd,  That  in  place  of  the  provision?  of  Rule  96  of  this  Court,  for  the 
taxation  of  costs  of  parti cs»  tlie  costs  oi  parties^  (their  attomeyi^  lolicitora  aad 
counsel, )  shall  be  allowed  aud  taxed  eonformably  to  the  regulation  and  ap- 
pointment of  costs,  made  in  the  last  proviso  but  one  to  section  one,  Ka  167,  of 
the  act  of  Congress  approved  May  18, 1 842,  entitled  **  an  act  making  appropri- 
ations for  the  civil  and  diplomatic  expenses  of  Government  for  the  year  1842." 

Orderkd,  That  for  services  rendered  pursuant  to  the  course  of  practiee  of 
this  Courts  for  which  no  fees  are  appointed  specifically  by  acts  of  Congress^  or 
of  the  State  of  New-Tork,  in  force,  there  shall  be  allowed  on  taxation  the  same 
rates  of  compensation  a8»  by  the  usage  or  adjudications  of  this  Court,  or  the 
Supreme  Court  of  the  United  States  were  allowed  therefor  at  the  time  of 
the  passage  of  the  act  of  May  18,  1842,  aforesaid. 

Okdkrxd,  That  in  all  cases  of  taxation  of  coete^  fees  shall  be  allowed,  as 
having  been  appointed  by  the  laws  of  the  State,  only  according  to  the  rates 
allowed  for  like  services  in  similar  cases  in  the  ht^est  Courts  of  law  or  equity, 
of  original  jurisdiction,  of  the  State  of  Kew-York. 


Septembbe  2d,  184& 

Okdehbd,  That  on  appeals,  no  paper  proceedings  shall  hereafter  be  read  in 
this  Court,  unless  they  be  papers  duly  sent  up  by  the  Court  below,  and  on 
file  in  this  Courts  or  original  papers  on  the  files  of  this  Court,  or  copies  of 
such  papers  duly  certified  by  the  clerk  of  this  Court 


Hat  18th,  184«. 

Obiobsd^  That  hereafter,  on  motions  for  an  injunction  becanse  of  the  in- 
fringement of  a  patent-right^  the  complainant  shall  not  be  permitted  to  give 
evidence  to  rebut  the  cause  shown  by  the  defendant  against  the  allowanee 
thereof  other  than  to  a  denial  that  the  defendant  uses  the  discovery  or  inven- 
tion claimed  by  the  complainant^  or  to  a  claim  by  the  defendant  that  he  acta 
under  an  assignment  or  license  from  the  patentee ;  and  on  motions  for  injunc- 
tions to  stay  waste,  only  to  a  defence  set  up  justifying  the  waste ;  and  in 
neither  case  shall  such  suppletory  or  supporting  proo&  be  received,  unless  the 
Court  or  one  of  the  Judges,  on  satisfactory  cause  shown,  shall,  by  order  pre- 
viously made,  allow  the  same  to  be  given ;  and  that  so  much  of  Rule  107  of 
the  standing  Rules  in  Equity  of  this  Courts  adopted  April  28, 1838,  as  may  be 
inconsistent  herewith,  be  repealed. 

Ordsked^  That  motions  for  injunctions  shall  be  brought  on  by  the  com- 
plainant on  the  day  named  in  the  notice,  if  the  Court  is  then  in  session,  and,  in 
default  thereof  the  defendant  may  move  that  the  notice  be  discharged  for  the 
term,  with  costs^  unless  further  time  is  given,  or  the  hearing  is  delayed  by  ot^ 
der  of  the  Court 
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Apkil  Ist^  1850. 

O&DEBXD^  That  no  action,  real  or  personal,  shall  abate  bj  the  death,  mar- 
riage, or  other  disabilitj  of  either  party,  or  bj  the  transfer  of  any  interest 
therein,  if  the  eause  of  action  surviye  or  continue.  In  ease  of  the  death, 
marriage,  or  other  disability  of  a  party,  the  Court,  on  motion,  may  allow  the 
eause  to  be  continued  by  or  against  the  successor  in  interest^  on  the  usual 
notiee  to  the  party  interested,  or  such  other  notioe  as  may  be  directed  by 
the  Court 


OOTOBBK  10th,  1850. 

OBDEaEn,  That  the  derk  of  this  Court>  and  the  clerk  of  the  District  Court 
of  the  United  States  for  the  Southern  District  of  New- York,  and  also  the 
chief  clerk  or  deputy  of  each  of  said  clerks^  and  also  the  county  judge  of 
each  of  the  counties  within  the  Southern  District  of  the  State  of  New- York, 
and  also  the  standing  Masters  in  Chancery  appointed  by  this  Court,  (such  offi- 
cers respectively  being  of  the  degree  of  counsellor  at  law  of  this  or  of  the  Su- 
preme Court  of  the  State  of  New- York,)  shall  each  be  ex  officio,  and  is  hereby 
appointed  by  this  Court,  a  Commissioner  of  this  Court,  to  take  affidavits  in 
civil  causes  depending  in  the  Courts  of  the  United  States^  and  to  execute  and 
perform  all  the  powers  conferred  by  the  act  of  Congress  entitled  ^' An  act  in 
addition  to  the  act  entitled  '  an  act  to  establish  the  judicial  courts  of  the 
United  States^* "  approved  March  2,  1798;  and  the  act  of  Congress  entitled 
*^  An  act  for  the  more  convenient  taking  of  affidavits  and  bail  in  civil  causes 
depending  in  the  Courts  of  the  United  States,"  approved  February  20, 1812; 
and  the  act  of  Congress  entitled  "An  act  in  addition  to  an  act  entitled  *  an 
act  for  the  more  convenient  taking  of  affidavits  and  bail  in  civil  causes  de- 
pending in  the  Courts  of  the  United  States,' "  approved  March  1,  181*7 ;  and 
the  act  of  Congress  entitled  "An  act  further  supplementary  to  an  act  enti- 
tled *  an  act  to  establish  the  judicial  courts  of  the  United  States,'  passed  the 
24th  September,  1789,"  approved  August  28,  1842 ;  and  the  act  entitled 
"  An  act  to  amend  and  supplementary  to  the  act  entitled  '  an  act  respectiog 
fugitives  from  justice,  and  persons  escaping  fcom  the  service  of  their  mas- 
ters,' approved  February  12,  1798,"  approved  September  18,  1850. 

It  m  rDBTBXB  Obdesed,  That  the  clerk  of  this  Court  transmit  to  each  of  the 
persons  so  as  above  appointed  ex  <ffieio  Commissioners,  a  certified  copy  of  the 
above  order. 


Januabt  20th,  1851. 

Osnnxis  lliat  the  clerk  of  this  Comrt,  and  the  clerk  of  the  District  Court 

of  the  United  States  for  the  Southern  Distriotof  New-York,  and  also  the  ohief 

derk  or  deputy  of  each  of  said  clerks,  (such  chief  clerk  or  deputy  being  dea- 

ignated  in  writing  by  the  clerk  appointing  him,  and  the  appointment  being 

48 
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approved  bj  the  Circuit  Judge  of  this  Circuity  or,  in  case  of  hit  absence  from 
the  district,  by  the  District  Judge,  and  such  designation,  with  the  approral 
endorsed  thereon,  being  filed  in  his  office  by  each  of  the  said  clerks  respec- 
tively,) and  also  the  standing  Masters  in  Chancery  appointed  by  this  Court, 
and  also  the  county  judge  of  each  connty  within  the  Southern  District  of 
New-Tork,  other  than  the  county  of  Kings  and  the  city  and  county  of  Xew- 
Tork,  (if  the  said  officers  before  named  shall  be  each  of  the  degree  of  coun- 
sellor at  law  of  this  Court,  or  of  the  Supreme  Court  of  the  State  of  New-York,) 
whether  said  officers  are  in  office  at  the  time  of  making  this  order,  or  shall 
be  subsequently  appointed,  or  elected  thereto,  shall  be,  whilst  holding  such 
office,  ex  officio  Commissioners  of  this  Court,  and  each  of  such  officers  whilst 
in  office  is  hereby  appointed  a  Commissioner  to  take  affidavits  in  civil  causes 
depending  in  the  Courts  of  the  United  States,  and  to  execute  all  the  powers 
and  perform  all  the  duties  authorized  or  conferred  by  the  act  of  Congress  en- 
titled "  An  act  in  addition  to  the  act  entitled  '  an  act  to  establish  the  judicial 
courts  of  the  United  States,'  approved  March  2,  1798 ;  and  the  act  of  Con- 
gress entitled  "  An  act  for  the  more  convenient  taking  of  affidavits  and  bail 
in  civil  causes  depending  in  the  Courts  of  the  United  States,"  approved  Feb- 
ruary 20,  1812;  and  the  act  of  Congress  entitled  '^  An  act  in  addition  to  the 
act  entitled  '  an  act  for  the  more  convenient  taking  of  affidavits  and  bail  in 
civil  causes  depending  in  the  Courts  of  the  United  States^' "  approved  March 
1, 1817 ;  and  the  act  of  Congress  entitled  "  An  act  further  supplementary  to 
an  act  entitled  '  an  act  to  establish  the  judicial  courts  of  the  United  States,' 
passed  the  24th  September,  1789,"  approved  August  23,  1842 ;  and  the  act 
entitled  "An  act  to  amend  and  supplementary  to  the  act  entitled  *  an  act  re- 
specting fugitives  from  justice  and  persons  escaping  from  the  service  of  their 
masters,'  approved  February  12,  1793,"  approved  September  18,  1850;  or  of 
any  other  act  of  Congress  having  relation  to  such  Commissioners,  and  their 
duties  or  powers. 


Jamuart  29th,  1851. 

Obbxred,  That,  except  as  may  be  firom  time  to  time  otherwise  specially  or- 
dered by  the  Court,  when  hereafter  a  venire  shall  issue  pursuant  to  the  stand- 
ing rules  of  the  Court,  for  the  purpose  of  summoning  petit  jurors  to  serve  in 
this  Court,  the  marshal  or  other  officer  to  whom  saeh  venire  shall  be  directed, 
shall,  with  the  clerk  or  his  deputy,  repair  therewith  to  the  office  of  the  clerk 
of  the  city  and  county  of  New- York,  and  there,  at  least  ten  days  before  the 
return  of  such  venire,  in  the  presence  of  the  said  clerk  of  the  city  and  county, 
and  of  the  marshal  or  other  such  officer,  the  clerk  or  deputy  shall  proceed,  if 
the  clerk  of  said  city  and  connty  shall  consent  thereto,  to  draw  out  of  the  box 
of  jurors  qualified  according  as  the  law  of  the  State  of  New- York  was  on  the 
20th  day  of  July,  1840^  to  serve  in  the  highest  Court  of  law  thereof  kept  by 
the  clerk  of  the  said  city  and  connty,  the  names  of  so  many  jurors  as  by  the 
said  venire  shall  be  required  to  be  summoned.  And  the  clerk  of  this  Court 
BhaU  immediately  make  out  and  certify  under  his  hand  a  panel  of  the  jarort 
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BO  drawn,  with  their  respective  additions  and  places  of  abode,  and  deliver 
the  same  to  the  marshal,  or  other  such  officer,  and  the  persons  so  certified 
shall  be  summoned  to  serve  as  jurors  pursuant  to  such  venire;  and  if  any  of 
the  persons  whose  names  are  so  drawn  shall  be  dead  or  removed  from  the 
city  and  countj,  or  not  qualified  as  aforesaid,  within  the  knowledge  of  the 
clerk  or  marshal,  then  such  names  shall  be  disregarded,  and  the  clerk  shall 
forthwith  proceed  to  draw  out  of  the  said  box  other  names  until  the  said  panel 
shall  be  completed. 

Ordkred,  That  whenever  the  Court  shall  order  petit  jurors  under  such 
venire  to  be  taken  wholly  or  in  part  from  any  county  or  counties  within  the 
dbtrict  other  than  the  city  and  county  of  New-York,  the  panel  or  panels 
thereof  shall  be  drawn,  certified,  and  summoned,  in  like  manner  aa  is  direct* 
ed  in  the  preceding  order  or  rule. 


[The  Ibnowing  Kales  have  been'sdopted  stnoe  Usroh,  1840^  in  the  drooit  Court  tor  the  Nor- 
thern District  of  New-York.] 

RuLBS  or  TBB  CiBGurr  Goubt  of  the  United  States  fob  the  Noktrebn  Dib- 

TRIOT  OF  NeW'ToRK,     BEOULATINa    APPBAUI    FBOM  THE    DXCTBICT    COUBT.      JuNI 

Tebm,  1848. 

1. 

The  transcript  to  be  sent  to  this  Court,  on  appeal  thereto  from  a  sentence 
or  decree  of  the  District  Court,  may  be  certified  by  the  clerk  of  the  latter 
Court,  under  his  hand  and  the  seal  of  the  Court. 

a. 

Eight  days'  notice  of  hearing  on  appeal  shall  in  all  cases  be  given,  by  the 
service  thereof  on  the  adverse  party,  or  on  his  proctor. 

8. 

When  an  appeal  from  a  decree  of  the  district  Court  is  interposed  twenty  days 
before  the  next  stated  session  of  this  Court»  it  may  be  noticed  for  hearing  at 
snch  session  by  either  party. 

4. 

When  an  appeal  from  a  decree  of  the  District  Court  is  interposed  less  than 
twenty  days  before  the  next  stated  session  of  this  Court,  the  appellee  may,  at 
his  option,  notice  the  cause  for  hearing  at  such  session,  on  the  first  or  other 
day  thereof;  or  have  the  cause  continued  until  the  next  stated  session. 

6. 
Transcripts  of  the  depositions  taken  in  any  cause,  in  the  District  Courts 
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wording  to  law — ^wheth^r  debene  mm  under  the  acts  of  Oongreea^  or  on  eom* 
mimon^-And  read  at  the  hearing  of  the  cause  in  that  Court)  may  be  trano- 
mitted  to  this  Court  on  appeal,  and  read  by  either  partj  as  eridenoe  at  the 
hearing  of  the  eause  in  this  Court 

«. 

A  copy  of  the  notes  taken  by  the  judge,  or  under  his  direction  by  the  clerk; 
of  the  DiBtrict  Court,  of  the  eyidence  of  witnesses  examined  orally  tiierein, 
shall  be  certified  and  transmitted  to  this  Court  on  appeal,  along  with  the  trans- 
script  of  the  record  and  other  proceedings  in  the  cause,  and  shall  be  admitted 
to  prove  the  eridence  given  by  such  witnesses;  but  nothing  herein  contain- 
ed shall  be  construed  to  abridge  the  right  of  the  parties  to  re-examine  snch 
witnesses  in  this  Courts  if  they  shall  see  fit  to  do  sa 


OoiOBXE  22d,  185a* 

Whsuas  Samuel  Blatchford,  Esq.,  counsellor  at  law,  has  been  appointed 
Reporter  of  the  decisions  of  the  Circuit  Judge  in  the  Circuit  Courts  of  the  Uni- 
ted States  held  in  the  Second  Circuit  thereof: 

Ordered,  That  the  solicitors,  attorneys  and  proctors  of  said  Courts  in  ea- 
ses of  motions  for  new  trials^  demurrers,  writs  of  error,  appeals  in  Admiralty, 
and  cases  in  equity,  bringing  on  the  argument,  furnish  the  said  Reporter  with 
a  copy  of  the  case,  demurrer  book,  error  book,  aposUea^  including  all  proofs 
in  the  Court  below  and  in  this  Court  in  the  case,  and  of  the  pleadings  and 
proofs  in  equity,  as  the  case  may  be^  at  or  before  the  commencement  of  the 
argument  f 


•  A  liks  order  vMsntmd  la  tlidGlrviiit  Court  for  theSonthen  Diittlot  <tf  Neir-Toik  ts 
Oetober  Term,  185L 

t  Under  thla  rale^  and  tbe  roles  regD]Atliig,sppea]fl  In  Adraindtr  ease^  Mir.  Jostfee  Nelaon  has 
decided,  that  the  proctors  la  the  Olroult  Oourt  in  Admlraltj  appeels  nrnst  eeda  procure  ftoa 
the  derk  of  the  Gireolt  Court  s  oertifled  copy  of  the  apoetlee,  which  Indadee  all  the  pftpers  n- 
tamed  from  the  District  Court,  and  that  the  appellant  most  also  procure  a  oertifled  copy  Ibr  the 
Court  This  iasnree  the  correspondence  of  the  folios  in  the  copies  of  the  counsel  with  those  In 
tiie  copy  of  the  Coiut>  which  is  indiflpensaMek  The  appeOaut  mi^  himself  Annish  the  copy  for 
thoBeportOT. 
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A 

ABATEMENT. 
See  Aonow,  2;  8. 

ACmON. 

1.  Separate  saits  may  be  brought 
jointly  against  all  parties  whose 
names  are  fonnd  on  different  instru- 
ments given  as  collateral  secaritj 
for  a  principal  debt  The  United 
Btatee  y.  ffayt,  826 

2.  An  action  pending  in  this  Conrt 
does  not  abate  by  the  death  of  the 
plaintiff  before  judgment^  but  his 
personal  representatiye  may,  nnder 
I  81  of  the  Jndiciarj  act  of  1789, 
(1  IT.  8.  Stat,  at  Large,  90.)  become 
a  party  to  the  suit,  and  prosecute  it 
to  final  judgment,  in  ease  the  cause 
of  action  suryives  to  him  by  the  lo- 
cal law.    SatJieldY.BuihneU,  898 

8.  By  the  law  of  Yermontt  an  action 
ox  ejectment  is  one  in  which  the 
cause  of  action  does  so  sorviye,  id. 

4.  Jurisdiction  of  such  an  action  hay- 
ing once  yested  in  this  Courts  the 
fact  that  the  administrator  of  the 
deceased  plaintiff  is  a  citizen  of  Ver- 
mont and  resides  in  the  same  state 
with  the  defendant,  will  not  diyest 
the  Court  of  jurisdiction,  in  ease  the 
administrator  be  admitted  to  pros- 

id. 


See  AnmEAtTT,  7. 
Bankrupt,  1. 

Bills  or  Ezobanoi^  1  to  6. 
Equrt,  1  to  5. 
Factob,  1  to  4w 
Insurance,  7  to  9. 
JuRiBDionoy. 

MlBOXR,  1. 

Patent^  26  to  87,  46^  47,  69. 
Plbadino,  1  to  8. 
Praotici^  1  to  6. 
pRomMORT  None^  1  to  4 
Salvage  8,  7. 
SniPFiNGk  8,  16,  19. 


ABMIBALTT. 

1.  On  an  appeal  to  the  Circuit  Court, 
in  Admiralty,  the  whole  decree  of 
the  District  Court  is  brought  up, 
although  only  part  of  it  is  appeal- 
ed from.     Tnelioarer,  I 

2.  In  such  a  case,  after  a  decision  on 
the  appeal  by  this  Court,  it  must 
execute  the  aecree,  and  has  no  pow- 
er to  remit  the  proceedings  to  the 
District  Court.  id 

8.  Where  a  part  only  of  a  decree  of 
the  District  Court  was  appealed 
from,  and  as  to  that  part  this  Court 
reyersed  the  decree  of  the  Distriolt 
Court :  ffeldf  tiiat  it  was  unneces- 
ry  for  this  Court  to  affirm  in  terms 
tne  decree  of  the  District  Court  so 
far  as  it  was  not  appealed  from,  but 
that  the  part  not  reyersed  remain- 
ed in  this  Court  in  full  force,  to  be 
executed  here^  and  became  a  part 


INDEX. 


of  the  decree  as  modified  hj  tbU 
Court  on  the  appeal.  id. 

4.  In  order  to  warrant  a  reyersal  bj 
this  Court  upon  a  mere  question  of 
fact,  on  an  appeal  from  the  decree 
of  a  District  Court  in  Admiralty, 
the  preponderance  of  the  evidence 
should  be  of  a  somewhat  decided 
character;  such  as  wo«ld  justify 
the  granting  of  a  new  trial  in  a 
court  of  common  law,  on  the  ground 
that  the  Tcrdict  was  against  the 
weight  of.  evidence;     T&  Orafion. 
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5.  On  an  appeal  in  Admiralty  from  the 
District  Court,  in  a  case  of  collision, 
where  the  principle  on  which  an  al- 
lowance has  been  made  bj  that 
Court  is  sustained  by  authority,  this 
Court  will  not  interfere  with  the 
amount  of  that  allowance,  unless  it 
is  very  strikingly  out  of  proportion 
to  the  seryice  or  damage.  TheNar- 
ragamett,  211 

6.  Accordingly,  in  such  a  case,  though 
some  of  the  items  allowed  by  the 
District  Court  appeared  large  in 
amount:  ffddf  tnat  this  Court 
would  not  disturb  them.  icL 

*J.  In  the  case  of  a  charter-party,  a 
suit  in  rem  against  the  yeesel  is  not 
maintainable  for  the  misrepresent- 
ation or  concealment  of  facts  by  her 
master  or  owner  in  respect  to  her 
tonnage  or  capacity.  TkfMiWhit- 
neif^  860 

8.  A  yessel  carrying  passengers  for 
hire  stands  on  the  same  footing  of 
responsibility  as  one  carrying  mer- 
chandi2e,  the  passage  money  m  the 
former  case  being  an  equiyalent  for 
the  freight  in  the  latter.  Tk^Aber- 
foyle,  860 

9.  The  yessel,  as  well  as  her  owner,  is 
responsible  for  a  breach  of  contract 
with  a  passenger  in  respect  to  his 
passage,  and  for  the  damage  reanlt- 
ing  therefrom.  id, 

10.  Ships  engaged  in  carrying  passen- 
gers on  the  high  seas  for  hire,  stand 
on  the  same  footiug  of  responsibil- 
ity, according  to  the  maritime  law, 
as  those  engaged  in  carrying  mer- 
chandize^ the  passage  money  being 


the  equiyalent  for  the  freight ;  and« 
therefore,  on  a  breach  of  a  passen- 
ger contract,  and  damage  resulting, 
the  ship  as  well  as  the  owner  is 
bound  to  respond.     Tke  Pacific^  569 

11.  The  ease  of  The  AherfogU,  {orU, 
p,  860,)  cited,  and  its  doctrine  con- 
firmed, id. 

12.  The  owner  of  a  ship  bound  from 
New- York  to  Califomia,agreed  with 
C,  at  New- York,  to  take  him  aa  a 
cabin  passenger,  with  his  luggage, 
at  $800 ;  not  more  than  60  cabin 
passengers  to  be  receiyed,  for  which 
reason  the  fare  was  raised  firom 
$260,  the  usual  charge;  state-rooms 
to  be  fitted  up  between  decks  on 
each  side,  with  a  free  passage  be- 
tween, disencumbered  with  flight, 
for  yentilation  and  exercise;  and 
the  yessel  to  sail  on  the  5th  of  Jan- 
uary. C.  paid  his  passage  money 
on  the  2d.  He  lived  in  Massachu- 
setts, and  prepared  for  the  yoyage 
at  considerable  expense,  and  went 
to  New- York  at  the  time  appointed 
for  sailing,  when  he  found  Uiat  the 
state-rooms  had  no  space  between 
them  for  yentilation  or  exereise^ 
in  consequence  of  the  increased 
number  of  them,  and  that  72  cabin 
passengers  had  been  engaged,  ma- 
ny at  $275  each,  so  that  the  yessel 
was  oyercrowded  with  passengers 
and  cargo,  and  incommodious^  and 
dangerous  to  health.  C.  refused  to 
embark,  and  demanded  back  his 
passage  money,  which  was  refused. 
He  then,  on  the  20th  of  January, 
filed  a  libel  in  rem  against  the  ship^ 
for  the  return  of  the  passage  mon- 
ey and  for  his  dami^es :  Heldt  that 
the  Admiralty  had  jurisdiction  of 
the  case,  and  that  the  ship  was  lia- 
ble, td 

18.  The  contract  was  an  entirety.  It 
is  wholly  of  Admiralty  coffnizanoe; 
or  else  it  is  iiot  at  all  within  it,  aa 
there  cannot  be  a  diyided  jurisdio- 
tion.  id, 

14.  The  stipulations  in  the  contract^ 
as  to  the  fitting  up  of  the  ship,  ^, 
were  incidental  and  subsidiary  to 
the  main  purpose  of  the  contract, 
which  was  to  conyey  the  libellant 
and  his  luggage  to  California.  Those 
stipulations  have  nothing  to  do 
with  determining  the  nature  of  the 
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eontraet)  or  with  the  qtiestion  of 
juristUction.  id. 

15.  As  the  contract  was  an  entirety, 
the  failure  to  coropl  j  with  any  part 
of  it  went  to  the  whole.  The  libel- 
lant  had  a  right  to  demand  a  strict 
compliance  with  every  part,  and, 
in  case  of  refusal,  to  consider  the 
contract  as  broken.  id, 

16.  In  the  case  of  a  contract  maritime 
in  its  nature  and  subject,  it  is  not 
essential,  in  ordeV  to  give  jurisdic- 
tion to  the  Admiralty  in  reniy  that 
the  vessel  should  have  entered  on 
the  performance,  or  that  tlie  breach 
should  have  occurred  in  the  course 
of  the  voyage.  id, 

17.  A  maritime  contract  depends  up- 
on its  subject  matter,  and,  when 

'  entered  into  for  the  conveyance  of 
goods  or  persons  in  a  particular 
uiip,  it  binds  the  ship.  Her  obli- 
gation results  directly  from  the 
contract,  and  not  from  the  perform- 
ance, and  the  liability  of  the  owner 
and  that  of  the  ship  attach  at  the 
same  time.  id 

See  CoLUBiox. 
Salvagk. 
Shifpimg. 


AGE^'T. 

See  Agreement,  6. 
Evidence,  1. 
Factor. 
SuiPPiNo.  10,  15. 


AGREEMENT. 

1.  W.,  the  patentee  of  a  patent  which 
was  about  to  expire,  b^ing  about  to 
apply  for  an  extension,  agreed  with 
K.  that  he  would  convey  to  him  a 
certain  right  under  the  extension, 
on  certain  terms.  K.  paid  some 
money  and  gave  some  notes,  on  ma- 
king the  agreement.  After  the  ex- 
tension was  granted,  W.  assigned 
to  J.  all  his  interest  in  the  agree- 
ment with  R.  and  in  the  right  cov- 
ered by  it  R.  refused  to  fulfil  his 
part  of  the  agreement,  and,  having 
used  the  patented  thing  from  the 


time  of  the  extension,  to  the  extent 
of  the  right  cover  3d  by  the  agree- 
ment, was  sued  by  J.  lor  infringe- 
ment During  the  pendency  of  the 
suit,  J.  granted  to  B.  his  interest  in 
the  right  conveyed  to  him  by  W. 
The  decision  in  the  suit  was  that 
R.  was  entitled,  aside  from  his 
agreement  with  W.,  to  a  portion  of 
the  right  covered  by  it  After  this 
decision,  B.  went  on  to  use  the  pa- 
tented thing,  to  the  extent  of  the 
right  covered  by  the  grant  from  J , 
and  R.  continued  to  use  it  to  the 
same  extent  G.,  being  the  owner 
of  the  exclusive  right  to  the  exten- 
sion for  the  territory  in  which  both 
B.  and  R.  were  using  the  patented 
thing,  with  the  exception  of  the 
right  covered  by  the  agreement  be- 
tween W.  and  R.,  by  the  assign- 
ment from  W.  to  J.,  and  by  the 
grant  from  J.  to  B.,  filed  a  bill 
against  B.,  praying  for  a  perpetual 
injunction  against  htm :  J/ela^  that 
the  failure  of  R.  to  fulfil  his  a^ee- 
ment  with  W.  did  not  of  itselfope- 
rate  to  annul  and  cancel  the  agree- 
ment, as  the  contract  was  partly 
executed  and  R.  was  in  the  use  of 
the  patented  thing.  Gibson  v.  Bar^ 
nard,  888 

2.  ffeld  also,  that  although  a  Court  of 
equity  might  have  decreed  a  sur- 
render of  the  contract,  and  its  can- 
cellation on  terms,  yet,  until  then, 
R.  must  be  deemed  *to  have  been  in 
the  lawful  use  and  enjoyment  of 
the  right  under  the  extension,  and 
that  an  injunction  should  issue,  id, 

3.  Even'  assuming  the  contract  to  have 
been  annulled  and  the  parties  to 
have  been  remitted  to  their  origi- 
nal rights,  J.  had  power  to  grant  to 
B.  but  a  portion  of  the  right  he  as- 
sumed to  £[rant,  as  a  part  was  awar- 
ded to  R,  in  the  suit  between  him 
and  J.  id, 

4.  B.,  the  patentee,  in  1840.  of  "im- 
provements in  the  machinery  for 
making  hook  or  brad-headed  epikes," 
claimed  that  C.  was  infringing  his 
patent,  and  brought  a  suit  in  equi- 
ty in  1844,  in  his  own  name,  against 
d,  for  its  violation.  B.  also  claim- 
ed the  exclusive  right  to  make  pa- 
tent horse-shoes,  and  C.  too  claimed 
the  right  to  make  them,  B.  and  0. 
haying  each  a  patent  for  machinery 
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for  making  hon«^0€ii.  There  had 
been  much  corrreepondenee  be- 
tween them  about  their  differen- 
oea,  particalarW  about  the  spike 
controrers^.  While  these  matters 
were  still  in  dispute,  and  the  suit 
was  yet  pendine,  a  written  agree- 
ment was  made  oetween  B.  and  G. 
in  1845,  which  recited  the  penden- 
cy of  the  suit,  and  that  both  par- 
ties claimed  the  right  to  make  the 
hook-headed  spike,  and  then  pro- 
vided, that  the  suit  should  be  dis- 
continued, each  party  fmjing  his 
own  C06ts»  "and  that  the  said  par- 
ties maj  each  hereafter  manyfaeture 
and  vend  epike  of  euek  kind  and 
ekaraeter  m  tkey  9eejU,  naiwUktiand- 
ing  ikeir  e<mflicting  tiaivu  to  tki% 
iimey  The  agreement  further  re- 
cited, that  C.  claimed  the  right  to 
make  '*the  patent  horse-shoe,"  and 
that  6.  claimed  "such  right  exclu- 
sively," and  then  agreed  that  B. 
might  make  "said  patent  horse- 
shoes^"  and  that  C.  would  not  make 
them,  and  each  released  to  the  oth- 
er all  claims  and  causes  of  action 
"  by  reason  of  any  violation  of  the 
patent-rights  claimed  by  them  as 
aforesaid^*  to  that  date :  Held,  that 
the  agreement  contained  a  license 
to  C.  to  make  the  hook-headed  tpike 
with  the  machinery  so  patented 
to  B.  Tke  Troy  Iron  and  NaU  Fac- 
tory V.  Coming,  467 

6.  Oral  evidence,  in  explanation  of 
the  agreement  and  of  the  intent  of 
the  parties  in  entering  into  it,  is 
inadmissible.  It  must  be  inter- 
preted by  its  lan^age,  in  connec- 
tion with  the  subject  matters  which 
led  to  the  compromise  contained  in 
it.  id 


6.  At  the  time  the  agreement  between 
B.  and  0.  was  made,  R  had  the  le- 
gal title  to  his  hook-headed  spike 
patent,  and  exercised  all  the  acts 
of  ownership  over  it  In  1848,  the 
plaintiffs,  a  corporation,  acquired 
the  legal  title  to  K's  patent,  and 
sued  C,  in  equity,  for  infringing  it, 
claiming  that  they  had  the  equita- 
ble title  to  it  when  the  agreement 
was  made :  Held,  that  B.,  as  holder 
of  the  legal  interest  in  Uie  patent, 
was  competent  to  settle  the  dispu- 
ted claims  in  respect  to  it,  and  that, 
as  the  suit  between  B.  and  C, 
which  was  settled  by  the  agree- 


m6nt»  was  in  B.'8  name,  and  as  he 
was,  at  the  time,  the  a^nt  of  the 

Elaintilb,  and  the  principal  stock- 
older  in  their  corporation,  and  as 
his  acts  of  ownership  over  the  pa- 
tent were  exercised  with  their 
knowledge  and  presumed  assent, 
the  settlement  made  by  the  agree- 
ment was,  in  judgment  of  law,  with 
their  privity  and  assent,  even  con- 
ceding that  they  had  the  equitable 
title  to  the  patent  at  the  time.    id. 

*l.  The  terms  of  a  contract  examined, 
wiUi  a  view  to  its  proper  construc- 
tion, on  a  motion  lor  a  provisional 
injunction.    Smith  v.  Selden,     476 

8.  The  words  of  a  granting  dause  in 
the  contract  interpreted,  both  by 
themselves  and  with  reference  to 
their  subject  matter.  id. 

9.  The  question  of  assigning  a  limit  to 
the  extent  of  the  grants  discusBed. 

id. 

10.  The  effect  of  a  reservation  in  the 
grant  considered,  as  bearing  upon 
the  extent  of  the  rights  granted. 

id. 

11.  Even  in  a  case  of  well-founded 
doubt  as  to  the  extent  of  the  grant, 
perhaps  the  conclusion  should  be 
against  the  grantor.as  being  charge- 
able with  any  obscurity  in  that  re* 
spect  in  the  contract  id. 

12.  E.,  owinff  one  undivided  third  of  a 
patent,  of  which  P.  the  patentee 
owned  the  rest,  agreed  with  P.  to 
become  jointly  interested  with  him 
in  the  business  of  making  and  sell- 
ing machines  under  the  patent,  K. 
stipulating  to  devote  his  personal 
attention  thereto,  and  the  profits 
to  be  divided  according  to  their  re- 
spective interests.  Afterwards,  by 
a  further  agreement,  E.  agreed  to 
discontinue  the  making  of  ma- 
chines, as  soon  as  he  should  reim- 
burse himself  for  his  advances,  and 
P.  was  then  to  have  the  sole  right 
to  make  and  sell,  the  profits  to  be 
divided  as  before,  and  neither  par- 
ty to  sell  for  less  than  $100  profit 
on  each  machine.  In  a  suit  in  equi- 
ty brought  by  P.  for  an  injunction, 
on  the  ground  that  E.  had  more 
than  reimbursed  himself  and  was 
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etOl  maldiig  machinefl^  and  for  an 
aoeount  of  the  profits  of  the  ma- 
chinee  made  and  Bold  under  the 
agreements,  K.  set  up  that  S.  was 
the  first  inyentor  of  what  was  pa- 
tented by  P.,  and  that  P.  obtained 
his  patent  sorreptitionsl j,  and  with 
a  knowledge  of  S.'s  improvement^ 
and  while  S.  was  engaged  in  Der- 
feeting  his  machine  with  dne  dili- 
gence: H^ddf  that  as  the  second 
agreement  was  made  by  K.  with  a 
fml  knowledge  of  the  claim  of  S., 
and  after  an  opportunity  to  ascer- 
tain all  the  facts  in  respect  to  its 
merits,  K.  was  estoppea  from  set- 
ting up  such  a  defence.  JParkkurst 
T.  Kintman,  488 

18.  ffM  farther,  that  the  second 
agreement  was  not  void,  as  being 
in  restraint  of  trade,  or  against  pub- 
lic policy.  id. 

14.  ffM  further,  that  an  assignment 
by  P.  of  all  his  interest  in  the  pa- 
tent worked  a  dissolution  of  the 
partnership  between  him  and  K  id 

16.  Where  the  joint  interest  of  the  par- 
ties to  a  contract  in  its  subject  mat- 
ter has  not  commenced,  the  Court 
will  not,  on  the  allegation  of  one 
party  that  he  is  injured  by  the  acts 
of  the  others,  interfere  by  injunc- 
tion against  the  latter.  8loo  v.  Law, 

512 

16.  Where  one  party  to  a  contract  as- 
sents to  and  acquiesces  in  a  delay 
by  the  other  party  in  fulfilling  the 
contract,  such  delay  affords  no 
ground  for  the  interference  of  the 
Court  to  relieye  the  former  from 
the  consequences  of  the  delay,    td 

See  AnMiRALTT,  8  to  17. 

COBFORATIONS,  4w 
JXTBISDIOnON,  9. 

Patents,  27  to  29,  81  to  88. 
Salvage,  2  to  4. 
SmppiNO,  1,  2,  21. 
Trust,  8. 


APPEAL 
See  Adidraltt,  1  to  8. 


APPRAISAL 
See  DuTDOB,  2,  11, 12, 14. 

ASSXGNHENT  Am)  AS3IQNEEL 

See    AOEEEMBMT,  14 

Bamkbuft,  1  to  4 
Equity,  1  to  8. 

EVIDENOI^  12. 

Patents,  28  to  28,  89  to  97. 
Taubi;  1,  2. 

ATTACHMENT. 
See  JunisDionoK,  11  to  14. 

ATTORNEYa 
See  CosiB,  8  to  24. 


B 

BANKRUPT, 

1.  A  judgment  was  recovered  by  L, 
against  A.,  which  became  a  lien  on 
real  estate  of  his  of  sufficient  value 
to  sitisfy  the  judgment.  Subse- 
quently, A.  assigned  all  his  proper- 
ty to  B.,  in  trust  for  the  payment  of 
his  debts,  preferring  L.  over  all  oth- 
er creditors.  B.  made  payments  on 
the  judgment  out  of  tne  personal 
property  assigned,  and  the  balance 
due  on  it  was  paid  by  a  sale  of  the 
read  estate  on  execution.  After- 
wards, A.  was  declared  a  bankrupt 
under  the  act  of  Congress  of  Au- 
gust 19th,  1841,  (6  U.  S.  Stat,  at 
Large,  440,)  and  J.,  having  been 
appointed  nis  assignee,  brought  an 
action  against  L.  to  recover  back 
the  money  paid  by  B.:  Held,  that 
the  action  could  not  be  maintained. 
Livinget&n  v.  Bnsee,  818 

2.  The  lien  of  the  jud|^ent  was  sa- 
ved by  the  proviso  in  g  2  of  the 
bankrupt  act.  id. 

8.  Even  though  the  voluntary  assign- 
ment was  void  under  the  act,  aa 
haying  been  made  in  contemplatioii 
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of  bankruptcj,  no  fraudulent  pref- 
erence can  be  predicated  upon  the 
payments  mace  on  the  juagment, 
because  the  payment  of  it  had  be- 
come matter  of  legal  right  accord- 
ing to  the  act  itself^  the  property 
charged  being  greater  in  value  than 
the  demand.  uL 

i.  It  makes  no  difference  whether  the 
payments  were  made  by  the  rolun- 
tary  assignee  or  by  the  bankrupt, 
because  the  rights  of  the  general 
creditors  and  of  the  judgment  cred- 
itor are  to  be  regarded  in  the  same 
light  as  if  no  assignment  had  been 
made.  id. 

Bee  JuRiSDicnoN,  1,  SL 

BANKa 
See  Corporations,  S  to  8. 

PR0MIS30RT  NOTES^  1  tO  4^ 


BILL  OF  EXCEPTIONS 
See  Writ  or  Error,  8. 

BILL  OF  LADING. 
SeeSmmsQ,  16. 


BILLS  OF  EXCHANGE. 

1.  W'here  the  endorsements  on  a  bill 
of  exchange,  subsequent  to  that  of 
the  payee,  were  made  for  the  pur- 
pose o?  transmitting  and  collecting 
the  paper,  they  may  be  stricken 
out  at  the  trial,  in  a  suit  by  an  en- 
dorsee.    Caseel  y.  Dcwt,  836 

2.  Even  if  the  endorsements  were 
made  for  value,  yet  the  suit  may 
properly  be  brought  in  the  name 
of  the  party  who  is  the  owner  of 
the  paper  at  the  time  of  bringing 
the  suit,  whether  the  endorsements 
be  stricken  out  at  the  trial  or  not. 

id. 

8.  A  bill  was  protested  for  non-ae- 
eeptanee^    and    also  for  non-pay- 


ment ;  a  qualified  acceptance  was 
written  on  the  bUl  at  the  date  ci 
the  latter  protest,  to  the  amount  of 
the  proceeds  of  certain  property 
against  which  the  bill  was  drawn  ; 
the  proceeds  were  afterwards  paid 
and  receipted  on  the  bill:  UM, 
that  they  were  not  accepted  in  sat- 
isfaction bnt  only  as  tar  aa  ther 
would  ga  ML 

4.  A  letter  written  within  a  reasona- 
ble time  before  or  after  the  date  of 
a  bill  of  exchange,  describing  it  in 
terms  not  to  oe  mistaken,  and 
promising  to  accept  it,  is  a  virtual 
acceptance,  binding  on  the  person, 
who  makes  the  promise,  if  the  bUl 
be  taken  on  the  credit  of  the  letter 
by  a  person  to  whom  it  is  shown. 

id, 

5.  Wliere,  however,  the  letter  has  no 
reference  to  the  particular  bills  to 
be  drawn,  but  is  a  general  authori- 
ty to  draw  at  any  time  and  to  any 
amount,  against  property  to  M 
shipped,  the  party  writing  it  cannot 
be  held  as  accepter  of  a  bill  drawn 
under  it  tdL 


6.  Tlie  letter  may  however  be  r^ard- 
ed  as  a  promite  to  accept  the  bill, 
and  the  writer  of  it  may  be  sued 
on  such  promise  by  eny  person  who 
may  have  taken  the  "^biU  on  the 
crel^t  of  the  promise.  id. 

7.  D,  accepted,  without  restriction, 
for  the  accommodation  of  H.,  a  draft 
drawn  by  H.  in  favor  of  P.,  having 
been  induced  to  do  so  through  the 
fraudulent  representations  of  H. 
The  draft  was  taken  by  P.  from  IL 
in  satisfaction  and  discharge  of  a 
debt  due  from  H.  to  P.,  and  with- 
out notice  to  P.  of  the  fraud :  Held, 
that  P.  was  a  6ona/<i«  holder  of  the 
draft  for  value.  Pt^gh  Y.Durfee,  412 

8.  Even  if  P.  had  taken  the  draft  only 
as  security,  he  would  have  been  a 
bona  iide  holder  within  the  com- 
mercial rule.  id. 

9.  Although  the  draft  was  in  favor  of 
P.:  Heldf  that  the  rights  of  P.  were 
the  same  as  if  the  draft  had  been 
drawn  in  favor  of  H.  and  endorsed 
by  him  to  P.  id. 
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10.  H.  drew  a  bill  of  exchange  on  "B. 
<fe  Co.,"  which  B.|  one  of  the  ^rm, 
accepted,  for  the  accommodation  of 
H.,  without  restriction,  and  without 
the  knowledge  or  consent  of  his  co- 
partners, and  not  in  the  course  of  the 
partnership  business.  The  accept- 
ance was  made  hy  Wb  writing  the 
name  of  the  firm  on  the  bill,  llie 
bill,  with  the  acceptance  upon  it^ 
was  discounted  hy  the  plaintiffs  for 
H.,  and  the  proceeds  applied  in 
payment  of  paper  then  heia  by  the 
plaintiffs  on  which  H.  was  liable, 
the  plaintiffs  knowing  at  the  time 
that  the  bill  was  accommodation 
paper :  Held,  that  H.  had  a  right  to 
use  the  bill  in  payment  of  an  exist- 
ing indebtedness  of  his,  as  well  as 
for  the  purpose  of  raising  money, 
and  that,  although  the  plaintifrs 
were  chargeable  with  knowledge  of 
the  character  of  the  bill,  they  were 
bona  fide  holders  of  it  for  value. 
The  Ciiy  Bank  of  Columbus  v.  Beach, 

438 

11.  Held  further,  that  the  plaintiffs 
were  entitled  to  recover  on  the  bill 
against  B.  as  sole  acceptor;  and 
that  such  recovery  could  be  had  un- 
der a  count  in  the  declaration 
stating  the  bill  to  have  been 
drawn  on  "  B.  <b  Co.,"  and  to  have 
been  accepted  bv  B.  by  the  name 
and  style  of  "  B.  4  Co.,    by  writing 


the  name  of 


'B.  d  Co."  thereon. 


See  CoRPOBATioKS^  5,  6. 
PaoMiasoaY  Notes. 


BONA  FIDE  PURCHASER. 

See  Bills  op  Exchakgb,  7,  8,  10. 
SniFPiNO,  16,  18. 


BOND. 

1.  Where  H.  as  principal  and  P.  as 
surety  save  a  joint  and  several  bond 
to  the  united  States,  which  recited 
the  appointment  of  H.  as  collector 
of  customs,  and  also  that  two  bonds 
had  been  previously  given  by  him, 
with  sureties,  for  the  faithful  dis- 
charge of  hia  duties,  and  that  it  was 
deemed  expedient  that  he  should 
give  additional  security,  and  was 


then  conditioned  that  if  H.  "has 
faithfullj  discharged  and  shall  con- 
tinue faithfully  to  discharge  all  the 
duties  of  the  said  office,  according 
to  law,  then  the  above  obligation 
to  be  void,  otherwise  it  shall  remain 
in  full  force  : "  Held,  that  P.  became 
abiolutely  bound  for  any  default  of 
H.     The  United  States  Y.Anderion, 

380 

2.  The  recitals  do  not  import  condi- 

'    tional^  or  contingent  security,  but 

were  intended  to  show  that  P.  had 

become  surety  in  addition  to  the 

sureties  in  the  prior  bonds.  id. 

See  Merger,  1  to  4. 
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187 
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Pacific,  669 

10.  Morlot  V,  Lawrence,  (ante,  p.  608.) 
Zottimer  v.  Lawrence,  618 

11.  Prigg  V,  The  Commonwealth  of 
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Pen]iB^lTaiii%(16Peten^S89.)    The 
FvigiUve  SUwe  Lata,  685 


CBSTUI  QUE  TRUST. 
See  EncnoDfT,  8. 

CHANCERY. 
See  Equitt. 

CHARTER-PARTT. 

See  Advi&altt,  7. 
Evmmoi^  11. 

COLLISION. 

1.  Where  a  Tessel  is  disabled  by  a  eol- 
lisioa,  damaee  suffered  by  her  in 
the  course  of  reasonable  and  prop- 
er efforts  to  sare  her,  is  a  conse- 

Suenee  of  the  oondition  in  which 
tie  is  left  by  the  wrong-doer,  and 
therefore  properly  oharffeable  in  an 
action  founded  on  the  collision.  The 
Narraganaeit,  211 

2,  The  value  of  the  services  of  a  ves- 
sel while  she  is  undergoing  necessa- 
ry repairs  for  injuries  received  by 
collision,  is  to  be  allowed  as  part  of 
the  damage  sustained  by  her  own- 
ers. Hie  maritime  law  is  less  strin- 
gent in  this  respect  than  the  com- 
mon law.  id, 

8.  Two  vessels  came  into  collision  un- 
der these  circumstances :  The  V. 
was  to  the  windward,  and  the  R 
to  the  leeward,  the  V.  heading 
along  the  shore  N.  or  K.  by  W., 
and  the  K  heading  S.  by  £.  or  S.  a 
£.,  the  vessels  being  half  a  mile  or  a 
mile  distant  from  each  other  when 
the  K  was  first  seen  by  the  V.; 
the  wind  was  W.  N.  W.,  and  the  V., 
on  discovering  danger  of  collision, 
bore  up  into  the  wind,  but  the  R, 
instead  of  falling  off  before  the 
wind,  changed  her  course  towards 
the  v.,  ana  the  collision  ensued ;  it 

.  also  appeared  tiiat  the  R  had  no 
proper  look-out :  Hetd^  that  the  R 
was  in  fault    The  JEmily,  286 


4.  Where  one  vessel  attempted  to  mm 
another  under  ctrcumstaiLeeB  where 
it  could  not  be  done  without  immi- 
nent danger  of  a  coUisioii,  and  there 
was  no  fault  in  the  latter  vessel, 
and  a  collision  ensued  :  Heid,  that 
the  former  vessel  was  liable  for  tiie 
damage  done  to  the  latter  by  the 
eoUinon.    The  Bhode  Mand,      868 

6.  A  vessel  that  attempts  to  pass  an- 
other while  struggling  in  Sell  Oate, 
there  being  no  wilt  on  the  part  of 
the  latter,  will  be  responaible  if  a 
eollision  occurs.  id. 

6.  A  steamboat  wa«  towinff  a  eanal 
boat  in  New- York  bay,  the  latter 
being  attached  to  the  former  by  a 
hawser  from  her  stem.  The  canal 
boat  took  a  sheer,  and  came  into 
collision  with  and  damaged  a  third 
vessel  The  captain  of  uie  tug  was 
warned,  before  ne  lashed  the  canal 
boat  astern,  that  she  steered  badly, 
and  -ought  to  be  taken  alongside. 
The  tow  was  steered  by  her  cap- 
tain. The  tug  was  under  the  com- 
mand of  her  own  captain,  and  did 
not  take  proper  measures  to  arrest 
the  sheer  ana  prevent  the  collision  : 
Held,  that  the  tug  was  liable  for  the 
damage  to  the  third  vesseL  The 
JSzpreee,  865 

7.  And  this,  although  the  master  of 
the  tow  may  have  been  in  fault  in 
not  exhibiting  proper  skill  or  atten- 
tion in  steering  his  vessel  and  was 
therefore  properly  responsible  for 
the  collision.  id 

8.  The  tug  is  also  responsible,  if  the 
damage  could  have  been  avoided 
by  the  exercise  of  reasonable  skill 
and  attention  on  her  part.  id 

9.  Where  the  helm  of  the  tow  is  un- 
der the  direction  of  her  captain,  but 
all  other  means  used  in  her  naviga- 
tion are  under  the  absolute  control 
and  direction  of  the  master  of  the 
tug,  the  whole  duty  of  the  tug  is 
n<]i  discharged  when  she  is  so  navi- 
gated as  to  avoid  committing  an  in- 
lury  herself  Sikt  must  guard,  so 
far  as  fairly  lies  within  the  power 
she  exerdses  over  the  tow,  against 
the  danger  of  any  injury  being  com- 
mitted by  her.  id 


iia>EX. 

10.  "Where   a  collision  occurred  b^ 
iweea  two  steam  vewelB,  the  0.  and 
the  S.,  on  the  Hudson  river,  the 
former   going  up  and  the  latt«f 
down,  and  it  appeared  that  the  O. 
had  but  one  light,  that  the  night 
was  dark  and  the  weather  thick  and 
cloudy,  and  that,  under  those  cir- 
enmstances,  a  vessel  carrying  bnt 
one  light,  though  moving,  appears 
to  an  approaching  vessel  as  if  at  an- 
chor, an^  her  course  can  be  deter- 
mined only  when  very  near:  Heldt 
that  even  though  the  S.  mistook  the 
position  of  the  0.,  yet  as  the  want 
of  two  lighto  on  the  O.  was  calcula- 
ted to  and  probably  did  mislead, 
the  a    was  not   wholly  in  fault 
Tk$  Santa  Claui,  ^10 

See  Apwibaitt,  5, 6. 

iMSUmANOB,  1  to  6. 


CX)HVEYANCK 
Bee  Eqtjitt,  6, 1. 

COPT-RIGHT. 


COMMISSIONEB& 
Bee  FooravB  Slav*  Law,  4tol8. 

COMMTTMEKT. 
Bee  PaAcnci^  17, 18. 

(X)inFXicr  OF  LAwa 

£1^  Fuomvz  Slavs  Law,  S  to  10, 14. 

CONSTTTDTIONAL  LA.W. 

Bee  CofliB,  24. 

FugitiviSlavk  Law. 

CONBTRUCmON. 

Bee  AovKKimiT,  7  to  11. 
BOHD,  1,  2. 
NAVioAnoN,  1  to  4. 
Statotbb. 

CONTRACT. 
£1^  Adkisaltt,  8,9. 


,  Under  the  copy-right  act  of  Febru- 
ary 8d,  1881,  (4  U,  8.  Stat,  at  Large, 
486,)there  are  three  prelminary 
steps  requisite  to  the  securing  of  a 
valid  copy-right:  1.  The  deposit  of 
a  printed  copy  of  the  title  of  the 
work  before  publication,  with  the 
clerk  of  the  Kstrict  Court ;  2.  No- 
tice to  the  public,  by  printing,  in 
the  place  aesiffnated,  the  fact  of 
the  entry,  in  the  form  prescribed 
by  the  statute;  and  8.  Tlie  deposit 
with  the  d  erk  of  a  copy  of  the  work, 
within  three  months  rrom  the  date 
of  publication.     JoUie  v.  Jaquee, 

618 


2.  Section  10  of  the  act  of  Au^st  10th, 
1846,  establishing  the  Smithsonian 
Institution,  (9  U.  S.  Stat,  at  Large, 
106,)  does  not  make  the  delivery  of 
copies  of  a  work  to  the  librarian  of 
the  Institution,  and  to  the  librarian 
of  the  Congress  Library,  a  prerequi- 
site to  a  title  to  a  copy-right  for  the 


work. 


id. 


8.  As,  however,  some  doubt  xnust  rest 
upon  this  question,  until  it  is  settled 
by  paramount  authority,  it  is  most 
prudent  meanwhile  for  authors  to 
conform  to  ttie  provisions  of  the  act 
of  1846.  ^ 

4.  A  musical  composition,  to  be  the 
subject  of  a  copy -right,  must  be  sub- 
stantially a  new  and  original  work; 
not  a  copy  of  a  piece  already  pro- 
duced, with  additions  or  variations 
which  a  writer  ot  music  with  expe- 
rience and  skill  might  readily  make. 

itL 

6.  The  composition  of  a  new  air  or 
melody  is  entitled  to  protection, 
and  the  appropriation  of  the  whole 
or  of  any  substantial  part  of  it  is  a 


piracy. 


id. 


6.  Where^  on  an  application  for  an  in- 
junction to  restrain  the  infiringe- 
ment  of  a  oopy-riffht  for  a  musical 
oompositioB,  the  aefenda&t  alleged 


670 
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that  the  basis  of  the  coinpo^ttion 
was  taken  from  one  before  pnMi^h- 
cd  abroad,  and  was  a  substantial 
cony  of  it,  and  that  the  plaintiff  had 
only,  by  ordinary  skill  and  experi- 
ence, adapted  to  the  piano  forte  a 
melody  tnat  had  been  arranged 
for  the  clarionet,  and  the  evidence 
on  that  point  was  conflicting,  so 
that  the  Court  could  not  determine 
the  question  of  fact,  a  decision  on 
the  motion  for  an  injunction  was 
suspended,  and  an  issue  at  law  di> 
reeled,  the  defendant  to  keep  an 
account  of  sales  and  report  them 
monthly  under  oath  to  the  clerk. 

id. 

7.  In  a  suit  founded  on  the  copy-right 
act  where  both  parties  are  residents 
of  Xew-Vork,  and  the  plaintiff  fails 
to  make  out  a  title  to  his  copy-right., 
the  question  whether  the  Court  will 
interfere  to  prevent  the  use  of  the 
title  of  the  work,  upon  principles 
relating  to  the  good  will  of  trades, 
cannot  be  entertained,  as  the  Court 
has  no  jurisdiction  of  such  a  ques- 
tion, id 

8.  A  copy-ri^ht  is  given  for  the  con- 
tents of  a  work,  not  for  its  mere  ti- 
tle. There  need  be  no  novelty  or 
originality  in  the  title.  The  title 
is  an  appendage  to  the  work,  and 
if  the  latter  is  not  protected  by  a 
copy-right,  the  former  is  not.         id 

9.  Whether,  in  case  of  a  valid  copy- 
right for  a  work,  and  a  piracy  of  i^e 
title,  the  Court  would  not  have  ju- 
risdiction to  interfere  and  protect 
the  copy -right  under  the  act,  gu&re, 

id, 

8ee  Pleadino,  1,  2. 


CORPORATIOXS. 

1.  Where  a  corporation  was  chartered 
in  Massachusetts,  "  by  the  name  of 
'Blanchard*8  gun-stock  turning  fac- 
tory '  with  all  the  powers  and  rights 
vested  by  law  in  manufacturing  cor- 
porations'* in  that  State:  Held^  that 
the  corporation  had  on  the  face  of 
its  charter,  independently  of  any 
act  referred  to  therein,  power  to 
purchase  Blanchard's  patent  for 
turning  irregtUar  formiy  and,  among 
other  things,  gnn-stoclu^  issued  be- 


fore the  ineotporation.  Blanckon^M 
Oun-Stoek  Turning  Factory  Y,  War- 
ner, 258 

2.  By  the  common  law,  corporations 
have  a  right  to  purchase  and  hold 
property,  so  far  as  may  be  necessa- 
ry to  carry  into  execution  the  ob- 
jects of  their  ereation.  id, 

S.  Where  the  act  of  incorporation  of 
a  bankini^  company  provided  that 
notice  of  its  organisation  should  be 
given  on  or  before  a  certain  dale, 
and  the  bank  was  found  in  opera- 
tion afterwards  under  the  act,  it  is 
to  be  presumed  that  it  was  oivani- 
zed  as  early  as  the  time  prescribed. 
Bank  of  U,  8.  v.  Lyman^  297 

4.  The  Bank  of  the  United  SUtes 
chartered  by  Congress  had  no  pow- 
er  to  carry  on  banking  operations 
after  the  Sd  of  March,  1886,  though 
it  continued  in  existence  two  years 
longer  for  the  settlement  of  its  af- 
fairs, &e.  But  on  the  18th  of  Feb- 
ruary, 1838,  the  State  of  Pennsyl- 
vania incorporated  a  banking  com- 
pany by  the  same  name,  in  antici- 
pation of  the  dissoltition  of  the  old 
one — the  new  company  having, 
with  one  exception,  tne  same  stock- 
holders and  capital,  the  same  name 
and  style,  and  the  same  capacitr, 
so  far  "^as  a  State  institution  could 
have  the  capacity  of  a  national  one. 
On  the  10th  of  March,  1836,  the  de- 
fendants proposed  "  to  purchase  of 
the  Bank  of  the  United  States  the 
property  of  the  OflSce  at  Burling- 
ton, at  il  wa*  upon  the  2d  day  of 
March,  1836."  This  contract  was 
perfected  on  the  Ist  of  April,  1836: 
Held,  that  it  was  a  contract  with 
the  new  company.  tdL 

5.  Where  a  banking  corporation, 
whose  location  and  place  of  busi- 
ness was  at  Columbus,  Ohio,  had 
power  by  its  charter  to  deal  in 
bills  of  exchange,  without  restric- 
tion as  to  place:  Held,  that  it  could 
purchase  such  bills  at  Cleveland, 
Ohio,  for  the  purpose  of  remitting 
to  Xew-York  tne  Proceeds  of  paper 
belonging  to  the  bank,  collected  at 
Cleveland.  The  City  Bank  of  Co- 
lumbui  y.  Beach  and  others,         425 

6.  And  it  could  even  deal  generallj 
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In  ekehange  at  Cleveland,  through 
an  agent  £bere,  with  the  funds  thus 
collected  and  remitted.  id, 

*!.  The  eases  of  The  Bank  of  Antgusta 
V.  Earle,  (18  Peters  619,  )  and  of 
The  Tomhigbee  Rail  Road  Co.  v. 
Kneelandy  (4  How.  16,)  quoted  and 
approved.  id 

8.  The  City  Bank  of  Columbus,  under 
the  acts  of  Ohio  incorporating  iU 
passed  March  17th,  1888,  and  March 
6th,  1845,  and  under  the  general 
banking  law  of  Ohio,  passed  k  ebru* 
ary  24th,  1846,  is  restricted  to  Co* 
lumbns  as  its  location  and  place  of 
business.    (Per  Conkling^  J.)       id. 

Bee  JnuanionoN,  10  to  14% 


OOSTO. 

1.  A  charge  by  a  defendant  in  a  bill 
of  costs,  for  services  in  putting  in 
special  bail  a  second  time,  is  not 
taxable,  where  the  second  service 
was  made  necessary  by  the  failure  of 
the  bail  first  put  in  to  justify.  Fer- 
rett  V.  Atwill,  151 

2.  Nor  are  an  attorney's  charges  for  a 
rule  to  declare,  or  for  services  in 
obtaining  security  for  costs,  allow- 
able in  each  one  of  eleven  suits, 
where  the  attorneys  in  all  the  suits 
were  the  same,  and  the  services 
were  rendered  on  one  set  of  papers 
entitled  in  all  the  suits.  icL 

8.  Kor  are  such  charges  allowable  in 
each  suit,  even  where  separate  sets 
of  papers  are  made  in  each  suit    id, 

4.  A  charge  for  perusing  demurrer  by 
counsel  in  each  one  of  eleven  suits 
is  allowable,  although  the  plead- 
ings in  all  the  suits  were  alike.    icL 

6.  Where  the  pleadings  in  eleven  suits 
were  alike,  and  they  were  all  ar- 
gued on  demurrers,  but  there  was 
only  one  argument  in  fact  for  all  the 
cases:  Held,  that  demurrer  books, 
and  brief  and  points,  were  taxable 
in  each  ca^  ii  they  were  actually 
made  ou^in  each  at  the  time  of  the 
argumen^which  fact  must  be  shown 
to  the  jifBcer,  if  the  charges  were 


objected  to ;  and  that  attorney  and 
counsel  fees  on  ai'gument  were  tax- 
able in  each  case.  id. 

6.  Where,  at  the  opening  of  the  term, 
both  parties  in  a  case  were  ready 
for  trial,  and  their  witnesses  were 
in  attendance,  but  the  Court  was 
adjourned  over  for  several  weeks, 
and,  at  the  adjourned  day,  the 
plaintiff's  witnesses  were  in  attend- 
ance, but,  the  defendant  not  being 
ready  for  triol,  the  case,  on  his  mo- 
tion, went  off  for  the  term  on  pay- 
ment of  costs,  on  grounds  which  did 
not  exist  at  the  opening  of  the  term  : 
Held,  that  the  fees  of  the  plaintiff's 
witnesses  for  actual  attendance,  as 
well  at  the  opening  of  the  term  as 
at  the  adjourned  day,  were  charge- 
able as  part  of  the  costs  of  the  term. 
BchottY.Beiieon,  664 

7.  Witnesses  from  a  distance  are  enti- 
tled to  fees  for  attendance  on  Sun- 
day when  they  are  detained  over 
that  day.  id. 

District  Attorney^  Feee, 

8.  Under  the  provisons  of  the  act  of 
May  18th,  1842,  (5  U.  S,  Stat,  at 
Large,  484,)  which  are  made  perma- 
nent by  the  act  of  March  8d,  1845, 
(id  764,)  the  district  attorneys  for 
the  Northern  and  Southern  Dis- 
tricts of  New- York  are  entitled  to 
the  same  fees  that  are  allowed  to 
attorneys,  solicitors  and  counsel  in 
the  Supreme  Court  and  Court  of 
Chancery  of  New- York,  according 
to  the  nature  of  the  proceedings, 
for  like  services  rendered  therein. 
District  Attomeyi^  Fees,  647 

9.  For  services  rendered  to  the  United 
States  by  those  officers  in  civil  and 
criminal  cases,  their  fees  must  be 
taxed  according  to  the  latest  fe«' 
bill  in  the  Supreme  Court  of  New- 
York,  in  which  the  rate  of  fees  is 
prescribed  for  attorneys  and  coun- 
sel in  that  Court ;  an^  which  will 
be  found  in  chapter  886  of  the  laws 
of  1840,  as  amended  by  chapter  278 
of  the  laws  of  1844.  (2  R.  8.  ofN, 
Y,Sded,n2ton6.)  id, 

10.  The  act  of  the  legislature  of  New- 
York  abolishing  all   attorney  and 

counsel  fees^  (Laws  of  K  Y.  1849, 
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dUm.  4S8,  g  808)  does  not  affeet  the 
rignt  of  those  aistriet  attorneys  to 
the  rate  of  compensation  allowed 
to  attorneys  and  counsel  in  the  Sa- 
preme  Court  of  New- York,  as  it 
stood  at  the  time  of  the  passage  of 
that  aet^  id, 

11.  Where  there  is  an  allowance  in 
the  Supreme  Court  or  Court  of 
Chancery  of  Kew-Tork,  according 
the  nature  of  the  proceedings,  for  a 
corresponding  serrice,  the  district 
attorney  can  hare  no  other  or 
greater  fee.  id. 

12.  But  it  is  not  necessary,  in  order 
to  entitle  the  dbtrict  attorney  to 
fees  for  a  giyen  service,  that  a  cor^ 
responding  fee  for  a  like  seryioe 
should  be  given  to  attorneys,  soli- 
tors^  and  counsel,  by  an  existing 
law  of  the  SUte.  id. 

13.  Where  no  such  corresponding  fee 
is  given  by  any  existing  law  of  the 
State,  the  usage  and  practice  is,  to 
refer  back  to  some  previous  law  of 
the  State,  regulatiuff  the  fees  of  at- 
torneys and  counsel,  wherein  may 
be  found  an  allowance  for  a  corres- 
ponding service.  id 

14w  The  proper  fees  for  subpoena  tick- 
ets and  zor  drawing  indictments. 

id 


Oo9t»  in  Civil  C<ue$, 

16.  The  right  of  the  prevailinff  party 
to  recover  costs  isrecognizeain  the 
Judiciary  act  of  1789,  and  in  nu- 
merous acts  of  Congress  passed  since 
down  the  present  day.  CosU  in 
(Hvil  CateSf  652 

18.  All  of  them  assume,  that  the  costs 
which  have  been  taxed  and  usually 
allowed  by  the  practice  of  the 
Courts  are  to  be  recovered.         id 

17.  The  nsage  and  practice  of  the  Cir- 
euit  Courts  of  the  United  States  in 
taxing  costs  have  nniformly  been 
to  apply  the  general  rule  prescri- 
bed in  the  act  of  September  29th, 
1789,  (1  U.  8.  8tta,  <a  Larg€,  98, 
§  2,)  which  aet  is  not  now  in  force, 
namely,  to  fix  the  rate  acoording  to  { 


the  fee  bill  of  die  SUte,  alteriiMr  the 
rate  from  time  to  time  hj  rmt  of 
Court,  to  correspond  with  it  as  al- 
tered by  State  legislation.  id. 

18.  This  has  been  the  usage  for  fifiy 
years  in  the  Circuit  Courts  in  the 
Second  Circuit  id 

19.  Taxing  officers  in  the  Circuit 
Courts  in  New-York  must  look  to 
the  fee  bill  of  the  SUte  of  New- 
York,  as  found  in  chapter  888  of  the 
laws  of  1840,  as  amended  bv  chap- 
ter 278  of  the  laws  of  1844^  ('^ILS. 
of  N.  T.^d  ed.  722  to  720,)  as  the 
role  to  guide  them  in  the  taxation 
of  costs  in  the  Circuit  Court  in  ea- 
ses at  common  law,  and  to  the  equi- 
ty fee  bill,  (2  iZ.  8.  of  N.  T,  629, 
680,)  in  cases  in  Chancery.  id. 

20.  If  there  are  an^  items  of  service 
not  provided  for  m  those  bills  the 
practice  is  to  refer  to  some  previoos 
fee  bill  in  which  an  allowance  ia 
found  for  a  service  corresponding 
with  the  one  in  this  Court  i& 

21.  The  aet  of  the  legislature  of  New- 
York,  abolishing  all  costs  and  fees 
to  attorneys  and  counsel,  (Zaiot  cf 
N.  r.  1849,  ehap.  488,  §  303,)  does 
not  affect  the  question  of  costs  in 
the  Federal  Courts.  id. 


22.  But  the  rate  of  those  costs  is  limit- 
ed to  that  prescribed  by  the  fee 
bills  of  the  State,  as  they  existed  at 
the  time  of  such  abolition.  id. 

28.  The  84th  section  of  the  Judiciary 
act  of  1789,  {lU.B.  Stat,  at  Large, 
92,)  has  no  application  to  the  pro- 
ceedinffs  or  practice  of  the  Courts^ 
but  relates  to  the  rules  of  decision 
as  to  the  rights  of  persons  and  of 
property,  in  the  trial  of  civil  causae 
at  common  law.  id 

24  Semb^  that  Congress  has  no  pow- 
er to  abrogate  the  distinction  be- 
tween actions  at  law  and  suits  in 
equity,  which  is  recognised  by  Art 
8,  Soe.  2  of  the  Constitution.         id 

Bee  TmxnLAnoE,  4  to  6. 
PAmvn^  67, 
Tbubi^S. 
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1.  On  the  trial  of  a  cause  before  a  ja- 
ry,  Uiie  Court  has  no  power  to  grant 
a  non-8uit  i^ainst  the  will  oi  the 
plaintiff.    Foote  v.  Silaby,  445 

Sfftf  Adhx&altt,  1  to  6. 

COPT-RIOHT,   7. 

CoBTS,  8  to  24. 

FuoiTivB  Slave  Law, 

Jurisdiction,  4  to  8, 10  to  14. 

Patentb,  87  to  89. 

Salyaoe,  2. 

Whit  of  Ebbob,  1,  2. 


CREDITOR. 

See  Bankrupt,  1  to  4. 
IlQumr,  1  to  8. 


D 

DAMAGES. 

See  Admiralty,  5,  6,  9. 
Collision,  1,  2,  4  to  9. 
Factor.  6. 
Insurance.  1  to  6. 
Patents,  35,  67  to  61. 
Salvage,  8,  ^  6. 

DEBTOR, 

See  Bankrupt,  1  to  4. 
Equity,  1  to  8. 

DECLARATION. 

See  Pleading,  2. 
Practice,  1  to  4. 
Slander,  1. 

DECREE. 

See  Admiralty,  1  to  4. 
Equity,  7,  8. 

pATENTi^  77. 

DEMURRER. 

See  Pleading,  2. 
PRAonoi^  S,  6. 

44 


See  Costs,  8  to  14. 


DUTIES. 

1.  A  eargo  of  Canton  goods  was  ship- 
ped from  Canton  to  London,  and 
thenoe  to  New- York.  In  collect- 
ing duties  on  them  the  freight  from 
Canton  to  London  was  added  as 
part  of  the  dutiable  value :  ffeU 
that  this  charge  was  not  authorized 
by  §  16  of  the  tariff  act  of  August 
80th,  1842,  (5  U,  S.  Stat,  at  Large, 
568.)  OrinneU  y.  Lawrejiee,        846 

2.  Held,  also,  that  even  if  this  freight 
were  a  proper  charge,  it  would  form 
no  part  of  the  "  appraieed  value"  of 
the  goods,  and  its  addition  would 
not  authorize  the  imposition  of  the 
20  per  cent  penalty  under  g  8  of  the 
act  of  July  80th,  1846,  (9  £/.  8,  BtaL 
at  Large,  43.)  id. 

8.  Goats*-hair  plush  or  mohair  plush, 
although  composed  partly  of  cotton, 
falls  within  the  8th  subdivision  of 
§  1  of  the  tariff  act  of  August  30thp 
1842,  (6  U,  8,  Stat,  at  Large,  549,) 
as  a  manufacture  of  ''goats'-hair  or 
mohair,"  and  is  chargeable  with  a 
duty  of  only  20  per  cent,  advahrem, 
and  is  not  subject  to  a  duty  of  80 
per  cent,  under  the  2d  subdivision 
of  §  2,  as  a  manufacture  "  of  which 
cotton  shall  be  a  component  part" 
Thorp  V.  Lawrence,  851 

4.  Under  subd.  2  of  §  2  of  the  tariff  act 
of  July  14th,  1832,  (4  U.  8.  Stat,  ai 
Large,  584,)  woreted  carpet  bindinge 
are  not  chargeable  with  a  duty  of 
26 percent     Chester y.  Ourtie,    499 

6.  The  clause  in  that  subdivision,  re- 
lating to  bindings,  refers  ezclu|iye- 
ly  to  articles  of  that  description 
when  composed  wholly  or  in  part 
of  wool  id. 


6.  Whether  an  action  to  recover  baek 
duties  paid  under  protest  after  the 
act  of  March  8d,  1839,  (5  U.  8.  StoL 
at  Large,  848,)  and  before  the  act  of 
February  26th,  1845,  (5  U.  8.  Stat, 
at  Large,  727,)  can  be  maintained 
against  a  ooUeotor,  is  not  decided 
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in  this  ease.  An  objeetion  on  that 
ground  was  raised  on  a  motion  for 
a  new  trial,  but  was  not  taken  at 
the  trial ;  if  it  bad  been  taken,  ey- 
idence  might  have  been  given  to 
obviate  it  itL 

7.  Under  the  tariff  act  of  August  80th, 
1842,  (6  U.  8.  Stat,  at  Large,  649,) 
linen  pocket  Kandkerehiefyhematitch' 
ed  9T  netnmedt  were  not  chargeable 
with  a  dntr  of  40  per  cent  under 
subd.  9  of  §  1,  as  "  articles  worn  by 
men,  women  or  children,  made  up 
wholly  or  in  part  by  hand,"  but 
with  a  dutjr  oi  25  per  cent,  under 
subd.  8  of  j  S,  as  "linens,  or  a  man- 
ufacture of  flax."  Riehardrnm  y. 
Lawrence^  {>01 

8.  It  seems,  that  a  distinction  has  al- 
ways been  recognized  and  acted  up- 
on in  the  collection  of  the  reyenue, 
between  articles  worn  upon  the  per- 
son, and  articles  carried  about  the 
person.  id 

0.  Shawls  or  scarfs,  manufactured  on 
looms,  and  in  strips  or  pieces  con- 
taining several,  the  place  of  separa- 
tion indicated  by  threads  which 
form,  when  cut,  tne  fringe,  and  the 
articles^  being  actually  separated 
before  importation,  and  being,  in 
the  state  in  which  they  are  import- 
ed, suitable  and  adapted  to  be  worn 
by  women  and  children  as  articles 
01  dress,  and,  at  the  time  of  importa- 
tion, usually  so  worn,  and  imported 
for  that  purpose,  come  withm  the 
description  of  wearing  apparel,  un- 
der Schedule  G  of  the  tariff  act  of 
July  80th,  1846,  (9  K  S.  Stat,  at 
Large,  45,)  and  are  chargeable  with 
a  duty  of  80  per  cent,  Maillard  y. 
Latorenee,  504 

10.  By  the  use  of  the  words  "  wearing 
apparel"  in  the  act  of  1846,  Con- 
gress intended  to  make  the  purpose, 
adaptation  and  use  of  an  article, 
and  not  its  commercial  deeignation, 
the  test  of  its  dutiable  description. 

id 


II.  Where  goods  are  imported  from 
the  country  of  their  production, 
they  must^  under  §  16  of  the  act  of 
August  SOth,  1842,  (5  XT.  8.  Stat,  at 

'    Large,  568,)  for  the  purpose  of  fix- 


ins  their  dutiable  value,  be  apprai- 
sed at  their  market  value  in  that 
country  at  the  time  of  their  pur- 
chase.    Oriewold  v.  Lawrence,     599 

1.2.  Where  the  importer  claimed  that 
certain  goods  should  be  appraised 
at  their  value  abroad  at  the  time 
of  their  purchase,  and  the  collector 
directed  them  to  be  appraised  at 
their  value  at  the  time  ot  their  ex- 
portation, they  haying  risen  in  val- 
ue in  the  meantime,  and  the  imptor- 
ter,  for  the  purpose  of  obtaining 
possession  ot  the  giiods,  and  of 
avoiding  the  penalty  imposed  bj 
8  8  of  the  act  of  July  30th,  1846»  (9 
U.  S.  StaL  at  Large,  48,)  for  an  ex- 
cess by  10  per  cent,  in  the  appraised 
value  over  the  Value  in  the  entry, 
added  to  the  oost  of  the  goods  a  sum 
which  made  their  value  e<^ual  to 
their  value  abroad  at  the  time  of 
their  exportation,  and  paid  duties 
on  that  value  under  protest :  Held 
that  the  payment  of  the  duties  waa 
not  voluntary.  id 

IS.  Under  the  tariff  act  of  July  30th, 
1846,  (9  U.  8.  StaL  at  Lar^  42,) 
Buenos  Ayres  sheep-skins,  import- 
ed with  the  wool  on,  and  driea  but 
not  dressed,  usually  invoiced  aa 
%heep-9kiM,  and  known  in  com- 
merce by  that  name,  fall  within  g  3 
of  that  act  as  a  non-enumerated  ar- 
ticle, and  are  subject  to  a  duty  of 
20  per  cent,  ad  valorem,  Coggill  r. 
Lawrence,  602 


14.  Although  the  chief  value  of  the 
sheep-skins  is  in  the  wool,  and  a 
large  proportion  of  those  imported 
are,  after  importation,  shorn  lor  the 
wool,  yet  the  well  known  commer- 
cial designation  of  the  article  as  a 
whole  must  govern,  and  the  gov- 
ernment cannot  appraise  the  wool 
and  the  pelt  separately,  and  charge 
duty  on  the  former  under  schedule 
C,  as  "  wool,  unmanufactured."  id 


15.  Such  sheep-skins  do  not  fall  with- 
in Schedule  H,  under  the  head  of 
"  raw  hides  and  skins  of  all  kinds, 
whether  dried,  salted,  or  pickled," 
that  description  referring  to  a  class 
of  articles  well  known  in  the  trade, 
and  used  extensively  by  manufac- 
tnren  of  leather.  id 
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1'6.  Fancy  boxes  made  of  common 
•wood  and  veneered  with  rose-wood 
or  ebony,  invoiced  as  rose-wood 
boxes  and  ebony  boxes^  and  known 
to  the  trade  by  those  names  and 
also  as  fancy  boxes  and  furnished 
boxee»  fall  within  Schedule  B  of  the 
tariff  act  of  July  80th,  1846»  (9  U, 
&  SioL  at  Larg9,  44,)  and  are  snb- 
leot  to  a  duty  of  40/»«r  c«t<.  adva- 
%wrem^  as  "  manufactures  of  ebony, 
roee-wood,  Ac,"  it  not  appearing 
that  there  are  any  articles  known 
as  ebony  boxes  or  rose-wood  boxes 
made  wholly  out  of  those  woods. 
SUl  V.  Lawrence^  605 

17.  Vermilion,  invoiced  as  such,  and 
known  in  commerce  by  that  name, 
although,  chemically  speaking;  it 
is  a  mercurial  preparation,  is,  un- 
der  the  tariff  act  of  July  30th,  1846, 
(9  U.  S.  Stat,  at  Large,  4'4)  subject 
to  a  duty  of  20  per  cent  ad  valorem 
nnder  Schedule  £,  bein^  specifical- 
ly named  therein.  It  is  not  inclu- 
ded under  "mercurial  prepara- 
tions" in  Schedule  D.  Bimng  v. 
Lawrence,  607 

16.  Linen  lustres^  camlet  lustres^  toils 
du  nord,  and  lustres,  composed  of 
linen  aud  cotton,  are,  under  the 
tariff  act  of  July  SOtli,  1846,  (9  U, 
&  Stat,  at  Large,  42, )  chargeable 
with  a  duty  of  26  per  cent,  cd  valo- 
rem, under  Schedule  D,  as  "manu- 
factures composed  wholly  of  cotton 
not  otherwise  provided  for."  Mor- 
ht  V.  Lawrence,  608 

19.  They  are  subject  to  this  classifica- 
tion, under  the  provision  of  g  20  of 
the  Uriff  act  of  August  80th,  1842, 
(5  U,  S.  Stat,  at  Large,  666,)  that 
"  on  all  articles  manufactured  from 
two  or  more  materials,  the  duty 
shall  be  assessed  at  the  highest 
rates  at  which  any  of  its  component 
parts  may  be  charaeable;"  which 
I  20  is  not  repealed  either  direct- 
ly or  by  necessary  implication,  by 
the  act  of  1846.  to- 

20.  The  effect  of  said  g  20  is  not  to 
impose  a  duty  on  an  article  not 
provided  for  in  the  act  of  1846,  or  a 
different  duty  from  that  act ;  but  it 
simply  gives  a  rule  of  construction, 
to  determine  under  what  schedule 
in  the  act  of  1846  a  giyen  article 


|ha11  be  ranged  for  the  purpose  of 
charging  the  duty.  id. 

21.  The  act  of  1846  is  limited  almost 
exclusively  to  establishing  the  rates 
of  duty  chargeable,  leaving  to  laws 
then  existing  to  provide  for  the  as- 
sessment ana  collection.  id, 

22.  Thread-lace,  made  wholly  by  ma- 
chinery, composed  of  linen  and  cot- 
ton, first  introduced  into  this  coun-* 
try  since  the  tariff  aet  of  July  80th, 
1846,  (9  U,  S,  Stat,  at  Lmtge,  42,) 
took  effect,  and  invoiced  and  known 
in  trade  as  thread-lace,  £s]ls  under 
the  head  of  "  thread-laces"  ia  Sched- 
ule £,  and  is  subiect  to  a  duty  of  20 
per  cent  ad  valorem.  Lottmur  v. 
Lawrence,  618 

28.  The  20th  section  of  the  tariff  of 
August  80th,  1842.  (6  27.  &  Stat,  at 
Zar^«,  565,)  although  not  repealed 
by  the  act  of  1846,  (see  Morlot  v. 
iawrenee,  ante,  p.  608,)  applies  on- 
ly in  cases  where  an  article  has  not 
been  specially  provided  for  hy  the 
act  of  1846.  id. 

24.  Glazed  calf-skin,  known  to  the 
trade  as  patent-leather  and  upper 
leather,  generally  used  for  the  up- 
per part  of  boots  and  shoes,  and  in- 
voiced as  pate7U4eather,  is  liable, 
under  the  tariff  aet  of  July  80th, 
1846,  (9  U,  8,  Stat,  at  Large,  42,) 
to  a  duty  of  20  per  cent,  ad  valorem, 
tinder  Schedule  E^  under  the  head 
of  "  leather,  upper  of  all  kinds^" 
and  is  not  a  manufacture  of  leather 
under  Schedule  C.  Keutgen  v. 
iMorence,  616 

25.  "Where  certain  seeds,  such  as  mus- 
tard, caraway,  cardamon,  and  fe- 
nugreek, were  invoiced  as  seed^ 
ana  the  jury  found  that  they  were 
known  as  such  in  trade :  HM,  that 
they  fell  within  Schedule  I  in  the 
tariff  act  of  July  80th,  1846,  (9  U, 
S.  Stat  at  Large,  49,)  under  the 
head  of  '*  garden  seed^  and  all  oth- 
er seeds  not  otherwise  provided 
for,"  there  beinff  several  kinds  of 
seeds  specifically  provided  for  in 
the  act    Boving  v.  Lawrence,  616 

26.  Those  words  in  Schedule  I  cannot 
be  restricted  to  seeds  imported  for 
agricnltunl  poxposeii  fd. 
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EJECTMENT. 

1.  "n&e  object  of  the  action  of  ejeet- 
ment,  as  used  in  Vermont,  is  to  set- 
tle the  title  and  establish  the  right 
of  property,  as  well  as  to  recover 
the  poasession ;  and  the  judgment 
is  made  conclusive  as  to  sJl  the 
parties.    Marvin  y.  Dtnnuan,   159 

2.  Where  it  appeared,  in  ejectment, 
that  one  of  the  defendants  claimed 
title  to  the  lands  in  question,  under 
a  mortgage  from  the  others,  and 
that  the  others  were  in  the  actual 
occupancy  of  the  lands,  there  being 
no  eTideocei  however,  that  the  de- 
fendant claiming  as  mortgagee  was 
in  actual  possession :  HM,  never- 
thelessi  that  he  was  prop«rljr  join- 
ed as  a  party  defenoant  in  the  ac- 
tion, id. 

S.  It  wpuld  seem,  that  any  person  un- 
der whom  the  tenant  in  possession 
may,  legally  speaking,  be  said  to 
hold,  whatever  may  be  the  nature 
or  character  of  the  tenancy,  should 
be  liable  to  be  made  a  party  to  the 
action.  id. 

4.  It  would  seem,  also,  that  a  vendor 
may  be  joined  with  his  vendee, 
where  the  latter  holds  under  a  bond 
or  contract  for  a  deed ;  or  a  trustee 
with  his  ce$iui  que  truai,  where  the 
latter  is  in  possession  under  the 
trust  title.  id. 

See  Aonoir,  8,  4 


EQUITY. 

1.  Chancery  has  jurisdiction  of  a  bill 
filed  by  a  judgment  creditor,  for  re- 
lief against  a  conveyance  of  land 
by  his  debtor,  made  with  intent  to 
defeat  the  lien  of  the  jud^ent,  or 
to  hinder  or  delay  its  satisfaction, 
whether  execution  has  been  issued 
on  it  or  not.  McCalmoni  v.  Za»- 
renee,  282 

2.  The  cre<Utor  who  first  institutes  a 
suit  in  equity  to  avoid  such  a  con- 
veyanoe  as  fraudulent,  is  entitled 
to  relief  without  regard  to  other 
creditors  standing  in  we  same  rif^t^ 


but  who  have  not  made  tliemael  vef 
joint  parties  with  him.  t^ 

8.  The  relief  awarded  in  such  a  ease 
is  founded  upon  the  fraud  attempt- 
ed against  a  lien  already  attached, 
or  to  prevent  its  attaching;  and 
eqmij  gives  the  full  remedy  whidi 
could  have  been  obtained  throngh 
the  lien  by  execution,  but  without 
referring  the  matter  to  the  aetlon 
or  process  of  a  court  of  law.         t^ 

4v  Chancery,  having  acquired  jurisdic- 
tion of  tne  subject  matter  because 
of  the  fraud,  will  apply  the  proper- 
ty to  the  satisfaction  of  the  prose- 
cuting creditor  according  to  its  own 
method  of  proceeding.  id. 

fi.  The  action  of  Chancery  on  the 
fraudulent  grantor  or  assignee,  b 
-  only  ta  the  extent  of  supplying  a 
remedy  to  the  suitor  creditor ;  as  to 
all  other  persons  the  assignment  re- 
mains as  if  no  proceedings  had  been 
taken.  id. 

6.  It  is  competent  for  Chancery  to  or- 
der the  assignee  of  real  estate 
fraudulently  conveyed  to  him,  to 
re-convey  it  to  the  assignor,  in  or- 
der that  execution  may  act  upon  it; 
or  to  order  him  to  convey  it  to  the 
proper  officer  of  the  Court,  or  oth- 
erwise, so  as  best  to  appropriate  it 
to  satisfy  the  judgment  debt       id 

7.  In  a  case  where  a  fraudulent  con- 
veyance of  land  was  made  bafore 
the  judgment  was  recovered,  and  to 
prevent  its  lien  attachin^r,  a  decree 
that  the  debtor  and  his  fraudulent 
assignee  join  with  the  receiver  in 
the  suit  m  executing  a  conveyanoe 
to  the  purchaser  on  a  sale  of  the 
land  directed  by  the  decree,  is  ap- 
propriate and  valid.  uL 

8.  The  title  given  pursuant  to  such  a 
decree  is  full  and  perfect^  as  to  all 
the  interest  the  debtor  and  his  aa- 
signee  had  in  the  land,  and  is  dis- 
charged of  all  right  on  the  part  of 
the  debtor  and  other  jnagment 
creditors  of  his  to  redeem  the  land. 

id 

See  AasBMBNT,  1  to  8^  6, 15,  Id. 
JuuBMonoK,  1,  9. 


IKDEX. 


6W 


PATnm,  86  to  29,  62»  65  to  68, 7a, 

78,  79,  82,  88. 
PRAonc^  7  to  18,  15,  16. 
Taxm,  1  toa 


ERROR. 

86$  JuUBDXOnOH,  8. 

ESTOPPEL 
86$  AawMMMKin,  12. 


EXECUTORS  AND  ADMINISTRA- 

Tona 

Set  AonoN,  2  to  4. 
Trout,  4to6. 


EVIDENCE. 

1.  The  acts  and  admissions  of  one  of 
several  joint  contractors  or  promis- 
ors, are  admissible,  for  some  purpo- 
ses, as  evidence  against  all.  And 
his  aets  and  admissions  while  act- 
ing as  the  agent  of  all  in  the  joint 
business,  relative  to  anything  with- 
in the  scope  of  his  authontv,  are 
binding  upon  alL  £ank  of  U.S.  y, 
Ljfman,  297 

%  If  the  plaintiff*s  bill  of  particulars 
states  his  claim  to  be  two  particu- 
lar promissory  notes,  he  is  confined 
to  tnem,  and  cannot  recover  upon 
the  pre-existing  debt  or  original 
consideration.    {Per  Pebntiss,  J.) 

8.  As  a  general  rule,  a  party  cannot 
be  a  witness  in  his  own  caose. 
B^k  V.  Hermance,  822 

4.  Nor  will  he  be  permitted  to  avail 
himself,  by  indirect  means,  of  evi- 
dence which  would  be  rejected  as 
incompetent  if  offered  directly,   id 

6.  In  cases  of  criminal  prosecutions 
for  a  cheat,  peijury,  Ac,  the  party 
aggrieved  is  a  competent  witness 
for  the  prosecution.  id 


6.  But,  when  he  has  been  used  as  a 
witness  for  the  prosecution,  the  rec- 
ord of  conviction  is  admissible  in  a 
civil  proceeding  instituted  by  him 
for  relief  against  the  fraud.  id, 

7.  Proof  of  the  admission  by  a  party 
of  the  execution  of  negotiable  pa^, 
or  proof  of  his  hand-writing,  with- 
out producing  or  accounting  for  the 
subscribing  witness,  has,  in  New- 
York,  been  held  suificient  Sao- 
Offey.jyWolf,  848 

8.  But  whether  this  rule  extends  to 
all  wueoM  instruments^  ^iiere,    id, 

9.  If  the  instrument  was  executed 
abroad,  as  in  Cuba,  the  presump- 
tion of  law  is  that  the  suoseribing 
witness  is  beyond  the  jurisdietion 
of  the  Court  here.  id, 

10.  Where  a  written  instrument  was 
admitted  in  evidence  as  an  original 
paper,  on  the  assumption  and  be- 
lief without  question,  that  it  was 
such,  and  it  appeared  by  the  evi- 
dence that  that  conclusion  was  not 
warranted :  Held,  that  a  new  tri- 
al should  be  granted.  id, 

11.  Parol  evidence  is  inadmissible  to 
enlarge  or  vary  the  terms  of  a  char- 
ter-party.    The  Eli  Whitney,    860 

12.  The  declarations  and  admissions 
of  an  assignor  of  personal  property, 
made  after  he  has  parted  with  his 
interest  in  it,  are  inadmissible  ei- 
ther to  show  a  want  of  title  in  him, 
or  to  affect  the  quality  of  the  arti- 
cle, or  to  impair  the  right  of  the 
purchaser  in  any  respect  Many  v. 
Jagg^t  872 

Bee  koxaaaan,  5. 

CORPOBATIOltS,  8. 

Patbhtb,  8, 9, 18, 20, 46  to  56,90. 
pRAoncx,  16, 16. 
PaomssoRT  Nons,  1  to  6^  11. 
Sbifpino,  4^  6. 


FACTOR. 

1.  A  faetor,  entrusted  with  goods  for 
sale  on  eommissioD,  who  pledges 
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them  for  advances  made  to  him, 
and  givet  the  pledgee  authoritT  to 
■ell  them  to  reimbarse  himsefl^  is 
guilty  of  a  oonversion  of  the  goods 
at  the  time  of  their  delirery  in 
pledge,  and  is  liable  for  their  yalne 
at  that  time.    KeUyY,  Smith,    290 

2.  The  legality  or  illegality  of  such  a 
pledge  does  not  depend  upon  the 
result.  id, 

8.  Trover  will  lie  for  such  a  conver- 
sion; but  whether  indelntixhu  ath 
tmmptit  will  lie,  in  such  case,  for 
goods  sold  and  delivered,  iguere,    id 

4b  It  la  elear,  however,  that  the  prin- 
eipal  is  entitled,  in  the  settlement 
of  aeeounts  between  him  and  his 
fiMtor,  to  an  adjustment  of  any 
claim  he  may  have  for  loss  or  dam- 
age resulting  from  such  unlawful 
pEedge,  without  being  driven  to  a 
eross  action.  id. 

S.  In  the  ease  of  such  a  pledge,  the 
damages  to  whi«!h  the  principal  is 
entitled  is  the  difference  between 
the  value  of  the  goods  at  the  time 
of  the  conversion  and  their  pro- 
ceeds when  sold  by  the  pledgee,   id. 


e$e  JuBisDiorioN,  1. 

FEIES. 
iBssConB,6to24. 

FEIGNED  ISSUK 


Sm  Patents^  68. 


FOREIGN  CORPORATIONS. 
See  JmusnionoN,  10  to  14. 

FORFEITURR 
B$9  PAxsvis»27tofta 


FRAUD. 

See  Bnu  op  Ezcbah  on,  7,  81 
EQunr,  1  to  & 
Patkmtb^  9a 


FREIGHT. 

See  Dmms,  1,  2. 

SuppiNo,  8  to  15,  20. 


FUGITIVE  SLAVE  LAW. 

1.  Considerations  stated,  which  led  to 
the  enactment  of  the  law  of  Sep- 
tember 18th,  1850,  (9  U,  &  StaL  at 
Large^  462,)  commonly  called  'The 
Fugitive  Slave  Law.^'  TAc  Fugi- 
tive Slave  Law,  635 

2.  The  several  provisions  of  that  law 
examined.  tdL 

S.The  prior  act  of  February  12th, 
1793,  (1  U.  &  StaL  at  Large,  802.) 
was  constitutional.  id. 

4.  In  regard  to  the  power  conferred 
by  the  act  of  1850  upon  those  ap- 
pointed to  administer  it  judicially^ 
It  simply  substitutes  Commissionen 
in  place  of  the  State  magistrates  to 
whom  the  act  of  1798  confided  the 
power.  id, 

5.  The  ]>ower  to  execute  the  act  of 
1850  is  exclusive  in  the  Federal 
Courts  and  officers  named  in  it  id, 

6.  State  tribunals  and  officers  cannot^ 
by  the  writ  of  babeae  carpue,  inter- 
fere with  the  Federal  auUioritiea 
when  they  are  acting  upon  easea 
arising  imder  that  act  tdL 

7.  Nor  can  the  State  tribunals^  under 
that  writ,  enquire  into  the  eonsti- 
tutionali^  of  the  law  or  the  juris- 
diction of^khe  Federal  Court  or  offi- 
eer.  tdL 

8.  The  writ  may  be  issued  by  tho 
State  authority,  and  it  is  the  duty 
of  the  Federal  officer  to  make  a  r^ 
turn  to  it;  but»  when  it  appears 
that  the  detainer  is  by  virtue  of 
process  issued  under  the  act  of  1850^ 
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wtij  further  proceeding  under  the 
writ  IB  void.  id. 

9.  In  snoh  case  the  Federal  officer  must 
not  give  the  party  u^  but  must 
maintain  hiB  process  with  all  the 
power  conferred  upon  him.  id. 

10.  The  last  clause  of  §  6  of  the  act  of 
1850  includes,  among  other  process, 
the  State  writ  of  habeas  corpus  ;  but 
it  does  not  embrace  that  writ  when 
issued  bj  the  Federal  Judiciary,  id. 

11.  The  constitutionality  of  tie  pro- 
yisions  of  the  act  of  1850  which 
confer  on  Commissioners  the  power 
to  act  under  it,  and  which  provide 
for  a  summary  hearing  ana  decis- 
ion, was  settled  by  the  case  of 
P^99  ▼•  ^*  Commonwealth  of 
JPennsylvania,  (16  Peters,  589.)  id. 

12.  The  "judicial  power"  mentioned 
in  the  Constitution,  and  vested  in 
the  ''Courts,"  means  the  power  con- 
ferred upon  Courts  in  the  strict 
sense  of  that  term — Courts  that 
compose  one  of  the  three  great  de- 
partments of  the  government ;  and 
not  power  judicial  in  its  nature,  or 
guasi  judicial,  invested  from  time 
to  time  in  individuals,  separately  or 
collectively,  for  a  particular  pur- 
pose and  limited  time.  id 

18.  The  proceeding  contemplated  by 
the  clause  of  the  Constitution  in 
regard  to  the  delivery  of  fugitives 
from  service  or  labor,  is  not  a  suit 
at  common  law,  within  the  mean- 
ing of  the  Yth  amendment  to  the 
Constitution.  id. 


14.  So  far  as  the  State  laws  conflict 
with  the  act  of  1850,  or  tend  to 
obstruct  and  embarrass  its  ex- 
ecution,  they    are  utterly    void. 

*d 


GRAKTL 
See  AoRnuurr,  8  to  11. 


H 

HABEAS  CORPUS. 

See  Fuomvs  Slavs  Law,  6  to  10. 
PBAonc^  17,  18. 


IMPORTATION. 

See  Duties. 

Navigation^  2,  4^  7  to  9. 


INJUNCTION. 
See  Agrkement,  1,  2,  7,  15,  16. 

COPT-RIGBT,  6. 

Patemtb,  27  to  29,  82, 88,  37  to  89, 
47,  48,  62,  68,  78,  82,  88,  96. 


INSURANCK. 

1.  A  p|olicy  of  insurance  affainst  the 
perils  of  the  sea,  comprehends  the 
damages  paid  by  the  insured  vessel 
to  another,  in  consequence  of  a  col- 
lision between  them  at  sea.  Sher- 
wood  V.  The  General  Mutual  Ins, 
Co.,  251 

2.  And  the  underwriters  are  liable  in 
such  case,  even  though  the  collision 
is  produced  through  negligence  and 
misconduct  on  the  part  of  the  in- 
sured vessel.  id. 

8.  The  damages  sustained  by  the  in- 
jured vessel  are  the  direct  and  im- 
mediate consequence  of  the  collis- 
ion, and  no  less  so  in  being  imposed 
by  judgment  of  law  on  the  insured 
vessel,  than  if  they  had  accrued  to 
her  bodily  by  the  collision.         id. 

4.  And  the  policy  covers  not  only  the 
immediate  damages  occasioned  bj 
the  collision,  but  the  costs  and  ex- 
penses incurred  in  a  suit  brought  to 
recover  those  damages.  id. 

6.  It  also  covers  counsel  fees,  beyond 
taxable  costs,  paid  by  the  insured 
vessel  in  such  suit  id. 
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6.  The  claim  on  the  policy  in  such 
c«se  is  for  indemnity,  and  the  de- 
fence in  the  suit  againat  the  insu- 
red TCBsel  is  held  to  have  been  for 
the  benefit  of  the  insurer.  id. 

7.  Where  a  policy  of  insurance  proTi- 
ded  that  no  action  should  be  sus- 
tained against  the  insurer  founded 
thereon,  unless  brought  within 
twelve  months  after  Uie  cause  of 
action  should  accrue,  and  that  the 
lapse  of  time,  in  case  of  such  suit, 
should  be  deemed  conclusiye  evi- 
dence against  the  validity  of  the 
claim  set  up :  ffeld^  that  a  plea  set- 
ting up  such  provision  and  tne  lapse 
of  the  time  specified,  in  bar  of  an 
action  on  the  policy,  was  a  conclu- 
sive answer  to  the  suit  Oay  y. 
The  Hartford  Fire  Ins.  Co.,        280 

8.  The  provision  is  not  against  law, 
nor  repugnant,  nor  impossible,    id 

9.  The  right  to  indemnity  in  case  of 
loss,  and  the  liability  of  the  insurer 
therefor,  do  not,  unaer  such  a  pro- 
vision, become  absolute,  unless  the 
remedy  is  sought  within  the  period 
limitea.  The  stipulation  goes  to 
the  right  as  well  as  to  the  remedy. 

td. 

INTEREST, 
See  TausT,  7. 


JUDGMENT. 

See  Barkrupt,  1  to  4. 
EQumr,  1  to  8. 

MVROEK,  1,  8. 

Trtot,  1. 


JURKDICnOK. 

1.  Under  §  6  of  the  Bankrupt  act  of 
August  19th,  1841,  (5  U.  k  Stat,  at 
Large,  445,)  a  District  Court  has 
jurisdiction  of  an  action  by  an  as- 
signee in  bankruptcy  of  a  volunta- 
ry bankrupt,  to  recover  a  balance 
due  from  a  principal  to  the  bank- 
rupt aa  factor,  at  the  time  of  the 


presentation  of  his  petition  in  bank- 
ruptcy.   KeUy  y.  Smith,  290 

2.  Such  a  suit  is  essential  to  the  wind- 
ing up  of  the  proceedings  in  bank- 
ruptcy, and  jurisdiction  in  it  de- 
pends upon  the  subject  matter,  and 
not  upon  the  parties.  id, 

3.  Where,  in  such  a  suit,  the  defend- 
ant acquiesces  in  its  reference  to  an 
auditor,  and  ap]>ears  before  him  and 
contests  the  claim,  he  cannot,  on  a 
writ  of  error,  object  that  in  the 
Court  below  the  case  should  have 
been  tried  by  a  jury.  id. 

4.  In  actions  arising  under  the  Patent 
laws,  the  Jurisdiction  of  the  Circuit 
Courts  of  the  United  States  does 
not  depend  upon  the  citizenship  of 
the  parties,  but  upon  the  subject 
matter.     Allen  y.  MlurU,  480 

5.  The  llth  section  of  the  Judiciary 
act  of  September  24th,  1789,  (I  U. 
8.  Stat  at  Large,  79,)  does  not  make 
it  necessary,  in  such  actions,  that 
either  the  defendant  or  the  plaintiff 
should  be  an  inhabitant  of  the  State 
where  the  suit  is  brought  id. 

6.  It  is  sufficient  to  give  jurisdiction, 
in  such  cases,  that  the  writ  is  ser- 
ved personally  upon  the  defendant 
in  the  district  in  which  the  suit  ia 
brought  id, 

7.  On  an  injunction  bill  to  restrain 
the  infringement  of  a  patent,where 
there  is  no  dispute  as  to  the  title, 
the  Circuit  Courts  of  the  United 
States  have  jurisdiction,  under  §  17 
of  the  Patent  act  of  July  4th,  1888, 
(6  U:&  Stai.  at  Large,  124,}  to  refer 
the  case  to  a  Master,  to  take  an  ac- 
count of  the  profits  of  which  the 
plaintiff  has  been  deprived  by  rea- 
son of  the  infringement  id, 

8.  A.  filed  a  bill  in  equity  against  B., 
in  the  Circuit  Court  ot  the  United 
States  in  Massachusetts,  for  the  in- 
fringement of  a  patent;  the  bill 
was  taken  pro  confeseo,  and  a  de- 
cree rendered  against  B.  for  alazve 
amount,  he  not  appearing  in  the 
case;  Afterwards,  A.  brought  an 
action  of  debt  in  this  Court  against 
B.,  on  the  decree:  Seld,  that  A. 
could  not  recover,  because  it  did 
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not  appear  affirmatiTelj  on  the  face 
of  the  Massachusetts  record,  that 
B.  was  personally  senred  with  pro- 
eess  in  that  district.  id, 

9.  A  citizen  of  Connecticut  brought  a 
anit  in  equity  in  this  Court  against 
a  citizen  of  ifew-Jersey,  for  a  breach 
of  contract,  and  prayed  an  ac- 
count :  Ileld,  That  this  Court  had 
no  Jurisdiction  of  the  case,  neither 
party  being  a  citizen  of  New- York, 
although  the  subject  matter  of  the 


contract  was  a  patent 
T.  Day, 


Goodyear 
566 


10.  Although  the  Circuit  Courts  of 
the  United  States  have  jurisdiction 
of  all  cases  at  law  and  in  equity 
arising  under  the  Patent  laws  for 
infrinffements  of  patents,  without 
regara  to  the  citizenship  of  the  par- 
ties or  the  amount  in  controversy ; 
yet»  under  §  11  of  the  Judiciary  act 
of  1789,  (I  IT,  8.  Stat,  at  Large, 
is,)  in  order  to  give  jurisdiction, 
the  defendant  must  be  an  inhabit- 
ant of  the  district  in  which  the  suit 
is  brought,  or  be  found  within  it  at 
the  time  of  serving  the  original 
process,  whatever  may  be  the  na- 
ture or  character  of  that  process. 
Day  T.  Newark  India-Rubber  Mfy. 
Co,,  '  628 

11.  Where  a  manufacturing  corpora- 
tion, chartered  by  New-Jersey,  and 
havinff  its  place  of  business  and 
manufactory  in  that  State,  had  a 
store  in  New- York  conducted  by  its 
agents,  where  its  goods  were  sold, 
and  a  suit  was  commenced  against 
it  in  this  Court  by  attaching  its 
goods  found  in  that  store,  and  ser- 
ving a  summons  on  its  President  at 
New- York :  yet,  Held,  that  the  cor- 
poration was  not  an  inhabitant  of 
this  district,  or  found  within  it  at 
the  time  of  serving  the  process,  and 
that  this  Court  had  no  jurisdiction 
of  the  action.  id. 

IS.  A  corporate  body  created  by  a 
sister  State  can  have  no  corporate 
existence  beyond  the  limits  of  the 
territory  of  that  State.  id. 

18.  This  Court  would,  under  g  11  of 
the  Judiciary  act  of  1789,  have  no 
jurisdiction  m  suits  against  foreign 
corporations,  even  where  the  State 
practice  of  New- York,  if  adopted 


by  it,  would  authorize  the  institu- 
tion of  such  suits  by  attaching  their 
goods  within  the  jurisdiction  of  the 
Court.  id. 

14  This  Court  has  not,  heretofore,  by 
any  of  its  rules,  adopted  the  prac- 
tice of  the  State  Courts  of  New- 
York  which  provides  for  commen- 
cing suits  against  foreign  corpora- 
tions by  attachment  id 

See  AcnoN,  4. 

Admibaltt,  8,  9,  12  to  17. 

CoPT-RlOHT,   7. 

Equity,  1, 6. 
Patents,  87  to  89. 
Salvager  2,  6,  7. 


JURY. 

See  CouKTB  or  U.  Statbb,  1. 
JuRisDicnoy.  8. 
Patents,  48  to  45,  68,  64. 
pEAcncK,  14. 
Slandeb,  2. 


L 

LEGACY. 
See  Trust,  4  to  6. 

LICENSK 

See  Agbxexemt,  4. 
Patents,  27  to  88. 

LDEN. 

See  Bankrupt,  1,  2. 
Equity,  1  to  8. 
SmrnNG,  17,  18. 

LIMITATIONS,  STATUTE  OF. 

1.  S.  was  sued  to  recover  back  an  3Z- 
cess  of  duties  paid  to  him  when  he 
was  collector  of  the  port  of  New- 
York.  He  pleaded  the  statute  of 
limitations  of  New- York,  to  which 
the  plaintifis  replied  a  new  prom- 
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iae.  Evidence  wm  gtren,  on  the 
queetion  of  a  new  promise,  of  eer^ 
tain  declarations  and  acknowledg- 
ments made  hv  S.,  and  the  Courts 
at  tUe  trial,  having  charged  the  jury 
that  the  declarations  and  acknowl- 
edgments were  sufficient  in  law  to 
take  the  case  out  of  the  statute: 
Ileldt  that  this  was  erroneousi  as 
under  the  evidence  it  was  a  ques- 
tion for  the  jury  whether  the  dec- 
larations of  S.  were  made  with 
reference  to  his  individual  liability 
or  to  the  liability  of  the  govern- 
ment    Dorr  V.  Swartwmt,         179 

2.  Under  the  provision  of  the  Revised 
Statutes  of  New- York,  (2  R.  S.  297, 
fi  27,)  that  if,  after  any  eaute  of  ac- 
tion shall  have  accrued  against  any 
person^  he  **  shall  depart  from  ana 
reside  out  of  this  State,  the  time  of 
his  absence  shall  not  be  deemed  or  ta- 
ken as  any  part  of  the  time  limited 
for  the  commencement  of  such  ae- 
tion^"  but  one  case  of  absence  is 
provided  for ;  and  on  the  return  of 
the  defendant  into  the  State  after 
his  first  departure,  so  as  to  be  sub- 
ject to  the  process  of  the  Court,  and 
in  a  way  to  give  operation  to  the 
statute,  it  then  continues  to  oper- 
ate notwithstanding  a  subsequent 
departure.  id. 

S.  A  return  into  the  State,  which  will 
give  operation  to  the  statute,  must 
be  under  such  circumstances  as  will 
enable  the  plaintifl^  by  the  exercise 
of  reasonable  diligence  and  atten- 
tion to  his  rights,  to  serve  process 
personally  upon  the  party.  He 
must  have  knowledge  of  the  return, 
or  the  circumstances  must  be  such 
as  will  warrant  a  jury  in  bringing 
knowledge  home  to  him.  to. 

See  Insuranci;  7  to  9. 


M 

BiAKSHAL. 
See  PaAonc^  17,  18. 

MERGER. 
1.  Where  a  bond,  with  ioreties,  was 


S'ven  bvH.  to  the  Goverament^  for 
le  faithful  performance  of  his  du- 
ties as  collector  of  customs,  and 
subsequently  an  additional  bond, 
with  a  different  surety,  but  with  a 
like  penalty  and  condition,  was 
given  by  H.,  and  a  judgment  was 
perfect^  against  H.  on  the  latter 
ix>nd :  Held,  in  a  joint  action  aeainst 
the  obligors  in  the  former  Dond, 
that  a  plea  setting  up  the  judgment 
and  averring  that  in  the  two  actions 
the  plaintins  sought  to  recover  tlie 
same  identical  sum  of  money  and 
upon  the  same  identical  breaches 
01  each  bond,  was  not  a  good  plea. 
The  United  States  y.  Hoyt,  826 

2.  The  second  bond  did  not  of  itself 
operate  as  a  merger  or  extingpiish- 
ment  of  the  firs^  being  a  securitr 
of  no  higher  degree.  t& 

S.  The  'judgment  on  the  second  bond 
could  not,  unless  it  was  followed  by 
satisfaction,  have  any  effect  on  the 
first  bond.  id, 

4,  The  second  bond  not  having  been 
given  in  satisfaction  of  the  first,  and 
not  being  between  the  same  parties, 
was  collateral  to  the  first  td 


MILITARY  LAW. 

1.  Where  a  trader  is,  during  war,  en- 
gaged in  trading  with  a  portion  of 
the  enemy's  country  that  has  been 
reduced  to  subjection,  and  his  tra- 
ding there  is  permitted  and  en- 
couraged by  the  invading  army,  his 
goods    cannot    be    seized    on    the 

{ground  that  he  is  engaged  in  an  un- 
awful  trade  with  the  enemy.  JSetr- 
many  v.  Mitchell,  M9 

2.  To  justify  the  seizure  of  property 
during  war,  to  prevent  its  falling 
into  the  enemy's  hands,  the  danger 
must  be  immediate  and  urgent^  not 
contingent  or  remote.  tdL 

S.  A  military  officer  hat  a  right,  in  a 
case  of  extreme  necessity  and  im- 
pending danger,  for  the  safety  of 
the  government  or  of  the  army,  to 
take  private  property  for  the  pub- 
lic service ;  and,  in  such  case,  the 
officer  is  not  liable  as  a  trespasser, 
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bnt  the  owner  moBt  look  to  the 
gOTemment  for  indenmitj.  id 

4  But,  where  property  was  seized  by 
a  militarj  officer,  not  on  account  of 
any  impending  danger  at  the  time, 
or  for  the  purpose  of  being  used 
against  an  immediate  assault  of  the 
enemy,  by  which  the  eteizing  army 
might  be  endangered,  but  for  the 
purpose  of  strengthening  the  army, 
and  aiding  in  an  expedition  against 
the  enemy's  force  some  200  miles 
distant^  and  it  was  so  used :  Heldt 
that  the  officer  was  not  justified  in 
taking  the  property,  but  was  a 
trespasser.  id, 

0.1n  such  case,  the  liability  of  the 
officer  for  taking  and  appropriating 
the  property,  accrued  at  tne  time 
of  the  seizure ;  and  if  the  plaintiff, 
after  the  seizure  of  his  goods,  does 
not  waive  the  liability  of  the  offi- 
cer, or  resume  ownersnip  over  the 
goods  as  his  private  property,  he  is 
entitled  to  recover  against  the  offi- 
cer in  trespass.  td 

A.  In  a  case  where  the  superior  officer 
who  gives  the  order  for  the  seizure 
is  not  justified,  neither  will  the 
subordinate  officer  who  executes  it 
be  justified.  id. 


MimMUS. 
See  Pbacticx,  17,  1& 

MORTGAGE. 
See  EjEonixNT,  2. 

MUSICAL  COMPOSITION. 
See  CoPT-RiOHT,  4  to  0* 

N 

NAVIGATION. 

|.  llie  oonstmction  of  the  navigation 
act  of  March  1st,  1817,  (8  U,  &  Stai, 
§t  Large,  861,)  is  no  longer  an  open 


one  to  the  United  States.  The  con- 
temporaneous construction  of  the 
act»  corroborated  by  an  undevia- 
ting  usage  of  thirty  years,  must  now 
govern.  The  United  S.'o/es  v.  The 
Ship  Recorder,  218 

2.  Therefore,  as  the  United  States 
have  never,  since  the  act  of  1817, 
questioned  importations  of  colonial 
products  made  in  vessels  of  the 
mother  country  from  her  home 
ports,  and  as  the  Secretary  of  the 
Treasury,  within  six  months  after 
the  passage  of  the  acti,  instructed 
the  collectors  of  the  customs  that 
the  act  allowed  such  importation^ 
which  instructions  remained  unal- 
tered for  twenty-five  years :  ffeld, 
that  the  United  States  cannot  now 
insist  that  the  act  does  not  allow 
the  importation  from  London  into 
New- York,  in  a  vessel  owned  by 
British  subjects  residing  in  Eng- 
land, of  goods,  the  growth,  produc- 
tion or  manufacture  of  the  British 
East  Indies.  id 

8.  If  it  were  doubtful  whether  the 
trade  in  question  was  allowable 
under  the  act,  or  even  if  the  inten- 
tion of  the  act  to  the  contrary  were 
manifest,  the  contemporaneous  ex- 
position by  the  government^  fol- 
lowed by  tne  concurrent  practical 
construction,  ought  to  govern,    id 

4.  But  that  construction  was  a  correct 
one,  and  the  act  does  not  compel 
the  productions  or  manufactures  of 
the  dependencies  of  Great  Britain 
out  of  Europe,  to  be  imported  in 
vessels  belonging  to  the  place  of 
production  or  manufacture.         id 

5.  The  word  country  in  the  first  sec- 
tion of  the  act,  means  the  entire 
nation,  and  not  merely  a  section  or 
portion  of  territory  belonging  to 
the  nation.  id 

6.  The  act  has  in  view  foreign  ^ovem- 
ments  and  nations,  and  their  ves- 
sels, and  not  the  localities  within 
which  the  individual  owners  re- 
side, id 

7.  Nor  does  the  act  exact  a  direct 
trade  from  the  port  of  production 
or  of  usual  shipment,  when  the  im- 
portation is  in  a  vessel  belonging 
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to  the  eouniry  in  irliioh  the  goods 
are  prodaced.  id. 

8.  It  does  not  appear  that  Oreat 
Britain  prohibits  the  importation 
in  vessels  of  the  United  State^  of 
the  productions  of  our  territories  or 
dependenciesi  shipped  from  a  port 
of  the  United  States  to  which  they 
had  been  transported  from  the 
place  of  production.  id, 

9.  Nor  does  it  appear  that  vessels  of 
the  United  States  are  prohibited 
by  the  British  Government  from 
importing  into  this  conntrj  from 
England,  goods,  wares  or  merchan- 
dize, the  growth,  production  or 
manufacture  of  her  East  India  de- 
pendencies, id 

See  CoLUBioK,  8  to  9. 


NEWLY  DISCOVERED  EVIDENCE, 
See  New  Tbiai^  1. 

NEW  TRIAL. 

1.  Reasons  for  denying  a  motion  for  a 
new  trial  on  the  grounds  of  surprise 
and  newlv  discovered  evidence. 
Foote  V.  SUsby,  446 

SeeDunma,  6. 
.  Evmssic^  10. 

NONSUIT. 
See  CouBTB  of  U.  Stais^  L 


PARTIES  TO  ACnONa 

See  EneonuENT,  2  to  4 
Salvager  Y. 


PARTNERSHIP. 

See  Agbekmeht,  12  to  14 
Patbhib^  78. 


PASSENGERS. 

See  AnmnALTT,  8  to  17. 

PATENTS 


1.  Invention.    (1  to  6.) 

2.  Novelty.    (6  to  11.) 
8.UtUitv.    (12,13.) 

4.  Combination.    (14  to  18.) 

6.  Abandonment.  (17.) 
8.  Speeifieation. 

7.  Disclaimer.    (18  to  2a) 

8.  Re-issue. 

9.  Extension.    (21  to  28.) 

1 0.  Assignment     (  24  to  28. ) 

11.  license.    (27  to  33.) 

12.  Infringement    (84  to  88.) 

13.  Action,  where  to  be    institnted. 
(37  to  89.) 

14.  Defence. 

1 5.  Notice  of  Defence.    (40  to  42.) 

16.  Trial.    (43  to  45.) 

17.  Evidence.    (46  to  56.) 

18.  Damages.     (57  to  61.) 

19.  Injunction.     (62  to  64.) 

20.  Account    (65  to  67.) 

21.  Feigned  issue.    (68.) 

22.  Patent  for  a  Design.    (69  to  73.) 
28.  Miscellaneous.     (74  to  77.) 

24  Particular  Patents. 

(1.)  WoodwoHh's— Planing  Ma- 
chine.   (78  to  96.) 

(2.)  Blanchard's— Turning  Irreg- 
ular Forms.    (97  to  103.) 

(3.)  Wolfs—Railroad  Car  Wheel. 
(104  to  107.) 

(4)  Buck's— Cooking-stove.  (108 
to  110.) 

(5.)  Allen's— Gun-Lock&     (111.) 

1.  Inventi&TL 

1.  To  constitute  an  inventor,  it  is  not 
necessary  he  should  have  the  man- 
ual skill  to  make  drawings.  If  he 
furnishes  the  ideas  to  produce  the 
result  he  is  entitled  to  avail  him- 
self of  the  mechanical  skill  of  oth- 
ers to  carry  out  his  contrivance  in 
practice.     Sparkman   v.    Higgine, 

206 

2.  The  substitution  of  one  mechanical 
power  for  another  in  a  machine, 
such  as  a  wheel  and  axle  for  a  screw, 
does  not  constitute  an  invention. 
Blanchard'e  Chm-Stoek  Turmng 
Faetoryy.  Warner,  268 
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^The  application  of  a  well-known 
principle  to  a  new  and  useful  pur- 
pose, such  as  the  application  ot  the 
principle  of  the  expansion  and  con- 
traction of  a  metalliQ  rod  by  differ- 
ent degrees  of  heat,  to  the  regula- 
tion of  the  heat  of  a^  common  cast 
or  sheet-iron  stove,  is  the  subject 
of  a  patent    Ihote  y.  Silsby,     446 

4.  Although  the  principle  has  before 
been  applied  to  the  reflation  of 
heat»  and  although  the  idea  of  ap- 
plying it  to  the  reffulation  of  the 
neat  of  a  stoye  has  before  been  sug- 
gested, the  person  who  first  practi- 
cally applies  it,  by  mechanical  con- 
triyances,  to  that  purpose,  is  enti- 
tled to  a  patent  for  the  application.- 

id. 

6.  Perfecting  the  machinery  by  supe- 
rior skill  in  the  mechanical  ar- 
rangement and  construction  of  the 
parSs  is  but  the  skill  of  the  me- 
chanic, not  the  genius  of  the  in- 
yentor.  Farkhunt  y.  Kifuman,  488 

6.  Where  a  prior  inyention  is  set  up 
to  defeat  a  patent,  the  idea  of  it 
must  not  merely  haye  been  con- 
eeiyed,  but  it  must  haye  been  re- 
duced to  practical  use.  Man^f  y. 
J^agg^t  872 

7.  Nor  is  an  abortiye  or  abandoned 
experiment  sufficient.  id, 

8.  Where  a  prior  inyention  was 
olaimed  to  be  the  same  in  substance 
as  a  subsequent  one,  the  jury  were 
instructed  to  take  into  considera- 
tion, in  passing  upon  the  question, 
the  fact  that  the  prior  inyention 
was  known  to  persons  who  experi- 
mented to  produce  the  subsequent 
inyention  but  failed  to  do  so.      id, 

9.  Where  a  water  wheel  was  con- 
structed for  a  person  who  lived 
twelve  miles  distant  from  the  place 
of  construction,  and  was  taken 
away  by  him  to  be  put  into  a  mill, 
and  was  never  seen  afterwards  by 
the  witness  who  testified  to  and  as- 
sisted in  its  construction,  the  wheel 
baying  been  a  perfect  wheel,  and 
oonstrncted  before  the  ]^aintiff*(^ 
•nd  identical  with  it:   Meldf  that 


the  evidence  was  sufficient,  if  be- 
lieved, to  establish  the  want  of 
novelty  in  the  plaintiff's  wheel,  al- 
though there  was  no  evidence  that 
the  prior  wheel  was  ever  actually 
used.    Parker  v.  Ferguton^         407 

10.  It  is  not  enough  to  defeat  a  patent 
already  issued,  that  another  con- 
ceived the  possibility  of  effecting 
what  the  patentee  accomplished. 
Parkhurst  v.  Kifuman,  488 

11.  To  constitute  a  prior  invention, 
the  party  alleged  to  have  produced 
it  must  have  proceeded  so  far  as  to 
have  reduced  his  idea  to  practice^ 
and  embodied  it  in  some  distinct 
form.  id, 

.    8.    Utility. 

12.  To  maintain  a  patent,  as  regards 
the  utility  of  the  thin^  invented,  it 
is  not  necessary  that  it  should  be 
the  very  best  article  for  the  use  to 
which  it  is  a|>plied,  but  if  it  be  at 
all  valuable,  if  its  use  for  the  pur- 
pose for  which  it  is  constructed  is 
practicable,  that  is  sufficient  to  sus- 
tain it  as  a  useful  invention.  Jl/any 
y.  Jogger,  872 

18.  The  right  of  an  inventor  does  not 
depend  upon  the  questions  whether 
his  machine  is  more  or  less  perfect, 
or  whether  slight  modifications  in 
the  arrang^ement  of  the  machinery 
or  in  the  hniah  of  the  parts,  may  or 
may  not  better  accomplish  the  end, 
but  upon  the  question  whether  the 
machinery  constructed  as  described 
in  the  patent  will  or  will  not  ao- 
eomplbh  the  end  practically  and 
usefully.    Parkhurst  v.  Kinmtan^ 

488 

4.    Combination. 

14b  In  a  patent  for  a  combination, 
where  the  novelty  consists  in  the 
combination,it  is  immaterial  wheth- 
er the  elements  forming  the  combi- 
nation are  new  or  old.  JBuck  v.  Jffer- 
mance,  898 

16.  In  order  to  render  a  new  combi- 
nation patentable,  the  change  from 
any  former  combination  must  be 
suDstantial,  not  formal,  and  must 
involve  akill,  ingenuity  and  mind. 
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The  new  article  mnBt  be  different 
from  the  old  one,  not  onlj  in  its 
mechanical  contrivance  and  con- 
stmction,  bnt  in  its  practical  ope- 
ration and  effect  in  producing  the 
useful  result  id 

16.  And  the  same  test  is  a  proper  one 
in  determining  the  question  of  an 
infringement  on  the  patent.        id 

;S00  91  to  96, 108  to  111. 

6.  Abandonment 

lY.  Although  the  papers  on  an  appli- 
cation for  a  patent  are  returned 
from  the  Patent  Office  for  informal- 
itr,  yet»  if  the  application  is  follow- 
ed up  with  reasonable  diligence, 
and  the  patent  is  panted,  the  right 
of  the  patentee  will  not  be  defeat^ 
ed,  altnough  he  sold  the  patented 
article  after  his  application  and 
before  the  granting  of  his  patent. 
S^rkman  v.  Biggin*,  205 

Sm  70  to  78. 

6.  Specijieaiion, 

See  69,  74,  86,  87,  102  to  110. 

7.  Diaciaimer, 

18.  On  the  trial  of  a  patent  suit,  the 
patent  on  which  the  action  was 
founded  had  endorsed  upon  it  what 
purported  to  be  a  disclaimer  under 
6  7  of  the  act  of  March  3d,  1887,  (6 
U.  S.  Stat  at  Large,  198.)  Theplain- 
ti^  after  putting  tbe  patent  m  evi- 
dence, offered  a  certified  copy  of  the 
disclaimer,  which  was  excluded  on 
the  ground  that  the  patentee  did 
not  state  in  the  disclaimer  the  ex- 
tent of  his  interest  in  the  patent,  as 
reauired  by  §  7.  Afterwards,  the 
deiendant  offered  in  evidence  the 
disclaimer  endorsed  on  the  patent, 
(it  being,  however,  only  a  copy,  not 
in  the  patentee's  hand- writine^)  not 
as  a  disclaimer,  but  as  a  coniession 
by  the  patentee,  of  a  want  of  nov- 
elty of  a  part  of  what  he  had  claim- 
ed :  Held,  that  the  paper  was  inad- 
missible, for  want  of  proof  that  it 
had  been  executed  by  the  patentee, 
and  that,  if  admitted  at  til,  the  full 
effect  of  a  disclaimer  must  be  given 
to  it    Foote  T.  BilOy,  i45  | 


19.  Tlie  sufficiency  of  the  diselaimcl', 
as  to  whether  or  not  the  patentee 
stated  in  it  **  the  extent  of  his  inter- 
est" in  the  patent,  as  required  bv 
g  7,  considered.  •& 

20.  A  disclaimer  must  be  properlj 
proved,  before  it  can  be  admitted 
m  evidence,  either  as  an  original 
paper  or  by  a  certified  copy.      id 

See   07. 

8.  Be-ieiue. 

See  2%  IS,  80  to  82,  87. 

9.   Extension, 

21.  After  an  extension  of  a  patent 
under  the  18th  section  of  the  P«^ 
tent  act  of  July  4th,  1886,  (6  (T.  & 
Stat  at  Large,  124^)  the  original  pa- 
tent becomes  virtually  a  patent  for 
the  term  of  21  years.  Gibaon  t. 
Barrie,  167 

22.  On  a  surrender  and  re-iaaue  of  the 
patent,  under  the  18th  section  of 
the  same  act,  after  such  extension, 
"  the  residue  of  the  period  then  un- 
expired for  which  tne  original  pa- 
tent was  granted,"  specified  in  tn«t 
section,  is  the  resiaue  of  the  21 
years.  The  patent  for  21  rears  ia^ 
m  such  case,  to  be  regarded  aa  the 
"  original  patent"  within  the  mean- 
ing of  that  section.  id 

28.  The  power  of  Congress  to  reserve 
rights  and  privileges  to  assignees^ 
on  extending  the  term  of  a  patent, 
is  incidental  to  the  general  power 
conferred  on  them  by  the  Constitu- 
tion to  secure  to  inventors^  for  lim- 
ited times,  the  exclusive  right  to 
their  discoveries.  BlanekanTe  (Mm- 
Stock  Turning  Factory  y.    Wwner^ 

268 

See  74,  80,  81,  89,  97,  101. 
Agbxememt,  1  to  8. 

10.  Anignment 

24.  An  assignment  of  an  invention  be- 
fore the  issuins  of  a  patent,  is  valid 
under  §  6  of  the  act  of  March  8d, 
1887,  (0  27:  &  Stat  at  Larae,  198,) 
although  it  is  made  after  tne  rqfee- 


1SDB3L 


687 


tton  by  th«  Commissioner  of  Patents 
of  the  assignor's  application  for  a 
patent^  and  after  an  appeal  thereon 
to  the  Chief  Justice  of  the  District 
of  Columbia.     Gay  v.  Cornell,  506 

86.  The  assignee  tinder  sneh  an  as- 
signment may  file  a  bill  in  his  own 
name,  under  §  16  of  the  act  of  July 
4th,  1836,  (5  27.  8,  Stat,  at  Large, 
128,)  and  §  10  of  the  act  of  March 
8d,  1839,  {I<L  364))  against  the  pa- 
tentee to  whom  the  patent  was  is- 
sued on  the  rejection  of  the  assign- 
or's application,  for  the  purpose  of 
annulling  the  patent  issued,  and 
haying  one  granted  to  him  as  as- 
signee, id. 

26.  And  it  is  not  necessary  that  the  as- 
signment should  be  recorded  in  the 
Patent  Office  before  the  filing  of  the 
bill.  It  is  enough,  if  it  be  recorded 
at  any  time  before  the  issuing  of  the 
patent  icL 

See  23,  89. 

AOBXEMXNT,    14. 

11.  Licerue, 

27.  W.  granted  to  J.  a  license  to  use  a 
patented  machine,  for  which  J. 
gaye  his  fiye  promissory  notes,  pay- 
able at  different  times,  ana  J. 
affreed,  in  writing,  that  if  any  one 
of  the  notes  should  become  due  and 
be  unpaid,  the  license  should  be 
yoid  and  should  reyert  to  W.:  Held, 
that  the  license  was  forfeited  the 
moment  one  of  the  notes  became 
due  and  was  unpaid,  and  that  it 
was  optional  witn  W.  to  resort  to 
his  remedy  at  common  law  to  en- 
force the  collection  of  the  unpaid 
note,  or  to  treat  the  rights  of  J.  as 
forfeited,  and  apply  for  an  i^junc 
Uon  against  the  further  use  of  the 
machine.   Woodwortk  y.  Weed,     165 

28.  Tlie  stipulation  as  to  forfeiture  is 
to  be  considered  as  a  double  secu- 
rity giyen  by  J.  to  W.  for  the  con- 
sideration money.  id, 

29.  Where,  in  such  a  case,  W.  applied 
for  a  proyisional  injunction,  an  or- 
der was  made  granting  it,  unless  J. 
should  within  60  days  pay  to  W. 
the  amount  of  the  due  and  unpaid 
note^  and  his  costs.  id. 


80.  When  a  patentee  will  not  be  char- 

fed  with  acquiescing  in  the  use  of 
is  inyention.     Van  Hook  y.  Pen- 
dleton, 187 

31.  A  license  to  run  a  planing  ma- 
chine contained  a  restriction  that 
the  licensee  should  not  dress  plank 
or  other  material  for  other  per- 
sons, to  be  carried  out  of  a  spe- 
cified territory,  and  resold  as  an 
article  of  merchandize.  Ihe  re- 
striction was  both  a  coyenant  by 
the  licensee  and  a  condition  of  the 
grant :  Held,  that  under  no  circum- 
stances could  the  planed  article, 
with  the  priyity  or  consent  of  the 
licensee,  be  sold  out  of  the  ter- 
ritory as  an  article  of  merchandise, 
or,  with  his  priyity  or  consent,  be 
sold  within  tne  territory,  to  be  ear> 
ried  out  and  resold  as  such  article. 
Wilson  y.  Sherman,  586 

32.  A  proyisional  injunction  would  be 
granted  against  such  licensee  to  re- 
strain his  use  of  the  machine,  if  ap- 
plied for  during  his  yiolation  of 
such  restriction.  IdL 

88.  But  such  injunction  was  refused, 
where  it  appeared  that  the  licensee 
had  yiolated  the  restriction  under 
a  misapprehension  of  his  rights^  and 
had  discontinued  the  yiolation.    id. 


12.  Infringement. 

84.  The  question  as  to  the  identity  or 
diff'erence  between  two  rail-road 
car  wheels  is,  whether  one  embod- 
ies in  its  mechanical  construction, 
mind  and  ingenuity  not  found  in 
the  other,  by  which  the  result  is 
produced.    Jfany  y.  Jogger,      872 

86.  Proper  instructions  to  the  jury  on 
the  questions  of  infringement  and 
of  damages,  considerecC  Foote  y. 
Sihby,  446 

36.  An  improyement  in  a  burring  ma- 
chine, as  patented,  consisted  of 
hooked  teeth,  cut  upon  rings  or 
plates,  and  those  so  arranged  upon 
a  cylinder,  that  the  wool  or  cotton, 
when  taken  up  by  the  teeth,  would 
be  drawn  into  the  slots  between 
the  teeth,  leaying  the  burrs  and 
foreign  matter  on  the  surface,  to  be 
knocked  off  by  a  beater :  Hdd,  thftt 
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a  change  in  the  form  of  the  teeth, 
from  the  gullet  form  to  that  of  the 
letter  V,  so  as  to  make  the  slots 
smaller  at  the  bottom,  and  thas 
operate  better  on  cotton,  was  not  a 
substantial  change  in  the  construc- 
tion, but  one  in  degree,  which  nat- 
ural I  j  resulted  from  the  working 
of  the  machine.  Parkkurtt  y. 
Kinrnnatit  488 

See  %  16,  59,  64,  68,  Y8»  79,  82,  84^  85, 
91  to  95,  98  to  100. 
AORBSIUNT,  4  to  6. 

18.   Action,  where  to  be  inttittUed. 

87.  Where  the  alleged  unlawful  use  of 
the  machine  was  in  Vermout,  and 
the«oit  was  brought  in  New-Tork : 
Held,  that  for  the  purpose  of  re- 
straining the  use  of  the  machine  it 
was  only  necessary  for  the  Court  to 
have  jurisdiction  of  the  person  of 
the  defendant.     IViUon  v.  aherman, 

686 

8$.  This  question  was  inyolyed  in  the 
cases  01  Simpson  y.  WiUoriy  (4  How. 
709,)  and  of  Wtltanr.  Simpson,  (9 
How.  109.)  id. 

89.  But,  where  it  may  be  necessary  to 
proceed  directly  against  the  machine 
Itself  as  in  extreme  cases  of  contu- 
macy, or  of  fraudulent  contriyance 
to  eyade  an  injunction,  the  pro- 
ceedings must  be  instituted  in  the 
district  in  which  the  machine  is  lo- 
cated, id. 

See  JuKffinionoN,  4  to  10. 

14w    Defence. 

See  43,  49  to  51. 
'  Agbjbeickmt,  12. 

15.   J^otiee  of  Defence, 

40.  Where  the  defendant  in  a  patent 
suit  pleaded  the  general  issue,  and 
special  pleas,  and  also  gaye  a  no- 
tice of  special  matter  under  §  15  of 
the  Patent  act  of  July  4th,  1836, 
(5  IT.  &  Stat,  at  Large,  123,)  and  the 
matters  set  forth  in  the  special 
pleas  were  those  of  which  notice 
might  haye  been  giyen  under  §  15, 
the  Courts  on  the  plaintiff's  motion, 


struck  out  the  special  pleaa^  with 
costs.     Wilder  y.  Oaylar,  697 

41.  Notice  must  be  giyen  of  the  several 
matters  specified  in  §15,  if  they  are 
relied  on  in  defence.  Ihey  cannot 
be  pleaded  specially.  t^ 

42.  There  may,  howeyer,  be  gronnds 
of  defence  not  specified  in  §  15, 
which  might  be  set  up  in  bar  of  the 
action,  by  special  plea.  id. 

See^  51  to 56. 

16.    Trial 

48.  On  the  trial  of  a  patent  8uit»  a  to- 
ror  will  not  be  withdrawn  on  die 
defendant's  motion,  on  the  gronnd 
of  surprise,  arising  out  of  the  exclu- 
sion by  the  Court  of  eyidence  oflTer- 
ered  by  him  under  a  defectiye  no- 
tice of  special  matter.  The  grant- 
ing of  such  a  motion,  under  any  cir- 
cumstances, is  a  matter  of  discre- 
tion.   FooU  y.  5t/s6y,  446 

44.  Where  the  question  as  to  what 
constituted  a  combination  as  patent- 
ed was,  at  the  trial,  treated  oy  the 
defendant  as  a  question  of  fact,  and 
was  submitted  as  such  by  the  Court 
to  the  jury,  the  defendant  cannot 
afterwards  insbt  that  the  Court 
should  haye  determined  the  extent 
of  the  combination,  as  matter  of 
law,  npon  the  specification.         id. 

45.  When  the  effect  and  operation  of 
mechanical  contriyances  enter  into 
the  question  of  the  extent  of  a  pa- 
tented combination,  it  is  a  mixed 
question  of  law  and  fact^  and,  there- 
fore, a  proper  one  for  the  jury  to 
determine  under  the  instruction  of 
the  Court  id. 

17.   Bvidenee. 


46.  In  an  action  for  the  infringement 
of  a  patent  within  the  county  of 
Albany,  N.  T.,  brought  by  parties 
claiming  the  exclusiye  right  to  the 
patent  in  that  county :  Held,  that  a 
part^  who  was  possessed  of  the  ex- 
clusiye ri^ht  to  the  patent  in  seve- 
ral counties  in  the  State  of  Kew- 
York,  but  who  had  no  interest  in 
the  patent  in  the  county  of  Alba- 
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By,  and  bo  inUrert  in  th«  rait  in 
which  he  was  oalled,  was  a  eompe- 
tent  witnees  for  the  i^ainti£  Buck 
▼.  Bermanee,  822 

41.  But  a  Terdiet  for  the  plaintiff 
eonld,  under  no  cireamstancefl,  be 
evidence  for  rach  witneaa,  in  a  tri- 
al at  law  or  in  eqnifcy  on  the  merits 
of  the  pttent,  although  it  wonld  be 
admissible  on  a  motion  for  a  pro- 
Tisional  injunction  in  a  suit  in  equi- 
ty, id. 

48.  The  record  of  such  verdict  wonld 
be  cTidence  for  such  witness  only 
when  his  own  deposition  would  b'e 
competent,  that  is,  where  the  appli- 
cation is  to  the  sound  discretion  of 
the  Court,  as  on  a  motion  for  a  pro- 
Tisional  injunction.  id. 

49.  In  an  action  for  the  infringement 
of  a  patent,  the  defendant  offored  to 
show  that  the  patentee,  after  he 
had  assigned  all  his  interest  in  the 
patent,  had  declared  that  the  pa- 
tented article  had  been  abandoned 
and  had  failed  and  was  worthless: 
ffddf  that  the  eyidence  was  inad> 
raissible.    Many  y,  Ja^^er,         872 

50.  The  patentee  having  been  previ- 
ously examined  as  a  witness  for  the 
plaintiff,  and  not  havins  been  in- 
terrogated as  to  any  such  dedara-' 
tion,  the  evidence  offered  was  not 
admissible  by  way  of  eontradietinff 
him.  ia. 

51.  Under  §  16  of  the  Patent  act  of 
July  4th,  1885,  (6  U.  8.  Stat  at 
Large,  128,)  a  notice  of  defence 
gave  the  name  of  B.  as  having  had 
prior  knowledge  of  the  invention. 
On  the  trial,  ¥.  was  called  as  a  wit- 
ness to  prove  the  prior  knowledge 
by  B.,  tne  notice,  nowever,  not  map 
king  any  mention  of  F.:  ffeld,  that 
the  eviaence  was  admissible.        id. 

52.  A  notice  of  defence  in  a  patent 
suit,  under  §  15  of  the  act  et  July 

'  4ih,  1885,  (5  U.  S.  Stat  at  Large, 
128»)  specified,  as  a  public  work  to 
be  given  in  evidence,  *<Dr.  Ure's 
Dfetionary  of  Arts^  Manufactures, 
and  Mines."  The  book  contained 
1884  pages^  and  its  subjects  were 
arranged  alphabetically.  The  no- 
tice did  not  specify  any  particular 

45 


page  or  heading  in  the  work :  Held, 
that  no  part  oi  the  book  could  be 
read  in  evidenoa    Foate  v.  8iUbg, 

446 

58.  Nor  is  the  book  admissible  under 
a  notice  stating  that  the  patentee's 
invention  was  previously  known  to 
Dr.  Ure.  id 

54.  In  the  case  of  such  a  defective  no- 
tice, it  is  not  competent,  with  a 
view  to  read  in  evidence  parts  of 
the  •*  Dictionary,"  to  prove  by  sci- 
entific mechanics  or  experts,  that 
they  could  without  diniculty,  if 
seeking  information  concerning  the 
subject  matter  of  the  plaintiff  %  pa- 
tent, find  in  the  "  Dictionary  "  na- 
med, certain  parts  relating  to  that 
rabject  matter,  without  having  an v 
speoific  reference  to  them.  mL 

55.  A  public  work  cannot  be  read  in 
evidence  on  the  trial  of  a  patent 
suit,  with  a  view  of  showinff  a  want 
of  novelty  in  the  natentee^s  inven- 
tion, where  the  only  notice  p^ven  of 
it  was  in  a  special  plea»  which  had, 
before  the  trial,  been  stricken  out 
by  the  Court  id. 

56.  Evidence^  as  to  the  oriffhuJity  of 
an  invention,  examined  by  the 
Oourt,  on  a  hearing  on  pleadings 
and  proofs,  in  a  suit  m  eouity 
brought  for  an  injunction  ana  ac- 
count on  the  ground  of  an  infringe- 
ment of  the  patent,  and*  decided  in 
&vor  of  the  patentee,  he  having  the 
first  patent,  and  the  evidence  on 
the  part  of  the  defendant  not  being 
sufficiently  specific  and  decisive 
on  the  question  of  originality,  to 
overthrow  iL  The  Troy  Iron  and 
J^ail  Faeiorjfr.  Coming,  457 

Set  9, 18,  20. 
Ageekhxnt,  5. 

18.  DamageB. 

57.  Where  a  disclaimer  under  g  7  of 
the  act  of  March  8d,  1837,  (5  U.  8. 
StaL  at  Large,  198,)  was  filed  by  a 
patentee  after  he  had  commenced  a 
suit  on  his  patent :  Held,  that  al- 
though under  ^  9  of  the  same  act 
he  was  not  entitled  to  costs  of  the 
suit^  on  a  verdict  in  his  favor,  yet 
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under  %  14  of  th«  aet  of  July  4t]i, 
1886,  (6  ir.  8.  Btai,  at  Lar^,  128,) 
the  Ooart  had  power  to  iaereaae  the 
amount  of  the  rerdict  Ov^fon  y, 
B^rreli,  244 

68.  The  aetnal  damages  are,  as  a  gen- 
eral rale,  all  that  can  be  reasona- 
bly claimed  for  the  infringement  of 
a  patent,  though  cases  maj  arise, 
where  the  eircnmstanees  are  aggra- 
vated and  such  as  to  repel  altogeth- 
er the  bona  fdu  of  tne  infnn^- 
ment,  in  which  the  power  to  m- 
erease  the  verdict  shonld  be  exer- 
cised. Each  case  must  depend  up- 
on its  own  circumstances*  id, 

69.  In  an  action  fcnr  the  infringement 
of  a  patent,  the  plaintiff's  expenses 
and  counsel  fees  in  prosecuting  the 
action  will  not  be  allowed  to  him 
as  a  part  of  his  damages.  BUmr 
ehar^B  Oun-Stoek  Turning  Factory 
V.  Warner,  268 

80.  The  rule,  on  the  question  of  dam- 
ages for  infringing  a  patent^  is  to 
ffive,  not  vindictive  or  exemplary 
damages,  but  the  actual  damages^ 
which  will  be  the  ordinarv  profit 
derived  by  the  patentee  from  the 
side  of  the  article  eontaining  the 
invention  infringed  upon*  B%iek  v. 
Mermanee,  898 

61.  Facts  stated  which  warrant  a  jury 
in  giving  liberal  damages  in  a  pa- 
tent suiC  within  the  rule  of  the  stat- 
ute as  to  actual  damages  J'bole  v. 
8iUby,  446 

5m  86. 


19.    Injwuthn, 

6  2.  On  a  motion,  on  afidaviti^  to  dis- 
solve an  injunction  in  a  patent  suit^ 
the  defendant's  proofs  must  over^ 
come  the  equity  of  the  bill  and  the 
evidence  in  its  support,  or  the  mo- 
tion will  be  denied!  Sparkman  v. 
Miffgini.  906 

68.  Where,  on  a  motion  for  a  provis- 
ional injunction  in  a  patent  suit»  the 
originality  of  the  mvention  was 
strongly  denied  by  affidavit,  and  it 
appemd  there  had  been  three  tri- 
als at  law  on  the  question  of  the 


originality,  in  the  first  (^whieli  the 
jury  found  against  the  patent*  in 
the  second  did  not  agree,  and  in  the 
third  found  in  its  favor,  this  Court 
suspended  a  decision  on  the  motion, 
ana  ordered  the  case  to  be  tried  by 
a  jury,  direetinff  an  aocount  to  m 
kept  by  the  defendant  in  the  mean- 
time, and  to  be  reported  monthly 
under  oath  to  the  clerk.  AUen  v. 
Sprague,  667 

64.  n&e  question  of  infrinffement  was 
also  oraered  tobe  tried  by  the  same 
jury.  WL 

Set  29,  82,88,87,47, 48^78, 78^  82^  81^ 
90l  96. 


20.    Aeemmt 


66.  An  order  in  a  Patent  suit  in  equi- 
ty, reauiring  the  defendant  to  nle 

ontnlv  1 
'iron  sam  hereafter  manufactured 


a  montnly  account,  on  oath,  of  all 


or  sold  by  him,"  will  be  sufficient- 
ly complied  with,  by  giving  the  in- 
side dimensions  of  the  safes,  with- 
out stating  the  prices  at  which  they 
were  sold,  or  the  names  of  the  pur- 
chasers.    WUderT.  Oa^er,        611 


66.  A  knowledge  of  the  name^  in  such 
a  case,  is  not  essential  to  an  aseer- 
tainment  of  the  amount  of  businen 
done  in  the  artidcL  or  of  the  profita. 

id. 

67.  It  is  sufficient  to  describe  the  ar- 
ticles in  the  account,  so  that  per- 
sons in  the  trade  can  determine 
their  value  in  the  market^  with  a 
view  to  the  amount  of  profits,    id, 

SeetZ. 

21.  Feigned  luue, 

68.  On  the  question  of  the  infringe- 
ment of  a  patent,  raised  in  a  suit  in 
equity,  a  feigned  issue  will  not  be 
awarded,  unless  the  Court  have 
doubts  as  to  the  identity  of  the  two 
machines.     Van  Hook  v.  PenOetcn, 

187 
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il    P^BUnifwr  a  DeHgn, 


69.  Where,  in  a  patent  for  a  new  and 
ornamental  detign  far  figured  Hlk 
huttona,  under  the  act  of  August 
20th,  1842,  {5  U,  S.  Stat  at  Large, 
548,)  the  specification  claimed  the 
radially  farmed  omamenie  on  thej^aee 
of  themoMof  the  bnUon,  comHned 
with  the  mode  ofwindina  the  covering 
of  the  iome,  nittanHaily  cm  eetforth, 
and  the  specification  described  the 
eonfifforation  of  the  mould,  and  the 
winding  it  with  various  colored 
thready  but  did  not  describe  the 
pfrocess  of  windine  the  silk :  ffeld» 
that  the  daim  did  not  coyer  that 
proeeae,  but  was  for  the  arrange- 
ment of  the  different  colored 
threads  in  the  ^rocess»  so  as  to  pro- 
duce the  described  ornaments  on 
the  button.    Booth  y.  GareUy,  247 

70l  The  patentee  haying  manufactur 
ed  the  bvttone,  and  put  them  into 
market  for  sale  two  or  three  months 
before  he  applied  for  his  patent : 
Sddf  that  the  question  whether  the 
deeign  was  thereby  abandoned  to 
the  use  of  the  public,  was  a  ques- 
tion of  fact  to  DC  settled  on  a  trial 
at  law.  id. 

71.  The  question  of  abandonment  is, 
in  such  a  ease,  a  question  of  inten- 
tion on  the  facts  prored.  id 

72.  Whether  the  sale  of  the  manufao- 
tured  Imtton  was  a  sale  of  the  de- 
eign patented,  quere.  id 

78.  Where,  on  a  motion  for  an  injunc- 
tion to  restrain  the  infrigement  of 
such  patent,  the  noyeltj  of  the  in- 
vention was  denied,  and  it  was  ad- 
mitted that  lam  quantities  of  the 
buttons,  in  packages  marked  as  im- 
ported from  Paris,  were  sold  hj  the 
patentee  before  he  applied  for  his 
patent:  Held,  that  there  was  an  im- 

Slieatton  against  the  patentee  as 
le  oriffinal  inventor,  and  that  an 
injunction  ought  not  to  be  granted 
tin  the  plaintiff's  right  was  esUb- 
lished  at  law.  id 

28.    JfTicurffgiiaoiit. 

74.  In  this  ease  the  Judges  of  this 
Court  were  opposed  in  opinion  up- 
on tea  several  question^  which 


were  certified  to  the  Supreme  Court 
of  the  United  States.  The  case  in 
that  Court  is  reported  in  4  Howard, 
646.  The  ar^piments  of  counsel  on 
the  case  in  this  Court  are  here  giv- 
en, with  a  view  to  a  better  under- 
standinff  of  the  full  scope  and  bear- 
ing of  the  answers  of  tne  Supreme 
Court  to  the  several  questions  cer- 
tified, the  same  arguments  havinff 
been  presented  in  both  Courts  and 
bv  the  same  counseL  WUeon  v. 
JSoueeeatt^  8 

76.  An  applicant  for  a  patent  cannot 
be  prejudiced  by  the  failure  of  the 
officers  of  the  Patent  Office  to  give 
information  of  his  application  to  a 
person  who  makes  inquiry  there  in 
regard  to  it    Sparkman  v.  ffiggine, 
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76.  A  joint  interest  in  a  patent  does 
not  make  those  interested,  part- 
ners.   Parkhuretr.  Kinaman,  488 

77.  Form  of  a  decree  referring  it  to  a 
Master  to  take  and  state  accounts 
in  a  Patent  suit  in  equity.  id 

24.  Particular  Patente. 

(I.)  WoodwortV^^Planing  Machine, 

78.  On  a  motion  for  a  provisional  in- 
junction under  Woodworth's  pap 
tent  for  improvements  in  the  meth- 
od of  planing  boards,  as  re-issued 
July  8tii,  1845^  no  question  as  to  the 
originalitjr  of  the  invention,  or  as 
to  the  validity  of  the  re-issued  pa- 
tent, will  be  entertained  by  the 
Court     Oibeon  v.  JBette,  168 

79.  A  machine  which  had  only  a  pla- 
ning cylinder,  and  no  tonguing  or 
grooving  wheels;  in  which  the 
planks  were  moved  forward  by  a 
carriage,  instead  of  by  friction  roll- 
ers, the  carriage  being  moved  by  an 
endless  chain ;  and  in  which  the 
planks  were  kept  down  on  the  car- 
riage by  springs,  adjusted  on  frame- 
work near  the  planing  cylinder — 
was  decided,  on  a  motion  for  a  pro- 
visional ii^iunction,  to  be  an  in- 
frinffement  of  Woodworth's  re-ia- 
suea  patent  id 

80.  The  patent  to  William  Wood- 
worth,   for  a  planing    m^Kiiif^ 
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gmtod  I>6iMmb«r  »ih,  1928,  iHien 
extended  by^  the  aet  of  Congreisof 
Febraarj  S6th,  IMS,  beeame  a  pa- 
tent for  the  period  of  28  yean  from 
ite  original  date,  and  a  enrrender 
•ad  re-iirae  of  it  after  eoeh  exten- 
sion stand  on  the  same  footing  aa  if 
thej  were  made  in  the  case  of  a  pa> 
tent  for  21  Tsars^  Oihaim  y.  Har- 
fiB,  167 

81.  Where,  in  sueh  case,  the  re-issued 
patent  was  granted  **/or  fAe /erm  </ 
28  yeoTM  from  the  27rA  day  of  Di- 
ember,  1828:  BM,  that  it  was  not 
ittralid,  bat  was  in  legal  effect  a  pa- 
tent for  the  residae  only  of  the  28 
years  unexpired  at  the  tiase  of  the 

id. 


82.  Where  the  defendant  substituted 
in  Wood  worth's  planing  machine, 
two  smooth  plates  of  iron,  operated 
upon  by  a  screw  and  a  spring;  in- 
stead oi  Woodworth's  pressure  roll- 
ers, to  keep  the  board  te  its  bed : 
HMt  that  this  was  not  a  substan- 
tial departure  from  the  contriyance 
of  Wood  worth,  and  that  a  provis- 
ional injunction  must  issue  to  re- 
strain the  use  of  the  machine,     id, 

82.  On  a  motion  for  a  provisional  in- 
janetion  under  Woodworth's  patent 
for  an  '*  improvement  in  machines 
for  planing,  tonguiug,  and  groovinj; 
and  dressing  boards,  Ac"  Uie  origi- 
nality of  Woodworth's  invention 
and  the  validity  of  the  patent  will 
be  considered  as  settled.  Van 
ffookr.FendUim,  187 

84k  The  MoMreoor  machine,  with  a 
planing  wheel  having  its  knives  not 
on  a  cylinder,  but  on  the  face  of  an 
obtuse  or  flattened  cone,  and  in  a 
plane  inclined  to  the  axii  of  the 
wheel,  is  an  infringement  of  the 
Wood  worth  patent  id 

B6.The  case  of  Woodw&rth  y.  WiUtm, 
(4  JSow.  712, )  eited  and  examined, 
and  held  te  aeoide  that  the  Bieknell 
machine,  which  was  similar  te  the 
Mtiegregor  machine,  was  an  infringe- 
ment of  Woodworth's.  id 

86.  The  case  of  Woodworth  v.  Wilton, 
(4  How.  712,)  decided  the  questions 
of  the  originality  of  Woodworth's 
invention,  and. of  the  validity  of  his 
patent  of  1828.  id 


87.  Tlie  ease  of  WU$m  r. 
(4  How,  646,)  decided  the  sufficien- 
cy of  the  amended  specification  and 
the  validity  of  the  re-issued  patent 
of  1845,  and  that  the  patento  of 
1828  and  1846  were  for  the  same 
invention.  id. 

88.  Prior  decisions  of  this  Ooort  aa  to 
the  originality  and  novd^  of  the 
Woodmrthpiunt,  the  vMidity  of  ite 
re-issue^  and  the  identity  of  the  in- 
vention  covered  by  the  original  and 
re-issued  patently  re-alBnned.  Oib- 
sof»  v.  Oiford,  629 

89.  There  being  in  the  special  net  of 
February  26th,  1846,  (h  U.  &  Stat 
ai  Large,  986,)  extending  the  pa- 
tent for  7  years  from  1849,  no  res- 
ervation in  fovor  of  assignees  un- 
der the  two  prior  terms,  Uiey  have 
no  rights  in  the  third  term,  and 
cannot  even  continue  in  the  nse  of 
machines  lawfully  constructed  be- 
fore the  third  term,  and  actually 
existing  and  in  use  when  the  sec- 
ond term  expired.  id, 

9a  Altheogh  it  be  alleged  that  th^ 
act  of  1846  was  procured  by  frnnd 
and  misrepresentation,  this  Court 
will  regard  it  as  the  Inw  of  the 
land,  tul  it  is  repealed  ;  and  so  far, 
at  least,  as  a  motion  for  a  prelimin- 
ary injunction,  founded  upon  the 
act,  is  concerned,  the  law  wUl  be 
regarded  as  conclusive  evidence  oi 
the  extension  of  the  patent         id, 

91.  Rotary  gnidei,  so  arr«nged  and 

adjusted  as  te  press,  by  means  of 
weights,  against  the  edges  of  the 
board,  while  it  is  undeigoing  the 
operation  of  the  plane  or  eutter, 
and  placed  obliquely  te  the  motion 
of  the  board,  so  as  to  produce,  as 
they  revolve  against  the  edge%  n 
constant  tendency  te  keep  the 
board  to  its  bed,  are  a  mere  osMifo- 
goui  dtviee,  when  substituted  for 
mre8$ur€  roUore  in  the  combination 
for  planing  covered  by  Wood- 
worth's  patent  The  difference  be- 
tween tne  rotary  guides  and  the 
pressure  rollers  is  one  of  form, 
not  of  ■nbetanoe.  Oihaon  v.  Van 
J)re$ar,  682 

92.  Hm  case  of  Gihmm  y.  ffarrie,  (on- 
46,  p.  16T,)  eited  and  applied,      id 
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98.  A  rerolYing  entter-wbeel,  haying 
b«velB  or  offsets  around  its  face,  as 

eitented  to  John  Levy,  assignee  of 
asard  Knowles,  Ai>ril  10th,  1849, 
is  a  colorable  imitation  of  the  rota- 
ry cotters  of  Woodworth.  id. 

Mb  Snch  cutters  were  involved  in  the 
cases  of  Woodmrtk  v.  WiUan,  (4 
^oia  712,)  and  of  Vim  Hooky.  Pen- 
dUion,  {mnU,  p.  181.)  id. 

96.  A  planing  machine  containing  a 
combination  of  snch  rotary  guides 
with  SQoh  cutters  is  an  infringe- 
ment of  Woodworth's  patent     id. 

9A.  The  validtiT  of  Woodworth's  pa- 
tent being  roll^  settled,  and  the 
Court  being  entirely  satisfied  that 
the  defendants'  machine  was  sub- 
stantially identical  with  Wood- 
worth'sy  a  provisional  injunetion 
was  granted.  id. 


(2.)  Bhnchard'^—Twminff  Irregular 
FortM. 

97.  By  the  proviso  in  §  1  of  the  act 
of  Congress  of  February  6th,  1889, 
(6Cr.  &  StaL  at  Large,  14S,)  extend- 
ing BlAnchard's  patent /or  turning 
irregtdar  foriM,  Congress  intended 
to  give  to  assignees  of  the  old  pa^ 
tent  an  equally  exclusive  privUese 
in  the  extended  term.  Blanehard^s 
Ow^-Stoek  Turning  Faetory  v.  War- 
ner, 258 

98.  In  Blanchard*s  machine,  whether 
the  cutter  and  friction  wheels^  or 
the  pattern  and  rough  material, 
have  the  lateral  motion,  is  immate- 
rial, the  relative  effect  of  the  parts 
in  acting  on  each  other  being  the 
oame.  The  chanse  of  motion  from 
Uie  one  to  the  other  is  not  a  snb- 
stantial  change.  id 

99.  So,  also,  the  mode  of  throwing  the 
machine  out  of  gear,  was  no  part 
of  Blanchard's  invention.  id 

100.  It  is  a  proper  question  for  a  jury 
whether  a  departure  from  the  par- 
allelism of  the  axes  of  motion  of 
the  eutter  wheel  and  of  the  rough 


material,  as  described  in  Blan- 
chard's specification,  is  a  material 
Tariation  from  his  arrangement.  idL 

101.  The  act  of  1889  extending  Blan- 
chard's patent  did  not  extend  the 
mere  l^^l  right  of  the  patentee, 
but  extended  his  exclusive  right  to 
his  invention ;  and  the  specification 
was  referred  to  in  the  act,  only  to 
identify  the  invention.  id 

102.  The  objection,  that  the  speoifica- 
tion  of  Blanchard's  patent  claims 
that  any  article  can  be  turned  from 
a  model  by  his  machine  and  made 
larger  or  smaller  than  the  model, 
but  preserving  throughout  the  sane 
proportions,  and  that  the  machine 
will  not  do  what  is  thus  claimed,  ia 
not  tenable.  id* 

108.  Although  it  is  claimed  in  the  spe- 
oiftcation  that  the  machine  will 
turn  any  irregular  surface  or  form 
like  the  model,  and  vet  it  will  Bot 
turn  a  square  shoulder,  that  is  too 
remote  and  extreme  a  defect  to  de- 
stroy the  patent  idL 

(8.)   Wolf*9—IiaU-Jioad  Oar  WkmL 

104.  Where  the  claim  of  a  patent  was 
"  the  manner  of  constructing  wheels 
for  rail-road  cars,  with  double  con- 
vex plates,  one  convex  outwards 
and  the  other  inwards,  and  an  un- 
divided hub,  the  whole  cast  in  one 
piece,  as  herein  fully  set  forth:" 
Held,  that  the  claim  was  not  for  the 
mode  of  constructing  the  wheel,  as 
distinct  from  the  wheel  itsel(  bnt 
was  for  the  car  wheel  after  it  was 
constructed.    Many  v.  Jogger,  872 

105.  Held,  also,  that  the  claim  was  not 
for  any  part  of  the  wheel  taken 
separately,  as  the  plates  or  the  hnb^ 
but  for  the  entire  wheel  as  con- 
structed, id. 

106.  The  plates  being  described  in  the 
specification  as  ''parallel  or  nearly 
parallel,"  and  as  Doing  ''convex on 
one  side  and  concave  on  the  other/' 
and  the  specification  also  setting 
forth  that  in  consequence  of  the 
curvature  of  the  plates  thev  con- 
tracted in  coolinff  without  aanger 
of  fracture :  Held,  that  the  pecu- 
liar form  bf  the  plates   was  not 
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olaimcd  M  MMotial  except  es  t»- 
•peoted  •  form  that  would  alloir 
ca  their  eontrMtion  in  oooling  with- 
out ftmctore.  id, 

107.  Hie  epectfieetion  held  enfficieDt 
•gainet  the  objection  thnt  it  did  not 
deeeribe  the  old  article  on  which 
the  improrement  was  made,  an4 
that  a  mechanie  could  not,  from 
reading  it^  dietinguieh  between  the 
old  thmg  and  the  improvement  id. 


(4.)    Brnd^p^dtokinff-Sia^e. 

108.  Where,  in  a  oatent  for  a  cooUng- 
etore,  the  woros  of  the  claim  were 
"  the  extending  of  the  oren  under 
the  apron  or  open  hearth  of  the 
atore,  and  in  combination  thereof 
with  the  fluee  constructed  as  abore 
•peeified:"  Hefd,  that  the  claim 
was  a  eonUnnation,  of  the  extension 
of  Uie  oven  under  the  hearth  <^the 
0toTe«0i<A  the  flues,  as  described. 
Buck  T.  HenMnei,  898 

109.  Where,  to  a  prcTionsly  existing 
combination  of  an  oven  extending 
under  the  open  hearth  of  a  cooking 
store  with  reverberating  flues,. an 
iuTcntor  added  a  flue  or  fire-cham- 
ber in  front:  ffdd,  that  he  had 
made  a  new  and  patentable  combi- 
nation, id. 

I  la  BM,  further,  that  a  patent  dum- 
inff  the  new  combination  was  not 
Toid,  as  claiming  the  prior  combi- 
nation of  the  extended  oren  with 
tiie  rererberating  flues.  id 


(5.)    AU€n'9--GvMrLoeU 

111.  The  re-issued  patent  to  Ethan  Al- 
len of  the  Sd  of  August,  1 844,  for 
an  "  improrement  in  the  method  of 
constructing  locks  for  fire-arms," 
is  for  the  same  inrention  as  that 
described  in  his  original  patent  of 
KoYcmber  11th,  1887.  Allen  t. 
Spra^ue,  667 


PENALTY. 

See  Plxadino,  ]» 2. 
Statotbb^  1,  2. 
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1.  The  penaltj  imposed  bj  §  1 1  of  tha 
copy-right  act  of  FebruarjSd,  18S1, 
(A  U.S.  Stat  at  Laiye,^S,)ioT  yut- 
ting  the  imprint  of  a  eopy-iight 
upon  a  work  not  legally  copy-right- 
ed, and  siren  by  the  act  to  **tk9 
penon  who  shall  sue  for  the  same,** 
cannot  be  reeorered  in  the  name  of 
more  than  onewerton,  Ferretl  y. At- 
will,  151 

2.  A  declaration  for  such  penalty  in 
the  name  of  tw>  per»<nu  is  bad  on 
general  demurrer.  id, 

8.  In  an  action  on  a  statute,  the  party 
proeecuting  must  allege  erery  fact 
necessary  to  make  out  his  title  and 
his  competency  to  sue.  id. 

See  Biua  or  Exohako^  11. 
Insuxanoi,  7. 
MKaoxi^  1. 
Patbrtb,  46  to  48. 
PRAoncK,  1  to  6,  8  to  18»  16^  16. 
Pbomuboxt  Notb^  8,  4. 
Slandsb,  1, 


PLEDGE. 
SmFactob. 


PRACnCR 

1.  Where  an  action  is  remored  from  a 
State  Court  to  this  Court,  undar 
the  12th  section  of  the  Judiciary 
Act  of  1789,  {I  IT.  S  StaL  at  Larpe, 
79,)  certified  copies  of  the  process 
or  papers  hj  which  the  suit  was 
commenced  in  the  State  Court,  and 
of  an  order  of  that  Court  for  their 
transmission,  should  be  sent  to  and 
entered  in  this  Court  Martin  r. 
Kanatue,  149 

2.  Where  a  defendant,  instead  of 
adopting  that  course,  entered  here 
what  purported  to  be  a  copy  of  s 
declaration  in  the  action  in  the 
State  Courts  but  the  copy  was  n<»i 
certified  from  the  State  Court,  or 
accompanied  by  a  certified  copy  of 
any  order  of  the  State  Court  for  Its 
transmission,  and  then  entered  here 
a  rule  to  declare :  Beld,  that  the 
rule  to  declare  must  be  racated,  and 
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the  oopj  deeUration  be  taken  from 
thefilei.  id, 

Z.  On  the  tranemiMion  of  the  proeeis 
or  declaration  bj  which  the  suit 
▼as  commenced  in  the  State  Court, 
and  the  entry  of  the  eame  in  this 
Gonrt^  the  plaintiff  must  file  a  new 
declaration  according  to  the  prac- 
tice of  this  Conrt)  as  if  the  suit 
were  an  original  one  here.  Chrke 
Y.  The  Protection  Int.  Oo,,  150 

4.  Until  the  filing  of  snoh  declaration 
the  plaintiff  cannot  enter  a  rule  to 
plead,  or  a  defaalt  for  not  pleading. 

0.  Where  a  ]flaintiff  brought  eleven 
^t  tarn  actions  for  penalties  against 
the  same  defendant,  the  defendant 
hayiuff  demurred  to  the  declaration 
in  each  case,  and  the  pleadings  in 
all  being  alike,  a  motion  by  the 
plaintiff  that  the  demurrer  in  one 
of  the  cases  be  argued,  and  that 
the  others  abide  its  cTcnt^  and  all 
proceedings  in  them  be  stayed 
meanwhile,  was  denied.  Ftrrett  r. 
Atmll,  101 

((.Upon  issues  of  law,  the  party 
bringing  a  multiplicity  of  suits  must 
take  the  responsibility  of  meetins 
them  in  the  usual  way.  icL 

7.  Rules  as  to  awarding  a  feigned  is- 
sue.    Van  Hook  t.  Pendleton,     187 

&  A  plaintiff  in  a  suit  in  equity,  is  en- 
titled, on  a  motion  for  that  purpose, 
to  have  produced  for  ins^ction 
and  to  be  used  in  aid  of  his  suit, 
documents  in  possession  of  the  de- 
fendant or  his  agent,  which  are  re- 
ferred to  in  the  answer,  without 
being  set  forth  at  large,  and  arema- 
teriiu  to  the  support  of  the  plain- 
tiff's rights.    Jiobbini  y.  JDavu,  238 

9.  But  he  is  not  entitled,  by  motion, 
to  call  for  the  production  by  the 
defendant,  of  papers  to  which  no 
allusion  is  made  in  the  answer,  id, 

10.  If  his  bill  alleges  the  existence  of 
such  pMMrs,  and  their  possession 
by  the  defendant,  and  the  answer 
fails  to  reply  to  the  allegation,  he 
should  except  to  the  answer.        id' 


11.  Where  the  answer  sets  forth  ex- 
tracts from  the  defendant's  books^ 
which  are  sworn  to  embrace  every 
thing  in  the  books  that  relates  to 
the  subject  matter  of  the  suit,  the 
plaintiff  cannot,  upon  motion,  and 
on  a  suggestion  that  the  extracts 

E*yen  are,  if  not  garbled,  at  least 
ible  to  suspicion,  entitle  himself 
to  a  general  mspection  of  the  books 
of  the  defendant  relating  to  other 
matters.  id. 


12.  He  is  entitled  to  the  production, 
for  inspection,  of  the  books  which 
contain  the  extracts  given,  but  the 
defendant  is  at  liberty  to  seal  up 
the  other  |>arts  of  the  books,  and 
the  inspection  must  take  place  un- 
der the  supervision  of  an  officer  of 
the  Court  id. 


18.  But  he  is  not  entitled  to  the  pro- 
duction of  a  book,  where  his  bill 
does  not  in  any  way  call  for  its 
production  or  discovery,  or  show  its 
materiality  to  the  matters  in  con- 
trorersy.  id. 


14.  While  the  plaintiff's  counsel  in  a 
civil  action  was  opening  the  case 
to  the  jury,  one  of  tne  jurymen  em- 
panneUed  was  taken  if),  so  as  to  be 
unable  to  serve :  Held,  that  it  was 
proper  for  the  Court  to  discharge 
mm,  and  to  direct  another  juryman 
to  be  drawn  from  the  panel  in  his 
stead.    Foote  v.  Silehy,  445 


15.  An  action  at  law  for  the  infrinffe- 
ment  of  a  patent  was  tried  ana  a 
verdict  found  for  the  plaintiff,  and 
a  motion  for  a  new«trial,  on  the 
grounds  of  errors  in  law  at  the 
trial,  and  of  surprise  in  the  exclu- 
sion of  evidence,  and  of  newly  dis- 
covered evidence^  was  made  and 
denied.  After  the  verdict  the  plain- 
tiff filed  a  bill  against  the  defend- 
ants  for  a  perpetual  injunction, 
founded  on  the  verdict.  An  an- 
swer was  put  in,  setting  up  in  de- 
fence the  matters  un;ed  as  grounds 
for  a  new  trial.  After  the  refusal 
of  a  new  trial  in  the  action  at  law, 
and  after  replication  in  the  suiffin 
equity,  the  defendants  moved  in  the 
latter  suit  for  a  feigned  issue,  on  the 
ground  that  they  had  just  discov- 
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«r«d  new  •rideaee  which  w«nt  to 
■how  a  want  of  novelty  in  the 
pljuntiff's  inTeatioo,  nnd  was  of  a 
different  eharaoter  from  any  before 
presented:  HM^  that  it  was  a 
proper  ease  for  a  feigned  issue. 
T9ot€  y.  aUtby,  546 

l^.HM  also^  that  the  defendants 
were  entitled  to  amend  their  an- 
swer, on  payment  of  costs,  by  in- 
serting the  newly  discovered  mat- 
ter, id, 

17.  The  practice  prescribed  for  the 
commitment  of  prisoners  by  the 
marshal  to  the  costody  of  the  fails 
of  the  State,  and  for  bringing  them 
np  for  trial  or  other  cause  after 
such  commitment  DUtriet  Attor- 
ney Feei,  647 

18.  The  mittimMi  and  the  hab&oi  eor- 
ptii,  in  such  casei^  dasoossed.       id. 

S99  AonoM,  2. 

AoMiaALTT,  1  to  4 

Bills  or  EzoBJOiai^  1. 

Gosm 

Cousn  or  XT.  StAtn^  1, 

Dimn^  0. 

Eqvrt,  7. 

ETiDBiraii;  2,  10. 

JvusDionoir,  S,  10  to  14. 

LdotatiomBi  Statotb  of,  1. 

NiwTkUAi^  1. 

Patbntb,  27,  29,  4S,  50  to  65,  59, 

62  to  68,  77,  76k  83. 
WuT  or  Eebob. 


PRINCIPAL. 
SmFaoioi. 

PRlSONEBa 
See  PaAonoi^  17«  18. 

PROCESS. 

Sm  Fuomrn  Slavs  Law,  6  to  la 
JuRisDionoif,  6  to  8,  10  to  14 
Pjuono^  1  to  H  11,  18. 


PROMXaSO&T  HOTESu 

1.  If  a  negotiable  promissory  note  ii 
payable  to  "Si  X  cashier,  or  or- 
der," but  is  not  endorsed  by  him, 
parol  evidence  is  inadmissible^  to 
show  that  the  bank  of  which  a  J. 
is  cashier,  is  the  real  party  in  inter- 
est, so  as  to  permit  tne  bank  to  re- 
cover npon  it,  without  its  endorse- 
ment by  &  J.  £unk  of  U.  8^  t. 
Zyman,  297 

2.  In  an  action  brought  by  the  bank, 
sach  a  note  is  not  evidence  of  money 
had  and  received  to  its  us^  or  of 
an  account  stated  with  it.  id. 

8.  The  note^  however,  having  been 

Siven  to  S.  J.  for  property  sold  and 
elivered  by  the  plaintifis  to  the 
defendants^  the  plaintiflb  could, 
perhaps  surrender  and  cancel  the 
note,  and  recover  on  the  original 
con^eration,  if  the  declaration 
contained  a  count  foundod  thereoo. 
(>srNsuoii,J.)  id 

4.  If  the  bank,  thon^  not  the 
payees  were  the  real  owner  of  the 
note,  and  there  had  been  an  ac- 
tual accoimting  with  it  or  its 
a^ntSi  those  fMts  might  perhaps^ 
with  the  note,  constitute  sufficient 
evidence  to  support  an  action  by 
the  bank  for  money  had  and  re- 
ceived, or  on  an  account  stated; 
but  an  accountiue  with  third  per- 
sons, to  whom  theheneficial  interest 
of  the  bank  in  the  note  had  been 
assigned,  in  trust  for  specified  pur- 
poses^ would  not.  id 

5.  Facts  stated,  from  which  notice  to 
an  endorser,  ef  the  presentment  and 
non-payment  of  a  promissory  note, 
will  be  interred.  id 

6.  Questions  of  evidence  examined,  in 
reg^ard  to  certain  notes  alleged  to 
be  included  in  the  purchase  by  the 
defendants,  and  to  have  been  eon- 
trolled  or  discharged  by  the  plain- 
tiflb. id 

7.  Where  a  promissory  note  was  en- 
dorsed by  H.,  without  restriction, 
for  the  accommodation  of  T.,  and 
was  applied  by  T.  to  the  payment 
and  satisfaction  of  a  note  of  like 
amount  held  by  It  against  T.,  then 
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diM  Md  impftid:  SM,  that  K. 
eonld  reoorer  aguntt  H.  on  the 
note^  althoagh  M.  when  he  receiyed 
the  note  knew  that  it  wm  aecom- 
modAtion  paper.    MoUon  y.  iTaio- 

8.  Espeeiallj  eould  IL  reeoyer,  where 
the  prior  note  held  by  him  was  a 
note  endorsed  bj  H.  on  which  H. 
•tood  at  the  time  eharged  as  en- 
dorser, id, 

9.  Where  a  note  was  endorsed  by  H., 
witfaoat  restriction,  for  the  accom- 
modation  of  T.,  and  was  applied  as 
•eeuritj  for  the  payment  or  a  sab- 
listing  account  one  from  T.  to  M. : 
Sddt  that  M.  could  recoyer  against 
H.  on  the  note,  whether  M.  when 
he  took  the 'note  knew  or  did  not 
know  that  it  was  aooommodation 
paper.  id, 

10.  In  raeh  easSp  the  amount  recoyer- 
able  on  the  note  is  prima  fatie  the 
amount  shown  to  haye  been  due  on 
the  account  at  the  time  the  note 
was  taken  hj  M,  although  no  set- 
tlement or  liquidation  of  the  ac- 
count is  proyed.  id. 

11.  And,  where  H's  agents  prior  to 
the  taking  of  the  note,  presented  to 
T.  an  account  current  between  T. 
and  M.,  and  the  agent  and  T.,  after 
examining  the  account,  concluded 
upon  the  amount  then  due  to  M. : 
Meldt  that  the  testimony  of  the 
agent  to  those  facts,  without  the 
production  of  the  i.ccount  current, 
wss  competent  and  prima  faeie  suf- 
fieient  eyidence,  to  show  that  the 
amount  so  ooneluded  upon  was  due 
on  the  account  at  the  tune  II  took 
thenoteu  id, 

86$  Biua  or  EzaBAXoa. 
EymsNd,  2. 

PURCHASER. 

896  EQurrr,  7,  8. 

YaNDOa  AND  PUIOHASW. 

R 

REAL  ESTATE. 
a$$  Ewnnr,  I  to  & 


RECEIVER. 
See  Equttt,  7. 

REPLEVIN. 
Bee  SBiFPOfo,  16. 

REVENUK 
Bee  Ddtibb. 

s 

SALVAGR 

1.  Allowances  for  salvaire  serrice  dis- 
cussed. ( Per  Brm»  Dietriei  Judge, ) 
The  KarragoMeti,  211 

2.  Where  a  yessel  was  stranded,  and 
salyage  seryices  were  rendered  by 
another  yessel  in  relieying  her,  in 
pursuance  of  a  written  contract 
between  the  owner  of  the  latter 
and  the  agent  of  the  master  of 
the  former,  which  stipulated  the 
per  diem  compensation  for  the  ser- 
yices: Held,  tnat  the  District  Court 
had  jurisdiction  of  a  libel  in  rem 
for  the  salyage  seryices,  notwith- 
standing the  written  agreement. 
The  A.  D,  Patehin,  414 

8.  The  contract  was  not  necessarily 
binding  upon  the  yessel  in  peril,  or 
upon  her  owner:  and  it  would  be 
the  duty  of  the  Court  to  disregard 
it,  and  to  award  compensation  ac- 
cording to  the  principles  of  Admi- 
ralty in  salyage  cases,  if  any  adyan- 
tage  was  taken  by  the  libellant  in 
the  agreement  id, 

4.  The  rate  fixed  by  the  contract  is 
looked  at  in  aeterminins  the 
amount  proper  to  be  awarded  for 
the  salyage  seryices^  and  would  be 
disregarded  if  disproportionate  or 
unreasonable,  or  if  extorted  through 
the  pressure  of  impending  calam- 
ity, id, 

5.  The  Admiralty  Jurisdiction,  in  sal- 
yage eases,  is  as  essential  to  the' 
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proteetion  of  the  Teasel  snbjeei  to 
Mirage,  as  it  is  to  the  iBdemnity  of 
the  saWor,  and  mm  seareely  be 
ousted  W  an  J  a^eement  for  ren- 
dering the  serrieesb  id, 

6.  Amount  of  salvage  awarded.        id, 

7.  Although  all  the  suitors  for  salyage 
ought  to  join  in  the  suit  against  the 
property  sared,  vet  the  non-joinder 
of  the  erew  of  the  salTor  yessel,  in 
a  suit  bj  the  master  and  owner,  is 
no  objection  to  the  maintenanee  of 
the  suit,  in  a  case  where  the  crew 
were  exposed  to  no  extraordinary 
hardships  or  personal  danger.  {Per 
CoHKUKO,  JHttrict  Judge,)  id, 

8te  CoLUBioir,  1. 


SHIPPING. 

1.  The  consignee  of  a  vessel  has  au- 
thority to  arrange  with  the  owner 
or  consignee  of  her  cargo  in  respect 
to  the  time  and  manner  of  its  de- 
livery, and  an  agreement  for  that 
object  is  not  an  independent  agree- 
ment or  a  mere  personal  matter  be- 
tween the  parties.     The   Qrafton, 

178 

2.  Where  B.,  the  eonsignee  of  a  vessel, 
not  owning  any  part  of  her,  com- 
menced discharging  a  quantity  of 
hemp  consigned  to  H.,  and,  before 
its  discharge  was  completed,  agreed 
with  H.  to  stop  discharging,  be- 
cause the  weather  was  baa,  but 
violated  his  agreement  and  dis- 
charsred  all  the  hemp  upon  the 
wharf,  where  so  much  of  it  as  had 
not  been  removed  bv  H.  was 
damaged  by  rain :  Heldt  on  a  libel 
in  rem  agamst  the  vessel,  filed  by 
H.,  that  he  was  entitled  to  recover 
the  lo:'s  occasioned  by  such  dam- 
age, id. 

3.  Where  the  master  of  a  vessel  is 
charged  with  having  sailed  on  a 
voyage  from  the  coast  of  Africa 
with  a  sick  and  incompetent  crew, 
whereby  delay  was  caused,  and 
dam.affe  ensued  to  the  cargo,  and  a 
lass  of  price  in  selling  it,  the  ques- 
tion is,  what  were  the  facts  on 
which  he  was  called  to  exercise  his 
best  judgment  at  the  time  he  sailed ; 


not  what  a«ina]}y  happened  aft«- 

wardsL     The  OetUUnum,  IM 

4.  Where,  in  such  a  case,  the  evidence 
of  the  crew  as  to  their  own  health 
ean  be  had,  it  must  control,  in  op- 
position to  the  testimony  of  persons 
experienced  in  the  trade  of  the  Af- 
rican coasts  as  to  the  effect  of  the 
given  sickness  upon  the  crew,  and 
the  propriety  of  the  maaier^a  leav- 
ing as  he  did.  id. 

0.  The  ship  N.  sailed  from  Kew-Or- 
leans  for  New- York,  on  the  20th  of 
June,  with  a  eaigo  of  tobaeoo  in 
hogsheads  and  lard  in  barrels; 
when  seventeen  days  out^  without 
having  met  any  veiy  rough  weather, 
lard  was  pumped  from  her;  the 
tobacco  was  damaged  by  the  lard 
running  into  it:  ffeld^  that  the 
damage  was  occasioned  by  some 
cause  other  than  the  perils  of  the 
aea,  such  as  bad  stowage  or  oooper^ 
age,  and  that  the  ship  was  respon- 
sible for  it    The  Newark,  fOZ 

6.  If,  under  such  circumstances,  a  peril 
of  the  sea,  subsequent  to  the  first 
pumping  of  the  lard,  and  wholly 
unconnected  with  the  fault  of  the 
carrier  in  the  defective  stowage  or 
cooperage  of  the  lard,  is  set  up  as 
the  cause  of  the  damage,  the  evi- 
dence should  be  clear  and  undoubt- 
ed in  order  to  exonerate  the  eairier 
from  liability.  id, 

7.  In  this  case,  the  Court  being  sat- 
isfied that  the  barrels  of  lard  were 
badlv  stowed  and  coopered,  chaiged 
the  aamage  to  the  carrier.  id, 

8.  A.  by  his  agents^  chartered  a  yessel 
for  a  voyage  from  New- York  to 
Havre,  tne  freight  to  be  payable  on 
the  arrival  and  discharge  of  the 
cargo  at  Havre.  The  vessel  sailed, 
but  encountered  a  storm  and  sprang 
aleak,  and  put  back  to  New-York. 
The  cargo  was  discharged,  and,  on 
a  survey,  was  found  to  be  so  much 
damaged  by  salt  water,  that  it 
would  not  bear  transportation,  nor 
would  its  shipment  have  been  safe 
for  the  vessel  or  crew.  A.'s  agents 
refused  to  interfere  with  it,  and  the 
master  sold  it  at  auction.  In  an 
action  by  A.  for  the  nett  proceeds : 
Heidi  that  the  owner  of  the  Teasel 
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was  not  entitled  to  retain  anything 
for  freight    MuUmr.Ltm^       864 

9.  Whether  the  underwriters  wonld 
be  liable  for  the  freight,  quere.    id. 

10.  In  eases  of  neecssity  hiu>pening 
during  a  roTaee,  the  master  is,  by 
laW|  created  the  agent  for  the  ben- 
efit of  a1]  concerned,  and  his  acts 
done  nnder  such  circumstances,  in 
the  exercise  of  a  sound  discretion, 
are  binding  upon  all  parties  in  in- 
terest id 

11.  Hie  voluntary  acceptance  of  the 
carso  by  the  wipper  at  an  inter- 
mediate port  would  have  the  effect 
to  charge  him  with  a  ratable  por- 
tion of  the  freight  id, 

12.But^  where  the  port  of  distress 
and  of  acceptance  of  the  cargo  is 
the  port  of  shipment  and  no  part 
of  the  Toy^ge  has  been  performed, 
the  ehipper  ought  not  to  pav 
freight  mL 

18.  Where  the  yoyage  is  broken  up, 
no  more  for  the  benefit  of  the  carvo 
than  for  the  benefit  of  the  ship 
owner,  and  the  shipper  has  derived 
no  benefit  under  nis  contract  he 
ought  not  to  pay  any  freight     id, 

14  The  master  having  failed  to  deliver 
the  cargo  aocordinff  to  the  bill  6t 
lading,  and  there  naving  been  no 
waiver  of  performance  by  the  ship- 
per at  the  port  of  distress,  the 
owner  of  the  vessel  is  not  entitled 
to  freight,  notwithstanding  the 
damaeed  state  of  the  cargo  justified 
its  sale  by  the  master  at  the  port 
of  distress.  The  Ann  D,  Richard- 
MfH  868 

16.  Ihe  agency  of  the  master  on  behalf 
of  the  shipper  at  the  port  of  dis- 
tress, arisiuff  out  of  the  necessities 
occasioned  by  the  disaster,  is  lim- 
ited to  the  sale  of  the  cargo.       id, 

16.  Goods  were  purchased  on  eredit 
and  shipped  bv  the  vendor  on 
board  of  a  yessel  whose  master  gave 
•  bill  of  lading  for  their  delivery  to 
the  consiffnee  or  his  order.  Before 
the  vessel  reached  her  port  the  bill 
was  endorsed  to  A.,  who  advanced 


cash  upon  it  After  she  arrived, 
and  befove  A.  demanded  the  goods, 
they  were  replevied  by  the  vendor, 
<m  an  all^ation  that  the  vendee 
had  agreed  to  pay  for  the  goods  on 
deliyery,  but  hadoecome  insolvent, 
and  bad  not  paid  for  them :  Held, 
that  A.  was  a  bona  fide  purchaser, 
that  the  seizure  of  the  goods  by 
virtue  of  the  writ  of  replevin  con- 
stituted no  bar  to  his  risht  to  the 
delivery  of  the  goods,  and  that,  on 
a  libel  in  rem,  the  vessel  was  re- 
sponsible to  him,  irrespective  of  the 
suit  between  vendor  and  vendee. 
The  Maty  Ann  Ouegt,  868 

17.  A  vessel  was  wrecked  and  aban- 
doned to  the  underwriters.  They 
authorized  an  agent  to  draw  on 
them  for  her  repairs.  He  did  so, 
and  A.  advanced  the  money  on  the 
draft  The  underwriters  sold  the 
vessel,  when  repaired,  to  the  insur- 
ed, in  satisfaction  of  their  policy, 
and  afterwards  failed  in  business 
and  did  not  pay  the  draft,  which 
they  had  accepted.  A.  having  filed 
a  lioel  in  rem  against  the  vessel  to 
recover  the  advance:  Held,  that 
exclusive  credit  for  the  advance 
was  given  to  the  underwriters  and 
that  no  lien  existed  on  the  vessel 
for  its  repayment    The  Sea  Flower, 

861 

18.  Held  $Xbo,  eeoeeially,  that  the  lien 
could  not,  unaer  the  circumstances, 
be  set  up  against  the  title  of  a  bona 
fide  purchaser.  id. 

19.  Where  an  established  and  well 
known  usage  exists  in  a  particular 
trade,  in  regard  to  the  stowage  of 
a  general  ship,  both  as  to  the  man- 
ner of  stowing  and  as  to  the  differ- 
ent articles  to  be  stowed  together, 
one  who  ships  ffoods  by  such  a  ves- 
sel is  chargeable  with  notice  of  the 
usage  and  must  give  special  instruc- 
tions if  he  desires  a  change  in  the 
mode  of  stowage.    Baxter  9.  Leland, 

626 

20.  Where  such  usage  exists,  a  ship- 
per who  is  chargeable  with  notice 
of  it,  and  gives  no  special  instnio- 
tioDS,  and  whose  poods  are  stowe4 
in  accordance  with  the  usage,  is 
deemed  to  have  assented  to  the 
mode  of  stowage,  and  cannot,  in 
case  his  goods  are  injured  on  the 
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TOf  age  in  oonMoiieaee  of  the  mode 
of  stowAge,  Mt  toAfc  Qp  ••  a  ^ond 
of  complaint^  or  aa  a  Kumdation  for 
depriying  the  nrnera  of  the  T^p^l 
of  their  iMight.  id. 


21.  In  the  ease  of  a  contract  with  a 
material-man,  or  one  for  repaira*  the 
liability  of  the  yesBel  ansee  from 
the  furniBhing  of  the  sappliea,  or 
the  making  of  the  repairs.  Short 
of  actual  repairs  or  sapplies,  the 
party  claiming  damages  for  a  breach 
of  oontract  innst  look  to  the  master 
or  owner.    l%e  Pacific,  669 


See  ADMOALTr. 
Ck>LLiBioir. 
Insvranob. 

NATIGATIOir. 

Saltagb. 


SLANDER. 


1.  The  office  of  the  inmcndo  in  •  dec- 
laration for  alanderi  is  to  explain 
the  words  spoken  and  annex  to 
them  their  proper  meaning.  It 
cannot  extend  tneir  sense  beyond 
their  nsual  and  natural  import,  un- 
less something  is  put  upon  the  rec- 
ord by  way  of  introductory  matter, 
with  which  they  can  be  connected; 
then,  words  which  are  equiyocal  or 
ambiguous,  or  fall  short,  in  their 
natural  sense,  of  importing  any  li- 
bellous eharg^e,  may  have  ^x^  to 
them  a  meaning  certain  and  defam- 
atory, extending  beyond  their  or- 
dinary import  Beardtley  y.  Tap- 
pan,  '  688 


i.  Words  spoken  of  a  party,  which  do 
not  necessarily  import  anjr  thing  in- 
jurious, may,  when  taken  in  connec- 
tion with  other  charges  made  against 
the  party  at  the  same  time,  and  if 
the  whole  be  published  of  and  con- 
.  ceminff  the  party  as  a  merchant^ 
and  with  Intent  to  affect  his  credit 
-and  standing  as  such,  haye  a  yery 
different  meaning  attached  to  them; 
and  a  jury  may  so  find,  if  they  be- 
lieye  the  words  to  haye  been  spo- 
ken with  snoh  intent  id. 


STATE  couna 

See  PRAcnci^  1  to  4 

STATUTES. 

1.  The  language  of  the  statute  is  to  be 
particularly  adhered  to  in  the  con- 
struction 01  penal  lawa  FerreU  y. 
AtMl,  161 

2.  It  seems^  there  might  be  a  differenee 
between  the  construction  of  a  stat- 
ute giving  a  penalty  to  a  common 
informer,  and  of  one  imposing  a  pen- 
alty for  the  benefit  of  a  person  ag- 
grieved by  its  violation.  id, 

8.  A  statute  can  be  repealed  only  by 
an  express  provision  of  a  subsequent 
law,  or  by  necessary  implication ; 
the  two  must  be  so  repucrnant  that 
they  cannot  stand  togewer  or  be 
consistently  reconeilMl,  and  then 
the  latter  one  will  prevail  Jfor- 
loty,  Lawrence,  608 

See  PuEADDTO,  8. 

STATUTES  COMMENTED  OIT. 
UNinmSTATn. 

1789»  Sept  24,  Judiciary,  149, 898, 480, 

628»  662 

"     29,  Costs,  662 

1798,  Feb.  12,    Fugitive  Slave  Law, 

686 
1817,  Mch.  1,      Navigation,  218 

1881,  Feb.  8,      Copy-Right,   161,618 

1882,  July  14,    Tanfl^  499 

1886,  "      4^    Patents,  167,244,872 

446,480,606, 
642,697 

1887,  Mch.  8,      Patents,   244,446,606 
1889,  Feb.  6^      Blanchard'a    Pafcent» 

258 
*'   Mch.  8,      Patents,  606 

«      «     .<       TwnSS,  499 

1841,  Aug.  19,    Bankraptoy,  290, 818 

1842,  May  18,    District     Attorney's 

Fees,  647 

"  Ai«.  80,      Tari£(  846^  861,  601, 

699,  608,  618 

1841.  Feb.  26,        "  499 

"      ««      ««      Woodworth's  Patent, 

629 

<<    Meh.  8,     District     Attomeyt' 

Fees,  647 


>•. 


IHDBX. 


Wl 


lS46,JalT80,    Tariff,  846,   5<y4»  699 

602,  605.  607.  608. 

618,  616.  616 

"    Aug.  10,    Smithflonian   Instita- 

tion,                    618 

186Q,  Sept.  18,    Fogitiye  Slare  Lav. 

685 

Kkw-Yobx. 

2R.a297.§27, 

"  "  "  629,  680. 

«  "  "  8d  ed.  722  to  726, 

1840^  chapw  886, 

1844,     "     278, 

1849,     -     488,  §808, 

179 
652 
647,662 
647,662 
647,662 
647,662 

Ohio. 

1888,  Mch.  17,  Citr  Bank  of  Golum- 

bufl,  425 

1846,  Mch.   6,     "  "      "      "  425 

"    Feb.  24^  Ooneral  Banking  Law, 

426 


SUIT. 
See  Affnov, 

SURETY. 

See  Boms  1,  i. 
Twxm,  1,  2. 

8UBPRIBE. 

See  Nbw  Tbul 
pAmm^  48. 

T 

TARIFF. 
See  DunM. 

TENAirr. 

See  EflBOTMBrr,  8. 

TTTLEL 
Bee  BqfBm,8, 


TOWING. 

See  CoLUBtov,  4  to  9. 

TRESPASS. 
See  UiLttAXT  Law. 

TRIAL. 
Bee  Oointn  or  U.  SiAn%  1. 

TROVER. 
Am  Faoio%  1  to  6.  ^ 

TRUST. 

1.  Where  H.  made  an  aaaignmaat  of 
hie  property,  in  trust  to  par  any 
judffment  which  the  United  States 
might  recover  against  him  and  the 
snreties  on  his  official  bond  as  col- 
lect^fr  of  customs,  and,  after  the  re- 
eovery  of  such  jadsment,  flie  plain- 
tiflb  in  it  filed  a  biU  for  an  account 
br  the  tmstees  and  the  application 
or  the  trost  funds  to  the  payment  of 
the  Judgment :  Ifeldj  that  a  trust 
in  fayor  of  the  plaintifis  was  crea- 
ted bj  the  assiffnment  by  implica- 
tion of  law,  and  that  the  bill  was 
properly  filed.  The  United  Statee 
T.  tloyt  and  othere,  882 

2.  But,  the  riffht  of  the  plainti£b  un- 
der the  implied  trust  did  not  attach 
till  the  filmg  of  their  bill,  that  be- 
ing their  first  act  in  affirmance  of 
the  trust,  and,  therefore,  the  trus- 
tees W3re  not  bound  to  account  to 
them  for  any  of  the  truA  funds  that 
were  dispoMd  of  prior  to  that  time 
with  the  consent  of  the  assignor  and 
of  the  sureties.  id, 

8.  Where,  by  a  contract  between  sere- 
ral  parties,  a  trust  was  created  and 
trustees  were  appointed,  the  trust 
not  to  take  effect,  howeyer.  till  the 
happening  of  a  certain  event :  Held, 
that  untu  the  happening  of  tha 
«v«nt  the  trust  was  pasHV%  and 
that  before  that  time  the  Oonrt 
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would  not^  ftt  the  insUnce  of  one  of 
the  parties^  interfere  to  remove  the 
trusteee  for  sUeged   nttffeMance. 


Sloor.  Lam, 


fiia 


4.  Where  $1000  was  given  to  s  lega- 
tee bj  a  will,  the  money  to  be  rais* 
ed  out  of  the  testator's  estate,  and 
paid  over  to  the  legatee ;  and  the 
ezeentor  and  trustee  under  the 
will,  having  raised  the  money,  in- 
stead of  payinff  it  to  the  legatee, 
purchased  oanK  stock  with  it ;  and 
afterwards,  when  called  on  bv  the 
legatee  to  aeeount,  sold  the  Dank 
stock,  and  paid  over  the  proceeds, 
$1,460  84,  to  the  duly  authorized 
agent  of  the  legatee,  which  he  re- 
ceived as  and  for  the  $1000  lesacy, 

.  the  stock  having  been  sold  with  his 
knowledge  and  assent :  ffeldf  that, 
as  there  was  no  evidence  the  lega- 
tee was  advised  of  the  purchase  of 
the  bank  stock,  or  ever  assented  to 
it,  the  executor  had  a  right  to  sell 
thestoek  and  pay  over  the  pro- 
ceeds   JVbrmofi  v.  Storw,         698 


0.  Until  the  inveitment  was  sanction- 
ed by  the  legatee^  he  had  a  right  to 
claim  the  money ;  and  until  then, 
too^  the  executor  had  a  right  to  re- 
call or  chanffe  the  investment,  or 
pay  over  the  legacy,  being  bound, 
if  any  profits  were  made  by  the  in- 
vestment, to  account  for  them,  and 
to  make  up  the  losa^  if  any.         id. 

6.  The  stock  did  not  belong  to  the  le- 
gatee^ and  the  executor  was  fxaXty 
of  no  eonyersion  or  wrong  m  sel- 
ling it  id, 

7.  In  a  suit  in  equity  against  an  exe- 
cutor and  trustee  for  an  account, 
where  it  appears  that  he  acted  in 
good  faitii  m  the  execution  of  his 
trust,  but  misapprehended  his  duty 
in  the  partieulara  ia  respect  to 
which  he  is  charged  in  the  final  de- 
cree, he  will,  where  a  balance  is 
found  by  a  Master's  report  to  be 
due  from  him,  be  charged  with  in- 
terest only  from  the  date  of  the  re- 
port on  the  sum  found  due.         id, 

8.  But  he  will  be  charged  with  the 
costs  of  the  suit^  although  he  suc- 
•eeded  on  teyeral  points  in  ^  and  | 


greatly  redneed  the  amofont  daim- 
ed  from  him.  The  balance  found 
was  contested  by  him,  and  the  suit 
was  necessary  to  recover  it.         id. 


TRUSTEE. 
See 'Enonairx,  8. 


u 

USTITED  STATES^  COURTS  OF. 
See  CovxTB  or  U.  SrAnsL 

USA0B. 
8eeBmFPaG,l%20. 


VENDOR  AND  PURCHASER. 

SmBjsoimkmt,  8. 
Suirrijio,  18. 


VERDICT. 
SeeTAvam,  47,48,  67,  68. 

VES6EUL 

See  ADMiBALTr. 
CoLLWoir. 

iMSDBAlfCB. 

Naviqaiiov. 
Smvpino. 

w 

VflTNJfiftL 
See  Cofloa,  8^7. 

£vi]>BM€& 


nSBEZ. 
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WBrr  OP  SRROB. 


1.  A  judge  of  this  Court  sitting  at 
ehambera  has  power  to  allow  a 
writ  of  error  under  §  17  of  the  Pa- 
tent act  of  July  ith»  1836,  (5  U.  & 
Stat  at  Large,  124»)  which  declares 
that  in  patent  oaaee  write  of  error 
ahall  lie  as  in  other  eases  and  "  in 
all  other  eases  in  which  the  Court 
shall  deem  it  reasonable  to  allow 
the  same."    FooU  y.  aUAy,       M2 

8.  There  might  be  some  ground  for 
saying  that  in  allowing  sneh  writ 
the  jadffe  mast  be  sitting  at  a  stated 
term  of  the  Court,  if  a  Court  at 
chambers  and  one  at  a  stated  term 
fixed  by  statute  were  held  by  a  dif- 
ferent Dodj.  id, 

S.  On  the  allowance  of  such  a  writ  of 


error,  an  order  was  made  by  the 
judge  at  chambers  giying  the  par- 
ty suinff  out  the  writ  leave  to  make 
a  bill  of  exceptions.  He  had  made 
a  ease  after  the  trial,  which  took 
place  two  years  before,  and  had 
moyed  on  Uie  case  for  a  new  trial, 
which  was  denied.  The  case  con- 
tained no  stipulation  that  it  might 
be  turned  into  a  bill  of  exceptions. 
On  a  motion  to  set  aside  the  order : 
Hddt  that  as  the  case  was  made, 
instead  of  a  bill,  by  direction  of  the 
judge  before  whom  the  trial  was 
had,  and  without  prejudice  to  the 
ri^ht  of  the  party  to  make  up  a  bill 
with  a  yiew  to  a  writ  of  error,  and, 
as  it  appeared  that  the  points  were 
made  and  the  excef>tions  taken  at 
the  trial  in  the  required  form  to  en- 
title the  party  to  the  benefit  of 
them  on  a  writ  of  error,  the  order 
must  stand.  id. 


I 
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